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I. Introduction
A. The Policy Rationales Underlying Copyright
1) U.S. Approach: Copyright is designed to encourage the creation of works of authorship.

(a) The fundamental tension this creates is between maximizing the incentives while maintain the public’s right to access and use the works.
2) European: Authors have a natural right to control and profit from their works.

B. Key Concepts
II. Subject Matter & Standards: Basic Principles
A. Constitutional Limitations
(a) Protection must be to promote “the progress of science and the useful arts.”
(b) Must be “for limited times”
(c) Rights can be secured only to the “writings” of “authors”
B. “Writings” of “Authors”
1) Originality
(a) The constitutional requirement
(i) Burrow-Giles Lithographic v. Sarony (U.S. 1884) 29 → Famous photograph of Oscar Wilde was protectable as a work of authorship because Sarony’s choices in composition were sufficiently original.
· B-G was arguing that Congress’ choice to include photographs in the most recent copyright act was unconstitutional b/c a photo could not by the writing of an author.

1. Their reasons

· A photo is simply a mechanical representation of reality, rather than an authorial creation.

i. The court holds that Sarony’s photo, at least, could be the writing of an author because of the originality shown in his choices in posing Wilde, choosing his costume, setting up the lighting etc.

· Writings only cover words.

i. This fails miserably, because the original copyright act, passed by the first Congress and including many of the framers, included non-literary works like maps and charts.

· The court also sets out very broad definitions of “writing” and “author”
1. Author: He to whom a thing owes its origin.
2. Writing: This is very broad, covering “the ideas of an author made tangibly visible.”
· Goldstein v. California (U.S. 1973) → Seems to drop the “visible” requirement, saying that “writing” may be interpreted to include “any physical rendering of the fruits of creative intellectual or aesthetic labor.”
(ii) Bleistein v. Donaldson Lithographing (U.S. 1903) 33 → Drawing of performers in ad for circus was constitutionally protectable.
· Key points this case stands for

1. The standard for originality is very low, and covers even direct renderings of reality.
· Holmes reasons that the an artistic representation of reality by necessity contains an element of the author’s personality in the form of his reaction to the thing already existing. This addition of the author’s personality is copyrightable.

· BUT, the copyright in such a work can cover only the representation of the subject matter, not the subject matter itself.

2. Courts should not be in the business of evaluating the quality or artistic merits of works in order to decide whether they meet the standards for protection.

· Asking courts to judge artistic merits would be dangerous, because it might them to exclude works that are initially misunderstood, but later are agreed to be fine art.
· “Ii would be a dangerous undertaking for persons trained only to the law to constitute themselves final judges of the worth of pictorial illustrations, outside of the narrowest and most obvious limits.”

3. The “promote progress” clause is also to be defined very broadly, covering works for commercial purposes.

· DISSENT argues that a mere advertisement cannot “promote…the useful arts,” saying that the work must have “some connection with the fine arts to give it intrinsic value.”
· Holmes blows this off.

2) Statutory definition
(a) §102(a) → Protection covers only “original works of authorship fixed in a tangible medium of expression.”
(b) Works of authorship
(i) The statute gives a non-exclusive list of categories of “works of authorship”
· literary works
1. This has nothing to do with literary merit; includes things like catalogs, directories, reference works, data compilations, computer programs.

· musical works, including lyrics

· dramatic works, including their musical accompaniment

· pantomimes and choreographic works

· pictorial, graphic and sculptural works

· motion pictures and other audiovisual works

· sound recordings

· architectural works

(ii) The House Report tells us that Congress intended for the definition of works of authorship to develop over time, and gives two categories of works that could eventually come within the definition
· Works made possible by technological development
1. Might cover something like our ologram hypo

· Works that already existed in 1976, but hadn’t previously been thought worthy of protection.

1. Architectural works were in this category (added in 1990)
(c) Originality
(i) House Report: Originality requirement encompasses the understanding from Bleistein of the constitutional requirement:

· This is an intentionally low standard, and it does not include any requirement of novelty, ingenuity, or aesthetic merit.

(ii) The test (from Feist): Original means only that the work was independently created and possesses at least some minimal degree of creativity.
· Independently created

1. This means only that you came up with it, rather than copied it.

2. Note that this can be met even if your work is exactly the same as an earlier work, if you can establish that you came up with it on your own.

· Minimal degree of creativity

1. The level of creativity required is extremely low – most works have it.
2. It is a real limit, however

· Some categories are generally treated as not having sufficient creativity (:

i. words and short phrases (such as names, titles, mottos, catch phrases and slogans)

ii. familiar symbols or designs
iii. mere variations of typefaces, lettering, or coloring
iv. mere lists of ingredients or contents

· Magic Marketing (W.D.Pa. 1986) 76 → Junk mail envelope not copyrightable because none of the elements of its design were minimally creative.
i. Short phrases on the envelopes not protectable (cites to cases holding advertising slogans not copyrightable)

ii. Phrase “contents require immediate attention” nothing more than a direction or instruction for use, which is not copyrightable (cites to case holding more complex directions like serving instructions on a dessert package not protectable).
iii. Black bar across the top is akin to typeface

iv. Query whether a compilation claim could have succeeded here (π didn’t argue it).

· BUT note cases holding short phrases and common musical phrases could be sufficiently creative to merit protection.

· See also Sebastian Int’l (D.N.J. 1987) 79 → Paragraph on shampoo label was just barely creative enough for protection,  because it was “more than simply a list of ingredients, directions, or a catchy phrase.”
3. Reasons for requiring minimal creativity

· Don’t want to create rights in the small building blocks of creativity, which would impair further creation.

· Incentive concerns

i. Not clear that we need the copyright incentive to promote this kind of work.

ii. And if it were this easy to get protection, what the incentive to add anything more?

C. Fixation
1) A work can be fixed in either a copy or a phonorecord (including the material object in which the work is first fixed.
(a) Copy → A material object from which the work can be perceived

(b) Phonorecord → A material object from which sounds can be perceived

2) Must be fixed “by or under the authority of the author”

(a) This means that under the basic provisions of the act, a bootleg recording of a live performance is not a fixation of the work, so the work itself (the performance) gets no protection.
(i) Might still be state “common law” protection, however, because when a work is not fixed, state law is not preempted.

(b) Congress has added §1101 – the anti-bootlegging provision – to solve this problem

(i) Only protects musical performances
(ii) Gives performers rights against

· unauthorized fixation of their performances, and reproduction of the unauthorized fixation,

· transmission of the performance to the public,

· distribution, sale and rental of the unauthorized fixation, wherever it occurred.
(iii) Constitutionality is unclear → One court has held the statute unconstitutional under the Copyright Clause, another has upheld it under the Commerce Clause.

· SDNY in Martignon (2004) held §1101 violated the Copyright Clause for two reasons (and Congress couldn’t get around this by resort to the Commerce Clause).
1. No durational limit on protection violates the Limited Times clause

2. Fixation is a constitutional requirement (embodied in the “writings” requirement) so to the extent the statute protects unfixed works, it is beyond Congress’ power.
· C.D.Cal. in KISS Catalog (2004) agreed that fixation is a constitutional requirement for copyright protection, but that Congress had the power to protect unfixed work under the Commerce Clause.
1. This despite the fact that §1101 gives “copyright-like” protection (including copyright remedies).
· Another argument might be that this is constitutional under the Treaty Power, because §1101 was part of the implementation of TRIPs.

D. The Idea/Expression Dichotomy
1) Embodied in §102(b) → “In no case” is there protection for any “idea, procedure, process, system, method of operation, concept, principle, or discovery” regardless of the way it is embodied in the work.
(a) Notes on the dichotomy

(i) All copyrightable works contain both idea and expression and sorting out which is which is hard.
(ii) The two are less discrete categories, than metaphors or conclusions.

(iii) The dichotomy comes up most significantly in the infringement context, where the court is trying to decide whether the portion copied was a protectable element or not.

(iv) the distinction is most crucial in the context of functional works (e.g. computer programs, architectural works) because that’s where the patent/copyright boundary looms largest.

(b) Things typically put on the idea side of the line

(i) concepts and basic organizing principles

(ii) methods of operation, systems, procedures

(iii) fundamental building blocks of creativity

· for literary works these are things like plot devices, stock characters

· for drawings, things like line, color, shade, perspective

2) Basic statement of the rule

(a) Baker v. Selden (U.S. 1879) 97 → Copyright in book describing new accounting system did not give author protection over the system itself.
(i) Copyright protects the book explaining the method, but not the method itself. The actual method would have to be protected by patent, if at all.

· Patent process is more rigorous (the invention has to be novel and non-obvious) so to allow copyright protection would frustrate patent law.

1. We care about policing this border between copyright and patent, because of the differing aims of the two bodies of law

· Copyright aims at getting the widest variety of expression.

· Patent aims at getting new, significant discoveries out, while leaving non-significant advances in the public domain.

(ii) One of the points of copyright is to encourage authors to release their ideas into the world, but what’s the point of encouraging that if people can’t use them?

3) Merger Doctrine: If there’s only one, or a very limited number of ways of expressing a particular idea, then the expression will merge with the idea and not be protected.

(a) Morrissey v. P&G (1st Cir. 1967) 103 → No copyright protection for rules of a promotional sweepstakes, because the rules could be stated in only a limited number of ways, and to give protection in them would be tantamount to protection in the sweepstakes itself, which is an uncopyrightable idea.

(b) Note the special problem where dealing with legal forms, because while there might be mane ways to write a contract, certain language has been approved by courts to have a particular meaning.

(c) Rather than giving no protection to the expression under the merger doctrine, a court might give only a thin copyright protection to the expression.

(i) Continental Casualty (2d Cir. 1958) 105 → Author of pamphlet describing new form of insurance got protection only for the precise wording used in his forms, which the court said “comes near to invalidating the copyright.”
(d) Organization of facts that is minimally creative can avoid merger.

(i) ADA v. Delta Dental (7th Cir 1997) 205 → Taxonomy of dental procedures contained enough expression to be copyrightable and avoided merger.

III. Subject Matter & Standards: Application to Particular Kinds of Works
A. Facts & Compilations
1) Basic Rule: Facts are not copyrightable, but compilations of facts are, if the compilation is original in its selection or arrangement.
(a) Feist Publications v. Rural (1991) 112 → Copying of entries form phonebook was not actionable because the numbers themselves were unprotectable facts, and the collection of them was not sufficiently creative to make it a protectable compilation.
(i) Court soundly rejects the “sweat of the brow” doctrine which had held that a collection of facts could be protectable as a compilation based solely on the effort that went into it.
· O’Connor says that effort is irrelevant, because it doesn’t tell us whether there was minimal creativity.

· Note that sweat is not only not a sufficient condition for copyright in a compilation, it is also not a necessary condition
1. Rockford Map Publishers (7th Cir. 1985) 123 → Easterbrook rejects argument by alleged infringer of map that it was a simple depiction of public record that took little time or effort for the plaintiff to make.

(ii) A compilation can be creative in either the selection of which facts to include, or in the arrangement of what’s included.

· This means the copyright in a compilation is a thin copyright. It’s limited to protection only of the selection and arrangement. The sweat of the brow doctrine would have essentially given the © holder ownership of the facts.
(iii) Case is decided on constitutional grounds, but O’Connor finds that the statute takes the same position.

(iv) Rural’s arguments for minimal creativity here fail because their selection and arrangement were obvious and commonplace.
· Arrangement? They did it alphabetically.
1. An alphabetical arrangement is not remotely creative. It’s the standard way to arrange a phone book.

· Selection? The chose to include name, number and town of every person who applies for phone service.
1. This is a selection, but not a minimally creative one. They just included the most obvious, basic information – the things you need to include to have a phone book.
(v) So Feist was free to copy at will, but even if selection and arrangement were protectable here, Feist could argue it didn’t copy that because it mixed Rural’s entries with entries from other phone books.

(b) Why no protection for facts?

(i) Facts are thought to be discovered, not created, so there’s no originality.
(c) Compilations can cut across the §102(a) categories (sound recordings, musical works, literary works etc.)
(d) A collection of unprotectable elements is protectable as a compilation is protectable only if it is somehow greater than the sum of its parts.

(i) Roth Greeting Cards (9th Cir. 1970) 131 → Defendant found to have infringed plaintiff’s greeting cards despite the fact that the artwork was not copied, and the text, while copied, was not protectable.
· To determine whether any protected elements were copied, the court has to consider “all elements of each card, including text, art work, and association between artwork and text” as a whole. The majority concluded that “in total concept and feel the cards of United are the same as the copyrighted cards of Roth.”
(e) But in order to be protectable as a compilation, the assembled items have to have some coherence.

(i) Sem-Torq v. K Mart (6th Cir. 1991) 132 → Package of five signs (each unprotectable) not protectable as a compilation because there was no value to the consuming public in the package.

2) Application of the Feist rule

(a) Feist only says that facts aren’t protectable, and that compilations are protectable if minimally creative in selection or arrangement. Tensions emerge in the lower court opinions.

(i) Note that the Feist rule coves all kinds of facts → science, history, biography, news etc.

(ii) The hardest cases are those that address the question of whether interpretation and analysis are fact.

· Unprotectable: Nash, Hoehling
· Protectable: Mason, Wainright
· Predictive analysis sometimes treated as not fact: CDN
(b) Selection and arrangement cannot be minimally creative where they were (1) dictated by industry convention or external factors, (2) obvious, routine, garden-variety in light of prior use, or (3) made from a small number of options.
(i) Matthew Bender v. West (2d Cir. 1998) Supp I → No compilation protection for changes West made to slip opinions.
· Three questions to ask when determining whether the selection and arrangement of facts was minimally creative:
1. How many possible choices were there?

2. Are the choices garden variety in light of prior use?

3. Are there external factors that limit the viability of certain options or render others non-creative?

· This could be a choice that is dictated by industry standards.

· Examples of other types of factual compilations that do meet this standard

1. Baseball card price guide that included only “premium” cards.

2. Directory of Chinese-American businesses chosen based on their likelihood of staying in business.

· DISSENT argues for a much lower creativity standard: as long as there were any other choices available the choice was creative, and the defendant’s decision to copy confirms it. 
· BAPCO (11th Cir. 1993) 149 → Business directory not minimally creative in selection/arrangement because choices of what to include and how to arrange it were obvious or dictated by industry standard.
(ii) Important to distinguish between the principle the selection is based on (unprotectable idea under Baker v. Selden) and the actual selection based on that idea.

· Someone else can always make their own selection based on your principle, but if your selection was minimally creative, they can’t copy your selection.

(iii) In determining whether selection/arrangement in a factual compilation were minimal
ly creative, courts at bottom emphasize the extent to which the compiler exercised judgment in her choices, and try to balance the desire to create incentives for creation of compilations against concerns of giving compilers de facto control over uncopyrightable material.

· Assessment Technologies (7th Cir. 2003) 152 → Posner rejects claim of database owner that copyright over the database program gave it an infringement claim for use of the raw data collected using the program.

1. Copying the results organized into all of the program’s tables would have been infringement, but that’s not what ∆ was doing.

2. Posner is concerned about AT using its technology to extend its © in the compilation to a monopoly on the data.
3. Note that the EU gives some extra-copyright protection to databases.

(iv) Maps can qualify for protection if they are creative in their interpretation of source materials or their pictorial choices in depicting factual information, but the copyright will often be thin (limited to literal copying).
(v) Mason v. Montgomery Data (5th Cir. 1992) Supp. I → Real estate ownership maps of Texas counties based on public data protectable b/c minimally creative and didn’t merge with the underlying idea.

· Mason’s mapmaking was minimally creative in two ways
1. His “pictorial portrayal” of the information in map form.

2. His use of judgment to depict legal state of the land, which involved sorting through lots of old records and making judgments.
· No merger because there were multiple ways to express (depict) Mason’s underlying idea (creation of a map of real estate ownership based on public information). Other maps (including those of his competitor) could be different in two ways:

1. Different choice of sources, or judgments from the sources.
2. Different choices in depiction of the same facts.
(vi) Second Cir. found that the long history of protection for maps was based on sweat of the brow, so after Feist there has to be some other theory for protection, based in the map’s creative elements.

· This leads to a conclusion that a painstakingly accurate representation of reality doesn’t qualify.

1. Concern is in tying up such accurate representations of reality, and industry standards (or expected deviations there from) in depiction.

· Finding creativity in mapmaking is also especially difficult because any truly creative choice runs the risk of making the map less accurate, and thus less functional.
(c) Explanatory hypotheses and narratives held out as fact are treated the same as facts, and are unprotectable.
(i) Nash v. CBS (7th Cir. 1990) 124 → Simon & Simon episode drawing on idea from revisionist history that Dillinger wasn’t killed by the FBI did not infringe because the fanciful theory was held out as fact in the book.
· Nash’s copyright in his book protected his expression of the theory, but the theory itself was in the public domain.
1. CBS took just the “facts” and added its own expressive overlay.
· Copyright Estoppel Doctrine: If an author holds material out as fact in his work, he is estopped from claiming it as protectable fiction in an infringement suit.
1. If Nash had written his theory as fiction, this would likely have been infringement.
(ii) Note also the 2d Cir. Hoehling case (cited in Nash) where the a movie that borrowed “explanatory hypothesis” about the Hindenburg did not infringe the copyright in the book it was borrowed.
· The court there wanted to avoid a chilling effect on authors tackling historical narratives, probably because of the inherent difficult in sorting out what’s true and what isn’t.
(d) Factual works may be protectable in their manner of analysis or interpretation of events, or possibly in their predictions of future events.
(i) Wainright Securities (2d Cir. 1977) 128 → Industry reports with predictions were protectable.

· Query whether this is good law after Feist.

(e) Exception: What appear to be “facts” may actually be protectable if rather than being collected, they are created through an author’s judgment

(i) CDN v. Kapes (9th Cir. 1999) Supp. I → Prices listed in coin collecting newsletter were protectable.
· The key is that the prices listed weren’t just an average of actual market transaction, but rather educated guesses (judgments) based on transactions plus external factors like economic trends and foreign policy.

(ii) But where the facts are created through a purely mechanical application of a fact-creating system (clearly unprotectable), they are not protectable, either because of a lack of minimal creativity or merger (protecting the facts would cover the system).

· See parts numbering cases on 147-8.

3) Scenes a faire doctrine: Descriptions, characters or settings that are standard or necessary in fictional treatment of unprotectable ideas are unprotectable ideas

(a) Certain themes, settings or other unprotectable elements call for certain expressive details.

(b) Sort a merger doctrine particularly aimed at works of fiction.

(c) Examples; Characters and scenes that are common in works about a given place and time period.
(d) “Situations that are identical often call for scenes that are similar.”
B. Derivative Works
1) Basic points
(a) Comes up in both the context both of copyrightability and infringement (of the derivative work right)
(b) Statutory provisions
(i) §101 → A derivative work is a work that is 
· “based upon one or more preexisting works”
1. This means that the thing being recast (the underlying work) must itself be copyrightable.

· See Skyy Spirits case (9th Cir.) where picture of vodka bottle was not a derivative work because the bottle itself was a non-copyrightable functional object (which didn’t have separable PG&S elements).

i. B/c photo was not a derivative work, the level of creativity required of the photographer was lower.

· and that “recasts, transforms, or adapts” the existing work in some way.

1. statute gives some examples (translation, arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgement and condensation) but the list is non-exhaustive.

· If it’s not on the list, then you ask if it “recasts, transforms or adapts” the underlying work.
2. Also have to ask whether the new work recasts, transforms or adapts some expression in the underlying work, rather than an unprotectable idea.
· If what is being recast is an unprotectable idea, then the new work is not derivative.

(ii) §103 → Relationship between derivative works and underlying works

· Copyright in the derivative work does not affect any of the copyright protection in the underlying work.
· Copyright in the derivative work extends only to the original contributions of the author of the derivative work.
1. This basically means protection only for the differences between the derivative and underlying works.
· There can  be no copyright in an unauthorized derivative work.
1. This leads to the odd result that the owner of the underlying work is free to copy an unauthorized derivative work (e.g. an unauthorized translation).
2) Standards for copyrightability of derivative works
(a) The basic standard is still originality (independent creation + minimal creativity).

(i) Reproductions
· Two different ways to be minimally creative under the early cases

1. The presence of something more than a trivial variation, whether intentional or accidental.
· Alfred Bell (2d Cir. 1951) 52 → Protection granted for mezzotint engraving reproduction of old master paintings.
i. Court says finds creativity in the skill in using the engraving plate, but says that even were the differences inadvertent (due to “bad eyesight or defective musculature”) it might still be enough.
2. Where there are no significant differences, there could be creativity in the skill required to do such an accurate reproduction.

·  Alva Studios → Protection for scale reproduction of Rodin’s “Hand of God” because of the skill required to reproduce it so accurately.
i. To the extent this is about the effort and labor that went into the reproduction, it seems to be in conflict with Feist, so the creativity has to inhere in the skill (pretty weak).
· In the end, the rule for visual art reproductions seems to require a substantial variation from the underlying work.
1. Batlin & Son (2d Cir. 1976) → No protection for plastic recreation of public domain Uncle Sam bank because it fell into a “copyright no-man’s land” between the Bell and Alva Studios approaches.
· The replica wasn’t exact enough to get protection under Alva.

i. Question whether there isn’t a measure of artistic chauvinism here, because this is pop art.

· But the differences were too trivial to get protection under Alfred Bell.

i. The change in medium (cast iron to plastic) wasn’t enough.

ii. The majority also finds that many of the other differences were compelled by the change from cast iron to plastic. There weren’t many choices given the plastic medium, so giving protection might prevent others from making their own copy of the underlying work in plastic.

iii. Dissent thinks the differences are enough. The majority does seem to be holding the derivative work up to a higher standard than the one stated in Bell (which required just a distinguishable difference, not a substantial one).

· Courts seem to hold reproductions to a higher standard of creativity than the one stated in Feist
1. Policy reasons

· Where the underlying work is in the public domain, the fear is that the owner of a © in the derivative work will be able to intimidate others who would try to make their own reproductions of the underlying works.
i. Batlin court was worried that a © in the DW there would be used as a weapon of harassment.

ii. Posner in Gracen case (Dorothy from Wizard of Oz) says the purpose of the originality requirement is to avoid entangling copiers of an original in litigation.

· Where the underlying work is copyrighted, the fear is that a licensee could to easilty get a DW © and the prevent the owner of the © in the original or another licensee from making their own DW.
i. Durham Indus. (2d Cir.) gave no DW copyright in licensed figurines of Disney figurines, holding that the mere reproduction in a different medium wasn’t enough. Court was worried about fights between licensees.

(ii) With non-visual derivative works, the originality inquiry is less searching (although maybe not with musical works).

C. P,G & S Works
1) Photos

(a) In assessing the scope of copyright in a photo, creativity is to be judged from the resulting photo itself, not from the choices made by the photographer.

(i) Where creativity is in the rendition (how the subject is presented) or timing (right place at right time), the underlying subject matter is outside the scope → someone else can photograph the same scene (just not in the same way).
(ii) But where the creativity is in the creation of the subject, then the scene itself is original authorship, and the scope of the copyright extends to cover the subject matter itself.

· Example of the picture of the couple with eight puppies.
(b) Mannion v. Coors (SDNY 2005) 206 → Photo of Kevin Garnett was original in its creation of the subject (posing, apparel, angle, lighting) and copying of those elements was infringement.
(i) Judge here seems to reject the notion that the idea/expression dichotomy has any application at all to photos, but that’s wrong. There are unprotectable “ideas” in photos, in the form of “basic building blocks” (basic use of color, perspective etc.)

· Defendant tried to argue that it copied only unprotectable ideas.
(ii) Court decides in its analysis that it’s the picture as a whole that’s protectable, not the individual components, so that’s how it should be analyzed.
(c) Diodato case → Photo of feet in bathroom stall not protectable under scenes a faire because the particular choices flowed from the unprotectable idea.

2) Applied Art

(a) Useful Articles

(i) Definition (§101) → An article having an intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey information.

· Some hard cases (e.g. masks and costumes) where the article has inherent utilitarian and non-utilitarian functions, but the statute seems to say if one of the functions is intrinsically utilitarian, it qualifies as a useful article.
· We do not count conveying information, or portraying its own appearance as intrinsic utilitarian functions 
1. Masquerade Novelty (3rd Cir. 1990) 228 → Animal nose masks not useful articles, because “they have no utility that does not derive from their appearance.”

(ii) Significance

· A useful article can get copyright protection, but only if the design elements can be identified separately from and exist independently of the utilitarian aspect of the article.

1. Two possible kinds of separability according to the House Report

· Physical separability

i. This is the easy case, where the design element could physically be removed from the article (like the hood ornament on a Jaguar).

· Conceptual separability

i. The easiest example of this is with two dimensional depictions on useful articles (a picture on a t-shirt, the pattern on wrapping paper or textiles)
ii. The really hard cases deal with three-dimensional articles.

2. The point of this requirement is to make sure that in purporting to give protection to design, we don’t give de facto protection to the utilitarian aspects.

· Useful articles restriction applies only to PG&S works

(b) Conceptual separability
(i) The Second Circuit tests
· Initially, the 2d Cir test for conceptual separability was whether the utilitarian aspects of the useful article are primary or subsidiary.
1. Kisselstein → Design of sculptural belt buckle held protectable on the rationale that the buckle was primarily ornamental, with the utilitarian aspect subsidiary.

· There was some evidence that buyers treated them as jewelry, wearing them on other parts of the body rather than to hold their pants up.

· Another test from a dissenting judge in Barnhart focuses on what happens in the mind of the observer looking at the article. For the design elements to be separable, the design features have to create two separate concepts in the mind of the observer, with the art concept displacing the utilitarian concept.
1. Barnhart → Majority held design elements of torso mannequins not separable, thought without stating a clear test.
· Lastly, separability can be based on the process that went into the design. If the design features represent the designer’s artistic judgments, unfettered by utilitarian concerns, it’s protectable.

1. Brandir → RIBBON bike rack not protectable, because utilitarian concerns influenced the design.
(ii) Pivot Point (7th Cir. 2004) 231 → Design elements of mannequin heads designed to look like fashion models were conceptually separable, and protectable.

· Majority adopts process test, and says because the heads were designed by an outside person, without specific instructions on shape and size of the features, these were protectable.
1. But plaintiff had given some instructions to the designer (the mannequins should have a “hungry look”) so the artistic choices were somewhat constrained by function.
· The answer to this seems to be that the even within those instructions, there were still numerous artistic choices available.

· This sounds a lot like merger doctrine analysis.

· The dissent proposes a different test: Does the design element serve some functional purpose? If so, no separability, even if the design wasn’t precisely dictated by function.

1. The mannequin had to have some face in order to serve its purpose as a hair-styling teaching tool, so the face is a functional attribute of the article.

2. This is looking at the question at a higher level of generality than the majority does.
· Note one possible difference from the belt buckle, and bike rack cases: There is an aesthetic component to the function of the whole article.
1. Aesthetics don’t have anything to do with how well an article holds up pants or licks bikes, but it does relate to how well it serves as a training tool for stylists.
D. Architectural Works
1) Dual statutory schemes

(a) Architectural works created (constructed or put into plans) before 12/1/1990 are subject to the provisions of the 1976 Copyright Act as originally enacted.
(i) Protectable only as PG&S works, with the useful article restriction a major bar to protection.
(ii) Blueprints are protectable in themselves, but they don’t give an exclusive right to build a structure based on the prints.

· Demetriades (SDNY 1998) → Architect’s unauthorized tracing of building plans infringed copyright in the plans, but building a house based on the plans did not.
(b) 1990 Architectural Works Protection Act
(i) Architectural works are their own subject matter category, so not subject to useful article restriction.
(ii) Passed to bring the US into compliance with the Berne Convention. Possibly also policy decision that architects deserve special protection.

· Discrimination in favor of architecture because of its status as a tradition art form?
· More value in the uniqueness of architectural works (i.e. some of the value of an architectural work is in it looking different from others around it)?

(iii) Definition of “architectural work” in §101
· Building (cases limit this to only habitable structures)
· Protected regardless of form in which it is embodied (whether in plans or an actual building)
· Includes both the overall form and the arrangement and composition of spaces and elements.
(iv) No protection for

· Individual standard features
· Functionally required elements
2) Special issues around exclusive rights in architectural works

(a) §120(a) → People are allowed to take and distribute pictures of an architectural work if it’s visible in public places.
(i) Don’t want to restrict people from taking outdoor photography that might accidentally have a protected building in it.
(b) §120(b) → Owner of a building embodying a protected architectural work can alter or destroy the building without infringing the copyright.
(i) This is an exception to the exclusive right to make derivative works.
(ii) Statute doesn’t speak to whether the owner can rebuild a completely destroyed architectural work without infringing.
E. Characters
1) Generally

(a) Characters aren’t a category or type of work, but an element of another kind of work.

(b) The question is to what extent copyright in the overall work gives protection in the characters therein.
2) Verbally described characters are less easily protected

(a) Hand’s fully delineated test → The less developed the characters, the less they can be copyrighted.
(b) Sam Spade test → A character will be protected if the character is itself the story being told, rather than a mere chessman in the plot.
(i) That case denied protection for Sam Spade.

(ii) This approach is what’s going on in the James Bond case.

(c) The modern trend is toward more protection.

3) Visually depicted characters are more easily protected

(a) With visual depictions, there is less concern about taking stock characters out of the public domain under the scenes a faire doctrine.

(i) Gaiman v. McFarlane (7th Cir. 2004) 265 → Count Cogliostro comic book character copyrightable because sufficiently delineated.
· A character described merely as “an unexpectedly wise old wino” would not be protectable, but here the Count’s age, ironic title, utterances and facial features “combine to create a distinctive character.”

· Posner writes that the Sam Spade case was wrongly decided, but adds that it also doesn’t control because it didn’t deal with a visually depicted character.
1. Although a verbal depiction of Cogliostro might have been a stock character, but “once he was drawn and named and given speech he became sufficiently distinctive to be copyrightable.”

4) Modern cases seem to be offering protection beyond the four corners of the character.
(a) Even where individual characters might not be protectable, a cast of characters may be protectable as a group.

(i) Anderson v. Stallone (C.D.Cal. 1989) 261 → Cast of characters in the Rocky pictures, and the relationships they developed, were protectable as a group.

(b) In other cases, the setting in which the character appears seems to get some protection
(i) MGM James Bond case seems to find infringement of the character based on similarities in the circumstances and music, and to describe the character at a very high level of generality.
F. Government Works
1) Federal government works

(a) Clearly not protected under §105 as long as it is prepared by an officer or employee as part of that person’s official duties.

2) State legal works
(a) State authored legal works are clearly not copyrightable under the Supreme Court’s Banks opinion.
(i) Opinion dealt only with judicial opinions, but all of the 5th Circuit agrees the rationale extends to statutes as well.
· Rationales:

1. The opinions are law, so people need free access to it.

2. The lawmakers are acting in a capacity representing the citizenry, so the citizenry should own it.

(b) Harder question is whether privately authored legal materials are copyrightable.

(i) Veeck (5th Cir. 2002) 280 → Divided 5th Circuit held building code authored by private organization and enacted by town not protectable.
· Driving the majority’s opinion is a concern about the public’s access to the law.
1. As model codes, they are protectable, but as enacted, they are not.

· Dissent is more concerned about protecting the incentives for these private organizations to write the model codes localities depend upon.

1. Note that there are other incentives, though.

· Desire to shape the law

· Desire to create uniform codes for their industry\

· Can produce value added version of the code beyond what’s actually enacted, and which the majority says will be copyrightable.
3) State non-legal works

(a) County of Suffolk (2d Cir. 2001) 276 → Holds that county tax maps may be copyrightable despite Banks on a balancing of the access/incentive questions.
(i) Court says Banks is properly read as requiring a determination whether the government entity or employ has adequate incentive to create the work absent copyright protections.
· Judges and legislators don’t need copyright incentive to produce law (it’s their job).

· Here, the court says that may be true if the town was legally compelled to create the maps, but they got to produce evidence on it.

(ii) Second, the access or notice question is not necessarily compelling here, because “the tax maps themselves do not create the legal obligation to pay property taxes but are merely a means by which the government assess a pre-existing obligation” and there was no allegation that anyone had trouble getting access to the maps (i.e. through FOIL).
G. Obscenity
1) Rule: There is no obscenity defense to infringement

(a) Mitchell Bros. (5th Cir. 1979) 295 → Copyright in adult film could not be defeated by claim that it was obscene.

(i) Rationales

· The statute doesn’t say a work has to be non-obscene to get © protection.

· Congress has constitutional power to decide that there be no obscenity bar (the promote progress restriction doesn’t limit this).

· An obscenity bar might chill expression

· Under First Amendment law, obscenity is based in community standards, so application here would hurt the national uniformity of ©.

· Builds on a 9th Cir. case saying there is no fraud bar on copyright.

2) But even if there is no obscenity bar on copyright, a court can take obscenity into account in deciding whether to use its equitable powers in fashioning a remedy.
(a) Devil Films (SDNY 1998) 299 → Plaintiff adult film company had “unclean hands” due to the obscene nature of its films, so the court withheld the equitable remedy of seizing infringing copies.


(i) Court says that given that it was a crime to transport these films in interstate commerce, the court in ordering seizure would be helping plaintiff commit a felony.
(ii) Court explicitly didn’t reach the Mitchell question, but said it “strains credulity that Congress intended to extend protection of the copyright law to contraband.”


· It noted though that its holding would not require the copyright office to make an obscenity determination in registration, so there is no prior restraint issue. 
IV. Ownership
A. Initial Ownership
1) Generally

2) Authorship

(a) The statute
(i) §201(a) → Initial ownership vests in the “author or authors” of the work.
(b) As a rule, the author is the person who creates the expression (not just the idea) whether or not that person is the one who actually fixes the work.
(i) Lindsay v. RMS Titanic (SDNY 1999) 301 → Documentary filmmaker’s directions to crew were enough to make him an author of documentary on the Titanic, even though he did not dive down to the ship and operate the cameras.
· Plaintiff here had alleged a “high degree of control” over the film, including lighting, camera angles and other details such that “the final product duplicates his conceptions and visions of what the film should look like.”
(ii) The person who fixes the work is not an author where the fixation was done in a rote and mechanical way. The question is whether the person doing the fixation contributed any creativity.
· Andrien → Conceptualizer of maps was their author, not the printing company he hired, because the plaintiff was the printer’s elbow every day directing the specific details of the mapmaking.

1. In language cited in Lindsay, 3rd Cir says that the printer was not an author because they had not “intellectually modified or technically enhanced the concept articulated by Andrien” nor “changed the subject of Andrien’s original expression.”
(iii) The Court in Reid says that the author of a work is the person “who actually creates the work, that is, the person who translates an idea into a fixes, tangible expression.”

· What this means is that a person who comes up with just a vague idea for a work that is later fleshed out by someone else is not an author of the work.
3) Works Made for Hire
(a) Basics
(i) §101 → Two (mutually exclusive) ways a work can be a WMFH 
· Made by an employee in the scope of his employment.
1. Whether someone is an employee is to be analyzed through a multi-factor test from agency law
· Factors always considered (from 2d Cir. Aymes case)

i. Provision of benefits and tax treatment (MOST IMPORTANT)

ii. The right to control manner and means of creation (Lack of actual control won’t necessarily get you out of the employment relationship. In the Martha Graham case, she was an employee even though they completely left her alone to produce her work b/c of her incredible talent).

iii. The skill required

iv. Right to assign additional projects

· Also potentially relevant
i. source of the instrumentalities and tools

ii. location of the work

iii. extent of hired party’s discretion over when and how long to work
iv. hired party’s role in hiring and paying assistants

v. whether work is part of hired party’s regular business

vi. whether hiring party is in business
2. Employer must prove three things to establish that the work was prepared within the scope of employment (from Reid):
· Work is of the type the individual was hired to perform
· It was created “substantially within the authorized time and space limits” of the job

i. Work done at home on night and weekends can quality, but it depends on the circumstances.
· Work was driven, at least in part, by a purpose to serve the interests of the employer
· Specially ordered or commissioned

1. In addition to being specially ordered or commissioned, two other things are required by §101:
· An express written agreement, signed by the parties, that the work will be considered a WMFH.

i. Some question about whether a later written embodiment of an oral agreement will suffice.
ii. NOTE: while a contractual agreement on ownership is necessary to meet this WMFH test, it is irrelevant to the question of whether the preparer of a work is an employee.

· The work must fit into one of the eight specifically enumerated categories in the statute
i. collective work

ii. motion picture or other AV work

iii. translation

iv. supplementary work

v. compilation

vi. instructional text

vii. test

viii. answer material for test

ix. atlas
2. The category limitation is to address concerns about independent contractors being exploited by standard form contracts due to unequal bargaining power.

(ii) Importance of WMFH doctrines

· Where a work is deemed a WMFH, the employer is the author of the work.

· Rights in a non-WMFH can of course be assigned to the “employer” anyway, but the author retains important rights of termination and possibly moral rights.
1. This is a major issue in the context of sound recordings, which are not a category of specially commissioned work (Congress snuck them in, but then quickly repealed it). The recording industry nonetheless argues that its sound recordings qualify as compilations, and the issue is still live.
· The work’s status as a WMFH also has consequences, apart from who owns the © in it.
(b) CCNV v. Reid (U.S. 1989) 305 → “Third World America” sculpture not a WMFH b/c sculptor was not an employee under agency law, and the work, while specially commissioned, was not the subject of a written WMFH agreement and did not fall into one of the enumerated categories.

(i) The Court rejected CCNV’s two proffered tests for employee status:

· Right to control preparation of the work

1. This is no good because it would also apply to many specially commissioned works, and the Court said Congress intended the categories to be mutually exclusive.

· Actual exercise of control over preparation

1. The Court rejects this on predictability concerns. The hired party would not know at the outset whether the hiring party would exercise actual control, and so will not know who will end up owning the copyright.

(ii) Also reject’s plaintiff’s proposed test that would limit “employee” status to formal, salaried employees.

(iii) Martha Graham (2d Cir 2004) → Dances by Graham when she was artistic director of Center were WMFH b/c she was in an employment relationship with the center and creating dances was within the scope of her employment.
(c) Her creative independence and genius did not get the works out of WMFH, in fact they helped explain why the Center didn’t exercise actual control over the works.

(d) Teacher Exception → Courts have held that scholarly works written by teachers and professors are not WMFH.

4) Joint Authorship

(a) General rules
(i) §201(a) → The authors of a joint work are coowners of the copyright
· As a default rule, each owner owns an equal, undivided fractional share of the whole work, regardless of the quantity or quality of each author’s contributions.
1. This arrangement can be altered by contract, but co-authors almost never do.
· Importantly, each co-author is free to license the copyright, but only a non-exclusive license, and must give a proportionate share of the proceeds to the other authors.
(ii) §101 → A joint work is defined as one “prepared by two or more authors with the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole.”
(iii) Just like with WMFH, a joint-work can’t be created just by contract – it always has to meet the statutory requirements. Reasons:
· Concern over artificially extending the life of a copyright (e.g. where a grandmother makes her grandchild a “co-author” of her children’s book).

· Co-authors get right of termination
(b) Application

(i) Requirements to be a joint author of a work
· Each author much have made an independently copyrightable contribution.
1. To be an author, your contribution must meet the standard for originality (independently created/minimally creative).
· Posner rejects this requirement in the context of comic books, in Gaiman v. McFarlane where the independent contributions couldn’t have stood alone because of “the nature of the particular creative process that had produced it.”
·  9th Circuit applies a higher mastermind test, in which the author of a joint work is the person “who superintended the whole work.”

1. This is maybe just a reflection to the court’s trying to get at the case of an overreaching contributor.
· At least in the 2d Circuit, all of the authors must have intended to be co-authors of the work (though they don’t necessarily have to have understood the legal ramifications).
1. Objective evidence relevant to whether one of the parties intended co-authorship includes (from Larson):
· whether decision-making authority was shared

· how the parties billed or credited themselves in connection with the work

· written agreements between the parties

i. e.g. a licensing agreement between the parties that shows they did not intend to be co-authors

· written agreements with third parties
· other contextual evidence

(c) Thompson v. Larson (2d Cir. 1998) → Dramaturg brought into assist in the writing of Rent not a co-author because the chief writer did not intend her to be one.
(i) Calabrese reads the statute to require intent to be co-authors, because a more literal reading would bring in “overreaching contributors” like editors and might chill author’s reaching out for help for fear of accidentally creating a co-author.

(ii) Evidence here of Larson’s intent:

· Larson retained sole decision-making authority
· Script always said “Rent, by Jonathan Larson” with Thompson listed as dramaturg.
· Larson held himself out to third parties as sole author of the work, and entered into contracts without consulting Thompson.

· Other things: he steadfastly refused to bring in a book writer, his conversation with Thompson was consistent with an intent that she be in a subsidiary role, interview in which he said “in theater the writer is king.”
(iii) Note that a contributor might be able to secure separate copyright in her own independently copyrightable contributions, but this issue was not presented in this case.
(d) Other approaches perhaps applicable to special contexts
(i) Aalmuhammed v. Lee (9th Cir. 2000) 339 → Rejecting co-author status for Islamic consultant on Malcolm X, saying that on a motion picture there is generally a master mind at the top of the credits who has artistic control.

(ii) Gaiman v. McFarlane (7th Cir. 2004) 341 → Independently copyrightable contribution requirement doesn’t apply to things like comic books, because the process involves contributions by individuals, each of whom alone may not do enough to be an author.
· “The finished product is copyrightable, yet one can imagine cases in which none of the separate contributions of the four collaborating artists would be.”

5) Foreign Authors

(a) Copyright law is primarily territorial – governed by local law, each country sets its own law.

(b) However, treaties guarantee treatment of foreign nationals the same way that we treat out own nationals
(c) U.S. law treatment of works authored by foreign nationals -- §104
(i) Unpublished works → Protected regardless of the author’s nationality
· Published works → protected if one or more of the authors is a national or domiciliary of the U.S. or a country we have © relations with, or the work is first published in the U.S. or a country we have © relations with.

1. List of countries we don’t have © relations with is short, includes Iran.

B. Transfers of Ownership
1) Distinction between the copyright in the work, and the physical work itself.

(a) Statutory provisions
(i) §202 → Ownership of a ©, or any of the exclusive rights of a ©, is distinct from ownership of  material object in which the work is embodied, and transfer of one does not convey rights in the other.

(ii) §109 → Under first sale doctrine, the owner of a particular copy or phonorecord can sell or destroy that copy or phonorecord without permission of the © owner.

(b) Forward v. Thorogood (1st Cir. 1993) 71 → Owner of tapes of early GT& the DDs session did not also own the copyright, because when the band let him keep the tapes, they did not intend to also transfer the copyright in the recordings.
(i) This case dealt with state common law copyright, because it was an unpublished work created before the 1976 Act took effect.

(ii) Even where the presumption is in place, intent is still what matters.

(c) Pre-1976 Act, copyright law included a presumption that the owner of a copyrightable work (the chattel) also owned the copyright, but the 1976 Act repudiates that approach in §202.

2) Key concepts
(a) Divisibility

(i) §201(d) → Copyright ownership can be transferred in whole or in part.
· This can mean selling the various §106 rights to different parties, or giving exclusive licenses to different parties at different times, or for uses on different media etc.

· The owner of any exclusive right in the © is entitled to all of the protections and remedies associated with that right, and can sue on his on behalf to enforce.

· The owner of a nonexclusive license may not bring an infringement action (though see BMI case where they were allowed to make the publishers a plaintiff class).
· Despite this, some courts have carried forward parts of the 1909 Acts indivisibility rule, as in Nike v. Gardner where the 9th Circuit held that the owner of an exclusive license couldn’t transfer those rights to a third party without the consent of the original transferor.

(b) Writing requirement

(i) §204 → Any transfer of copyright ownership must be made in writing, and signed by the owner or his agent
· §101 → “Transfer of copyright ownership” refers to assignment or exclusive license of the © as a whole, or any of the rights in it. It does NOT include a non-exclusive license.
· Effects Assoc. v. Cohen (9th Cir. 1990) 347 → Strictly enforced the writing requirement, holding that transferee infringed because the transfer was not made in writing.
1. Defendant’s argument that oral contracts are standard in Hollywood did not avail – the statute means what it says.

2. The writing “doesn’t have to be the Magna Charta, a one-line pro forma statement will do.”

3. The writing requirement is there to force parties to spell out exactly what is being transferred and to avoid © owners from inadvertently transferring away rights.

· Note: most courts will credit a later writing confirming the agreement.
(ii) A non-exclusive license, however, may be made orally or implied from conduct.

· Effects Assoc. → Non-exclusive license to use special effects footage implied from the fact that EA created the work at Cohen’s request and handed it over with the intent that he copy and distribute it.
1. Note that while Cohen can’t be sued for infringement, neither can he himself sue anyone else for infringement based on the non-exclusive license because he is not an owner of the copyright. He also cannot transfer is rights to any one else. Only EA can.
3) Scope of Grant
(a) The scope of a transfer is generally treated as a contract question, governed by state law.
(i) Federal law controls on some issues (such as the writing requirement) and influences other issues.
(b) Where the language of the K includes language expressly granting or withholding rights to any future technologies developed, courts will honor that.

(i) Platinum Record → Grant of right to use songs in “Physical Graffiti” included right to distribute videocassettes, because the K gave right to distribute “by any means or methods now or hereafter known.”

(ii) Rooney → Similarly, K gave right to exhibit films “by any present or future methods or means.”

(c) Absent such express language, courts have taken different approaches to inferring the parties intent from the language of the K.

(i) The 9th Circuit leans toward an interpretation that protects authors from unwittingly transferring away rights

· Cohen v. Paramount Pictures (9th Cir 1988) 356 → Read sync license that gave rights only when the film was shown in theaters or “by means of television” not to cover videocassettes.
1. Court read “by means of television” to mean only a medium where the broadcaster chooses what’s on when and the viewer had no opportunity to library or time shift.

2. Also key here is that the K explicitly reserves to the © owner any rights not expressly granted.

(ii) The 2d Circuit takes a different approach, in which the licensee gets rights to any use which may reasonably be said to fall within the grant in the K’s language.

· Boosey & Hawkes (2d Cir. 1998) 360 → Sync license in Rite of Spring for Fantasia covered laser-discs, despite condition limiting to ASCAP licensed theaters.
1. Court says it is rejecting the Cohen author-favoring rule for one that treats the parties neutrally, but it arguably favors grantees instead, by saying that if the language could reasonably take in the new media, the burden is on the author to explicitly exclude the new uses.
2. The ASCAP condition did not unambiguously prevent Disney from using it in new media, so the court reads it to include the new media.

3. Builds upon earlier precedent Bartsch.

(iii) But the 2d Circuit’s rule may not apply in different circumstances
1. Rosetta Books (SDNY 2001) 368 → Grant of rights to reproduce “in book form” held not to include e-books.
· Judge distinguishes Boosey/Bartsch
i. Language conveying rights less broad

ii. New use here is a completely different medium (points to manipulability of data, hyperlinks, need for new equipment) unlike video cassettes which are just a new way of presenting the same medium.

iii. Boosey/Barstch licenses allowed creation of derivative works, unlike here.
iv. Here, incentives for technological innovation don’t tilt toward the licensee.
(iv) Other possible approaches

· Default K rule: construe ambiguity against the drafter.

· Look at whether the new media is merely an extension of the old, or if it is really a breakthrough medium.
V. Formalities
A. Formalities Before 1976 Act
1) 1909 Act (effective 7/1/1909 – 12/31/1977)

(a) Two types of copyright protection
(i) Common law (state) and Federal
· Common law copyright is protection for unpublished works.
1. It attached as soon as the work was created, and lasted until the work was published (potentially indefinite if work never published).
2. Granted one right – the exclusive right to first publication.

(ii) Publication was the dividing line, where common law copyright dissolved and the work either gained federal protection (if the notice formalities were complied with) or went into the public domain (if formalities were not complied with).

· Only general publication destroys common law protection, and this occurs only where the work is made available to the public without restriction.

1. Where a work is communicated only to a select group for a limited purpose without a right of further distribution, it is only a limited publication, and common law protection survives.
· Public performance of a speech, no matter the size of the audience, is not general publication of it, and distribution of copies only to the press is only limited publication, which allows for continuing common law protection.
1. Estate of Martin Luther King (11th Cir. 1999) 471 → No summary judgment against King estate on whether I Have A Dream speech was published.

· The performace of the speech and its dissemination in the media were not enough for publication, but availability of printed copies and publication in newsletter could be if proven at trial.

(b) The main formality required upon publication was notice
(i) Had to include name of the copyright owner, the date, and the word copyright or the symbol ©.
(ii) Required on every published copy

(iii) Many courts were extremely strict about this, putting works in the public domain because the date was wrong, or the notice was on the wrong page.

(iv) Positives of notice requirement

· Fair warning to people who don’t want to infringe

· Facilitated the entry of works into the public domain

· Informed people of who owned the rights, and how long the rights would last

(v) Problem: It often led to unintentional forfeitures by badly advised authors.

B. 1976 Act Formalities and Berne Convention Implementation
1) Generally
(a) Federal copyright attaches at the point of fixation, rather than publication.

(b) Publication still triggers formality requirements, however.
(i) Publication defined in the Act as distribution of copies to the public.
· Intent is still that “limited publication” is not enough to trigger the requirements.
· Public performance or display alone are not performance.

2) Notice
(a) 1976 Act as enacted retained notice requirement for copyright protection, but errors were forgiven more easily, and some omission and mistakes were curable within 5 years.

(b) As of 3/1/1989 → Berne Convention makes notice completely optional, it does not affect the validity of ©.
(i) There remain practical reasons to provide notice, in that it makes it easier for others to trace ownership, makes infringement less likely.

C. Deposit and Registration
1) Deposit and registration apply under both the 1909 and 1976 Acts, but failure to comply with either one does not affect copyright.
2) § 407 makes deposit of a copy mandatory (in order to give a free copy to the Library of Congress) but it’s not a prerequisite to ©.
(i) Consequence can be fines for non-compliance.

3) §408 makes registration permissive, but for works of U.S. origin, failure to register means you can’t sue for infringement (although you can register any time up until suit).
(a) Owners of foreign works can sue without registration.

(b) Some dispute in the courts about whether you need the actual registration to sue, or if an application, but the Corbis v. Amazon.com case and others point to a general trend that the registration itself is required.
4) Other incentives to register

(a) Most important: Statutory damages and attorneys fees are available only for infringement that starts after the registration, or if registration is made within three months of publication.
(b) Less important: Registration certificate is prima facie evidence that work is copyrightable and validly copyrighted if the registration is made within five years of publication.

VI. Duration, Renewal & Termination of Transfer
A. Duration of 1976 Act Works
1) For works created on or after 1/1/78 (§302)
(a) General rule: life of the author plus 70 years.

(i) The life+70 rule for a non-WMFH work means creation/publication dates are irrelevant to duration.

(b) Joint works: life of the last surviving author plus 70 years.

(i) This provision is one of the reasons the courts tightly control the definition of “joint work.”

(c) Anonymous works, pseudonymous works, WMFH:
(i)  95 years from year of first publication, or 120 years from year of creation (whichever expires first).

(d) Given the importance of the date of author’s death:
(i) “Any person having an interest in” a © can file a statement with the copyright stating the date of the author’s death, or that the author is still living.

(ii) If such a notice is not filed, after the shorter of 95 years from publication or 120 years from creation any user of the copyrighted material is entitled to a presumption that the author has been dead at least 70 years. Good faith reliance on the presumption is a complete defense to infringement.
(e) All copyright terms expire at the end of the year in which they would otherwise expire.

(i) This means count 70 years from the date of the author’s death, and the work will be in the public domain on Jan. 1 of the following year.
2) For works created but not published before 1/1/78 (§303)

(a) Term is still life of the author + 70

(b) If work is published on or before 12/31/2002, © can’t expire before 12/31/2047.
(i) If the work was not published by 12/31/2002, and the author died before 1933, the work went into the public domain on Jan. 1 2003.

(ii)  Idea was to give an incentive to publish those works.
(c) §302 presumptions about author’s death apply to these works as well.
B. Duration of 1909 Act Works (Works Published Before 1/1/78)
1) Basics
(a) Initial term of 28 years

(b) If renewed, renewal term lasts:

(i) 28 years

(ii) 47 years, if still in effect on 1/1/78

(iii) 67 years, if still in effect on 1/1/1998

2) For works still initial term as of 1/1/78 (i.e. published betw. 1950 and 1977)

(a) The 28-year term plays out, and the work gets a renewal term of 67 years. 
(b) Date of author’s death does not matter.

(c) Renewal is automatic for works published after 1964 (because still in first term when 1992 amendments took effect).
3) For works in their renewal term as of 1/1/78 

(a) Works published 1922 or earlier are now in the public domain, 
(b) Works published 1923 or later, if renewed, are still copyrighted, with a term that lasts 95 years from publication (28+67).
C. Renewal Rights
1) Basics

(a) Policy choice in the 1909 Act was for all renewal rights in a work to revert to the author so that they could renegotiate for better terms.
(i) The renewal grant is treated as a new estate.

(b) Statute gives a mandatory hierarchy (superseding the author’s will, or the author’s assignment of the renewal right.
(i) Author, if living

(ii) Surviving spouse and/or children if living

(iii) Author’s executor if there is a will

(iv) If no will, next of kin

(c) The author can transfer his expectancy in the renewal term in advance (per Fred Fisher case), but:

(i) He must do so explicitly to overcome a strong presumption that the rights have not been transferred.

· Corcovado (2d Cir) → K transferring “all rights, title and interest” in was not sufficient to effect a transfer of the renewal right.
(ii) If the author dies before the renewal term comes up, the transferee’s interest in the renewal right dies with him.

· The author can convey only a contingent interest, because of the statute’s mandatory hierarchy.

· Note, however, that a zealous transferee could also seek assignments of renewal rights from the author’s spouse and children to cover all bets.

D. Renewal and Derivative Works
1) When the © in an underlying work has actually been renewed (as opposed to automatic renewal), users of the owners of derivative works must renegotiate or stop using the underlying work.
(a) Stewart v. Abend (U.S. 1990) 437 → Producers of Rear Window infringed when they failed to secure new rights in the underlying short story after the renewal term vested.
(i) Court went against 2d Circuit precedent in Rohauer which had held the author of a derivative work can continue to exploit that work.
· 2d Cir. was worried that forcing the derivative work author would risk holdouts, refusals to sell at all which would take the derivative work out of circulation entirely, and possibly a chilling effect on the production of derivative works.

· Supreme Court said too bad, that’s what Congress intended.

(ii) Congress has since changed this with the 1992 amendments

· The Stewart rule still applies where the author or successor actually filed for renewal.

· But where renewal happened automatically, the author of a derivative work gets to keep exploiting that work (but cannot make any new derivative works).

2) Where a derivative work has entered the public domain, but an underlying work it incorporates has not, use of the derivative work without permission from the owner of the © in the underlying work is infringement.
(a) Russell v. Price (9th Cir. 1979) 444 → Defendants infringed by using film version of Pygmalion, whose copyright had been allowed to expire, because the copyright in the underlying play was still valid.
E. Duration: Policy Questions
1) Basic points

(a) The two goals Congress had in mind in shaping copyright terms
(i) Give a sufficient incentive for the creation and dissemination of new works

(ii) But minimize social costs (price to consumers, transactions costs, control over derivative works) of copyright

(b) Effects of Congress’ choices
(i) Tying the term to life of the author
· Creates certainty about when things go into the public domain, because all (non joint or WMFH) works created by a particular author go into the PF at the same time.

1. But, it seems sort of arbitrary that works created by authors with different longevities, or works created at different times of life get different terms.

· Assures authors they won’t see their works go into the PD in their lifetimes.
(ii) Unitary vs. renewal system
· Renewal system → Acts to more quickly to move works of negligible commercial value into the PD, without risking taking away rights in works before they’ve been market tested.
2) Unitary term → Takes away risk of non-renewal of a work that might be a late bloomer in terms of appreciation (and allows compliance with Berne Convention).
3) Constitutional limits on term length?

(a) Congress has authority under the Copyright Clause to extend the length of terms for existing works, and the First Amendment will not require closer review so long as the law does not “fundamentally alter the traditional contour of Copyright.”
(i) Eldred v. Ashcroft (U.S. 2003) Supp. II → Upheld Sonny Bono CTEA’s 20 year term extension as applied to existing works.
· Court holds that Congress has the power under the Copyright Clause to extend the term of existing works to bring them into parity with future works (whose term plaintiffs concede Congress can lengthen).
1. Two rationales

· Text → 20 more years is still “limited”
· History → When ever Congress previously extended terms for future works, it did the same for existing works.

2. They also say there’s no evidence that Congress was actually trying to just nickel and dime their way to unlimited terms.
3. Also rejects argument that giving extra protection to existing works violates the originality requirement in Feist.

4. Argument that this doesn’t promote progress because these works are already created rejected because the preamble applies to the system as a whole, not to particular works.

· They apply only rational basis review to Congress’ use of this power, and defers substantially.

1. Possible rational bases include parity between old and new works, harmonization with EU (though as Breyer points out this is incomplete), incentives for publishers to fund preservation and restoration of old works, demographic and economic changes.

2. Plaintiff argued for heightened review under the First Amendment, because the extension affects people’s ability to produce protected speech.

· Majority recognizes the tension, but says that Copyright already has built-in mechanisms to avoid encroachment on speech (idea/expression and fair use) and that where Congress has not fundamentally altered the traditional contour of Copyright, no heightened First Amendment review needed.

i. This is not to go as far at the COA, which held that Copyright s per se immune from First Amendment review.

3. Breyer argues for stricter review, in the form of a three-part test for when such a law should be struck down.

· If the significant benefits it bestows are private not public
· If it threatens seriously to undermine the expressive values in the Copyright Clause.
· If there’s no Clause-related objective
i. He doesn’t find one here, saying that from an economist’s POV life+70 provides no more incentive than life+50.

ii. Note that this means no rational justification for extending new works either, so the parity argument falls away.
(ii) Kahle v. Gonzales (9th Cir. 2007) Supp II → Upholds automatic renewal provision of Sonny Bono CTEA over argument that this altered the traditional contours of Copyright.

(iii) A potential argument to get First Amendment scrutiny might be that the 1976 Act and Sonny Bono fundamentally altered Copyright by getting rid of formalities and making renewals automatic
F. Terminations of Transfer
1) Two termination provisions in statute
(a) §203 → applies to post-1978 grants

(b) §304(c) → applies to pre-1978 grants of renewal terms
2) What §203 covers
(a) Grant of any copyright right
(b) in a work other than a WMFH
(c) executed by the author
(d) after 1/1/78

(e) otherwise than by will (i.e. inter vivos)

3) Termination of grant in a joint work requires the agreement of a majority of the authors who made the grant.
(a) Where there are two joint authors, this means both must agree.

4) Timing issues

(a) The termination window opens 35 years from the date the grant was executed and remains open for 5 years.

(b) The terminating party must serve notice on the grantee of the intention to terminate no more than 10 years and no less than two years before the effective date of the termination.

5) Who may terminate §203(a)(2)
(a) The author
(b) If the author is dead
(i) If there are no children or grandchildren, the surviving spouse own the entire right

(ii) If there are both a surviving spouse and children or grandchildren, the spouse owns 50%, and the children/grandchildren divide up the remaining 50% per stirpes.

· In this situation, the spouse plus at least one child would be required.

(iii) If there are kids/grandkids but no surviving spouse, the kids/grandkids divide up 100% per stirpes.

(iv) If there are neither a surviving spouse nor kids/grandkids, the author’s will or estate determines who gets the termination right.

(c) Where the right is divided, you again need a majority of the ownership to agree to a transfer.

6) Effect of transfer

(a) So long as you have a majority, the dissenters are also bound by the termination.

(b) The rights that were transferred revert, and the heirs own the reverted rights in the same shares that they owned the termination interest.
(c) In order to re-grant the rights you again need a majority of shares (unlike with joint authors).

7) Other effects

(a) Termination affects only rights covered by grants under U.S. law.

(b) Also, only rights under the Copyright title are terminated (transferee might also have gotten trademark rights, which aren’t affected).
8) Termination and derivative works

(a) A terminated grantee retains the right to continue using already prepared derivative works under the terms of the original grant.
(i) Opposite of Stewart v. Abend rule.

9) Promises not to terminate or to retransfer rights after termination are void
(a) Statute says termination is available “notwithstanding any agreement to the contrary.”
(i) Congress here intended to avoid the Fred Fisher music result, not wanting the termination right to be alienable.

(b) Marvel Characters (2d Cir.) → Settlement in earlier litigation in which author agreed that Captain America was a WMFH (making termination unavailable) was an “agreement to the contrary” that didn’t affect the termination right (under §304c).
(i) Had the litigation actually resulted in a judgment that CA was a WMFH, that would be preclusive, but the settlement was not, and did not answer the factual question of whether it was actually a WMFH.
(ii) The court takes a broad view of “agreement to the contrary” because otherwise the statutory purpose of protecting authors would be frustrated.
(c) Also among “agreements to the contrary” are agreements to make future grants, which would include a promise to retransfer the rights after termination.
10) If termination is not exercised within the window, and the grant is silent as to duration, the grant will be read as running for the entire © term.
VII. Exclusive Rights, Limitations, and Infringement
A. Generally
1) Questions to ask in determining whether there has been infringement

(a) What’s the subject matter of the copyright?
(b) What right is alleged to have been infringed?

(c) Does that right apply to the subject matter?

(d) Do any statutory exceptions apply?

2) Infringement cases generally pose one of two questions

(a) Did the defendant’s activity come within the rights granted in §106?
(b) Is the defendant’s work impermissibly copied from the plaintiff’s?
B. The Right to Reproduce Copies
1) What does it mean to “reproduce?”

(a) House Report: To reproduce is to produce a new object in which the work, or some simulation or imitation, is embodied.

2) Major area of controversy in the digital format

(a) To a “copy,” a work must be “fixed,” which means it must be “sufficiently permanent or stable” to allow it to be perceived.

(i) House Report: Definitiion of fixation excludes “purely evanescent or transient reproductions” such as those captured momentarily in the memory of a computer.

(b) The controversy is over whether temporary RAM storage in the memory of a computer is fixation.


(i) Most courts have said yes.

(c) This is important, because every time you access something on the Internet, its contents are temporarily stored in your computer’s RAM, which means merely surfing the web could implicate the reproduction right in §106

C. Infringement of the Right to Reproduce Copies
1) Elements the plaintiff must prove in an infringement claim
(a) Ownership of a valid copyright

(i) Subject matter, originality, formalities (if necessary), initial ownership, transfers, duration.

(ii) The registration certificate (if filed within five years of publication) is prima facie evidence of this.

(b) Infringement

(i) Factual Copying: ∆ copied from the copyrighted work
· This could be mechanical copying, or just having the copyrighted work in mind.
· Even if the works are identical, independent copying protects ∆.
· This is typically treated as a question of fact that π must establish.
· ∆’s mental state at the time of copying is irrelevant; he could have copied without realizing it as in Harrisongs.
(ii) Actionable Copying: ∆’s copying rises to the level of improper appropriation
· ∆ must have copied protected expression, not merely ideas.
· the relevant audience would perceive substantial similarity between the works.
2) Proving Factual Copying (direct evidence is great but rare)
(a) Two ways of proving it with circumstantial evidence
(i) Access + Probative Similarity
· You can infer copying from the fact that ∆ had the opportunity to copy, and ended up producing something substantially similar.
· Access is a question of fact, and there is a range of evidence that might be presented
1. Weak evidence

· Extremely speculative or implausible theories like the stooges in (Arnstein)

· A very attenuated chain of people

2. Evidence that is not dispositive, but can support a jury verdict

· A shorter, less tortured chain of access

i. Gaste v. Kaiserman (2d Cir.) 520 → Plaintiff having given ∆’s Brazilian publisher a copy of song was enough for access.
· Plaintiff’s work has been subject to widespread public dissemination

i. Harrisongs → “He’s So Fine” was a big enough hit in Britain to presume that Harrison was familiar with it.

ii. Arnstein → Some of plaintiff’s songs had been widely distributed, which was enough to survive summary judgment (note though that this is not good law on the summary judgment standard, only on the elements of infringement.
3. Strongest evidence

· The works were created by the same person or entity.
· In assessing probative similarity, look at copying of all elements of the work – even copying of unprotected facts or ideas is relevant, because the question we are getting at is whether ∆ copied from the work, not what he copied from it.

(ii) Striking similarity alone

· Arnstein → Where there is no evidence of access, the similarity must be so striking as to preclude the possibility that the defendant arrived at the work without copying.
1. This could mean that ∆’s work tracks π’s identically, but it could also mean that individual, idiosyncratic errors in π’s factual work appears in ∆’s as well (like mountweazels).
· The 2d and 7th Circuits are slightly at odds on the extent of similarity required to prove copying in the absence of proof of access.
1. The 7th circuit seems to put slightly more emphasis on the need for similarities that preclude any other explanation. The explanation they are worried about is a prior, common source in the public domain from which both works were drawn.

· Ty Inc. v. GMA (7th Cir. 1997) 521 → Stuffed pigs were so similar, and there was no common source (like an actual pig) that factual copying was inferable.

(iii) Where plaintiff has established factual copying through circumstantial evidence, he has really only created an inference which ∆ can rebut. Some possibilities:

· Attacking the evidence of access
1. Selle v. Gibb → Plaintiff’s song was so obscure (played only at weddings and Bar Mitzvahs in Chicago) that the BeeGee’s couldn’t have copied it.

2. Proof that no one who has anything to do with ∆’s work has had any contact with the people in the same organization to whom plaintiff’s unsolicited work was sent.

· Attacking evidence of similarity

1. In the Heim case, ∆ showed that both parties derived their songs from an earlier work.
· Evidence of independent creation
1. Proof that ∆ finished his work before π’s work was created.

2. Selle → The BeeGees had tapes of themselves actually wirting the songs (good evidence, but it presumably doesn’t rule out unconscious copying).
3) Proving Improper Appropriation

(a) Standard inquiry
(i) Did ∆ copy any protected expression in π’s work?

(ii) Will audiences perceive substantial similarities between expression in the two works?
· The point here is to determine whether ∆’s work captures the audience, and therefore the economic reward, of the copyrighted work.
· Important to think of the two questions separately, because audiences might perceive similarities between the works, but only because of unprotected elements.

(b) Protected expression

(i) Easy cases
· Verbatim copy (if there is any protected expression in the copyrighted work at all, then ∆ copied it).
· “Fragmented literal appropriation” (taking a chunk of π’s work verbatim)

1. Ringgold v. BET (2d Cir) → De minimus copying is not enough, but the threshold is very low (quilt appearing on sitcom for a few sporadic seconds).

(ii) Hard cases

· Works that are similar as a whole, but not in any specific, literal way
· Works that are the same below the surface, but in which all of the surface details are different.
(iii) This can still be improper appropriation, but the court has a tough job figuring out if the underlying similarities are in unprotectable ideas.

(iv) Hand’s abstractions test → At some level of abstraction, we move from protectable expression to unprotectable ideas, but there is no clear dividing line. He says in Peter Pan Fabrics that the decision is “inevitable ad hoc.”
· All we have to go by are the examples, in which Hand went different directions in cases of stories with similarities in characters and plot sequences.
1. Nichols → Hand sees the similarities in the work as being on a high level of generality (“a quarrel between a Jewish and an Irish father, the marriage of their children, the birth of grandchildren and a reconciliation”) and differences in the expressive details, so finds no copying of protected expression.
2. Sheldon → Sees the similarities here as having gone beyond the general to the specific.
(v) Remember that the idea/expression distinction should be thought of as conclusory labels.

· Herbert Rosenthal Jewelry (9th Cir. 1971) → Guiding principle in drawing the line between idea and expression should be a decision on how much control to give the copyright owner
1. This means balancing copyright interests against the desire to protect competition.

(vi) Also important: As long as the copying isn’t de minimus (low threshold) it’s generally irrelevant how much expression ∆ has contributed on top of the copying.

· Hand: “No plagiarist can excuse the wrong by showing how much he didn’t pirate.”

(c) Substantial Similarity (or Audience) Test

(i) Here we’re looking for audience perception of similarity in the expressive elements only.
(ii) Tendency is for fact-finder to determine this based on their own impression of the works, but some courts say the real question is whether the intended audience would perceive substantial similarity.
· Morris Costumes (4th Cir.) 515 → Similarity between Duffy the Dragon and Barney the Dinosaur should be viewed from the perspective of five-year olds, because they were the intended audience, even if adults were actually buying the costumes.
(iii) Problem inheres in how to deal with context in applying the audience test

· Steinberg
· If you just compare the individual elements, you risk missing the overall context, but if you just compare the works as a whole, you risk the fact-finder determining they seem similar, when its really the unprotectable elements driving the impression.

D. The Right to Reproduce Phonorecords
1) Distinctions to keep in mind

(a) Musical work/sound recording

(i) Not always easy to distinguish between the two

(ii) Newton v. Diamond (9th Cir. 2003) 270 → Beastie Boys sampling did not infringe musical work, because what they copied was mostly added by the performance of the work embodied in the phonorecord, to which they had permission.

· Dissent agrees on the law, but thinks the facts actually show that the elements the majority credited to the sound recording actually came from the musical work.

(b) copy/phonorecord

(c) any particular phonorecord can be phonorecord of more than one copyrighted work

(i) I.e. a CD is a phonorecord of both the musical work and the sound recording of that work.

2) The exclusive right to reproduce phonorecords of musical works is significantly limited by the compulsory license provision of §115
(a) Works covered by compulsory license
(i) Only non-dramatic musical works
(ii) Phonorecords of the work must have been distributed to the public in the U.S. under the authority of the copyright owner.

· This means you could avoid triggering compulsory license by only performing the song live, distributing records only abroad, or distributing only sheet music (distributing copies doesn’t trigger).

(b) What the license allows

(i) making and distributing phonorecords of the work
(ii) making arrangements of the work to conform it to interpretation or style, as long as you don’t change the “basic melody or fundamental character of the work.”

(iii) If gives no rights to make phonorecords of any particular sound recording. The right is to make your own cover recording of a musical work.

· You also can’t include an insert with the lyrics, because that’s a copy, not a phonorecord, so no compulsory license.

(c) Compulsory license process

(i) Licensee has to serve notice within 30 days after making, and before distributing, phonorecords, and pay the statutory royalties (9.1 cents/song).
(ii) Very few people actually take a compulsory license, because most negotiate in the shadow of the statute with the Harry Fox Agency (clearing house for musical work copyrights).

3) The statute includes two limitations on the exclusive right to reproduce in phonorecords with regard to sound recordings.
(a) §114 Dubbing limit
(i) Even if you deliberately set out to simulate a protected recording exactly, that doesn’t infringe, as long as you don’t directly recapture any of the sounds in the recording.
(b) AHRA home taping limit
(i) Prohibits infringement actions based on non-commercial home taping.
· Language said no infringement suits, not that the activity is not infringing.

(ii) Bars manufacture, distribution and importation of digital audio recording devices unless equipped with technology to prevent serial copying.

· Some question on what devices fit in this category – the Rio mp3 player does not because it can copy only from a computer hard drive.
(iii) Manufacturer of DARD also has to pay royalties for each one sold, as does seller of recording media marketed for music recording.

E. The Right to Distribute
1) The Right

(a) exclusive right “to distribute copier or phonorecords…to the public by sale or other transfer of ownership…”

(i) “copies” includes the singular, so one copy counts.
(ii) “to the public” can cover limited sales like auctions

(b) applies to all types of works, and covers
(i) transfers of ownership

(ii) rental and leasing

(iii) lending

(iv) importation

(v) maybe digital transmission, though this is not completely clear, because a digital transmission technically generates a new copy, rather than transferring the old one.
· Playboy Enterprises cases assume that a website operator that makes copyrighted images available for download “distributes” copies.

· Other cases have held that where the digital proprietor is a mere conduit for the material, they do not distribute.

(c) exists independently of other rights, meaning that distribution of a copy that someone else unlawfully reproduced is still direct infringement of copyright.

2) The Limitation: The first sale doctrine 
(a) §109(a) → “The owner of a particular copy or phonorecord lawfully made…is entitled, without authority of the copyright owner, to sell or otherwise dispose” of that copy or phonorecord.
(i) So two conditions to invoke a first sale defense:

· ownership of the copy or phonorecord

· that it was lawfully made under the Copyright Act, i.e. the copy itself didn’t infringe copyright.

(ii) Rationales for the doctrine
· facilitates a secondary market, which lowers prices and improves access for consumers

· common law distrust of restraints on alienation of personal property

(iii) Who benefits most
· video rental businesses

· libraries

(iv) Fawcett Pubs. (SDNY 1942) 651 → Resale of comic book that had had been bound together with another comic under a new cover was protected by the first sale doctrine.

· Court said first sale applied because ∆ was not accused of copying, reprinting or rearranging the material, nor of removing the copyright notice.
(b) §109(b) → First sale does not allow the rental of phonorecords or computer software because of the danger that people will just go home and copy it.
(i) However → this exception does not preclude rental of two types of computer software:

· computer programs embedded in a machine or product that cannot be copied during ordinary operation of the machine or product (meaning you can rent the machine, even through there’s a computer program embedded in there)

· video games

(ii) Statute also includes an exception for lending by noncommercial libraries.

F. The Right to Prepare Derivative Works
1) Generally

(a) Two questions to ask in applying this right
(i) Is the defendant’s work within the derivative work right (i.e. is it a derivative work)?

(ii) Does it infringe (factual copying + substantial similarity)?

· Horgan v. Macmillan (2d Cir. 1986) 605 → Reversed lower court finding that book with pictures of the Nutracker did not infringe the ballet, because the lower court erroneously did not apply the substantial similarity test.

1. Lower court had held for defendant based on a finding that a viewer could not recreate the ballet from the pictures in the book. 2d Circuit said that’s wrong, you have to apply the traditional test for infringement.
2. Court also said the lower court “took a far too limited view of the extent to which choreographic material may be conveyed in still photography,” saying that in many of the action shots, a viewer can extrapolate the dancer’s positions before and after the moment in the photo.

(b) Right was first expressly recognized in the 1976 Act

(c) Limitations on the right
(i) w/r/t sound recordings, the §114 dubbing limit.

(ii) right to make necessary alterations to computer software
(iii) use of software that edits movies

(d) Can overlap substantially with the reproduction right because of how dissimilar a work can be and still be considered a reproduction (as when it copies only parts of the copyrighted work). Sometimes it makes a difference which right is infringed, as when:

(i) there are different owners of the rights

(ii) one of the right-specific limitations applies

(iii) where termination of transfer is an issue (b/c of the exception for already prepared derivative works).

2) Claim of infringement of the derivative work right will often turn on whether ∆ has prepared a derivative work, i.e. does his work transform, recast or adapt a preexisting work (or fall into one of the enumerated examples).
(a) Lee v. A.R.T. (7th Cir. 1997) pg. 610 → Holds that ∆’s mounting of π’s copyrighted note cards on tiles, which are resold, does not infringe the derivative work right because the tiles are not derivative works.
(i) The 7th Circuit analogizes the mountings as akin to framing an artwork, which the court says clearly does not transform, recast or adapt the underlying work.
· They also go even farther to say that cutting it in half, or putting a new seal on the work also wouldn’t prepare a DW.
(ii) The 7th Circuit also argues (but doesn’t hold) even if putting the cards on tile transforms the work, it’s not an original transformation, and so it wouldn’t be copyrightable as a derivative work.
· The weight of opinion supports this reading, the the ∆’s transformation must amount to original expression (copyrightable in itself) in order to infringe the DW right.

(iii) Lee disagrees with 9th Circuit precedent in Mirage, which interpreted transform/recast/adapt very expansively and held the same activity to be preparation of derivative works.

(b) Also unclear whether a work can be “transformed” by changing the context in which the original work is present.

(i) Nat’l Geographic case says the DW right includes the exclusive right to make compilations, but this may be bad law.
3) Moral Rights

(a) Main points
(i) The model for moral rights comes from continental Europe, where four basic rights are recognized
· Attribution (the right to be identified, or not to be identified, as the author of a work and to prevent attribution to someone else)

· Integrity (protects against distortion, mutilation, and display in a way that harms the author’s reputation)

· Disclosure (gives author the right to decide whether to display a work, and when it is finished)

· Withdrawal (right to terminate public exploitation of a work, or to require modifications)

(ii) Moral rights are often inalienable

(iii) US law includes a patchwork of moral right protections embodied in various places (VARA, Copyright, unfair competition, defamation etc.)
· The Berne Convention requires members to protect attribution and integrity rights, and when the US signed on Congress took the position that the existing patchwork did the job. They are not that confident of this, however, as shown by the U.S. securing an exception for moral rights in the TRIPs enforcement mechanism.

(b) Visual Artists Rights Act (VARA) -- §106A

(i) Protects only works of “visual art” which is aiming at protecting only fine art
· Must be either a single copy, or a limited edition of 200 copies or fewer that are signed and numbered.

· Cannot be
1. WMFH

2. one of a long list in §101 (incl. books, magazines, posters, catalogs) of things that are typically reproductions

3. merchandising, advertising or promotional material
· Pollara v. Seymour (2d Cir. 2003) 630 → Banner displayed behind fundraising table at anti-poverty convention was promotional so not eligible for VARA protection.
i. Majority says it was designed to draw attention to the table, which makes it promotional.

ii. Gleeson’s concurrence argues that that just because a drawing is used to promote something, that doesn’t make it “promotional material”

· Pollara → Eligibility for protection should not depend on the medium or the materials used.

(ii) What the author of a qualifying work gets

· Attribution rights
1. Right to claim authorship -- §106(a)(1)(A)

2. Right to prevent misattribution to the author if it has been altered in a way that is prejudicial to the author’s honor or reputation – (a)(1)(B)

· Integrity rights
1. Protection against distortion or mutilation that is prejudicial to author’s honor or reputation.

2. For works of recognized stature only, right to protect against intentional or grossly negligent destruction.

· Martin v. City of Indianapolis (7th Cir) 630 → Author usually must put on expert testimony to establish that a work is of recognized stature, but here a divided court upheld reliance solely on good reviews in newspapers and magazines.
· Pollara concurrence would have found no right to prevent destruction of poverty banner b/c it had never been displayed at the time of destruction, so it could not possibly have been a work of recognized stature.

(iii) Other points on VARA

· These rights are independent from copyright – the author retains them even if he transfers the copyright

· They are subject to fair use

· The rights can be waived, but the waiver must be express and in writing, and has to be specific (no blanket waivers of VARA rights).

·  VARA only gives rights in works that meet the visual art definition, and it only protects against reproductions in the visual art form. It’s essentially a statute about protecting originals, and nothing more.
(c) Other federal moral rights protection

(i)  Gilliam v. ABC (2d Cir. 1976) 621 → ABC liable to Monty Python for bowdlerizing its films in a case that shows two ways federal law can protect moral rights
· While ABC had a license to show the films from BBC, Monty Python retained ownership of the scripts, and by editing the films for profanity, sex etc. ABC made an unauthorized derivative work based on the scripts.
1. This tells us that part of the integrity right in the US is embodied in the protection against unauthorized derivative works.
2. This right can easily be transferred away, of course, but it can also be fortified by contract as here, where Python transferred rights to BBC but said they could not be edited.
· Python also had a misattribution claim under the Lanham Act – unfair competition and false designation of origin, and the court said this qualified
1. Dastar case calls into question whether this is still good.
· There, FOX let the copyright lapse in a film, but then tried to sue for false designation of origin because Dastar put the films out listing itself as producer.

· Court said no claim, b/c “origin of goods” in §43 of the Lanham Act refers to the source of the physical goods, not the source of the work fixed in the goods.
i. Rationale was that interpreting it the other way would risk conflict with Copyright, b/c former © owner could use it to retain control over public domain works.

(d) State law moral rights protection

(i) Some protection in contract and tort (defamation) law

(ii) Also some express statutory protection

· Wojnarowicz (SDNY 1990) 643 → Judgment for artist against political group that reproduced portion of his art in pamphlet railing against it under New York Artist’ Authorship Rights Act
1. Author’s right under statute extends to reproductions, which goes beyond VARA.
2. In order to be actionable, the defendant must have both distorted the work and attributed the resulting work to the artist.
· Here, the defendants distorted the work by taking only the sexual images and presenting them separately from the larger work.

i. “Extracting fragmentary images from complex, multi-imaged collages clearly alters and modifies such work.”

3. Court rejects First Amendment defense, saying that this was protected speech. The court said no, because the statute prohibits only deceptive speech.

· You’re still free to blow up portions of the artwork for purposes of criticism, but you must label it as such.

G. The Rights to Publicly Perform and Display
1) The Public Performance Right
(a) §106(4) → exclusive right to perform the work publicly applies only to literary, musical, dramatic and choreographic works, as well as pantomimes, motion pictures and other audiovisual works.

(i) Note that the public performance right does not apply to sound recordings, but it does apply to musical works.

· This means that if you want to publicly perform a recorded piece of music, you have to take a license from the composer (via ASCAP or BMI) but not from the record company.

(b) Two parts to a public performance
(i) Is there a performance?

· The §101 definition is very broad (recite, render, play dance or act it – or with movies, show its images in any sequence). Performance can be done “directly or by means of any device or process.”

· Multiple Performance Doctrine: Multiple parties can al be performing at once where the performance is being transmitted. That is the singer, the network transmitting her to affiliates, the affiliates who send out the broadcasts, the cable station who transmits it, and the person at home who turns on the TV are all performing the musical work.
(ii) Is it public?
· The statute gives two ways a performance can be public
1. It’s performed at a place open to the public, or a place where a substantial number of people beyond family and close acquaintances are gathered (a public, or semi-public place).

· Columbia Pictures v. Aveco (3rd Cir. 1986) 669 → Aveco secondarily liable for infringement of movie © because the people the rooms it furnished for customers to watch movies in were public places.

i. The booth is a place open to the public because anyone with the inclination can rent it, so the people watching films in there were publicly performing the work.

· The Aveco approach is a bit over-simple however, b/c as the PREI case shows, a hotel room in which the proprietor rents you DVDs to watch is not a public place, because you rent the room mainly with the purpose to sleep, not to watch movies.

2. It’s transmitted to a public or semi-public place, or to the public (even if everyone receiving the transmission is in a separate place).

· The H. Rep. tells us that “to the public” can include a limited segment of the public (like cable subscribers) but it but it requires a commercial, arms-length relationship.

· If instead of renting DVDs, the hotel in PRE transmitted the films remotely to the rooms, that would likely be a transmission to the public (given the relationship) and a public performance.
(c) Performing Rights Societies

(i) ASCAP/BMI are combinations of owners of ©s in musical works, not sound recordings.
(ii) © owners grant the societies a non-exclusive right to public performance of non-dramatic musical works, and allow them to sub-license to users, usually in the form of a blanket license.

· Price for the blanket license varies based on size of user, and can be flat fee or percentage of revenue

· Royalties are paid based roughly on use

· The licenses to ASCAP/BMI are non-exclusive, so a user can still negotiate directly with the © owner

(iii) The societies were formed b/c of the difficulty for © owner to enforce public performance rights, and the difficulty for users to negotiate a license each time they want to use a musical work.
2) §106(6) →The limited public performance right in sound recordings

(a) Congress initially did not include a public performance right for sound recordings in the 1976 Act, but added the limited right in 1995 over concerns about interactive digital transmissions (the “celestial jukebox”) that would cut into record sales.
(b) The right applies only where the performance is made by digital audio transmission (includes satellite radio, on-demand cable music, and webcasting.
(c) But there are also further limitations on the limited right in §114 that create a tier of transmissions, with different rules:
(i) Over-the-air digital radio broadcasts are exempt
(ii) Non-interactive digital audio transmissions (which means the user can’t pick what to listen to, or when to listen to it) can qualify for a compulsory license
(iii) Interactive DATs (the true celestial jukebox where users pick what to listen to) are completely subject to © owner’s control.
(d) Also remember that a DAT probably impacts other rights as well

(i) public performance of musical works (need an ASCAP/BMI license)

(ii) possibly reproduction (if temporary RAM storage makes a copy)
3) The Right of Public Display

(a) §101 definition of “display” → showing a copy, either directly or indirectly, by any device or process

(i) Public gets the same definition as in the public performance right.

(ii) Covers literary, musical, dramatic choreographic, pantomime and PG&S works

(b) First Sale Doctrine w/r/t public display -- §109(c)
(i) Owner of a particular lawful copy can display publicly without permission if the display is done directly or by projecting no more than one image at a time to viewers present at the place where the copy is located.
(ii) This is a big exception, but it basically wipes out the public display right for the first (place-based) definition of public and doesn’t touch the second (transmission-based) definition of public.
(iii) Essentially, §109(c) means that the public display right is just an exclusive right to transmit displays to the public.

· Importantly, this narrowed right covers postings on the internet, which leads to some tricky questions about who is actually making the display, especially where it is done through in-line links.

1. Perfect 10 v. Google (C.D.Cal.) → Google did not “display” P10s images when it linked to and framed infringing images stored on third party websites.
· This court applied a server test → only websites that host the content that appeared on users’ screens can be found to have “displayed” the images.

i. They recognize, however the tremendous loophole this creates.

· They rejected the plaintiff’s incorporation test which would make framing of in-line links a “display,” and thus direct infringement.
4) Key §110 limits on the performance and display rights

(a)  Performance or display by instructors or pupils in face-to-face teaching activities of a non-profit educational institution, in a classroom or similar place devoted to instruction does not infringe either of the rights.
(i) H.Rep. tells us that “classroom” does not extend to a place where the audience is not confined to a particular class.
(b) Performance of non-dramatic literary or musical works otherwise than in a transmission to the public (meaning has to be direct) do not infringe so long as there is no purpose of direct or indirect commercial advantage and no compensation to the performers plus either:
(i) no direct, or indirect admission charge or
(ii) the profits are used for educational religious or charitable purposes

· but under this prong, the © owner can give notice that you can’t use the work for the intended purpose (i.e. he disagrees with the group you are raising funds for).
(c) The homestyle receiver exception – (5)(A)
(i) This exception is for publicly playing the radio or television (a performance under the multiple performance doctrine) at a business.
(ii) Exempts performance or display by public reception of transmission on a single apparatus of the kind commonly used in homes.

· You lose the exception if you:

1. Directly charge people to see or hear the transmission, or
2. Further transmit the transmission you received

· Note that this does not cover the playing of recorded music or live performances.

· This effectively restored the Court’s holding in Aiken in which the Court had held that a business that turned on the radio did not publicly perform the work (a rationale that died when Congress endorsed the multiple performance doctrine)

· Edison Bros. Stores (7th Cir.) → Receiver set up with multiple speakers still qualified for the exemption as a single apparatus.
(d) The broader amendment to the homestyle exception (5)(B)

(i) Here the exemption is based not on the nature of the receiving equipment, but on the size of the establishment.
· even if you’re above the size limit, you can still qualify if you meet a limit on the number of speakers
· this was a quid pro quo extracted by restaurant and bar owners in exchange for the Sonny Bono act.
· The WTO has held that this exception (but not the homestyle exception) put the U.S. out of compliance with TRIPs, but rather than amend the statute, we’re paying the EU damages.

VIII. Fair Use
1) Generally
2) The broadest exception to the §106 rights → it covers all types of subject matter and all exclusive rights

3) Treated as an affirmative defense

4) Four statutory factors

(a) Purpose and character of use

(b) Nature of copyrighted work

(c) Amount and substantiality of portion copied in relation to ∆’s purpose
(d) Harm to potential markets for the copyrighted work
B. Creation of New Works
1) §107 gives four statutory factors courts should consider in the fair use inquiry, and Campbell says courts must consider and balance them all in every case.
(a) Purpose and character of the use

(i) Supreme Court in Campbell says two things are relevant here

· Transformativeness

1. Generally

· The Campbell court calls this the “central” inquiry.

· Campbell → A use is transformative if not just copies but also adds some “new expression, meaning or message.”
i. The idea is that a transformative use is more likely to be in harmony with the goals of copyright law, which is concerned with allowing the use of copyrighted works to promote more creation.

ii. The court says transformativeness is not required (no presumptions in fair use), but it is very important, and the more transformative the use is, the less important other factors become.
iii. This implies that fair use is more of a restriction on the derivative works right than on other rights.

iv. In some contexts, like copying for classroom use, transformativeness is less important.

2. Parody is a specific type of transformativeness weighing in favor of fair use
· In determining whether something is a parody, the question is whether a reasonable person would perceive it to be a parody.
i. Parody does not necessarily need to involve humor (as in the Wind Done Gone case) so long as its aim is to comment on or criticize the original work in a new artistic work that borrows from the original.
· Parodic nature weighs in favor of fair use, because it goes to the heart of what fair use is all about.

i. By contrast, satire is not transformative and does not have as strong a claim to fair use.

ii. But the Campbell court acknowledges that most things will have elements of both, so the question may be better framed as asking how parodic is the use?
· Commerciality
1. Campbell → Commerciality does not create a presumption against fair use, but it does weigh against fair use.
· This is partly because many of the purposes expressly set out as examples of fair use in the statute are frequently done for profit.

· Court says there is a scale of commercialness → use in advertising a product weighs more heavily against fair use than sale of a parody for its own sake.

(ii) There is also a suggestion in the cases that bad faith on the part of the user weighs against fair use

· Harper and Row → Court specifically calls out the fact that The Nation had the purpose of scooping the advance publication, and that it knowingly used a “purloined” manuscript.

· Campbell doesn’t rule out the relevance of bad faith, but it says that having asked for a license and been denied it is not evidence of bad faith.

· Lower courts are not consistent in their treatment of evidence of bad faith.

(b) Nature of the copyrighted work
(i) Two major distinctions here

· Factual/functional works (more subject to fair use) vs. expressive works (less subject to fair use b/c at the heart of copyright protection).

1. When the © work is a work of art or fiction, this factor will always weigh against fair use.

· Published vs. unpublished (unpublished works less subject to fair use under Harper & Row b/c of the author’s right to first publication).

1. H&R seemed to create a presumption against fair use where copying from an unpublished work, but Congress amended §107 to make clear that there is no presumption – you still apply the factors.
(c) Amount and substantiality of the portion used
(i) Courts consider both quantitative and qualitative measures

· In Harper & Row the amount of Ford’s book that was taken was not substantial, but it was qualitatively substantial b/c The Nation copied the heart of the book.

(ii) This also includes the question of whether what you took was reasonable in light of the purpose of the use.

· The question here is whether you copied more than you needed in order to achieve your purpose.
· Parody might justify more copying because of the need to conjure up the work being parodied, but it can still go too far, and cut against fair use.
(iii) Lastly, courts will consider that amount and substantiality of the copied material in relation to the defendant’s work.

· Harper & Row does this, and finds that The Nation Article didn’t add much on top of the quotes.
(d) The effect on the potential market for or value of the copyrighted work
(i) This considers both the harm caused by ∆’s particular use and the harm that would occur if use like the defendant’s were to become widespread.
(ii) It looks both at the market for the original copyrighted work and at the market for derivative works.
· In Campbell, this meant considering harm to Acuff-Rose’s ability to market a rap version of “Oh, Pretty Woman,” and since Campbell didn’t meet his burden of proving non-existence of this market, he can’t get summary judgment.
(iii) In the context of parody or commentary, where the market for the © work is harmed by the disparagement the parodist or commentator intended, that does not weigh against fair use.
· I.e. a bad review can be fair use, even though it suppresses the market for the book being reviewed. R
(iv) Remediable harm to the market would occur if the review quoted so extensively from the book that someone who wanted to read the book would no longer feel the need to. This is displacement.
(v) There’s a danger of circularity in harm to the market analysis. You’ve always been harmed, because you weren’t able to collect a license payment from the ∆, so courts recognize harm only in markets that are traditional or reasonably likely to be developed.
· As the court in Campbell says, a “parody market” is not among these, because people are not going to sell the right to be criticized or mocked.

1. Whether this is actually true as an empirical matter, the courts seem to be saying that they won’t recognize it because they don’t think copyright owners should have this kind of control given the kind of public interest at stake.

· The Seinfeld case tells us that harm to a potential market weighs against fair use even where the copyright owner has chosen not to enter that market. The choice not to enter a potential market is entitled to respect.
2) The four factors are to be balanced in every case, and no particular factor creates a presumption for or against fair use.
(a) It’s not clear exactly how courts are to balance the factors.
(b) Many courts emphasize the fourth factor, but Campbell puts a heavy emphasis on transformativeness.

3) Possible rationales for fair use that could drive the analysis

(a) Some commentators argue for an economic approach → fair use should be recognized only where transactions costs would prohibit getting permission (meaning society would lose out on the use).

(b) But the court has repeatedly referred to a First Amendment component to fair use

(i) Both Eldred says fair use is one of the protections embedded in Copyright to resolve tensions with First Amendment values.

(ii) In Harper and Row, this leads to a conclusion that The Nation’s First Amendment arguments don’t get any special scrutiny (b/c fair use already addresses these concerns).

C. New Technologies
1) New technologies of dissemination
(a) In assessing fair use here, apply the same four factors.
(i) UMG Recordings (SDNY 2000) 812 → Internet service that put mp3s of sound recordings on its servers and allowed customers who proved they owned a physical copy of the CD to listen online.
· Court found that the use was not transformative, because the defendant added no “new aesthetics, new insights and understandings” to the original music recordings it copies.

· Also, argument that their system, even if it harmed a derivative market would increase sales of CDs, rejected because “any allegedly positive impact…on plaintiff’s prior market in no way frees a defendant to usurp a further market…”

· Argument that this service serves consumer demand that would otherwise be served by pirates because copyright is not designed to afford consumer convenience.

(b) Even where the work itself isn’t transformed, where the use has been transformed, and there’s little or no harm to the market, fair use can apply.
(i) Kelly v. Arriba Soft (9th Cir. 2003) 815 → Image search engine that included thumbnail images of plaintiff’s photos was fair use, because the use had been transformed from an aesthetic use to a search use, and the thumbnails would not displace the market for originals.

· See argument that this could apply to Google’s book seach snippets.

· But see Perfect 10 v. Google (C.D.Cal. 2006) 821 → Which did not apply Kelly because the thumbnails of adult images could harm the market for cellphone downloads (which P10 began negotiating to enter during the litigation).

2) Copying by end users
(a) The emphasis in these cases is one factors one and four – factors two and three don’t come into play much.
(b) Sony v. Universal (U.S. 1984) 826 → Time-shifting by VCR owners is fair use because it is non-commercial and the Court was persuaded that it did not harm the market for televised works.
(i) The Court split five to four, with a disagreement on both the first and fourth factors.

· Majority said non-commercial, b/c time shifting is for personal consumption.
1. Dissent says it is commercial, in the same way that stealing jewelry for personal consumption is commercial.

2. Not clear how much of this emphasis on commercialness survives Campbell.
· Majority rejects the arguments the dissent buys about the harm to the market from time shifting
1. hurts the rerun market

2. people who tape and watch later don’t get picked up by ratings

· district court had found Neilsen had a way to survey time-shifters.

3. Ability to skip commercials harms the ad market
· D.Ct. found skipping hard to do (mostly because these early machines didn’t have remotes)

4. Today, the harm to the market for prerecorded versions would be a big issue, but then it wasn’t even a glimmer.

(ii) Dissent also disagreed with the majority in that they believed that harm to the market should require less proof when the use is “unproductive.”
(c) Napster (9th Cir. 2001) 834 → No fair use for users of Napster.
(i) The court found that here, unlike in Sony, the general use were commercial
· they are providing files to unknown requesters

· they’re getting for free something they would ordinarily have to buy (shades of the Sony dissent here, which would seem to make all copying commercial).

· and, importantly, the copying was repeated and exploitative.
· Best argument for commercialness: While money wasn’t changing hands, the system operates on a quid pro quo assumption.

(ii) Napster harmed the market for plaintiff’s sound recording in two ways

· reduced CD sales among college students

· raised barriers to plaintiffs’ entry into the digital music download market
(iii) On the specifics of Napster’s identified uses, the court found them not fair

· Space shifting here is not like time shifting in Sony, because this simultaneously involves distribution to the public.
· Sampling was commercial, and harmed the market.
(d) BMG v. Gonzalez (7th Cir. 2005) 843 → Individual user’s downloads through Grokster were not fair use.
IX. Secondary Liability
A. The Basic Tests
1) Vicarious Liability
(a) The Test: The defendant must have the right and ability to supervise the infringing activity and receive a direct financial benefit from the activity.
(i) There is NO KNOWLEDGE REQUIREMENT for vicarious liability.

(ii) Fonovisa (9th Cir. 1996) 848 → Flea market operators vicariously liable for infringement by its sellers because its contract allowed them to terminate vendors for any reason and the infringement drew in customers.

(b) Proving right and ability to supervise

(i) Can be contractual right (Shapiro dep’t store case, Fonovisa)
(ii) But can also be a de facto right, shown by actual exercise of control.

(c) Proving direct financial benefit
(i) A cut of sales is clearest (Shapiro)

(ii) But evidence that the infringement draws in more customers, which increases general revenues, can also suffice (Fonovisa)

2) Contributory Infringement

(a) The Test: The defendant must have knowledge (actual or constructive) of the infringing activity of another, and must induce, cause or materially contribute to the activity.
· Unlike vicarious liability which holds defendant liable for the actions of another (relationship based), in contributory infringement the defendant itself has committed some act that makes it liable (conduct based).
(b) Knowledge is treated under a objective standard, which means you knew or should have known.

(i) Traditional view is that you have to know only of the activity of the direct infringer. You don’t have to know that the activity is infringing.
(c) Rule: Providing the facilities for known infringement is contributory infringement.
(i) Fonovisa → Also met the test for contributory infringement

· Knowledge was easy. The © owner and the sheriff had notified them of the activity, and there had been previous raids.

· Harder question is material contribution: the court says they contributed by providing the space, the facilities, the advertising etc.

B. Dual-Use Technologies
1) The Sony Test: No secondary liability for distributing a product that is capable of substantial non-infringing uses.
(a) Sony → Court does not apply the ordinary contributory infringement test, in part because of a fear that doing so would stand in the way of technological advances.
(i) The court does not define how much non-infringing use is “substantial” 

(b) Applications

(i) Vault (5th Cir.1988) → no secondary liability for software designed to get around anti-copying program b/c it had the substantial non-infringing use of making archival copies, which is exempted from infringement in the statute.

(ii) Abdallah (C.D.Cal 1996) → Sale of “time loaded” audio cassettes failed the Sony test because even if they could be used for legitimate purposes, all of Abdallah’s customers were using them to infringe.

2) The Napster Exception: Sony does not apply where a defendant had actual knowledge of infringement. 
(i) 9th Circuit says that Sony was just about when a court can impute constructive knowledge of infringing activity to manufacturers for the purpose of the first prong of the contributory infringement test.

· Here, Napster had actual knowledge of specific infringing material on its system.

· Also, they say Sony is irrelevant to vicarious liability question (which is in play here, because Napster unlike Sony has a right and ability to control what its users post).

(ii) They adapt a modified version of the contributory infringement test to apply to the internet context: If a system operator learns of suspicious infringing material on the network and fails to remove it, that amounts to knowing material contribution.
3) The Grokster Inducement Exception: Even where the defendant does not have actual knowledge of infringement at the time it made a material contribution (thus getting it out of Napster), it is still secondarily liable if the defendant distributed the device with the object of promoting the use to infringe as shown by clear expression or other affirmative steps taken to foster infringement.
(a) The kind of evidence that can show inducement
(i) Advertisement of infringing capability or instructions on how to infringe (slam dunk evidence)

(ii) Targeting of known demand for infringing capability

· Grokster did this by going after previous Napster users and making its name sound like Napster.

(iii) Business model geared toward infringement
· Grokster’s model is to make money from advertising, and the ads will sell for more if there is the draw of infringing material.
· The court said this alone is not enough to find inducement

(iv) Lack of any steps to stop or curtail the infringement

· Grokster didn’t attempt to put anything in its software to prevent infringement

· Again, not enough on its own, but it supports the finding

4) Internet Service Providers
5) Netcom (N.D. Cal. 1995) → No direct infringement by provider of access to bulletin board where man posted infringing material, but a question of fact on contributory infringement, because notice from the copyright owner may have been knowledge.
6) In response to Netcom Congress enacted §512 which created a set of safe harbors for online service providers (the definition of which includes both ISPs and some website operators like Amazon, Google, Yahoo, YouTube etc.)

(a) Threshold conditions for eligibility
(i) Must have adopted (and reasonably implemented and informed subscribers of) a policy of terminating users who are repeat infringers.
· Corbis v. Amazon (W.D.Wash. 2004) → The mere receipt of notice from © owners may not impose a duty to terminate users. The court says that the OSP must be able to tell “merely from looking at the user’s activities, statements, or conduct that copyright infringement is occurring.

· Ellison v. Robertson (9th Cir.) → AOL may have lost eligibility for safe harbor for failure to reasonably implement, because it changed the email address for © owners to complain to without announcing it or forwarding the messages.
(b) Two key safe harbors

(i) §512(c) – Safe harbor for OSP’s storage of material at the direction of a user
· If the OSP meets the requirements, then no liability available except limited injunctive relief.
· The conditions
1. No actual or constructive knowledge that the material being stored is infringing, unless they acted expeditiously to take the material down after acquiring the knowledge.
· This doesn’t impose any affirmative duty on OSPs to monitor for infringement, and seems to really be about whether the OSP ignored true red flags.
2. No financial benefit directly attributable to infringement, where they have the right and ability to control.

· Right and ability to control may have to mean something other than a contractual right, because that alone is already a threshold requirement to even be in the safe harbor.

3. Upon knowledge of claimed infringement they must respond expeditiously to remove or disable access to the material (notice and takedown).

· User can then counter-notify after the takedown that it shouldn’t have been taken down.
(ii) §512(d) – Safe harbor for OSP that links users to another online location containing infringing material.

(c) Remember that even if an OSP doesn’t qualify for a safe harbor, they are still liable only if found so under ordinary copyright law (probably the Netcom approach).

· The notice and takedown structure applies here too.

X. Enforcement
A. Injunctive Relief
1) §502 authorizes injunctive relief, and courts grant it routinely

2) Creates some tricky issues, tough, where the defendant has infringed, so an injunction would be taking expression away from the public.

B. Damages
1) Two possibilities (plaintiff can choose either one up until the judgment
(a) Actual damages plus additional profits of the infringer or
(b) Statutory damages

2) Actual damages plus profits

(a) Categories of actual damages
(i) Lost sales of copies of the work to third parties
· Not always clear that each infringing copy sold is a sale the plaintiff lost, especially where there’s a big price or quality difference.

· Where we can calculate it, the plaintiff gets the profits it would have made on the sales.
(ii) Lost opportunities to license to third parties

· Cream v. Schlitz → Cream said it would have charged 80K to license the whole song, and they actually lost this b/c someone who was interested in licensing it dropped the idea when the Schlitz ad came out. This was actual damage, and they got the whole 80K.
· Frank Music makes the same argument, but the difference is that the courts didn’t think that anyone who would have otherwise licensed a full production of Kismet was deterred by the infringement.

1. Might just be a problem of proof. There’s no evidence like Cream had.

(iii) Lost licensing fees from defendant’s use
· Davis Eyewear → Sculptural eyeglass designer whose glasses were used in Gap Ad could claim damages for the fee he would have received from the defendant’s use.
1. The court worried about the possibility of abuse here, but where the plaintiff claims a huge lost fee (as Davis did) that’s a problem of the amount of damages, not the fact of damages.
2. If all the plaintiff can show in this regard is undue speculation, then he might not get anything, but where there is some evidence of fair market value, it’s cognizable.
(b) Profits of the infringer

(i) Goal here is not to compensate the © owner, but to force the infringer to disgorge wrongful profits.

(ii) Two steps to this calculation
· Calculate the profits

1. Plaintiff has only to prove the gross revenue, then the defendant has the burden of proving what’s deductible.
2. Infringer’s profits can include indirect revenues
· Frank Music → Revue show had promotional value for the hotel, so some portion of room and gambling profits were includible.
i. Plaintiff had unusually good evidence here: MGM’s annual report touted what a great draw the show was.

· Cream → Plaintiff got a share of profits from malt liquor sales.

3. But while indirect revenues are includible, the revenues must be reasonably related to the infringement.
· Davis → Revenue from all Gap corporate sales not reasonably related to the as, so not includible.

4. Indirect expenses can be deducted, but ∆ must establish the connection between the expenses and the revenues from infringement.
· Then, figure out which of the profits are attributable to the infringement
1. Statute puts burden of proving the proper apportionment on the defendant, but courts don’t always follow this precisely.
2. Cream → Plaintiff claimed right to all of the profits because Schlitz failed to meet its burden on apportionment, but the 9th Circuit said this would be unjust.

· As long as there is some evidence to work with, the court has a duty to make a reasonable approximation of the proper apportionment.
3) Statutory Damages

(a) Parties are entitled to a jury verdict on the amount of statutory damages, but the Gonzalez case says where the plaintiff asks for only the statutory minimum, that doesn’t require a jury trial.
(b) Basic range available is $750 to $30,000 per infringed work, as the court considers just.

(i) All of the infringements for each individual work are considered together.

(ii) Naturally, though, the number of infringements of any one work gets factored into where in the range a court chooses.

(c) Alterations to the scheme based on ∆’s mental state

(i) Where plaintiff proves willful infringement, the top of the range jumps to $150,000.

· Standard for willful is that ∆ knew or should have known, or acted in reckless disregard of the copy owner’s rights.

(ii) Where the defendant proves infringement was innocent (he was not aware his acts were infringing) bottom of the range drops to $200.
(d) Limits on availability

(i) For an unpublished work, no statutory damages for infringement that began before the registration took effect.
(ii) For a published work, no statutory damages for infringement beginning before registration, unless registration was made within three monts of publication.

(iii) The same limits apply to attorneys fees

· Also, Supreme Court says courts have to use the same standards on awarding attorneys fees to prevailing plaintiffs and defendants.

4) Criminal liability

(a) Limited to willful infringement that is also one of the following

(i) for purposes of commercial advantage or private financial gain.

(ii) reproduction or distribution of multiple works and copies with total retail value over $1000 in any 180-day period.

(iii) Dissemination of pre-release work on a computer network.

5) Procedure

(a) If a U.S. work, you must register it before bringing suit.

(b) Statute of limitations is three years from when the claim accrued.
(c) Federal courts have exclusive jurisdiction over claims arising under federal copyright law.
C. Technological Protection Measures
1) The DCMA protects two kinds of TPMs

(a) Access controls
(b) Rights controls

2) And applies two kinds of bans

(a) act bans

(b) device bans

3) Trafficking ban applies to three kinds of devices

(a) Devices primarily designed for circumvention

(b) Devides with only limited commercially significant purpose other than circumvention

(c) Devices marketed for circumvention

4) Sony rule does not apply to the DCMA (Streambox), so in a way, th DCMA can be thought of as another exception to Sony (along with Grokster).
5) Fair Use does not apply to DCMA violation

(a) Reimerdes → Congress was aware that the DCMA might have the effect of banning devices that some users would employ to make fair use and it struck a balance.

(i) Part of this balance is reflected in their being no act ban on circumvention of rights controls (i.e. it is legal to circumvent a rights control in order to conduct a fair use.

· The problem is that the statute stops them from getting the device they need to help them, and where “trusted system” methods employing rights and access controls are used, they can’t circumvent the access part.

· The 2d Cir here also says that there’s never been a holding that fair use is constitutionally required (though this is before Eldred, which implied something along those lines.

· But, even if there is a right to fair us, they say, there’s no constitutional right to optimally convenient fair use.
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