Copyright Outline

Reese – Spring 2007

Works of authorship typically thought of as public goods – non-excludable and non-rival
· Differentiate works of authorship from any copies / physical embodiments of them 

· Physical embodiments are rival and excludable – only one can own

Policy reasons in support of creator’s ownership

· Entitlement / natural rights theory – creator will feel entitled to benefit from the intangible works he created, by virtue of the fact of creation
· But not clear where this natural right comes from, and not clear how expansive it is
· Instrumental incentive theory – assumes we want creator to have a monopoly over his creation b/c he creation costs in addition to production costs (which are the only costs copiers have)
· If grant creator exclusive rights

· Will have positive incentive affects (good for the public)

· But can expect creator to charge a higher price – which may limit the market for who can afford the product

· If don’t grant creator exclusive rights

· Might not affect creation incentives b/c artists may create for other reasons, and may be able to recoup their expenses anyway b/c is still the only original source
· Fundamental tension b/w balancing incentives + access
· Want to give enough incentive for people to create, but don’t want to give them too much control such that access to creations becomes limited

SUBJECT MATTER & STANDARDS
Art I, § 8, cl. 8 ( Congress empowered to “promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries.”

· Limits / restrictions on the scope of Congress’ power:
· Potentially limited to do things that only promote the progress of science and art

· Can only grant rights for limited times

· Can only grant rights in the “writings” of “authors”
· Also note that right to grant patents to inventors’ discoveries
CONSTITUTIONAL subject matter & standards
· 1970 / 1802 Copyright Act definitions

· Protection to pictorial writings, not just words
· Words “author” and “writing” are defined very broadly

· Author ( originator of work (Burrow-Giles)
· Writing ( physical form expressing ideas of the mind (Burrow-Giles)
· Implies an idea of tangibility
· Work must have “originality”

· Must be some intellectual production, thought, mental conception (Burrow-Giles)

· Very low standard – essentially as long as author didn’t copy another’s work, that is enough originality (Bleistein)

· Ct is reluctant to make qualitative judgments – says it isn’t their role to determine the artistic merit of a work (outside of the narrowest and most obvious limits) (Bleistein)

· Concern that doing so would create distinction b/w high and low art

· “Promote progress” defined broadly

· Includes work for commercial purposes – copyright not just about the fine arts (Bleistein)

· Merely b/c Congress protected something doesn’t mean SCOTUS must include them

· SCOTUS says writings may be interpreted to include any physical rendering of the fruits of intellectual or aesthetic labor
· Brings audible things (e.g. sound recordings) w/in scope of writings

STATUTORY subject matter & standards
· § 102(a) – “works of authorship”
· Not defined, but non-exhaustive list: literary works, musical works, dramatic works, pantomimes and choreographic works, pictorial graphic and sculptural works, motion pictures and other audiovisual works, sound recordings, architectural works
· Congress has added protection to new things by analogizing to categories already protected or by statutory addition / extension of protection

· Future claims likely to arise include: perfume, stage direction, new technologies
· Must be “original” and “fixed in a tangible medium of expression”

· Originality ( independent creation + minimal creativity (Feist)
· Requisite level of creativity is extremely low – even a slight amount will suffice

· But some categories generally treated as not having sufficient creativity
· Fragmentary words and phrases, sequential numbers, listing of ingredients, instructions / directions, are categorically not copyrightable
· Simple artistic elements (e.g. solid black stripe, use of typeface) not copyrightable
· Originality does not signify novelty – work can be original even though it closely resembles other works so long as the similarity is fortuitous, not the result of copying

· Also author can get copyright if mainly copies work of another, but adds her own original expression / creative choices (Alfred Bell)

· Why require minimal creativity?

· Feist ct says originality is a constitutional requirement
· Building block idea – if something is so unoriginal that it is a building block for works, want all artists to be able to use it

· Incentive idea – not clear that we need to incentivize creation of such simple things, and doing so might undercut incentive to make work sufficiently creative

· Fixation ( fed copyright attaches when work is fixed in a tangible medium of expression
· § 101 “fixed” – “embodiment in a copy or phonorecord”

· Copy: material object in which work is embodied and from which it can be perceived, reproduced, or communicated

· Phonorecord: material object in which sounds are fixed

· Fixation must be “by or under the authority of the author”

· Fixation w/o author’s permission does not trigger copyright
· § 102(a) – fixation is minimum req to get copyright protection

· If work is unfixed, states can still choose to protect it

· Also Congress can potentially protect unfixed works under Commerce Clause
· § 1101 – anti-bootlegging statute
· Bars the unauthorized fixation of a live musical performance (also bars making more copies / phonorecords, distributing, or transmitting it)
· Potential limitations

· Spoken word not covered – so improv comedy, improv drama, etc might be protected

· Also questions raised about its constitutional validity

§ 102(b) limits what categories of work are protected (
· IDEA / EXPRESSION DISTINCTION – no copyright protection for a work’s ideas
· Amount of protection depends on the amount of creativity
· Unprotected ideas are systems, methods, processes, concepts, building blocks

· Cts don’t give a lot of guidance about what are the unprotectable ideas – just determine whether what def copied is idea or expression

· This is particularly relevant in area of functional works
· Functional = main purpose of work is accomplishing a task

· So original expression is channeled / limited in order to achieve that particular task

· Less room for original expression

· And cts don’t want to grant monopolies over utilitarian elements of a work

· MERGER DOCTRINE – if there is only one or a limited number of ways of expressing a particular system, even the expression won’t be protected in order to keep the idea from being restricted 

· Baker v. Seldon – copyright doesn’t extend to systems, or forms that are necessary in using the system 

· Ct distinguishes b/w book and the art (system) that the book explains – copyright doesn’t give exclusive right to the art that is explained, illustrated, described in the book

· If want rights in the use of the art (system) itself, have to rely on patent law

· More stringent std – art must be novel, non-obvious, useful, etc

· Patent law about getting significant advances over what came before

· As opposed to copyright, which is about getting the widest possible variety of expression

· Ct suggests difference b/w systems, methods, procedures, and expression
· Morrisey – sweepstakes (system) not copyrightable b/c there are only a limited number of ways of expressing it

· Particular expression of the rules of the sweepstakes merges w/ the unprotectable system – and itself becomes unprotectable
· If allowed a © on each of the few ways for writing sweepstakes rules, soon all variations would be copyrighted, and further sweepstakes couldn’t be run b/c their rules couldn’t be published / announced
· Beardsley – certain standard legal language, expected ways to draft insurance

· Ct says there is some expression beyond what is absolutely necessary to operationalize the system, so grants some © protection 

· But protection is thin – not going to stop someone who copies language to the extent necessary to implement the system

· Not always a clean line b/w idea and expression
· FACTS AND COMPILATIONS (from Feist)
· Facts are not copyrightable
· Facts are things that are discovered – don’t originate w/ the person who discovered them, and therefore they aren’t sufficiently original / don’t meet minimal creativity req

· Query whether facts are never created – i.e. phone numbers
· Facts not expressly unprotected in § 102(b), but discoveries are – and general interpretation is that facts are excluded, not within Congress’ copyright power

· Factual compilations may be copyrightable (from Feist)
· § 101 “compilation” – “work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship”
· Compilations don’t get a separate category – fall under other copyrighted works

· Most are literary works, but also have compilations of sound recordings

· Same general principles apply – work must be fixed in a tangible medium of expression, etc

· SCOTUS says basis for protection is compiler’s selection and arrangement

· Rejects “sweat of the brow” theory (which was fairly common understanding) as inconsistent w/ originality req

· Since facts aren’t original, there mere labor of researching, collecting, and producing them isn’t original either

· Place where compiler’s originality can show up is in the selection of material to include and how to arrange that material

· Compilation protection is limited ( only entitled to protection in the original, expressive contributions that you make to a work of authorship (§ 103(b))
· Ct says creativity has to do w/ obviousness, inevitability, industry std
· In selection and arrangement, creativity inheres in a non-obvious choice not dictated by external factors, chosen from among more than a few options (Matthew Bender)

· (i) How many options were there to choose from
· If only a small number of possible selections / arrangements, hard to argue that it was minimally creative to merely pick one 

· (ii) External constraints

· If industry conventions and standards dictate what selection / arrangement choices you could make, not minimally creative

·  (iii) Prior use / what has come before
· If basically doing what everyone has done in the past, that isn’t very creative

· Garden variety selection / arrangement choices (in light of prior use) are hard to justify as creative
· Copyright in compilation doesn’t affect works used in that compilation

· Policy concerns behind these cases

· Reasons for denying protection ( 
· Concern that copyright in compilation will give copyright owner too much control over uncopyrightable material – people won’t be able to use raw info to make their own compilation
· Concerns reflected in dissenting views (
· Worried about incentives – if don’t give protection b/c std for minimally creative selection and arrangement is too high, compilations won’t be created

· EU protects facts that were compiled if substantial investment was made

· Some US legislation calls for sui generis protection for databases / compilations 

· SCOTUS rules that these are constitutional questions, but that 1976 Act mirrors its interpretation

· But emphasizes that originality is a const req 

· And minimal creativity is the interpretation of that req going forward
· MAPS (from Mason)
· Maps attempt to depict facts in the world w/ some level of accuracy 

· This limits the scope of creativity

· As does industry convention – what is likely to be useful, known, obvious in light of prior use or other external factors

· 2nd Cir says maps were traditionally protected under sweat of the brow theory (rejected in Feist), so now can only maps that are minimally creative 

· Selection / arrangement of what info to depict

· Pictorial choices in how to depict that info

· Any protection granted would be thin – only protection against literal copying

· But may be broader protection if more room for creativity, i.e. real estate map
· SCENES A FAIRE DOCTRINE – settings and other things seen as standard on a given topic won’t be protected
· Cousin of merger doctrine, but for fictional works

· Elements necessitated by a work’s unprotectable ideas may be used by others 

· Certain themes, settings, etc (which are unprotectable) call for certain expressive ideas

· Situations that are identical call for scenes that are similar

What constitutes a fact?
· Unprotectable facts (
· Feist: phone book listings

· Selection is obvious, arrangement is unoriginal / practically inevitable

· Matthew Bender: case info

· West had only a few options, guided by industry std / convention 

· Nash: historical theories / claims

· Copyright estoppel doctrine – if author holds out work in book as fact, author will be estopped from later claiming it is fiction

· If author holds something out to public as true, ct takes author’s word

· Have to allow some leeway for historians to copy what seem to be theories about what the facts were

· But may be hard to reconcile this w/ Mason (maps)

· Parts numbers

· System for creating parts is unprotectable, and resulting number is merely a mechanical application of the system

· Protectable expression (
· Mason: map (see above)

· Wainwright: analysis of reports

· Analysis / interpretation of future events protected 

· Seems contrary to Nash – maybe ct distinguishes future predictions from interpretive claims about the past

· CDN: coin prices

· Prices are predictions – CDN exercises creative judgment figuring out its prices, isn’t just reporting facts

· Ct points out that Feist says facts are discovered, not created

How do we reconcile what is protectable / unprotectable?
· Maybe question is whether author has engaged in analysis rather than discovery of facts in the world
· But why would Nash be in the unprotetable category?
· Maybe cases are protecting the particular selection / arrangement of facts, rather than the analysis itself

· Maybe deals w/ connection to public domain – things that are objectively verifiable in a historical way
· But this doesn’t apply so well to parts numbering or hypotheses / theories
DERIVATIVE WORKS
· § 103 – derivative works are clearly within the subject matter of copyright 

· § 101 “derivative work” – a work that is based upon one or more preexisting works, such as (examples)…or any other form in which a work may be recast, transformed, or adapted

· Limitations on what constitutes a DW:

· Must be based on prior work of authorship, not just preexisting material

· Diff from compilations, which can be of facts rather than creative works

· Ex) photo of vodka bottle not a DW b/c bottle is a useful article, not a work of authorship

· Work must be recast, transformed, or adapted in some way 

· Merely copying isn’t likely to be enough – must be minimally creative

· Ex) biographical sketch of Dickens pub’d w/ A Tale of Two Cities not a DW b/c doesn’t do anything to the literary work itself

· Must recast, transform, or adapt some expression in the work – not just unprotectable ideas

· Ex) song mirroring plot of Romeo & Juliet not a DW

· § 103(b) – relationship b/w DW and underlying work
· Copyright in a DW doesn’t affect any copyright in the preexisting material

· Only contributions by DW author are potentially copyrightable

· § 103(a) – can’t get copyright for any part of DW in which the underlying work has been used unlawfully
· You may be denied copyright even in your original contributions, if you are using the underlying work unlawfully

· § 103(b) – DWs subject to originality std
· Originality req ( DW must be independently created + minimally creative
· DW can be original even if copied from / mixed with something that isn’t
· Alfred Bell – std is something that is more than a merely trivial variation b/w DW and underlying work – something recognizably the author’s own 

· Based on judgment, skill, creativity 

· Ct implies that even if variations are inadvertent rather than the result of skill / judgment, could still be part of author’s creativity

· So just have to show more than a merely trivial violation b/w works

· Seems consistent w/ low minimal creativity std of Feist, and Bleistein view that as long as you do it yourself, you will have something that can be protected

· Alva Studios – protection extended to scale replica of “Hand of God” sculpture

· Some language has to do w/ time and effort required to produce replica

· But after Feist, can’t rely on labor / effort theory – need other justification to uphold this decision

· Some language about skill required in order to produce scale replica – maybe court was talking about creativity / skill as justification for protection

· Case is partly about replica itself being high art

· Batlin – rejects Alfred Bell std as too low; imposes higher std requiring some substantial variation, not merely a distinguishable variation
· Ct rejects possibility that variation inherent in translating a work from one medium to another is enough to qualify as “some substantial variation”

· Skill required to make variation must be true artistic skill
· What policy reasons might justify a higher std for a derivative work, as opposed to an original work not based on an underlying, preexisting work?

· Batlin – copyright for miniscule violations may allow copiers to monopolize public domain work
· If underlying work is in the public domain, concerned about the ability for a DW author to use copyright in a DW to restrict ability to use underlying, public domain work
· Gracen - purpose of originality req is to avoid entangling subsequent artists depicting the underlying work in copyright problems
· Concerned about multiple authors making derivative work, and then may have to worry about lawsuits b/w them – did they each copy from unprotected public domain work, or did one of them copy from the other?
· Durham – if underlying work not in public domain, cts concerned about the original author
· If derivative author could get copyright by making merely minor changes, original copyright owner would have to make DW in a different way so as not to infringe derivative author’s copyright

· Rationale similar as in cases of public domain work – want to protect subsequent copiers (here subsequent copiers licensed by original copyright owner) 

· But Reese says not clear that the higher std is necessary to protect them
· Originality std may be stricter for visual art, at least in terms of “minimal creativity” (substantial variation required)

· Heightened originality std has more to do w/ fact that we are dealing w/ derivative works of visual art – derivative works don’t always get this kind of exacting scrutiny re: their originality

· Compare to literary and musical works – easier to tell if there is significant variation
PICTORIAL, GRAPHIC & SCULPTURAL WORKS
· PHOTOGRAPHS
· Originality req – only those elements that are original to the author can be protected
· Photographer’s choices don’t matter – originality must be in the results of those selections, the photo itself

· Mannion 3 possible kinds of originality (
· (1) Rendition – effect produced by technical choices made

· (2) Timing – right place at the right time

· Question would be whether subsequent photographer depicted same moment in time in same or different way

· So really comes down to rendition

· Copyright only protects against people producing photo of same subject in same way 

· (3) Creation of the subject – the subject itself
· No copyright if subject exists independently of photographer – but in many cases photographer creates subject / scene in photo

· So copyright protection does sometimes extend to subject itself

· But not clear who far ct going to take this – can depict same subject but w/ entirely diff rendition (e.g. fish eye lens)

· Ct ultimately decides that entire image is protected, doesn’t analyze individual elements
· Idea / expression dichotomy still relevant – but not particularly useful in the context of visual art
· What are the unprotectable “building blocks” of visual art?
· May or may not want to call them “ideas” – b/c really “idea” is just a label cts give to the things that copyright doesn’t protect
· But clear that there will be unprotectable elements in works of visual art, merely beyond the originality req
· APPLIED ART
· § 101 “PG&S works” – include works of artistic craftsmanship only insofar as their form but not their mechanical or utilitarian aspects are concerned

· The design of a useful article is considered a PG&S work only to the extent that such design incorporates PG&S features that can be identified separately from, and are capable of existing independently of, the utilitarian aspects of the article
· § 101 “useful article” – has an intrinsic utilitarian function that isn’t merely to portray the appearance of the article or to convey information
· “Intrinsic” may be a way of limiting what counts as a useful article – essentially anything can be used in useful ways, but may not be the intrinsic function
· E.g. a painting can be used to cover a hole in your wall
· Some articles have a utilitarian function and a decorative function
· E.g. costumes, masks
· If work is a useful article, only protect the separable, non-utilitarian PG&S features of it

· HR says protect design features that are either physically or conceptually separable
· Statute doesn’t say this, but all courts seem to accept it
· PHYSICAL SEPARABILITY
· Exs) hood ornament on Jaguar, statuette on base of lamp
· CONCEPTUAL SEPARABILITY
· Exs) screenprint on t-shirt, harder cases involve 3D items
· No clear test for how to determine
· Kieselstein-Cord – belt buckles
· Ct adopts primary/subsidiary aspects test ( primary ornamental aspect of buckles is separable from their subsidiary utilitarian function
· Barnhart – torso mannequins for dept store
· Ct says no separable features b/c they are inextricably intertwined w/ utilitarian features 
· Differentiates K-C b/c says there the sculptural features were superimposed / added on
· Doesn’t seem to be following primary/subsidiary analysis
· But no guidance on how to judge conceptual separability
· Newman Dissent: should judge based on what happens in the mind of an ordinary observer who looks at the useful article
· Design features are conceptually separable whenever ordinary observer entertains 2 different concepts – one of ornamental features, one of utilitarian function, and not at the same time

· Reese: does this change depending on context?  And is it more likely to protect traditional, rather than representational, art?
· Brandir – bike rack
· Ct takes a process-oriented approach ( conceptual separability when design features reflect designer’s artistic judgment, exercised independently of functional influences
· If functional concerns influenced the aesthetic appearance (if form follows function), then the usefulness isn’t separable 
· Pivot Point – facial mannequin
· Accepts the process-oriented test ( says conceptual separability exists “when the artistic aspects of an article can be conceptualized as existing independently of their utilitarian function”
· But Reese says this just restates the question 
· And not clear that this test adds anything more to what cts normally ask when determining whether a work is copyrightable
· Maj and dissent ask question at diff level of generality 
· Maj: are these particular features conceptually separable?
· Dissent: must have facial features for this item to be useful, therefore features aren’t separable
· Policy reasons for imposing separability req on useful articles
· Concern about copyright / patent boundary
· Useful articles are largely things that will serve some function that may be better protected by patent law
· Even if don’t have separability test, still going to have to ask to what extent a design impinges on the functionality of the item

· Don’t want copyright to tie up the functional elements of a useful article
ARCHITECTURAL WORKS
· Pre-1990 works – protectable only as PG&S works

· Useful article doctrine applies – separability required

· And copyright ownership doesn’t give you exclusive rights to 3D versions

· 1990 amends created separate § 102 category – no longer fall under PG&S works generally

· Given separate category so US could comply w/ Berne Convention

· Useful article doctrine doesn’t apply – no conceptual separability req

· But leg history of § 101 asks ( is the design original?  Is it functionally required?

· To the extent that it is functionally required, no protection – so functionality still matters

· § 101 “architectural work” – the design of a building as embodied in any tangible medium of expression
· Building = habitable structure (includes gazebos, pergolas, etc)

· Includes the overall form as well as the arrangement and composition of spaces and elements in the design

· Doesn’t include individual standard features

· Buildings and limitations on other rights

· Reproduction right

· § 120(a) – allows others to make pictorial representations of a building if it is located or ordinarily visible from a public place  
· Designed to apply to taking photos

· But does drawing a floor plan come within the scope of this limitation?

· DW right

· § 120(b) – as long as you own the building, you can make alterations or even destroy building without infringing the copyright
· What if house is destroyed in a tornado, and you want to rebuild it the way it was?

· May count as fair use
CHARACTERS
· Not a separate category of subject matter – so asking to what extent copyright in a particular work also protects characters in the work
· Two ways in which characters might be depicted in copyrightable works of authorship

· Verbal depictions of characters (in literary works, audio works)

· Learned Hand “fully delineated” test – have to be described in detail

· Warner Bros. “story being told” test – character must be the main element of the story, not merely a vehicle for it to be told

· Visual depictions of characters (in comic books, movies)

· Courts have historically been more protective of visually depicted characters than verbally depicted ones

· How far should protection extend to characters?

· Character vs. whole bunch of elements that go beyond the character
· To what extent does copyright protection extend to the character himself, as opposed to protection of character as part of the larger work in which the character is embodied?
· MGM – ct finds infringement of the Bond character in Honda ad
· Based on fact that man in commercial is British-looking, remarkably calm under pressure, attractive to females, high-speed escape, gadgets, dry wit and subtle humor of dialogue
· Very general level of protection

· Anderson v. Stallone – def’s script infringes Rocky character

· Problem is the “bodily appropriation” into a sequel which merely builds on the relationships and characteristics that the characters developed in the film
· So more about protecting a particular cast of characters, the events that happened to them in the movies, and the relationships they developed
· So like MGM, seems to be protecting movies more generally
· Warner Bros. – suggests a character might be protectable by copyright if the character is not merely a chessman in telling the story, but rather the character constitutes the “story being told”
· Question would be how much investment in detail and expression is there in the character – resembles Learned Hand test

· As opposed to Anderson – unclear that ct thinks any character besides Rocky constitutes the “story being told”

· Instead suggesting that infringement is that Anderson took the characters + lots of other elements from the story of the first 3 films
· If character is sufficiently delineated to be protectable, what will be protected?
· Relationship w/ other characters, history in events of work being detailed

· See in Stallone
· But hard to tell if this is an element of the character as opposed to the work itself

· Appearance 

· With visual depictions, it is much easier to convey a great deal of expressive detail about character’s appearance

· More fully-delineated appearance means it will be easier to tell if another character is too similar 

· Also leaves open other ways for future authors to depict similar characters

· With verbal depictions, even w/ a very detailed description of character’s appearance it is possible that diff people will picture the character in diff ways

· Verbal description may make character more general – granting copyright protection may fence off too much of stock characters

· Personality
· May depend on how well-delineated character is, how much development of character’s personality there is
· Why are we concerned about the extent to which characters are protected, as elements of larger works on their own?
· Concern about making scope of protection too broad – other people will need elements of the work (i.e. stock characters) as building blocks for their own expression

· Similar rationale in scenes a faire doctrine

· Characters are one element – to the extent they constitute basic building blocks, think they need to remain unprotected

· This is what Posner is concerned about in Gaiman – says have to be careful that we aren’t granting copyright protection to a stock character

· But this doesn’t mean we deny copyright protection entirely – cts willing to give some protection to characters
GOVERNMENT WORKS
· Works of the US gov not protected by copyright
· Question of state / local gov work is more complicated

· Statute deals only w/ works of US gov – doesn’t answer question as to state gov 

· Veeck v. SBCCI – town adopted SBCCI model building code, Veeck posted it online


· Question ( is there a valid copyright in the town’s building code?

· Under Banks, no copyright in state judicial opinions
· Citizens are bound to follow law, and therefore need to know what the law is

· Can argue this extends to state statutes and ordinances

· Judicial opinions essentially paid for by public – public should own them
· This may also apply here

· And even if town not paid by public money, they are still writing the law for the people – so the public should own it

· Banks says citizens are the author of the law, regardless of who pays for it

· Even dissent agrees that state-authored materials can never enjoy copyright protection
· Q: is it true that Congress could never grant protection in these materials?  Is it just that they haven’t chosen to, or could they never do so?

· But dissent says this code is privately authored by SBCCI, so issue is whether and to what extent privately-authored legal materials have copyright 

· Dissent worried about incentive to create w/o copyright

· Maj limits holding ( no copyright in code as adopted by town
· SBCCI could still create a value-added model code – like adding leg history, commentary, etc – and could copyright that portion

· Maj and dissent also disagree about how much access copyright needs to allow to legal materials

· Dissent says minimum availability – necessary access to law

· Maj says public domain use – don’t want to grant narrow copyright that restricts access

· Some agreement w/ respect to state-authored laws, but some controversy w/ respect to privately-authored materials that get adopted as law

· And open questions as to privately-authored legal materials that are made part of the public record, i.e. briefs and complaints

· County of Suffolk – tax maps
· Ct says can’t deny protection to non-legal materials created by local gov

· Question of fact, not law
OBSCENITY
· No std that a work must be non-obscene to be protectable by copyright
· And within Congress’ power to decide whether it wants to grant copyright to obscene works

· Const doesn’t require that every work of authorship promote the work of science and the useful arts – just requires that Congress act to promote them by enacting a copyright system

· Congress can choose not to distinguish b/w obscene and non-obscene materials in terms of copyright protection
· Policy concerns

· Chilling effects on authors who won’t know whether or not their work is obscene

· Stds will change over time – something that is obscene today may not be in the near future

· And different jds define obscenity differently – work may offend community stds in once place but not another
OWNERSHIP
§ 201(a) – initial ownership

· Copyright vests initially in the author(s) of the work – author is initial owner of copyright
· In ordinary case, author is creator

· But special circs – works created in context of employment, works created in context of collaboration

How do we determine who is an “author”?

· Author of a work is the person who actually creates the work, that is, the person who translates an idea into a fixed, tangible expression entitled to copyright protection (Reid)
· Two things going on here ( (1) author has to translate idea into expression, and (2) expression must be put into fixed form

· Author must create expression—not merely the idea

· Different person can do the fixation as long as it is merely mechanical or rote transcription – as long as they aren’t exerting control over fixing (Lindsay)

Exception ( WORK MADE FOR HIRE
· § 201(b) – works made for hire

· Employer or other person for whom the work was prepared is considered the author and owns all rights comprised in copyright (unless agreed otherwise)

· Employer is both copyright owner AND author 

· This has implications beyond initial ownership – term, termination, moral rights, etc
· Two possible ways to qualify as a WMFH (mutually exclusive)
· (1) if prepared by the employee within the scope of his employment
· Applies if creator is employee
· Have to define “scope of employment”

· Whether work occurred substantially w/in time and place limits of the job

· And to what extent your work was actuated by a purpose to serve the interests of the employer 

· Also whether it was the kind of work that you were hired to perform
· (2) if specially ordered or commissioned…if parties expressly agree in written instrument that work shall be considered work made for hire
· Applies if creator is independent contractor
· Some disagreement about when agreement has to be signed, and whether written agreement can invalidate prior oral agreement

· Independent contractor’s work must fall within specifically enumerated categories

· Contribution to a collective work, part of a motion picture/audiovisual work, compilation, instructional text, test, answer material for test, or atlas
· CCNV v. Reid – is def an employee or independent contractor?

· Ct rejects test that says hired party is employee if hiring party retains right to control work produced or actually exercises control

· Says subsections (1) and (2) must be mutually exclusive – everything must fit into one or the other, w/ no overlap

· Also predictability concern – won’t be able to discern how much actual control is exercised until after work is produced

· Ct says “employee” in statute is defined by CL of agency – general master/servant relationship
· Multi-factor test – ct provides factors, but doesn’t say how to weigh them

· Control is relevant but not dispositive – merely one of the factors taken into consideration

· Clearest way of showing that someone is an employee ( if they are on the payroll, having taxes taken out, receiving benefits
· Aymes – 2nd Cir analyzes factors and delineates which will be significant in virtually every situation

· (1) hiring party’s right to control manner and means of creation

· (2) skill required
· (3) provision of employee benefits
· This is important b/c of equity – ct wants to see how hiring party treated potential employee when it would have been a burden to them, not just what they are claiming now when having them as an employee would provide a benefit

· (4) tax treatment of the hired party
· (5) whether the hiring party has the right to assign additional projects to hired party
· Martha Graham – ct says she was employee for WMFH purposes, even though she was really in charge of creating dancers and Center never exercised any control

· Actual control can be very attenuated and still not justify decision that she is not an employee
· Policy reasons behind doctrine

· Want those that pay for work to be created to be able to own it

· If didn’t have special rule, employers would incorporate copyright transfer agreements into employment contracts

· So may be doing by default what people would do by transaction in the market anyway

· Why have limitations on what work can qualify under (2)?
· If all it takes for a commission work to be a WMFH is a contract saying that it is, will have standard form contracts which state this!

· Parties wouldn’t have bargaining power to resist these contracts and would lose their copyright

· This is a legislative compromise – categories reflect types of work that are most likely to be produced at expense / risk of employer, and will likely involve transaction costs
JOINT AUTHORSHIP
· § 201(a) – authors of joint work are co-owners of copyright in the work
· Like WMFH status, this also has implications in other areas – including term, termination of transfers, moral rights

· § 101 joint work – work prepared by two or more authors w/ the intention that their contributions be merged into inseparable or independent parts of a unitary whole
· To qualify as joint author, each must intend that their contributions would be merged into inseparable or independent parts of a unitary whole

· 2nd Cir says more than this is required – beyond intent to merge, parties must fully intend to be co-authors (Thomson v. Larson)
· Must have intention at time contribution is created

· Worried about overreaching contributors – if other person doesn’t intend them to be co-author, they shouldn’t qualify as such

· But couldn’t megalomaniac author take advantage of meek collaborator under this ruling?

· Ct leaves open possibility that collaborator may get rights to the individual pieces she contributed 

· Ct looks at objective indicia of intent ( (1) decision-making authority, (2) authorship billing, (3) written agreements w/ 3rd parties


· Also looks at way that individual claiming sole authorship acted – did he accept help, what did he say to the press, etc

· To qualify as joint author, each must contribute something that could be protected by copyright on its own – independently created + minimally creative

· Must contribute more than facts, unprotectable ideas, or mere mechanical transcription

· Posner in Gaiman says co-authorship doesn’t require independently copyrightable contributions, at least re: comic books

· Reese says skeptical about pushing this argument in other contexts

· 9th Cir says not enough to make independently copyrightable contributions to be joint author of movie – author is the person who superintended / masterminded the whole work (Lee)

· Reese says this probably won’t come up very often – studios contractually protect themselves from overreaching contributors 

· Here ct likely cleaning up studio’s mistake in not specifying WMFH in contract

· Basic rule of joint works ( each co-author owns an equal, undivided, fractional share of the whole work – regardless of the quantity/qualify of the contribution(s)
· Fractional – if 2 authors, each owns 50% 

· Undivided – each author owns a share of the whole work—not just the portion to which she contributed
· Each joint author is free to exploit the work 
· But has duty to account to other(s) for profits from use

· Joint work is statutorily defined – can’t create joint work merely by agreeing in contract

· Term of copyright for a joint work is measured by life of last surviving author (of all authors) – so if could just contractually decide to make one, father could make his young son a joint author of everything he does, thus extending copyright protection
FOREIGN AUTHORS
· International copyright law
· Copyright law is territorial – author’s rights are governed by the law of that territory

· Tight web of international agreements imposed on US

· Obligations w/ respect to citizens of foreign countries

· Minimum std reqs w/ respect to foreign nationals in US

· How does US treat works authored by foreign nationals?

· 1976 Act § 104 
· Unpublished works – US law protects work regardless of author’s nationality

· Published works – protected in US based either on nationality of author or the place of first publication

· If you have a pub’d work, ask whether any authors are nationals of or domiciled in the US, or whether they are nationals of or domiciles in any country w/ which the US has copyright relations

· And even if that isn’t the case, as long as work is first pub’d in the US or a country w/ which the US has copyright relations, the work is entitled to protection in the US

· First pub includes any pub made w/in 30 days of the first pub

· US has copyright relations w/ almost every country
· None w/ Afghanistan, Bhutan, Eritrea, Ethiopia, Iran, Iraq, Nepal, Sao Marino 

· Unclear w/ Comoros, Kiribati, Dem People’s Republic of Korea, Nauru, Palau, Samoa, Sao Tome & Principe, Seychelles, Somalia, Syria, Tuvalu, Vanuatu, Yemen

· Once work is accorded protection under § 104, then it is accorded national treatment

TRANSFERS OF OWNERSHIP
· § 202 – ownership of copyright is distinct from ownership of material object
· Transfer of ownership in a physical work is not the transfer of copyright, and vice versa

· This includes the original work / copy in which the work is first fixed
· Repudiates Pushman presumption – said transfer of original presumed to convey copyright rights in the work

· In applying presumption for works transferred before § 202 took effect, ct looks to what parties actually intended (Thorogood) 
· § 204 – must be a written conveyance to transfer copyright ownership

· § 201 “transfer of copyright ownership” – assignment, mortgage, exclusive license, etc

· § 201(d) divisibility – can divide up and transfer / license particular § 106 rights
· This gives copyright owners more flexibility – used to be that copyright was treated as a cohesive blob, could transfer all or nothing

· But this also creates potential problems – to the extent that courts have interpreted transmissions over internet as implicating multiple rights of copyright owner, have to get all their permission if owner has divided up those rights among different people
· Court refuses to exempt movie industry from § 204 written conveyance req (Cohen)

· Designed partly to protect copyright owners against giving away something when they don’t understand what they are transferring, and to protect copyright owners against fraudulent claims of transfer

· So arguments about exempting other industries would likely fail

· But can have non-exclusive license – not a transfer, so no writing req

· Non-exclusive license can be oral or implied from conduct

· But may prefer a transfer over a non-exclusive license b/c then you are the owner

· Would know terms / avoid litigation, have ability to license to others, and get standing for infringement claims

· Transfers of jointly authored works
· General understanding is that you can’t get an exclusive license / entire assignment of ownership in a joint work unless all of the co-owners join together to grant the license / make the assignment

· Independently they can only grant non-exclusive licenses
· SCOPE OF GRANT (
· Issue about whether scope of rights transferred / licensed covers rights in a new medium that didn’t exist at time of K or wasn’t widely known (so wasn’t explicitly mentioned)
· Dispute is generally viewed as a question of state contract law interpretation

· But Fed Copyright Clause may still influence things – like writing req and purposes of granting copyright protection
· Possibilities for how parties might deal w/ this issue in the contract

· Expressly deal with the issue

· Could say “copyright owner grants licensee rights…perpetually throughout the world by any means or methods now or hereafter known” or “by future methods or means now here or unknown”
· Cts generally uphold lang like this as granting rights to transferee to use copyrighted work in any media that come along
· But some countries say can’t grant away rights in media that are unknown at time of grant – supposed to be author-protective

· So this lang may not be effective throughout the world
· Copyright owner could expressly reserve to herself rights in all new media
· OR could be somewhere in between – i.e. grant non-exclusive license to new media, or provide for rights in new media if licensee pays more, etc

· But not all parties will expressly deal with it

· Start by looking at language of contract

· Cohen (9th Cir) – question is whether “by means of TV” includes videocassettes
· Ct compares videos to broadcast TV (as understood at time of license) – says they are very different

· Contract didn’t grant rights in new media away, and copyright owner reserved to himself all rights not transferred

· Ct says must interpret contract in accordance w/ policies of fed copyright law – designed to grant valuable rights to authors

· Apply the default rule of construing contract provisions against drafter
· Boosey (2nd Cir) – question is whether license to use music in movie extends to right to distribute movie on video/DVD

· Ct says licensee gets any use which can reasonably be said to fall within the scope of the medium described in the contract

· Says this is a neutral interpretation of contract
· But then says to the extent that the words are broad enough to cover the new medium, fairer to place burden on grantor to frame an exception to the rights being granted
· So no entirely neutral – contract interpreted against drafter
· Ct doesn’t say at what point changes in mediums no longer reasonably fall under statutory language – says parties’ intent isn’t relevant, but doesn’t say at what point in time something no longer reasonably fits w/in lang
· Ask whether new medium is an extension of an existing medium, or whether it is an entirely new, breakthrough medium
· Random House v. Rosetta – question is whether e-book rights were granted by exclusive right to publish in book form
· Ct looks at common understanding of the terms in the custom / trade at issue
· Distinguishes Boosey – here not about uses of work in the same medium (methods of distributing motion picture), but entirely new medium
· Question of scope not confined to merely new uses and new media
· Includes questions about whether or not right to use work includes right to create an adaptation or DW
FORMALITIES
None required anymore – fed copyright protection attaches immediately upon fixation of work

· But historically this wasn’t true

· Works made b/w 1923-1977 and 1978-1989 ( failure to comply w/ formalities resulted in forfeiture of copyright protection – work went into public domain 

· Last works governed by formalities will remain protected until 2094

1909 Copyright Act – effective from 7/1/1909 – 12/31/1977
· Basic regime (outlined in MLK) ( 2 types of copyright protection: state copyright protection (CL copyright) and fed statutory copyright protection
· State CL copyright protection

· Began as soon as work was created, and lasted until work was published
· So if work remained unpublished, was indefinitely protected

· State CL granted exclusive right to publish the work

· Publication was dividing line b/w state CL protection and fed statutory protection

· WHY make this hinge on publication?
· Once published, more likely that people will encounter work and copy it if they aren’t aware that it is copyrighted

· If publish, can’t claim privacy interests anymore

· Act of publication viewed as trying to exploit the work / secure some economic reward

· General publication -- tangible copies of work distributed to public at large so they can exercise dominion and control over it (MLK)
· Public performance / public display of a work doesn’t count as general publication, no matter how broad the audience (MLK) 

· BUT does if done in a way that allows unrestricted copying by public

· Limited publication -- if author communicated contents of work to a select group of people, for a limited purpose, and recipients didn’t have the right to further copy or distribute the work (MLK)
· Doesn’t count as publication for purposes of ending state CL protection

· Once published, work either obtained fed copyright protection (if complied w/ formalities) or went into public domain
· Main formality ( notice

· Triggered by publication

· Had to place proper copyright notice on every published copy of the work – content, form, location all specified in statute

· Strict compliance required – even one omission was considered fatal

· Even improper placement was treated as fatal by some cts

· Fed statutory copyright protection
1976 Copyright Act as originally enacted – effective from 1/1/1978 – 2/28/1989
· Eliminates publication as dividing line b/w state and fed protection
· As soon as work is created, fed copyright protection attaches 

· So state law only protects unfixed works of authorship – no longer protects created but unpublished works
· Publication still relevant – must comply w/ notice req at publication to maintain copyright
· “Publication” now defined ( distribution of copies of public constitutes publication; but mere public performance / public display does not (but may count as publication if copying is allowed)

· Publication “to the public” – but public is never defined 

· HR indicates that Congress meant it to be persons w/ no restrictions w/ respect to disclosure of the work’s content 
· So limited publication still wouldn’t constitute publication
· Notice req softened considerably under 1976 Act
· Don’t have to put notice on in the beginning, and though once you publish you have to put notice on every copy, noncompliance is no longer completely fatal to your copyright
· Get 5 year window – if you register copyright and make reasonable efforts to add copyright to all those missing it once discovered, cts treat as if you had copyright since the beginning (§ 405)

· Mistakes—rather than entire omissions—also less likely to cause forfeiture of copyright (§ 406)
1976 Copyright Act amendments – effective 3/1/1989
· Changed so US could be in compliance w/ Berne Convention

· No formalities required – any copy distributed to the public doesn’t have to bear notice even though it is a published copy

· Can still choose to comply w/ notice req – but it is merely optional

· There are some statutory incentives to using notice (though legal incentives aren’t significant)

· Lets public know who copyright owner is

· Warns public that work is copyrighted – may be sued if infringe
DEPOSIT & REGISTRATION
· § 407 – deposit of best edition of copies / phonorecords in Library of Congress is mandatory when work is published
· But not a condition to copyright protection – face fines if don’t comply
· § 408 – may register copyright, but not required to do so to acquire / maintain copyright protection

· Registration is entirely permissive – but there are some incentives to registering

· If you want to sue for copyright infringement, have to register the work as a prereq to bringing an infringement suit

· Though can register for work any time – so could do so after infringement
· But will face delay while app is reviewed before you can sue
· This is only true for US works – Congress worried that this would constitute a formality, so didn’t impose on non-US works
· And registration certificate is prima facie evidence that copyright is valid and that facts stated therein are true

· But only if registration made w/in 5 years after first pub (§ 410(c))

· Timing of registration also has effects on availability of certain remedies if sue for copyright infringement

· Copyright owner can seek attorney’s fees and statutory damages – but only for infringement that starts after registration has occurred 

· So if register after someone infringes, these remedies are not an option

· But grace period – OK if register 3 months after first pub
DURATION, RENEWAL & TERMINATION OF TRANSFERS
DURATION
· Works created on or after 1/1/1978 (1976 Act works)
· Copyright attaches when work is fixed in a tangible form
· § 302(a) basic term ( author’s life + 70 years 
· § 302(b) joint works ( life of last surviving author + 70 years 

· § 302(c) works made for hire, anonymous works, pseudonymous works ( shorter of

· 95 years from publication

· 120 years from creation

· Determining death – § 302(e) presumption of author’s death
· After 95 years from year of first publication OR 120 years from year of creation (whichever expires first), presumption that author has been dead for at least 70 years 

· Have to get report from Copyright Office saying that records dislose nothing to indicate that author is living, or died <70 years ago
· § 305 – all terms run to end of calendar year

· *NOTE* Sonny Bono CTEA (1988) added 25 years to these terms – they weren’t originally enacted this way in 1976
· Works created but not published / copyrighted before 1978 (so not in public domain)
· Under 1909, unpublished works were basically covered under state CL copyright – but 1976 Act moved them into statutory copyright

· § 303(a) – copyright attaches as of 1/1/1978 and ordinary § 302 terms apply 

· Works get at least author’s life + 70 years

· Also minimum terms 

· All works protected until at least 12/31/2002
· Minimum 25 years protection for people holding onto unpublished works of authors who died a long time ago

· If work published before 12/31/2002, protected until at least 12/31/2047

· Incentive to get people to publish sooner rather than later

· May be longer, if 12/31/47 is less than 70 years after author’s death 
· Creates new unpublished public domain as of 1/1/2003
· Works under copyright before 1978 (1909 Act Works)
· Initial term of 28 years measured from pub w/ proper notice

· Renewal system

· 1909 Act ( max term was 56 years
· 28 year initial term + 28 year renewal term (if renewed)
· 1976 Act ( term extended—max now 75 years
· 28 year initial term + 28 year renewal term + 19 years added to renewal term

· Works in their renewal term in 1978 had that term automatically extended by 19 years 
· Note: starting in 1962, in anticipation of 1976 Act, Congress passed interim renewal extension laws extending renewal copyrights that would have expired between 1962–1978—so look for those whose renewal terms would have expired then because they were likely extended to 1978

· 1992 Amendments ( renewal became automatic
· All works published in 1964–1977 get 67 year renewal term

· No affirmative steps necessary
· 1998 Sonny Bono CTEA ( term extended—max now 95 years
· 28 year initial term + 28 year renewal term under 1909 + 19 years added to renewal in 1976 + 20 years added to renewal in 1998

· Duration of works copyrighted before 1978

· In initial term on 1/1/1978 ( 28 years + 67 year renewal term (§ 304(a))
· In renewal term on 10/27/1998 ( 95 years total term (§ 304(b))

· Any work published in US in 1922 or before has had its copyright expire and is now in public domain

· Even w/ maximum extensions, would have expired in 1997

· But any work published in 1923 or later, if copyright was properly renewed, would get benefit of 20 year extension from Sonny Bono CTEA (1998)
· For those works, renewal copyright will expire in 2018

RENEWALS
· Renewal term treated as a “new estate” – not an extension of existing term

· Rights vested in author on renewal, not whoever happened to be holding the copyright

· This was designed to give authors a second chance to renegotiate contracts regarding those works

· Statute grants new estate at end of initial term to (
· (1) Author, if living

· (2) If author dead, surviving spouse and/or kids (defined in § 101)

· (3) If no spouse/kids, executor of author’s will

· (4) If no will, author’s next of kin

· And that order is mandated by statute – can’t be waived
· Assignability

· Author can assign contingent interest in renewal rights while living, and if renewal term starts while still alive then the 3rd party retains renewal rights (Stewart v. Abend)
· BUT even if author assigns renewal rights away, if he dies before renewal term starts, rights revert back to statutory beneficiaries (Stewart v. Abend)
· Unless 3rd party can get all statutory beneficiaries to agree to transfer as well

· Strong presumption against assignment of renewal term rights, so courts require express language

· Some case law says merely conveying all rights, title and interest isn’t express enough b/c doesn’t mention renewal
· Principles for transferring in advance undercuts reversionary motives – so lower courts want to make sure authors are conscious that they are transferring those rights away

DURATION & RENEWAL CHART

	Date of Work
	When Copyright Attaches
	First Term
	Renewal Term

	Created in 1978 or later
	Upon being fixed in a tangible medium
	Life + 70 years

If anonymous/pseudonymous, or work for hire, 95 years from publication or 120 years from creation (whichever is shorter).  

§ 302(a)

	Created, but not published, before 1978
	On 1/1/78, when federal copyright displaced state copyright
	Life + 70 years

Earliest expiration dates 12/31/2002 (if work remains unpublished) or 12/31/2047 (if work is published by 12/31/2002). 

§ 303(a)

	Published 1964-1977, inclusive
	Upon publication with notice
	28 years
	67 years (28 year renewal term + 19 years in 1978 + 20 years in 1998).  Second term commences automatically; renewal registration optional.

	Published between 1923- 1963, inclusive*
	Upon publication with notice
	28 years
	67 years (28 + 19 + 20) if renewal sought.  

Otherwise, works in PD.  (Note that even works whose first terms expired after 1977had to effect a renewal registration.)

	Published before 1923
	The work is now in the public domain.


* Note that works whose renewal term would have expired 1962-1977 were shoehorned in so they would get the benefit of the added years in 1976 Act. 

COPYRIGHT TERM & DERIVATIVE WORKS
· Copyrights in underlying work and derivative work (DW) are independent
· Use of DW = use of incorporated portions of the underlying work 
· So use of DW w/o permission from owner of copyright in underlying work infringes (i.e. Stewart/Hitchcock can’t show film without permission from Abend)

· Including where lack of permission is due to renewal of copyright in underlying work (Stewart v. Abend)
· BUT Congress changed this going forward 

· If someone filed for renewal, than Stewart v. Abend rule applies

· But if renewal happened automatically, owner of DW gets to keep using DW – but doesn’t get right to create any new derivative works

· Including where DW has entered public domain by expiration of copyright, but underlying work has not (Russell v. Price)
DURATION & RENEWAL – POLICY QUESTIONS
· How long should copyright term be?  How should it be structured?

· Term should be long enough to provide incentive to create, and to compensate the author w/ economic rewards gained from work

· But term shouldn’t be too long – there are costs to copyright protection

· Provides author w/ a monopoly on use of the work – limits others’ use and access

· Also have to think about incentives for publishers to disseminate works – will publishers be more likely to pub copyrighted or uncopyrighted books?
· Advantages / disadvantages to how we could structure copyright term
· Could start from either creation or publication

· To some extent, we have always protected works from their creation (used to be under state law, now uniformly under fed law)

· Could measure term by fixed term of years from creation/publication, or could tie to author’s life
· Certainty concerns 

· Measuring by author’s life means all of his works will expire at the same time

· But might not know when author died – easier to know date of publication / creation if require that information on the work

· Fairness concerns

· If measure by author’s life, some people will enjoy much longer copyrights

· But measuring by life means that every author will have protection at least during his lifetime – might not if measure by fixed term

· How should we structure the term that is provided?

· Could have unitary continuous term, i.e. 95 years from pub or life + 70

· May be more protective of author’s rights, which is closer to purposes of Copyright Clause

· This is also in harmony w/ other countries 

· Could have divided term w/ affirmative action required, i.e. initial + renewal terms

· Facilitates work into public domain – even if work is not commercially valuable, other people still might want to use it

· Better to require formalities to secure particularly long protection, rather than requiring them to merely get protection in the first place

· How long should the term be – how long is long enough?

· This is one of the longest running disputes in copyright law

· Do have some guidance about how long Congress is allowed to make them 

· Eldred – challenge to Sonny Bono CTEA extending terms of existing works

· Ct says Copyright power includes Congress’ power to extend existing copyrights, can put existing copyrights in parity w/ new extended term of protection that will be applied to future works

· Lang of Const – “limited times” just means some bound, adding 20 years doesn’t make time not limited

· Says it is about the copyright system, not each individual copyright

· History – whenever Congress has extended © for new works, has simultaneously extended for existing but unexpired works

· Ct exercises rational basis review to determine whether Congress rationally exercised Copyright power – substantial deference 
· Possible rational justifications: parity arg; int’l harmonization arg; incentives for publishers to put out works; technological, demographic, and economic changes 
· Ct says as long as Congress doesn’t alter the traditional contours of copyright law, don’t have to go into 1st amend scrutiny
· Breyer disagrees – says apply searching rationality review b/c expression interests are at stake, not merely economic interests
· Kahle v. Gonzales – arg that getting rid of formalities for renewal was altering the traditional contours of copyright law
· Ct says Eldred already decided this – Congress just acting to put existing works in parity w/ future works, which had automatic renewal

· And Eldred implicitly rejected arg that this violated “limited times”
· Reese: may fare better if argue that Congress created a system for new works that alters the traditional contours of protection

· Would at least get 1st amend scrutiny for the change
· Stevens dissent: says Congress doesn’t have the Copyright power to extend the term of a copyright once it’s granted
· Breyer dissent: says there is no justification to add 20 years for new works – so certainly can’t justify adding 20 years for old works based on parity
· So presumably would say Congress cannot rationally enact a life + 70 term at all – can’t do for old works, and can’t do going forward

· And would sweep away entire Sonny Bono CTEA
· Practical implications of extending copyright terms
· As copyright term gets longer and formalities are removed, it becomes harder to find copyright owner if you want to use work that has been around for a long time
· Could adjust on remedy side – if user is faced w/ orphan work and can’t find out who copyright owner is, may limit remedies available if you use it and copyright owner emerges and sues for infringement
· Query whether a reasonably diligent search will be different depending on who is searching

· Also want to look at the burden on copyright owners of asserting their parentage for every work they create (e.g. photographers)

· Restoration of copyright in foreign works
· As of 1996, Congress has restored copyright in foreign works which went into public domain in US for failure to comply w/ formalities (§ 104(a))

· If work is protected in home country, now protected in US 
Congressional power includes ( power to extend copyright protection to existing works, and to restore copyright in works that had moved into public domain

TERMINATION OF TRANSFERS
· § 304(c) – pre-1978 transfers of interest in renewal term copyright

· Don’t need to know details of this section – just need to know it exists
· § 203 – transfers made after 1/1/1978
· Works subject to § 203

· Must be an exclusive or nonexclusive grant of transfer or license of copyright

· Transfer must be executed by the author

· Termination must be by author if living

· If author is dead, widow owns interest
· If surviving widow + children, widow owns 50% and kids together own other 50% (unless widow dead, and then kids own all 100%)
· So if 2 kids, each owns 25% (½ of 50%)

· And if author is dead + no surviving spouse/kids, look to author’s will/estate to determine who can exercise termination right
· If joint authors who are living, must have a majority of joint authors who granted the rights away 
· Similar concept if author is dead and widow + kids own copyright – as long as have necessary majority, all are bound by the termination
· Transfer must be inter-vivos – not one made in author’s will
· Not subject to termination if given as gift to 3rd party who then transfers rights
· Doesn’t apply to WMFH – transfers of WMFH not subject to termination under § 203

· Strict conditions under which termination mechanism can be recognized

· Possibility of termination begins at 35 years from date of execution of grant
· 5-year window during which termination can be affected 
· If author wants to terminate, must serve advance notice on transferee + record notice in copyright office
· Earliest you can serve notice is 10 years prior to date of termination 

· Notice must be served no less than 2 years before effective date
· Effect of termination is that rights revert to terminating party – but not all rights revert
· Rights under other laws / other nations’ laws don’t revert – termination only affects domestic copyright rights
· § 203(b)(1) imposes a limitation – if transferee prepared a DW before grant was terminated, transferee gets to continue to utilize that DW under terms of grant, even after termination (but doesn’t get to create new DWs)
· This is different from the rule under the renewal term regime (Stewart v. Abend)

· There said derivative author had to reacquire rights after renewal

· So here author can’t renegotiate continued use of DW, can’t grant any exclusive right to make film version of play (except to person who created existing DW)

· Policy reasons for allowing author to terminate grant

· Concern about author being in an unequal bargaining position – reversion / recapture 

· This was also a justification for renewal – termination provision is a new way to implement this same policy of reversion now that we don’t have renewal system
· But potential problems w/ this

· Might limit incentives to publishers, and therefore they may take on / publish less work

· Libertarian arg – this is gov getting involved where they shouldn’t

· Paternalistic to think authors can’t take care of themselves – Congress telling them they are only allowed to alienate a piece of property, can’t alienate for more than 35 years
· But other fed law does intervene in the market when concerned about information asymmetries 

· And Congress created this particular market, so maybe their interference is more appropriate here

· § 203(a)(5) – termination is effective notwithstanding any agreement to the contrary
· Same unequal bargaining power rationale – don’t want authors to be able to give up termination right in advance

· At issue in Marvel v. Simon (under parallel provision of § 304)
· Ct says mere fact that parties entered into contract denominating work as WMFH isn’t enough to strip author of termination right – question is whether or not it really is a WMFH

· Takes a broad view of § 304 provision

· § 203(b)(4) – any grant of future rights acquired after termination is valid only after the termination is effective
· Same unequal bargaining concern
· § 203(b)(6) – if no termination exercised, and grant is silent about its duration, grant lasts for the life of the copyright
EXCLUSIVE RIGHTS, LIMITATIONS & INFRINGEMENT
§ 106 – copyright owners get specific, broad rights that Congress grants them

§§ 107-122 – limitations on those broad, exclusive rights
The rights of the copyright owner and the limitations on those rights vary to some degree by the type of subject matter involved

· So need to identify what subject matter is at issue in a dispute to determine what rights owner has, and what limitations exist on them

· (1) What category of SJM does this work fall into?

· (2) Which right is at issue in the dispute?

· (3) Does that right apply to this particular SJM?

· (4) If so, is there any statutory exemption / limitation that applies to the activity in question?

THE RIGHT TO REPRODUCE :: COPIES
· Reproduction right – most basic of the §106 rights

· Reproduce not defined, but HR says means to produce a new material object in which the work / some imitation or simulation of the work is embodied
· Some controversy as to what constitutes reproduction w/ the advent of digital technology

· Copy – a material object in which the work is fixed by any means now known or later developed, from which the work can be perceived, reproduced, or otherwise directly communicated, either directly or w/ the aid of a machine or device
· Fixed – embodied in copy or phonorecord if sufficiently permanent or stable to permit it to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration
· HR also says this definition excludes from the concept purely evanescent or transient reproduction such as those…captured momentarily in the ‘memory’ of a computer
· Despite this language, robust controversy about the extent to which temporary storage in a computer’s memory constitutes the fixation of a copy that would be a reproduction under § 106
· RAM memory is volatile and temporary – question is whether or not that temporary storage = sufficient fixation so that when you store something there, you have made a copy and have exercised the reproduction right
· So far cts that have considered this have held that temporary RAM storage does constitute the “fixation” of a “copy”
· Copyright office has said they agree w/ this view – as long as work can be perceived or communicated, it has economic value and ought to be w/in exclusive rights of copyright owner

· BUT many academics disagree w/ this view

· This has implications beyond Internet to digital forms of media more generally
THE RIGHT TO REPRODUCE :: INFRINGEMENT
Infringement cases pose one of 2 types of questions (
· Cases where there is no question that def used plaintiff’s work, and only question is whether or not def’s activity using plaintiff’s work comes w/in the scope of / intrudes on plaintiff’s rights under § 106, as limited by §§ 107-122
· Ex) Google book search project – no doubt that Google is scanning copyrighted books, so question is whether or not what they are doing w/ the books intrudes on copyright owner’s exclusive rights (as limited)

· Cases where clear that def’s action comes w/in scope of § 106, and only question is whether or not def’s work has been improperly copied from plaintiff’s work
· Ex) If think Bruce Springsteen copied your song, clear that this action would infringe your rights – so only question is whether or not his song improperly appropriated from your song 
· (1) OWNERSHIP OF A VALID COPYRIGHT
· SJM, originality, formalities, initial ownership, transfers, duration

· Easiest way for plaintiff to meet its burden of proving this first element = registration certificate (specifically one filed w/in first 5 years of pub)

· Such a registration certificate is prima facie evidence of this

· (2) INFRINGEMENT
· 1st element – that def copied protected expression from plaintiff’s work

· Factual copying must be proven by plaintiff (Arnstein) 

· Can have direct evidence of copying – but those are rare

· More likely plaintiff will argue circumstantial evidence of copying – one of two routes (
· (1) Access + probative similarity (Arnstein) 
· If def had opportunity to copy and produced something so similar, can infer that did in fact copy

· Access is a question of fact
· May have evidence that supports strong inference of access, i.e. both works created by same person

· May have mere speculative proof, which doesn’t support inference of access, i.e. only potential chain of access

· A lot of middle ground b/w these two

· i.e. shorter chain of access – one intermediary b/w plaintiff and def (Gaste)

· i.e. plaintiff’s work has been subjected to widespread dissemination (Harrisongs)

· Probative similarity 

· Can be of specific details or elements below the surface of the work, i.e. plot / character, composition / form

· Can look at similarities b/w unprotected elements – only establishing whether def copied, as a matter of fact

· Similarities of unprotected fact or idea are relevant to this determination

· But if this is all def copied, won’t be found to have infringed under improper appropriation question
· Includes unconscious / subconscious copying – even if def is unaware that her work came from plaintiff’s work, still sufficient to meet copying req for infringement (Harrisongs)
· (2) Striking similarity
· Similarity alone may be enough to prove copying if the similarity is sufficiently striking

· But if evidence of access is absent, similarities have to be so striking as to preclude the possibility that plaintiff and def independently arrived at same result (Arnstein)

· Example is when numerous mistakes of fact are in both works
· But if both plaintiff and def copied from prior common source, striking similarity is not evidence of copying
· Ty said need striking similarity + no prior common source

· Def’s potential responses
· Can try to rebut access or probative similarity elements
· Can also make direct attack – can try to show independent creation
· But Harrisongs said subconscious copying still copying
· If def has at some point encountered plaintiff’s work, or has likely encountered it, def bears burden of proving the negative – that he wasn’t even subconsciously copying

· 2nd element – improper appropriation (“substantial similarity” test)
· (1) Protected expression test 

· Question is did def copy protected elements of plaintiff’s work

· Easy cases – involve literal copying

· If def literally copied every expressive detail

· If def literally copied some expressive portion of the work

· Nimmer calls this “fragmented literal similarity”

· Hand talks about this – infringer may appropriate entire scene / dialogue 
· Ringgold – threshold for substantial similarity is low

· Harder cases – where def’s work is similar to plaintiff’s, but doesn’t literally copy any surface detail

· Nimmer calls this “comprehensive non-literal similarity” – where def has taken underlying elements of plaintiff’s work

· Hand – when infringer doesn’t take out a block in situ, but an abstract of the whole
· Hard task ( determining where protected expression leaves off, and unprotected ideas begin

· Can’t escape liability by taking the underlying elements and substituting your own surface details

· Infringement isn’t limited to the text

· But have to keep in mind that people are always free to copy underlying ideas of a work

· Hand says impossible to nail down this boundary (Nichols) – decisions are inevitably ad hoc
· Cases provide examples of how cts go through process – no bright line, can’t fix boundary b/w idea and expression, so have CBC contextual application of trying to determine what is protected expression
· Sheldon and Nichols – whether or not copying of characters and incidents/plot and theme constitutes the copying of protected elements 

· In Nichols, only similarities are abstract elements of plot – so not infringement even if def copied those ideas from plaintiff
· Different result in Sheldon
· Ultimately cts are making a value judgment about the extent to which outlawing def’s non-literal appropriation will risk giving the copyright owner control over elements that she hasn’t really originated (i.e. stock elements) or that shouldn’t be protectable even if she did originate them (i.e. basic building blocks of creativity)

· Kalpakian – ct is up front about this, says guiding consideration in drawing the line b/w idea and expression is the preservation of balance b/w competition and protection

· In figuring out idea / expression in the infringement analysis, cts generally view as irrelevant how much of her own expression def contributed to the work

· Asking whether def copied plaintiff’s protected expression – if not de minimis, cts don’t care how much of her own original expression def added to it

· Hand – one can’t excuse the wrong by showing how much he didn’t pirate
· (2) Audience test / ordinary observer test 

· Question is whether the audience perceives substantial similarity b/w the works

· Not about fact-finder’s reaction to the work – but whether audience for which plaintiff’s work was intended would perceive similarities b/w the two works

· Lyons Partnership (costume case) – ct says question of substantial similarity should be viewed from perspective of child audience for which works were intended

· So if plaintiff can show a particular audience, rather than general public, courts focus on that audience
· Getting at whether or not what def has done will in some way appeal to the same audience as the audience for plaintiff’s work, in the same way – which would have economically detrimental effects on plaintiff copyright owner
· The similarities have to be of protected expression


· Not enough if audiences perceive similarities only b/c of unprotected elements that are the same

· As opposed to how to prove probative similarity (above)

· This is the hardest part of the test to apply – question of context
· Could try to put protected elements of plaintiff’s work on a blank sheet of paper – but then answer might turn on how many elements there are, and some risk that we would overlook a protectable expressive aspect of the combination (selection and arrangement) of unprotected elements

· Or could say just compare the two works – but then audience might say they sure look alike b/c of unprotectable similarities / total concept and feel of work

· Maybe the best we can do is say to the fact-finder ( “compare the 2 works as a whole, always bearing in mind which elements are protected and which aren’t”
· Have to be careful about visual works – may be easy for audience to say “they look the same generally” w/o focusing on the elements themselves
· Steinberg – ct finds probative similarities of protected expression

· Ct says the idea of the poster isn’t protectable, nor is using certain elements in depiction of cityscape – but appearance of particular buildings is protectable, as is use of shadows / stylistic way in which elements are drawn

· World Bazaars – ct finds sufficient probative similarities to satisfy summary judgment standard
· Pointed out some minor differences b/w the Santas – but thought that plaintiff was likely to succeed on showing that ordinary observer would overlook dissimilarities b/w protectable aspects, and would instead find substantial similarity of protected expression
THE RIGHT TO REPRODUCE :: PHONORECORDS
· Distinguish b/w musical works and sound recordings
· Musical work – a selection and sequence that a composer chooses
· Sound recording – a work that results from the fixation of a series of sounds 
· Newton v. Diamond – ct separates musical work from elements added when artist made recording

· Dissent disagrees – says composition as written contained instructions for the unusual performance method, so the performance elements are part of the musical work AND the sound recording
· Distinguish b/w copies and phonorecords

· Phonorecord – a material object in which sounds are fixed

· Any singular phonorecord can be of more than one copyrighted work – e.g. can be a phonorecord of Cole Porter’s musical work and Ella Fitzgerald’s sound recording

· Copy – a material object other than a phonorecord in which a copyrighted work is fixed 

· e.g. sheet music
· MUSICAL WORKS and the reproduction right
· § 106(1) – copyright owner gets exclusive right to reproduce the work

· Extends to both copies and phonorecords

· So composer is entitled to exclusively print sheet music, and to exclusively issue CDs

· Limitations on the exclusive reproduction right
· Reproduction right not protected under fed copyright law until 1972
· Before then was a matter of state law – and fed law doesn’t oust state law protection for sound recordings until 2067
· In NY, selling records doesn’t divest CL copyright
· Many other countries don’t protect sound recordings as copyrighted works
· Typically protect them under other laws, and grant less protection
· § 115 compulsory license ( allows compulsory licensee to make phonorecords of nondramatic musical work w/o copyright owner’s permission
· If get a compulsory license, can make and distribute work in phonorecords (§ 115(a)(1)), and can make changes to arrangement of a work as long as you don’t change the basic melody or fundamental character of the work (§ 115(a)(2))

· To get compulsory license, have to give advance notice before distributing the phonorecord and have to pay royalty rate 

· And compulsory license is only the license to use the nondramatic musical work – doesn’t confer any rights in any particular sound recording

· When get compulsory license, don’t get rights to include printed lyrics

· That is a copy, not a phonorecord (ABKCO)
· § 114(b) “dubbing limitation” ( limits the sound recording owner’s reproduction rights to recapturing the actual sounds in the recording
· Only has the right to duplicate the sound recording in a way that directly or indirectly duplicates the actual sounds

· Not infringement even if person deliberately sets out to mimic a recording as closely as possible
· This is generally viewed as very limiting – but 6th Cir interpreted as giving broader rights to copyright owners (Bridgeport Music)

· Ct says § 114(b) means you can’t recapture any of the actual sounds of the sound recording – says there is no such thing as de minimis use

· This is unusual – usually courts rule on whether use is de minimis

· Home taping limit – from Audio Home Recording Act § 1008
· For both musical works and sound recordings

· Requirement of copy controls – bars manufacture, distribution, and importation of any digital audio recording device, unless it has an appropriate system for preventing serial copying
· Question of what constitutes a digital audio recording device

· Requires royalty payments
· Also bar on infringement suits – exemption for home taping, as long as it is consumer, non-commercial use of these devices, for musical recording

· Phrased as saying “no infringement suit is allowed” for private copying – doesn’t actually say that it isn’t infringing

· What constitutes consumer, non-commercial use of is uncertain
THE RIGHT TO DISTRIBUTE
· § 106(3) – copyright owner gets exclusive right to distribute copies or phonorecords of the work to the public by sale or other transfer of ownership, or by rental, lease, or lending
· No definition of “distribute” or “public”

· Cts have held that selling one copy is enough – even though “copies or phonorecords” is plural, courts have interpreted to include singular works
· May also include digital transmission

· Limitation on the exclusive distribution right

· § 109(a) first sale doctrine ( copyright owner gets to control the first sale of a particular copy / phonorecord, but doesn’t get to control any further sales of it
· If conditions are met, owner can dispose of copy w/o copyright owner’s consent

· Limitation only applies to person who owns the particular copy
· Also limitation only applies to copy / phonorecord that is lawfully made
· Policy reasons behind first sale doctrine

· Would otherwise be harder to have a secondary market

· Would have to get copyright owner’s permission – which would be very costly b/c they are hard to find and might say no anyway

· This might raise price of first sale – but we nonetheless facilitate secondary sales

· Many companies engage in activity protected under first sale doctrine

· Used bookstores / used CD stores, video rental stores / Netflix, libraries

· Distribution includes rental, lease, or lending of copies or phonorecords

· Fed law draws no distinction of copy is a copy of a work of art
· But in EU and some states, law says the sale of a work of art requires the seller to pay some percentage of the sale price to the artist (droit de suite)
· Doesn’t require artist’s permission – but artist does get the right to some cut of the revenue when work is resold

· § 109(b) exception to first sale doctrine – even if you own copies of a phonorecord (music CD) or a computer software, can’t rent those out to the public
· Concern was that this would substitute for sale
· But can resell, give them away, and lend them
· First sale doctrine ONLY applies to distribution right

THE RIGHT TO PREPARE DERIVATIVE WORKS

· § 106(2) – copyright owner gets exclusive right to prepare derivative works based on copyrighted work

· Limitations on the exclusive derivative work right

· § 114 – derivative work right is only infringed by recapturing and altering the actual sounds

· § 115(a)(2) – allows licensee to make some limited arrangement of musical work as necessary for performance
· § 110(11) – allows people to use movie filtering software to skip / block out portions that they don’t want to watch
Do def’s actions come w/in the scope of the derivative work right?

· § 101 “derivative work” – work based on one or more preexisting works

· DW includes translation, musical arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgement, condensation, or any other form in which a work may be recast, transformed, or adapted 

· Don’t have to publish to make a DW

· Not clear if fixation is required to violate the DW right

· DW must copy protected expression from the underlying work to infringe

· Must add some element of original authorship – focus is on whether def “recast, transformed, or adapted” the work
· Framing a work does not constitute a DW
· But can imagine ways in which framing might transform work, e.g. putting a classical frame on a very minimalist piece
· Bonding art to tile
· 9th Cir says this is a DW
· 7th Cir says no – not recasting, transforming, or adapting the work b/c image itself has not changed
· In dicta, ct compares to cutting a work in half, or putting a collector’s stamp on a piece
· Ct also implies that not an infringement of DW right even if you transform a work, if your contribution is not sufficiently original to get independent copyright (minimal creativity / originality)
· Not clear if preparer of DW needs to show some minimal creativity – but need to address this issue in DW Qs like this
· National Geographic – says © owner has exclusive right to use work in compilations

· Suggests that exclusive DW right extends beyond 4 corners of the work – includes transformations of context
· But this is an old case, unclear whether it still applies
· Substantial overlap b/w DW right and reproduction right – no clear line 
· Does make a difference b/c may be different owners of the rights, and important exception to termination of transfer provision that says transferee can continue to use DWs
PROTECTION OF MORAL RIGHTS
· Four basic rights (
· (1) attribution

· (2) integrity

· (3) disclosure

· (4) withdrawal

· Often inalienable – can’t transfer or waive

· Reflects notion that rights derive from deep personal connection b/w author and his works

· Patchwork of US law protects – VARA, copyright, unfair competition, defamation, etc

VARA (1990)

· § 106A – only protects works of visual art
· § 101 “visual art” – essentially only protects original works of fine art
· Does not apply to (
· Poster, map, diagram, model, applied art, motion picture or other audiovisual work, book, magazine, newspaper, etc  

· Any advertising or promotional material
· Pollara – purpose of banner was promotional, so no statutory protection
· Works made for hire
· Rights of attribution

· § 106A(a)(1)(A) – right to claim authorship 
· Could interpret as artist must make an affirmative claim of attribution, and only if that claim is not respected would there be liability

· And author can waive this right – must be specific about right being waived and uses for which waiver is granted

· Author-protective restriction – don’t want it to be too easy to transfer rights
· § 106A(a)(1)(B) – right to prevent misattribution if didn’t create work, or if it has been modified or distorted so that attributing it to you would be prejudicial to your honor or reputation (a)(2)
· Rights of integrity

· § 106A(a)(3)(A) – right to prevent the intentional distortion, mutilation, or modification that would be prejudicial to author’s honor or reputation
· § 106A(a)(3)(B) – right to prevent intentional or grossly negligent destruction of a work
· But this only applies to works of “recognized stature”
· Any uses in reproductive media are excluded from scope of author’s rights to claim attribution or integrity

· Essentially VARA is about protecting originals - single or signed limited (200) editions

· VARA enacted as a compromise ( give artists rights of attribution and integrity, but not rights that might interfere w/ exploitation of those works in commercial media involving reproductions

· These rights are independent of copyright – author retains them even if transfers the copyright away

· Generally exist for the life of the author

· And are subject to the fair use limitation – just like exclusive rights of §106 are subject to fair use
PROTECTION THROUGH OTHER AREAS OF LAW

· Typically broader protections than VARA
· Not limited to fine art

· More concerned w/ commercial misuse than just artist’s reputation

· Integrity claim can be brought as claim that altered version is an unauthorized DW (Gilliam)
· But DW is an imperfect protection for author b/c can be contracted away – essentially becomes a question of bargaining power

· Misattribution claim can be brought as unfair competition claim (Gilliam)
· Could be remedied under Lanham Act 

· But Dastar said no misrepresentation of origin when distributor of cassettes doesn’t disclose that they didn’t produce the work on the cassettes 

· Has been read to mean you can’t bring misattribution claim as a claim of false designation of origin
STATE LAW PROTECTION

· State contract law protection
· State law defamation claims

· Express state law moral rights protection

· NY statute goes farther than VARA – Wojnarowicz says author’s rights under NY statute include rights against reproducing work in modified form, and attributing that work to the artist

· But NY statute requires things to go together – if work not attributed to artist, reproduction can be distorted
THE RIGHTS TO PUBLICLY PERFORM AND DISPLAY
§ 106(4) – PUBLIC PERFORMANCE RIGHT
· Not extended to all types of copyrighted works – only literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other audiovisual works
· No general public performance right for sound recordings

· § 101 “performance” – defined broadly
· Recite, render, play, dance, act a work

· Playing a CD counts as performance as well – don’t have to sing

· HR adopts “multiple performance doctrine” – e.g. broadcast

· Singer performs on TV – singer is performing, network is performing, local station is performing, cable station is performing, and each person who turns on their TV to receive the broadcast is performing 

· Exclusive right only extends to performances that are made publicly

· Private performances excluded

· But no req that performance be for profit – so exclusive right also extends to nonprofit public performances

· As opposed to pre-1978 right

· § 101 – two different ways to perform or display a work “publicly” 

· Subsection (1) is concerned about the place where the performance occurs ( deals w/ performances that take place in a physical space

· Either a place open to the public

· OR a place where a substantial number of persons outside of a normal circle of a family and its social acquaintances is gathered (semi-public place) 

· Subsection (2) is concerned about whether or not there is a transmission of that performance ( deals w/ transmitted performances

· Either transmitted / communicated to place specified in subsection (1)

· OR to the public, even if the public receives it in separate places 
· Defining “open to the public”
· Aveco (3rd Cir) – viewing booth at video rental store is “open to the public” b/c store will rent to any members of the public
· A place is “open to the public” as long as any member of the public who is willing to pay and obey the rules can use it
· Defines “open to the public” based on availability of place on a commercial basis – even if only occupied by one party at a time
· 9th Cir – hotel lending/renting DVDs from front desk for customers to play in room is not engaged in public performance
· Said hotel was rented for purposes of dwelling away from home, people had expectations of privacy there

· So treated watching video in hotel room as private performance – but unclear whether all Cirs would agree

· Defining “transmission to the public”

· Doesn’t have to be transmission to public or semi-public place
· Members of public can receive at same or different times

· HR: same principles apply when potential recipients of transmission represent a limited segment of the public

· Don’t escape liability if transmit to a certain paying group (e.g. cable subscribers) rather than to everyone

· Some cts follow this

· Some cases say this is about whether or not there is a commercial relationship – read “public” to mean customers in a commercial arm’s length transaction
· If looks more like cable TV / video on demand, more likely to be treated as a public performance

· As opposed to picking up movie at hotel desk, which looks more like video rental store
· Music performance
· Performing rights societies (e.g. ASCAP, BMI)

· License nondramatic public performances of musical works

· For songwriters – not the performers that make sound recordings

· Grant blanket licenses – any work in their repertory

· Divide license fees among copyright owners

· Possess nonexclusive right – copyright owners can still license work directly

· Why have these societies?
· Public performance right is difficult to enforce – hard for any individual © owner to monitor performances and ensure that there is no infringement

· Also hard for those who want to perform works legally to get permission from each individual © owner

· Sound recordings 
· Awarded copyright protection in 1972 – but exclusive right of public performance not extended to sound recordings

· So for ordinary public performances, have to pay musical work copyright owner but not sound recording copyright owner

· § 106(6) – public performance right only for digital audio transmissions 

· But limited – not for radio broadcast, retail store playing CD, etc
· And some performances are subject to compulsory licensing 
· Interactive transmissions (“celestial jukebox”) fully within owner’s right
· Congress was most worried about these substituting for record sales
§ 106(5) – PUBLIC DISPLAY RIGHT
· Not extended to all types of copyrighted works – only literary, musical, dramatic, and choreographic works, pantomimes, and PG&S works, including images of a motion picture or other audiovisual work
· Not relevant to phonorecords – only involves showing of copies

· § 101 “display” – means to show a copy of a work either directly or indirectly 
· Exclusive right only extends to displays that are made publicly 

· § 109(c) – limits distribution right

· Allows owner of a particular lawfully made copy to display it publicly w/o copyright owner’s permission, either directly or by projection of no more than 1 image at a time to viewers present at the place where the copy is located

· Covers a great deal – why did Congress include this exception?

· To the extent that public displays encompass (1) displays either made at a particular physical place or (2) displays that are transmitted to the public, § 109(c) will exempt many of the former, but none or very few of the latter

· So if add in § 109(c) to definition of public display, © owner’s exclusive right of public display is primarily an exclusive right to transmit displays to the public
· With Internet, there is greater scope and more of a market for transmitted displays to the public
· Also display right wasn’t added until 1976 Act – and is only now starting to take on significant importance in Internet context

§ 110 – limitations specifically focused on the public performance and/or public display rights

· § 110(1) – covers performance or display in the course of face-to-face teaching activities of a nonprofit educational institution, in a classroom or similar place devoted to instruction  

· HR says this limitation doesn’t include place where the audience isn’t confined to the members of a particular class

· § 110(2) – about distance education (this is all we need to know about this subsection)

· § 110(3) – covers performance (of a nondramatic literary or musical work) or display in the course of services at a place of worship or other religious assembly
· § 110(4) – covers performance (of a nondramatic literary or musical work) otherwise than in a transmission to the public without any purpose of direct or indirect commercial advantage and w/o payment of any fee/other compensation to performers, promoters or organizers
· Indirect commercial advantage – i.e. music playing in a restaurant that encourages people to eat there (Herbert v. Shanley)

· (4) states that it applies if (
· (A) there is no direct or indirect admission charge, OR

· (B) proceeds after deducting the costs are used for educational, religious, or charitable purposes and not for private financial gain

· But copyright owner can give notice of objection to the performance

· Assumes that copyright owner may not agree w/ where the funds from the performance are going, i.e. to a really radical charitable org

· § 110(5)(A) – (“homestyle receiver exemption”) allows communication of a transmission embodying a performance or display of a work by the public reception of the transmission on a single receiving apparatus of a kind commonly used in private homes, unless (
· (i) a direct charge is made to see/hear the transmission, or

· (ii) the transmission thus received is further transmitted to the public

· This might in some circs shelter the playing music in a bar, restaurant, retail store

· Lots of litigation has arisen re: definition of a “single receiving apparatus” – should you look to the size of the establishment, whether they can pay, etc?

· Cts have basically decided that if just using a standard TV or radio, you are exempt no matter what type of establishment you are running

· § 110(5)(B) – only applies to nondramatic musical works, but allows transmission intending to be received by general public in a retail establishment of < 2000 sq feet or a food service establishment < 3750 sq feet

· And if space is bigger, can still meet exception based on number and placement of TVs/radios

· This was a quid pro quo of Sonny Bono CTEA

· EU said § 110(5)(B) was a TRIPS violation – in 2000, WTO decided that homestyle receiver exemption was allowed, but that expanded exemption under § 110(5)(B) was inconsistent

· 15% exempted under (A), but 50-75% were exempted under (B)

· Also said (5)(B) conflicted w/ normal exploitation of the work – many places would switch from recorded/live music to radio transmission b/c they wouldn’t have to pay for it

· So US has to amend law to come into compliance w/ TRIPS obligations – if we don’t amend law, WTO imposes sanctions ($1.2 mill annually to EU)

FAIR USE
Generally
· Covers all types of subject matter, and all of copyright owner’s exclusive rights

· Application requires fact-intensive, equitable CBC decision-making

· Usually defeated as an affirmative defense – def has to prove fair use

· Separate infringement from fair use – must determine whether there has been infringement before asking whether def’s use was fair use

· Justifications for fair use defense
· Policy view – everybody borrows, want to allow them to use what came before

· Economic view – allow people to engage in uncompensated uses of copyrighted works only in instances where the transaction cost for paying copyright owner for the use would be so great that the use wouldn’t happen 

· Notion is if the use doesn’t occur b/c the transaction cost is too high, we allow the use to happen anyway – and at least get the social benefit of the use, even if the copyright owner doesn’t collect any money for it

· Some people think this is entirely what fair use is about 

· To the extent that is the view, the scope of fair use would change radically as transaction costs change

· Non-economic justifications for fair use

· 1st amend rationale – argument that use ought to be protected by 4th amend b/c use provides important info for public debate (i.e. Harper & Row arg)

· Could be direct 1st amend claim – concern for public debate

· Or could argue that copyright infringes on people’s right to free speech
· Harper & Row acknowledges apparent tension b/w 1st amend and copyright – says resolved b/c of protections like idea/expression distinction and fair use

CREATION OF NEW WORKS

· § 107 – non-exhaustive list of potential fair uses: criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research
· Four-factor test in determining whether a use is fair use

· (1) Purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes
· Transformativeness of the use
· Campbell says this is central to the 1st factor inquiry

· Means adding or altering to produce new expression

· Transformative uses further creation of as wide as possible a variety of expressive works – which is in harmony of the goals of copyright 
· So cts look more favorably on transformative works

· And the more transformative the use, the less important the other factors that weigh against fair ues
· Work does not have to be transformative to be fair use

· i.e. reproducing work for classroom use

· Commercialness of the use
· Campbell says there is no hard presumption that if a use is commercial, it is unlikely to be fair use
· Commercial use is a scale – even things that are clearly commercial don’t necessarily weigh heavily against fair use
· Good faith / bad faith character of the use

· Open question whether the bad faith character of the use is relevant to fair use
· Campbell says this is irrelevant in fair use determination
· Harper & Row says the character of the use includes whether def has acted in bad faith, or engaged in improper conduct 
· (2) Nature of the copyrighted work 
· Some say this is a factor that really allows the cts to say whatever they want
· Fact vs. fiction

· More expressive works have more protection – so less likely to have a claim of fair use if using fictional work 

· Get some leeway if in copying facts, you also take some of the expression

· Unpublished works less subject to fair use than public works
· Harper & Row – presumption that right to control first pub outweighs a claim for fair use

· Lower courts follow this presumption – see Salinger
· But Congress has undone this presumption by adding to § 107 “the mere fact that the work is unpub’d shall not bar a finding of fair use” – says have to take into account all factors

· (3) The amount and substantiality of the portion used in relation to the copyrighted work as a whole
· Key question ( whether or not the amount taken is reasonable in relation to the purpose of the copying
· Cts consider quantitative and qualitative substantiality

· Harper & Row – even though def only took a small part of the work, it was the “heart” of the work, so weighs against finding of fair use

· Also relevant what they did w/ what they took – was it transformative?

· Some cts also consider amount in relation to the allegedly infringing work
· Harper & Row – says amount taken from plaintiff constitutes 13% of def’s work

· This is allowed – cts can consider other things than these 4 factors
· (4) Effect of use upon the potential market for or value of the copyrighted work
· Interested both in the harm caused by def’s particular use and harm that would be caused by unrestricted and widespread conduct like def’s 

· Looking both at the market for the original work and the market for DWs

· Campbell – looking at effect on market for Orbison’s song as well as potential market for Orbison copyright holder to license derivative works like def’s
· Commercial uses do not presumptively harm the market
· Fair use + parody
· Threshold question of whether a parodic character may reasonably be perceived
· TWDG says humor not required, so long as the work’s aim is to comment on / criticize a prior work by appropriating elements of the original to create a new artistic work
· (1) Purpose and character of the use

· Transformativeness

· Campbell says parody is obviously transformative for purposes of 1st factor – clearly a form of criticism

· Parodic nature of work weighs in favor of finding fair use

· Cts talking about transformativeness for the purposes of criticism / commentary

· At least some lower cts say if not for a critical/commentative purpose, transformativeness will weigh less in favor of fair use
· Some cts think whether it adds new critical meaning is particularly relevant (Seinfeld case)
· But can’t just say parodic work = transformative

· Campbell – how much transformativeness you have to show to make out fair use may vary depending on how parodic your work is 

· Commercialness
· Things like criticism, commentary, etc often done for profit

· So no presumption that commercial use can’t be fair ues

· (2) Nature of the copyrighted work
· This factor is never going to help w/ regard to parody – parodists have to use works that are traditionally given copyright protection (like recognizable songs) to make their point

· (3) Amount and substantiality of portion used
· In order for parody to work, has to conjure up enough of the original in order to make its target recognizable – must communicate what work is being criticized, made fun of

· Easiest way to do that is to take the most recognizable features of the original, i.e. what may be called the “heart”

· But this doesn’t mean parodists can copy as much as they want – can take enough to conjure up the original, but if take more than is necessary for that purpose than fair use may weigh against them

· (4) Effect on potential market / value

· Likely effect on original

· May actually spur interest in original by reintroducing it to the market

· And any negative effect is actually the intended effect of making a parody
· Potential displacement harm

· Notion that def’s use will satisfy demand for the original

· Circularity problem – parody fair use allows def to make DW w/o paying license fee, and that necessarily harms potential market for parodies of the work

· Courts recognize this – so when discussing effect on potential markets, focus only on markets that the copyright owner would in general license or develop

· “Traditional, reasonable, or likely to be developed” markets
· Seinfeld case – ct says fact that market exists and plaintiff had chosen not to go into it is sufficient

· WW Church of God – ct disagrees on extent to which fact that plaintiff chose not to print text anymore shows harm to market
· Campbell – no market for parody
· Ct essentially saying it won’t recognize this market as relevant to fair use considerations, in part b/c copyright owners shouldn’t have any right to control this kind of criticism 
· Cts provide relatively little guidance about how to use results from each factor 
· Some cts say 4th factor is most important

· After Campbell, SCOTUS places a lot of importance on transformativeness

NEW TECHNOLOGIES
· Fair use as applied to new technologies of dissemination 

· Google Book Search example

· (1) Purpose and character

· Commerciality – there are ads on the search results site, so may weigh against fair use (Campbell)
· Transformativeness – may be transformative b/c the use is for info-locating purpose rather than the purpose for which the books themselves are designed  
· Kelly v. Arriba – transformative b/c search results are image thumbnails 

· Completely different purpose – functional search-related purpose vs. aesthetic purpose
· Not transformative w/in 4 corners of image – ct says use for a different purpose is transformative use

· (3) Amount and substantiality
· Quantity – these are snippets of book, reasonable in light of the purpose of helping searcher determine if the books are relevant

· Qualitative question – do snippets go to the heart of the books?

· (4) Market and value
· Could argue seeing snippet won’t deter anyone from buying the book

· But harm to potential market – lose money off of people not paying fees to use snippets of books

· Kelly says thumbnail use is fair use in part b/c no likely harm on the market – ct says no market out there for thumbnail images, other than potentially licensing search engines 

· But Perfect 10 sues Google image search engine ( ct says similar to Kelly, but more commercial use and also greater harm to market for reduced quality images for downloading to cell phones
· Would have to show that there is a market for use of book snippets, other than in these kinds of searches (b/c that would be circular arg)

· Google can say different market, different product, different use

· Transaction costs arg – how easy is it going to be for Google to locate copyright owner who owns rights to digitally scan/index/display every copyrighted book?
· Fair use as applied to new technological uses by end users
· (1) Purpose and character
· Transformativeness
· Sony – consumptive vs. productive use
· Maj says don’t need to show productive use to show fair use
· Comports w/ Kelly ct’s broad interpretation of transformative
· Dissent says only productive use is fair use – results in some added benefit to the public beyond that produced by 1st author’s work
· This is what Campbell would call transformative use
· Commercialness – some uncertainty about what constitutes commercial use
· Sony dissent says time-shifting is commercial even though users aren’t sellig anything – using for something they would otherwise pay for
· Analogizes to stealing jewelry and keeping it for yourself
· Napster  
· Dist ct says commercial b/c users get something free that they would ordinarily have to pay for
· 9th Cir limits – says repeated and exploitative copying makes it commercial 
· Reese – says better arg for commerciality is bartering idea
· Understood and explicit exchange nature of the relationship b/w Napster users
· (2) and (3) – don’t play a very large role in end-user cases – usually involve creations that are central to copyright law and usually involve the entire works
· (4) Market and value
· Sony – have to show meaningful likelihood of future harm by end-users’ activities by a preponderance of the evidence 
· Alleged harm based on time-shifting (
· Effect on re-run license
· Effect on advertising 
· Ct says not that many people are skipping commercials – but this is b/c they didn’t all have the technology to do so
· Also many people skip commercials anyway
· Effect on ratings
· But these may be people who wouldn’t have watched show at its original time anyway
· And Nielson ratings take these viewers into account anyway
· Effect on copyright owner’s ability to make their own on-demand system / to rent or sell episodes 
· This wasn’t thought about at time of case, but would be a major concern today
· Ripping CDs to Ipod example
· Could argue this is “location-shifting” – ripping CDs that people already own for  portability purposes, possibly argue this is for random access purposes or else argue this is just like carrying the CDs you already own in portable form
· (1) Purpose and character
· Transformativeness – fairly difficult to characterize as productive use
· Have to argue that Sony doesn’t require fair use to be productive use
· Commercialness – could get around exchange dimension b/c copying CDs that you already own
· (4) Market and value
· Effect on market of copyrighted music
· Maybe doesn’t harm b/c users already purchased CDs
· But what about market for portable versions, e.g. MP3s?
· Separate market – and people who own CDs still may purchase MP3s
· Not likely to be brought as an end-user claim – more likely there would be a secondary liability claim against MP3 device/software maker
· Fair use test is a poor fit for thinking about end-users’ personal uses
· Ct often engaging in fancy footwork to get the outcome it wants b/c now some personal uses come within scope of copyright owner’s exclusive rights
SECONDARY LIABILITY
Premised on § 106 ( “copyright owner has the exclusive rights to do and to authorize any of the following…”
· Congress says “to authorize” was added to ensure that secondary liability is part of copyright law
· But essentially this is all CL
· Why would copyright owners sue for secondary liability?
· Easier to find, serve process on, litigate against (if vendors are fly-by-night)

· Also may have more assets 

· A successful suit would have the biggest impact on the problem – rather than stopping one individual’s conduct, could stop central def which will shut down all individuals
· Can’t impose secondary infringement unless there is some direct infringement to point to

· Need to think about what scope of direct infringement is, even if don’t think individual end-users would have themselves been sued
Theories of secondary liability
· VICARIOUS LIABILITY ( asking if def’s relationship w/ direct infringer is of such a nature that it is proper to impose vicarious liability on def
· If def has right and ability to supervise infringing activity and has a direct financial interest in such activity (Gershwin)
· Knowledge of infringement not required
· But ct might be more likely to find vicarious liability when clear that def had knowledge 
· (1) Right and ability to control
· Shapiro – contractual right to control is sufficient – don’t have to show control in practice

· May not actually require practical ability – right may be sufficient

· Right to terminate contract for any reason is control (Fonovisa)

· And if def doesn’t have contractual right, having practical right to do so and actually controlling is sufficient (Gershwin)
· (2) Direct financial benefit
· Sufficient if def gets cut of individual’s profits (Shapiro)

· Fonovisa says direct financial benefit shown where the existence of infringing activity is a draw for customers
· Reese says should have to show evidence that it actually is a draw – otherwise def could argue that customers would have come anyway
· If ct doesn’t require some evidence of actual draw, the issue of “directness” has been seriously eroded
· May be rooted in a generalized benefit
· CONTRIBUTORY INFRINGEMENT ( about def’s own actions / conduct
· If w/ knowledge of the infringing activity, def induced, caused, or materially contributed to another’s infringing conduct (Gershwin)

· (1) Objective knowledge req – if reasonable person actually knew or should have known (Napster)
· Includes notification of copyright infringement (Fonovisa)

· Unclear if knowledge of infringement is required, or just knowledge of activity 

· To some degree this requires 3rd parties to police infringement – have to think about where we want to draw the line

· (2) Material contribution 

· Fonovisa says met when def provided space, utilities, parking, plumbing, attracted customers – providing site and facilities for known infringing activity is sufficient to est contributory infringement
Dual-use technology and contributory infringement
· Sony – claim of secondary liability for end-users’ alleged direct infringement by engaging in time-shifting and other kinds of recording
· Ct announces new test borrowed from patent law ( no secondary liability for distributing a product to the public if it is widely used for legitimate, unobjectionable purposes
· Product need merely be capable of substantial non-infringing uses 

· Doesn’t define what this test is – but says time-shifting meets it

· Also talks about commercially significant non-infringing uses

· Test applies to the sale of copying equipment – equipment which can be used to “copy” and infringe on any of the owner’s § 106 rights (not merely reproduction right)
· Would apply to photocopiers, typewriters, digital technologies (computers, digital cameras, blank CDs), musical instruments, etc
· Ct wants to balance copyright owner’s protection against the development of new technologies that can be used for good, non-infringing purposes
· Thinks ordinary test wouldn’t properly balance these interests – b/c otherwise you might need to get permission from copyright owners to make and sell your product

· So rather than apply ordinary test, says dual use technologies that are primarily used for non-infringing purposes, OR capable of substantial non-infringing use, OR capable of commercially significant non-infringing use, selling the equipment won’t constitute a basis for imposing secondary liability 
· Reese says more likely that test is either “capable of substantial non-infringing use” OR “capable of commercially significant non-infringing use”
· Because Blackmun dissent wants “primarily used” test and seems to think this isn’t what the maj adopted

· Says no liability only if “a significant portion of the product’s use is non-infringing” – focusing on actual use rather than potential use
· Under any of these tests, ct is engaging in predictive analysis to some extent
· So face uncertainties b/c these are new technologies and it isn’t entirely clear how they will be used
· Napster – def relies on Sony and says not liable b/c there are substantial non-infringing uses
· 9th Cir says Sony is just about the knowledge prong of the contributory infringement test
· Says all that Sony means is that if your product is capable of substantial non-infringing uses, ct can’t impute constructive knowledge based on the nature of the equipment
· 9th Cir also says Sony doesn’t apply at all to vicarious liability context

· Unclear if this is actually how Sony should be read
· But says this doesn’t help here – Napster has actual knowledge of infringing use 
· 9th Cir tailors contributory infringement to the online context

· Says that in the online context, the question is (if a computer system operator learns of specific infringing material available on its system and fails to purge that material, then that constitutes knowingly contributing to the infringement and system operator can be held contributorily liable
· Says copyright owners bear some burden to identify infringing material and notify system operators
· Grokster – here def just distributes software and individual users exchange software w/o def’s participation
· 9th Cir says bound by Napster’s interpretation of Sony
· Says not clear that defs can control the uses, and also not clear that if they were shut down users couldn’t just continue to infringe amongst themselves

· Says defs don’t have knowledge of infringing activity at the time that they make their contribution (i.e. distribute software)

· SCOTUS says Sony std doesn’t bar the imposition of liability on the basis of promoting infringement, where the evidence is something beyond merely distributing a dual-use product knowing that some people will infringe
· Inducement ( liability for distributing a dual use device w/ the object of promoting the infringing use of the device

· Ginsburg concur ( says even w/o this theory of promotion, © owners could probably win here even under the Sony std

· In part based on fact that evidence of non-infringing uses is merely speculative 

· Suggests that “capable of non-infringing use” test is also concerned with actual use, not merely theoretically possible uses

· Breyer concur ( says if not for the inducement claim, defs wouldn’t be liable under Sony 
· But he also says the evidence suggests that 10% of the material available is non-infringing – and that is roughly equivalent to the quantity of authorized time-shifting in Sony
· Suggests that the quantum of non-infringing use matters 

· Also says std not merely current use but also capable uses – and this is about whether or not there is the potential for expanded legitimate uses over time

· Says if it doesn’t grow (10% forever) that might not be enough 

· Again suggests that not merely about capabilities, but also likelihood of actual use
· How do we decide whether def has promoted the infringing use of its dual-use device?
· Ct says need clear expression or other affirmative steps taken to foster infringement

· Direct advertising and promotion 

· Classic example of communicating a message to encourage or promote infringement

· Other evidence beyond express advertising is relevant

· Targeting known infringers (e.g. ex-Napster users)

· Business model – infringing material will attract more people

· But ct says this alone isn’t enough to find promotion of infringing uses

· Def didn’t develop a filtering tool to identify and stop infringement

· But ct says this alone wouldn’t be enough to prove promotion of infringement

· Court doesn’t tell us how much evidence is necessary to show promotion / inducement of infringement if don’t have direct advertising
Secondary liability for OSPs
· OSPs include companies that provide an internet connection and providers of online services
· Netcom – OSP for news group sued re: infringing bulletin board post
· Ct rejects direct infringement claim against Netcom – says will only allow infringement claims against OSPs on the basis of secondary liability

· Says says can’t hold everyone who connects customers to internet liable for direct infringement b/c Internet would fall apart

· Vicarious liability 

· Not found b/c no direct financial benefit – subscriber pays a flat monthly fee, not tied to infringing activity

· Contributory infringement 

· Clearly providing internet connection is material contribution

· Ct says issue of fact whether Netcom knew or should have known that the activity was infringing – this concerned ISPs

· § 512 safe harbors ( enacted to govern liability of ISPs

· If def ISP comes within one of the safe harbors, won’t be liable for any monetary relief based on infringement claims, and will only be liable for very limited, prescribed injunctive relief
· Only covers online service providers
· § 512(k) – narrow definition for internet connectivity providers, also broader definition of “service provider” encompassing “provider of online services” (which would include things like Amazon, eBay, Google)

· If you can bring yourself w/in this broad definition, may be able to take advantage of the safe harbors

· Also threshold conditions for eligibility – not enough to be a “service provider”

· Have to accommodate and not interfere w/ std technical measures

· No cases dealing w/ this provision

· § 512(i) – service provider has to adopt and reasonably implement, and inform subscribers and account holders of, a policy that provides for the termination in appropriate circs of subscribers and account holders who are repeat infringers 
· “Terms and conditions” policy generally treated as sufficiently informing
· Usual lang is that ISP has right to take down infringing material, terminate infringing user’s access
· Question of what constitutes a repeat infringer
· All we know is it means someone who infringes more than once – but can policy define “repeat infringer” more loosely?  i.e. more than 10x?
· Also must be reasonably implemented
· Do ISPs have obligation outside of being notified by copyright owners to identify and police infringement?
· Would often be hard for them to monitor all users
· And may not be clear when something is actually infringement – what if it’s fair use?
· Corbis – ISP-favorable interpretation of § 512(i)
· Terminate in “appropriate circs,” not merely when ISP has received notice of infringement
· Suggests that something more than notice is required
· Says can only prove infringement if failed to terminate a user even though it had actual knowledge of their repeat infringement
· But other cts have held that failure to terminate a user after receiving 2 notices of alleged infringement constitutes failure to reasonably implement a § 512(i) policy
· Ellison – unreasonable implementation (not unreasonably policy in and of itself) b/c AOL made it essentially impossible to notify them of copyright infringement
· If ISP meets threshold conditions, have to determine whether it falls under any of the safe harbors
· § 512(c) – safe harbor for copyright infringement claims based on SP’s storage of material on its system at the direction of a user

· Applies to hosting a website, hosting a chat room, storing a user’s MP3 files in a music locker, YouTube, etc

· Applies IF service provider meets certain specified conditions (
· Knowledge

· No liability if have no actual knowledge that the material on the network is infringing, or if aren’t aware of facts or circs from which infringing activity is apparent
· This is treated as a red flag std, when infringing activity is obvious
· Also OK if act expeditiously to take down infringing material when they do learn of it
· Like stricter contributory infringement test
· Direct financial benefit

· Can’t receive financial benefit directly related to infringing activity in a case where service provider has the right and ability to control such activity
· Direct benefit if ISP charges download fees, or if advertising targeted to infringing content, or if ad revenue depends on how many times a particular video is shown

· Not clear whether advertising model in general counts as sufficiently direct
· Direct financial benefit must be in a case where ISP has the right and ability to control the infringing activity

· Cts have been reluctant to say that the mere right and ability to remove infringing content = the right and ability to control under § 512(c)
· Otherwise would always meet this std b/c have to meet it to fall under safe harbor provision to begin with
· But cts haven’t really defined what does constitute “right and ability to control” for these purposes
· Like stricter vicarious liability test

· Notice + takedown (and counter + put back) provision

· Must respond expeditiously to remove, or disable access to, the material that is claimed to be infringing or to be the subject of infringing activity

· If SP gets proper notification from copyright owner, to stay in safe harbor must respond by taking down / disabling access to the material

· User can then counter-notify – can say material isn’t infringement

· If user does this, then SP has to tell copyright owner about the counter-notification, and copyright owner either has to file infringement suit (and material stays down), or SP must put material back up

· § 512(d) – safe harbor for SPs who connect users to infringing material or activity by providing info location tools, like directories, hyperlinks, search engines

· Congressional intent was not to impose any affirmative obligation on SP to monitor its content

· § 512 could be interpreted by cts in a way that imposes more obligations on SPs to catch infringement

· Or could say this kind of argument should be made to Congress
· This is ONLY a safe harbor ( so if def doesn’t qualify, doesn’t mean it is liable for copyright infringement – just means it isn’t entitled to the safe harbor shield, and its liability will instead by litigated under ordinary principles of copyright law

· Ordinary principles may be those of Netcom – secondary liability approach

· Also think about interaction b/w this regime and Grokster inducement liability
· To the extent that safe harbors track a view that SPs should be exempt from direct liability but not from secondary liability, may argue that to the extent inducement is a secondary liability claim, it should still be available

· But on the other hand, statute says service provider shouldn’t be liable for monetary relief unless specified conditions are met – and conditions don’t say anything about inducement

· So maybe Congress has to explicitly add inducement
ENFORCEMENT
EQUITABLE REMEDIES
· § 502 – injunctive relief

· Includes preliminary and permanent injunctions

· Permanent injunctions pose some potential issues – especially where def infringed, but also substantially contributed his own expression

· SCOTUS has suggested that maybe permanent injunctive relief won’t always be the right solution to a copyright infringement suit

· May be cases where ct allows def to continue to use the work, but pay damages/share profits – which would look like a compulsory license

· Old case approved this arrangement – but this is one of the only times where SC actually does this, and not a lot of lower cts have taken this up
MONETARY REMEDIES
· § 504(a) – 2 possibilities for monetary recovery by copyright owner who wins infringement suit

· Either copyright owner’s actual damages + any additional profits of the infringer

· Or statutory damages 

· § 504(b) – actual damages + profits attributable to infringement
· Actual damages – goal is to compensate owner for actual harm done due to infringement 

· Happens when copyright owner has lost sales of work to 3rd parties

· To the extent plaintiff can establish that he lost sales due to def’s sales of infringing copies, plaintiff is entitled to the profit that it would have made on each of those lost sales

· Sometimes hard to know whether every sale of def reasonably represents a lost sale of the plaintiff – so some questions of fact

· i.e. if infringing copy is substantially cheaper, buyer may not have bought original copy

· i.e. if products are somewhat different, buyer may not have bought original copy 
· Happens when copyright owner has lost revenue that would come from licenses that he might grant to 3rd parties

· Cream – Shaft theme in liquor commercial 

· Plaintiff says would have charged $80K for license to use theme or part of theme in commercial for one year, and was approached by potential buyer who decided not to get license after seeing def’s commercial 

· Ct says this is actual damage suffered – and plaintiff entitled to entire $80K b/c that was their std license that was no longer saleable due to def’s infringement

· Frank Music – act from plaintiff’s play in def’s production

· Plaintiff says use of act meant they couldn’t license anyone to put on a full production of their play during that time

· Ct rejects this arg – says no one was deterred from putting on a full production b/c excerpts were used in def’s performance
· Would have been better to argue that they lost license in use of act of play, not play as a whole
· Davis v. The Gap – sunglasses in Gap ad

· Plaintiff says lost license fee that it could have charged def for use of his sunglasses

· Ct says this does constitute actual damages – copyright owner suffered harm b/c def used work without making payment that would normally be required 

· Concerned about risk of abuse – but says can deal w/ uncertainty about amount of damages


· Shouldn’t exclude b/c of uncertainty about amount if there is no uncertainty about existence of damages
· Need reasonable evidence for ct to make out damage calculation – can’t be merely speculative
· Profits of infringer that are attributable to the infringement, and not taken into account in damage calculation – goal is to force infringer to disgorge benefits received from infringing activity
· First have to figure out what infringer’s profits are

· Plaintiff has to prove infringer’s gross revenue
· Recoverable profits include indirect revenues, not merely the revenues directly from the sale of the work

· Frank Music – production drew people to hotel, gaming tables

· Cream – def made profit from sale of malt liquor, but no direct profit from infringement (i.e. hasn’t sold copies of the ad)

· Davis – 2nd Cir says Gap corporate parent’s gross revenues aren’t part of profits, must be gross revenue “reasonably related to the infringement”
· Gross revenue related to sale of eyewear or accessories at The Gap

· But isn’t it possible that sale of eyewear may have led to sales of other items?
· So “reasonably related” revenues can include indirect revenues – not just sales of infringing product

· Then infringer has to prove deductible expenses, and elements of profits that are attributable to factors other than the copyrighted work
· Can deduct indirect expenses but def must show how the expenses are actually related to the production of the infringing work

· Then apportion profits to determine whether or not they are attributable to the damages
· Plaintiff can only recover profits that are attributable to the infringement
· Infringer has the burden of showing which elements of profit are attributable to factors other than the copyright worked
· But cts don’t absolutely follow this assignment of burdens
· Cream – 9th Cir says would be unjust to give plaintiff everything just b/c def can’t compute w/ certainty how much is actually attributable to other factors
· Even though the statute puts burden on def, as long as there is some evidence that could be a springboard for apportionment, ct has a duty to apportion

· Says all that is required is reasonable approximation
· 7th Cir says if GM were steals your copyrighted work to put in their sales brochure, can’t rest your case on a report of their revenues in total

· Cts are unwilling to give plaintiff everything even if def doesn’t prove apportionment, if there is some basis for apportionment
· § 504(c) – statutory damages

· Ct can set award anywhere b/w $750 and $30K

· This is for all infringements involved in the action, w/ respect to any one work for which any one infringer is liable individually

· Ct will consider how many infringements there are in determining where to set the award in that range

· Could be complications as to what constitutes “any one work”

· Statute says ct determines where to set damages, but SCOTUS says jury determines it

· But as long as copyright owner is willing to take the minimum ($750), doesn’t have to go to a jury

· Discretionary awards based on def’s mental state

· In cases of willful infringement, ct may increase maximum to $150K

· Wild Oats – finds willful infringement where def knew or should have known the unauthorized reproduction was infringement + acted in reckless disregard of copyright owner’s rights

· If infringer proves that he wasn’t aware and had no reason to believe his actions were infringement, ct may reduce minimum award to $200

· Copyright owner can elect to pursue statutory damages at any time before the end of the case

· But not every copyright owner is entitled to seek statutory damages in every case

· Availability depends on the registration status of the work, and the time when infringement occurs
· § 412(1) – no statutory damages for infringement of copyright in an unpub’d work commenced before the effective date of registration 

· § 412(2) – no statutory damages for infringement of copyright commenced after first pub of work and before effective date of registration, unless such reg is made w/in 3 months after first pub
· § 505 authorizes ct to award prevailing party attorney’s fees 
· Also turns on § 412 considerations
· And totally w/in ct’s discretion – but must use same stds in deciding whether or not to award attorney’s fees to prevailing plaintiffs and prevailing defendants (Fogerty v. Fantasy)
· Policy reasons for having statutory damages
· Congress wanted to give some recovery to the owner and some incentive for them to enforce their copyright even where actual damages might be low and/or difficult to prove

· Who might this apply to?

· People like ASCAP and BMI – if club played 10 songs w/o license, actual damages might just be cost of those licenses, which could be a few hundred $ if it is a small nightclub

· Music copyright owners / recording industry suing individual users of p2p networks (see in BMG) 

CRIMINAL LIABILITY
· § 506 – limited to willful infringement
· But unclear what willful infringement means in this context – seems like it might mean that you have to know what you’re doing is illegal

· Infringement must also be (
· (1) For purposes of commercial advantage of private financial gain (includes receipt or expectation of receipt of copyrighted works); OR

· (2) Reproduction / distribution of 1 or more copy of 1 or more works w/ total retail value over $1000 in any 180-day period; OR

· (3) Dissemination of pre-release work on computer network 

· SOL for criminal violations is 5 years – as opposed to 3 years for civil actions

Procedure for bringing suit (
· If you want to bring copyright infringement suit in US ct, if copyright is in a US work (rather than foreign work) have to register as a prereq to bringing the suit

· But can register at any time – can register when find out you about infringement

· Though timing of registration will affect other things

· When you can sue ( once you have infringement + registration, SOL for civil copyright infringement claims is 3 years after claim accrued (§ 507(b))

· Uncertainty about when claim accrues 

· Do repeated acts of infringement constitute a continuing wrong, so as long as one infringement happened w/in 3 years can sue for all?

· Or are they separate and independent acts, so can only sue for the ones that happened w/in the last 3 years?

· Where you can sue ( fed cts have exclusive jd over copyright infringement suits (claims arising under copyright law)

· Doesn’t mean every suit will go to fed ct – “arising under” doesn’t cover everything

· But definitely covers infringement claims

· Breach of contract that is a copyright license – if claim is really a breach of contract claim, ct may decide it isn’t “arising under” copyright law

· Preemption ( how far state law can go w/ respect to things that fall within the subject matter of copyright

· Room left to states defined by statute and SCOTUS case law

· To the extent you are dealing w/ a state law claim involving something that comes w/in the subject matter of copyright, want to think about possibility of preemption

· State law claims might fail b/c fed copyright law bars the states from granting certain rights in copyright subject matter

· State law claims can still be considered in fed ct when also a fed copyright claim

· So jd and preemption are separate questions
TECHNOLOGICAL PROTECTION MEASURES
· Technology is a double-edged sword
· Copyright owners interested in using technology to limit infringement
· But this inspires people to try to use technology to get around protective measures

· So copyright owners are interested in having legal protection to reinforce their use of technological protection measures
· Chapter 12 (added by DMCA)
· Protects two kinds of technological protection measures (
· Access controls – measures that won’t let you get access to the work without taking some action (e.g. password)

· Rights controls – measures that restrict your exercise of some right of copyright owner using the work once you have access to it (e.g. copy controls)

· Distinguishes b/w two kinds of prohibitions imposed (
· Device ban – prohibits making, selling, or trafficking in any device that circumvents an access control (§ 1201(a)(2)), or circumvents a rights control measure (§ 1201(b))

· Act ban – prohibits act of any person circumventing one of the access control measures (§ 1201(a)(1)) [doesn’t apply to rights controls]

· Limited exceptions to bans (rest of § 1201 ( exemptions and limitations)

· Exemptions not uniform – some apply to all 3 bans, some only apply to 1 or 2 of the bans

	
	Act Ban
	Device Ban

	Access Controls
	§ 1201(a)(1)
	§ 1201(a)(2)

	Rights Controls
	------
	§ 1201(b)


Relevant caselaw 

· Streambox – involves access control (Secret Handshake limits access to only those using Realplayer) + rights control (Copy Switch restricts exercise of reproduction right w/ respect to the streamed files)

· Blurs distinction b/w access control and rights control by merging them into a single system

· Ct finds that Streambox VCR is a device that circumvents both access control and rights control (“circumvent” has broad definition)

· But that isn’t enough to condemn it – not all devices are banned

· Trafficking ban is only on devices that are either (
· (1) Primarily designed and produced for purpose of circumvention

· (2) Have only limited commercially significant purpose or use other than to circumvent technological measure 

· (3) Is marketed w/ knowledge for use in circumventing technological measure 

· Ct finds that Streambox VCR fits into both (1) and (2)
· Rejects Sony “capable of substantial non-infringing use” defense – Sony is about whether or not you can be secondarily liable for copyright infringement based on distribution of device or technology, but this is about liability for trafficking in prohibited circumvention device—not about copyright infringement
· Congress spelled out circs under which such trafficking will be banned – and doesn’t say you aren’t liable if device is capable of substantial noninfringing use
· Reimerdes – circumvention of content scramble system (CSS) used on DVDs so you can view the movie, but not copy it
· Ct rejects fair use arg that some people use DeCSS to get around TPMs to engage in fair use

· Says there is a potential tension b/w technological protection measures and fair use – but says Congress knew about this and crafted the statute to try to balance copyright owner’s concerns about preventing piracy w/ social interest in engaging in fair use

· Says ban on circumvention of access controls, rather than rights controls, protects interest in public use of works of authorship

· If you have to circumvent TPM to engage in fair use, your act of circumvention isn’t illegal b/c Congress only barred acts of circumventing access controls
· BUT problems – not everyone will have the ability to get around rights control in order to make the clips, and to the extent access controls and rights controls are merged into one system, unclear that you could engage in act of circumvention of rights control w/o also circumventing an access control at same time or just before

· Ct also says no constitutional entitlement to fair use

· This is before Eldred – where ct says copyright law not subjected to 1st amend scrutiny precisely b/c it has protections like fair use

· Some argue that Congress enacting provisions to technological measures that had impact on fair use would allow for a 1st amend challenge (b/c would affect the contours of copyright law)

· And ct says even if fair use is required, doesn’t mean that you should be able to make fair use in the most optimal way
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