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I. Introduction
A. The Basic Policy Considerations Underlying Trademark Law
1) For protection
(a) Protecting Consumers from Confusion
(i) Easterbrook: “Confusingly similar marks make consumers’ task in searching for products harder.”
(b) Protecting Entrepreneurs from Misappropriation
2) Against protection
(a) Protecting competition in the market (to the benefit of competitors and consumers)
(b) Avoiding conflict with patent and copyright
B. Historical Background and Constitutional Limits
1) The Trade-Mark Cases (U.S. 1879) CB 3 → Invalidated 1870 and 1876 Trademark Acts as beyond congressional power.
(a) Trademarks not covered by the Copyright and Patent (Intellectual Property) Clause because it covers only works of authorship or invention, and trademarks are neither.
(i) Trademarks are built not through invention but through use. They’re often just regular words or shapes that gain currency over time.
(b) These acts were not covered by the Commerce Clause because they were not aimed specifically at marks used in interstate commerce
(i) The Lanham Act of 1946 corrected this by limiting its application to trademarks used in commerce.
C. Sources of Trademark Law
1) Federal
(a) The Lanham Act
(b) Federal Court interpretations of the act
2) State
(a) Statutes
(b) Common law
3) Foreign
(a) Trademark law is territorial, so rights in any country are governed by that country’s law.
D. Trademark Law vs. Unfair Competition
1) Trademark Law is essentially a particular type of unfair competition law
2) Int’l News Svc. v. Associated Press (U.S. 1918) CB 13 → Relief for AP in unfair competition where INS was pulling their articles off the early wire, rewriting them, and selling them to its own clients.
(a) No claim in copyright (because INS was rewriting), and no misrepresentation, but AP had a claim for misappropriation of the facts of the articles.
(b) This case shows the breadth of common law unfair competition.
II. Subject Matter & Standards
A. Overview
1) The requirements for trademark status
(a) Subject matter capable of indicating or distinguishing source
(b) Distinctiveness (i.e. it actually does indicate or distinguish)
(c) Non-functionality
2) The questions for analysis
(a) If not a word mark, it this of the type of subject matter that trademark law covers?
(b) If a word mark, is it inherently distinctive?
(i) If yes, proceed to questions of functionality and use and registration.
(c) If not, is it potentially distinctive (i.e. merely descriptive)?
(i) If not, it is generic, and does not get trademark protection. A court may however give some equitable relief, at in the Thermos case.
(d) If potentially distinctive, has it acquired secondary meaning?
B. Subject Matter
1) Statute
(a) Lanham Act § 1127 – Trademarks can include any “word, name, symbol, device or combination thereof” that is used or intended to be used to 
(i) identify and distinguish goods or services, and
(ii) indicate the source of the goods (whether known or unknown to the consumer).
2) Basic Rule: Nearly anything can be a trademark under the Lanham Act if it meets the normal criteria
(a) Color
(i) Qualitex v. Jacobson Products (U.S. 1995) CB 102 → Holds that color per se (i.e. the color of the product standing alone) can attain trademark status because it is a “symbol” within the current understanding of §1127 and it is capable of identifying and distinguishing a good.
· While the case is about color, its language basically says just about anything is capable of being a trademark:
1. “It is the source-distinguishing ability of a mark – not its ontological status as color, shape, fragrance, word, or sign – that permits it to serve these basic purposes.”
2. It also makes clear that color, like those other symbols, is only potentially distinctive. It gets protection only on a showing of secondary meaning.
· Here the plaintiff in an infringement suit is claiming rights in the special green-gold color of its dry-cleaning press pads
· Breyer’s opinion basically says that the fact that we’re talking about a color rather than some other symbol doesn’t bar it from trademark status as long it is actually acting as a trademark.
1. “No special legal rule prevents color from serving as a trademark.”
2. The fact inquiry is whether the color is actually identifying or distinguishing, rather than being used as a default, or ornamentally, or functionally.
· As an example, Owens-Corning gets trademark protection for the pink color of its fiberglass insulation because there’s no independent reason for it to be pink.
· Defendant makes fruitless four arguments against protecting product-color (as distinct form the color of packaging)
1. Difficulty in distinguishing shades of color from one another will be too hard on competitors and courts trying to determine infringement.
· Breyer says this is no different from the judgments made with similar sounding words.
2. Old cases barred trademark status for these types of things.
· Breyer says the Lanham Act, and particularly the modern interpretation of it, changed this.
3. No need to protect color as a mark, because it can get trade dress protection.
· Irrelevant, because trademarks get protection trade dress does not, particularly in the registration context.
4. Color depletion
· This is the best argument because of its potentially anti-competitive consequences, but Breyer says in situations where this is a problem, the functionality doctrine will preclude trademark protection anyway.
(ii) Scent
· In re Clarke (TTAB 1990) CB 129 → Trademark appeals board reverses PTO denial of registration to Plumeria blossom scent on sewing thread.
1. TTAB holds that fragrance is capable of identifying and distinguishing source and that Clarke proved that consumers actually perceived it as distinguishing source.
· A problem might be distinguishing between whether customers buy the product because the scent indicates source, or whether they are buying it because they like the smell (which would indicate functionality).
(iii) Sounds
· Sounds can be a “symbols,” and they can identify or distinguish source, but only if they refer to something other than the song itself, or the performer.
1. Examples: The NBC chimes, Sweet Georgia Brown for the Harlem Globetrotters and the Intel ditty.
· Oliveira v. Frito-Lay (2d Cir. 2001) CB 133 → Rejects for §43(a) infringement claim by Astrud Gilberto who asserted trademark rights in The Girl From Ipanema as her signature song.
1. Judge Leval sees this as a claim that the song refers to itself.
2. The court’s concerns
· Disruption of settled business expectations in who has rights in a song.
· The ability of performers to gain rights in their songs both through copyright (she had none) or contract (question how realistic this is).
· Anti-commons problem: The more rights holders you recognize, the harder it is for a would-be users to get a license from everyone.
3) Copyrightable Material
(a) General concern
(i) Comedy III Productions (9th Cir. 2000) CB 138 → Trademark protection denied for clip of Three Stooges largely because of conflict with Copyright Law.
· This was material that was originally copyrighted, but the copyright had expired. To give trademark rights (which never expire) would undermine the central policy goal of copyright in having authorial creations eventually enter the public domain.
1. O’Scannlain writes that Comedy III doesn’t own this material; “we all own it.” 
· The court distinguishes earlier circuit cases where rights were recognized, but the distinctions seem shaky
1. Vanna White Case: There it was a likeness of White to sell a product.
2. Tom Waits Case: There the difference was that the advertiser used an imitation of his voice, where here it was the actual voice.
3. George Wendt Case: Animatronic robots of Norm from Cheers, difference again was that this was a replica, not a clip.
· No help also that the clip included elements that in other context would have been a trademark. Pictures of the stooges on a t-shirt might be an infringement, but the clip was not.
(b) Author names and titles of copyrighted works
(i) Author names are generally considered part of the copyrightable material, and not protectable as trademarks. 
· However, when the author’s name is used on a series of works, and the author shows either quality control over the works, or promotion of the author’s name so that consumer’s “know what they’re getting, ”trademark status is possible.
(ii) In re First Draft (TTAB 2005) Supp. 33 → Board recognizes the series exception to the author name rule, but says author of series of romance novels failed to meet the quality control/promotional prong of the test.
· The rule is that an author name can be trademark where it is used on a series of works, and it is used in a way that serves as an indicator of source or quality.
1. This can be shown by the way it is marketed, or by showing that the author controls the quality of the works and the use of her name.
· The board here takes a different approach than the 9th Cir. in Comedy III. They recognize that the rule they adopt will lead to some conflict with copyright, but they say that’s permissible where the name really serves a trademark function.
C. Distinctiveness
1) The Abercrombie Spectrum of Distinctiveness
(a) Inherently Distinctive Marks – Automatic Protection
(i) Fanciful
· These are completely made-up words.
· Examples: KODAK, EXXON
· Consequences
1. Easy to acquire rights, broader protection, perhaps stronger protection, easiest eligibility for dilution protection
2. Disadvantage is that these names tell you nothing about the products they refer to, so they require more effort to get consumers to make a connection.
(ii) Arbitrary
· These are preexisting words, but with no previous relation to the product or service
· Examples: APPLE for computers, SUN for banks, CHEERIOS for cereal
· Consequences
1. Roughly the same as fanciful marks, though potentially less breadth and strength of protection available.
(iii) Suggestive
· These are marks with some connection to the product, but they require some imagination, thought or perception on the part of the consumer to make the connection.
· Consequences
1. These marks get lesser protection that arbitrary/fanciful marks, but a designation of suggestive is a huge advantage over descriptive, because it gives immediate protection without a showing of acquired distinctiveness.
(b) Potentially distinctive marks – Protection only with Acquired Distinctiveness
(i) Descriptive (or Merely Descriptive)
· These are words that describe something about the product itself, its potential use, or its potential customers.
· Example: OAT O’s CEREAL
(ii) Mistakenly misdescriptive marks (registration context)
· These are marks that contain misdescriptions of their goods that prospective purchasers are likely to believe, but that are not likely to affect their purchasing decisions.
(c) Non-distinctive terms – No protection
(i) Generic
· This is just the name of the product – it carries no indication to consumers about source (even if it once did)
· In Abercrombie, the court finds the term SAFARI to be generic when describing certain types of clothing.
1. “No matter how much money and effort the user of a generic term has poured into promoting the sale of its merchandise, and what success it has achieved in securing public identification, it cannot deprive competing manufacturers of the product of the right to call an article by its name.”
2) Suggestive or Merely Descriptive?
(a) The basic question
(i) In determining whether a “mark” is suggestive, a court will generally ask two questions:


· How directly does the term communicate knowledge about the product?

1. Part of this is the question of how much imagination the consumer will need to use to make a connection between the term and the product.

· How widely is the term used by other companies?

1. This relates to the concern over hampering competition, but widespread use because it also makes consumers less likely to connect the term with a single source.
(ii) Security Center (5th Cir. 1985)
· After first deciding that Security Center is not generic (though it’s moving that way), it uses a two-part analysis to decide whether it is suggestive or merely descriptive:

1. How much imagination does the consumer have to use to glean the nature of the product from the name?

· Another test courts use is whether the consumer has to engage in multi-stage reasoning.

· The court also uses the flipside of this question: How much imagination was required to come up with the name (not much)?
· Another way courts get at this is by look to dictionary definitions

2. How likely are competitors to use the term to describe their product, and indeed how many are already using it?
· If it is widely used, that cuts against protection both because of the harm to competition and because it makes the term less source-identifying.

· The court says that the fact that “security centers” could be descriptive of other things (say, jails) doesn’t make it any less descriptive of plaintiff’s service.
1. Is this right? Doesn’t that make the communication less direct, and thus push toward suggestiveness?

(iii) COPPERTONE held suggestive for suntan lotion (referenced in Zatarains)

(iv) Zatarains → FISH-FRI found to be merely descriptive in reference to flour used to bread fish for frying.

· The court looked to dictionary definitions of “fish fry” and the two entries were “a picnic where you fry and eat fish” and “fried fish” and found that the words “naturally direct attention to the purpose or function of the product.”
(b) Top level domains

(i) As a general rule, top level domains such as .com serve no source identifying function, so their addition to an otherwise descriptive or generic term cannot make the whole protectable.
(ii) In re Oppedahl (Fed. Cir. 2004) Supp. 7 → PATENTS.COM merely descriptive, because it merely adds a TLD to a descriptive word.
· The court upholds the PTO’s policy of not registering domain names where the non TLD part is not inherently distinctive, but recognizes that there could be situations where the addition of a TLD creates a whole that is less descriptive than its parts (example is the pun TENNIS.NET).

· The court agrees that the rule is to consider the mark as a whole, but says that you have to consider the meanings of the parts to understand the commercial significance of the whole.

(c) Personal Names

(i) General rule is that personal names (like colors or fragrances) are only potentially distinctive, but only if the public will understand it primarily as a personal name. Otherwise they can be inherently distinctive.
(ii) Peaceable Planet v. Ty (7th Cir. 2004) Supp. 19 → Name “Niles” for a stuffed camel was inherently distinctive because it was a rare name the usual rationales for the personal name rule didn’t apply.
· Niles is a very rare and unusual personal name, so the public was unlikely to understand it primarily as a personal name.

· The purpose for the rule is usually understood as being not to restrict someone who happens to have the same name from entering the market, but that doesn’t apply here because we’re not worried about a camel named Niles wanting to go into business.

1. The Lanham Act specifies that terms that are primarily merely a surname cannot be inherently distinctive, but the extension of the rule to first names is a judicial creation, so Judge Posner feels it can be limited.

· Posner basically can’t see any use for the rule here, because Niles is suggestive when referring to a camel (it’s a play on Nile).

3) Acquired Distinctiveness (Secondary Meaning)
(a) The question for determining secondary meaning is whether in the minds of consumers there is a connection between the descriptive mark and the source (a connection thought to be automatic with inherently descriptive marks).

(b) Zatarains (5th Cir. 1985) → FISH-FRI protectable because of secondary meaning in New Orleans, but CHICK-FRI not protectable because of lack of evidence of secondary meaning.
(i) Secondary meaning is a question of fact for the jury.

(ii) “In assessing a claim of secondary meaning, the major injury is the consumer’s attitude toward the mark. The mark must denote to the consumer a single thing coming from a single source.

· Relevant evidence

1. Survey of consumers showing that they make a connection.

· The court says this is the most direct and persuasive way of showing acquitted distinctiveness.

· The court credited the fact that when asked in a telephone poll whether the term “fish fry” indicated a specific product or a generic coating, 77% responded “specific product. But they also noted that the evidence would have been stronger (maybe dispositive) had they followed up with a question about who makes the specific product they were thinking of.
2. Amount and manner of advertising using the mark.
· The key here, though, is that you have to show the advertising has been effective.

· Zatarains had spent $400,000 on advertising FISH-FRI during a five-year period, and sales had increased during that time. By contrast, they had done no direct advertising for CHICK-FRI.

3. Length and extent of use.
· This shows how many consumers have been exposed to the mark

· Z had been using FISH-FRI since 1950, whereas CHICK-FRI had been used only since 1968.

· Also relevant here is whether your use was exclusive.

(c) Restatement of Unfair Competition §13, Comment (e) on secondary meaning.
(i) Survey evidence is highly relevant, but only if the sample of consumers is representative.
· Especially persuasive are surveys of prospective purchasers.

· Proof of actual confusion helps, because if there was no acquired distinctiveness there could be no confusion.

(ii) Advertisements can support an inference of acquired distinctiveness. The inference will be stronger, however, if the advertising emphasizes the source significance of the mark by

· Prominently using the mark in the ad

· Instructing consumers to “look for” the mark when selecting goods.

(iii) Physical manner of use in connection with goods or services

· Is it conspicuous?

· Is it used in the places one would normally expect to see a mark (signs, letterhead)?

· Is it used together with other marks (this argues against distinctiveness)?

(iv) Concurrent use by competitors tends to negate secondary meaning

· This is because where multiple users are using the term in its descriptive sense, consumers are less likely to make the connection to a single source.

(v) Media references
· If the mark is used in a source signifying way in the media, that could help.

(vi) Proof of intentional copying to benefit from confusion is strong evidence of acquired distinctiveness, but if there’s another motive like use for its descriptiveness or functionality, this carries no weight.
(d) Rationales for giving trademark protection to merely descriptive marks with acquired distinctiveness

(i) The consumer confusion as to source rationale is just as strong as with inherently distinctive marks.

(ii) While we’re more concerned about burdening competition here, we deal with that by giving less protection to this kind of mark, rather than by denying it any protection at all.

· In some sense, though, we’re willing to let consumer confusion trump the competitive concern in this context.
D. Generic Terms
1) A generic term is the name of the product, and as such it gets no trademark protection.
(a) The key question in deciding whether a term is generic is whether the relevant public understands the term to refer primarily to the product or to the producer.
(i) What’s the relevant public?
· For a generally used product, it’s ordinary consumers.
· For a technical item, it might be particular class of potential buyers.
· In some cases, there may be multiple relevant publics.
1. ASPIRIN is generic with respect to the ordinary public , but inherently distinctive to pharmacists.
(ii) Judge O’Scannlain calls this the who-are-you/what-are-you test in Filipino Yellow Pages
· A mark answers the buyer’s questions “Who are you?” “Where do you come from?” “Who vouches for you?”
(b) Why do we deny trademark protection?
(i) To consumers the word does not indicate source, so there is no risk of confusion.
(ii) Competitors can’t adequately describe their competing products without using the term that the relevant public considers to be the product’s name.
2) Evidence relevant to proving genericness
(a) The number of other similar businesses using the term (Mil-Mar Shoe)
(i) In Mil-Mar Shoe, the court bases its finding of genericness of the term SHOE WAREHOUSE largely on the fact there were more than 8,000 examples of other retailers using WAREHOUSE in their names, and hundreds of those were shoe stores.
(b) Survey evidence (King Seeley Thermos)
(c) Media use in a generic sense
(i) In Filipino Yellow Pages, the court cited an LA Times article referring to person’s directory as a “Filipino yellow pages” rather than using the actual name.
(d) How the claimant itself uses the term (Filipino Yellow Pages)
(i) In Filipino Yellow Pages, one damning piece of evidence was that an officer of the company had earlier written agreement with another competitor not to compete in the “Filipino Yellow Pages” market.
(e) Failure to challenge use by other potential infringers.
(i) The owner
(f) Dictionary definitions.
3) Where mark has been federally registered, the burden of proving genericness is on the defendant in an infringement suit, but where there is no federal registration, the burden is on the plaintiff to prove non-genericness once the defendant has asserted a defense of genericness.
(i) O’Scannlain says the three somewhat thin pieces of evidence in Filipino Yellow Pages were enough because it was not federally registered.
(ii) He contrasts this with the evidence of genericness in the cited Surgicenters case, where the defendants used 45 exhibits including multiple generic media uses to establish the genericness of a federally registered mark.
4) The Anti-Dissection Rule: Genericness must be assessed by looking at consumers’ perceptions of the mark as a whole. A combination of two or more words generic in themselves can be potentially distinctive when put together.
(a) Filipino Yellow Pages (9th Cir. 1999) CB 69
(i) One way of avoiding a finding of genericness is where the component generic terms are put together in an unusual combination (example of STARTGROLAY for chicken feed in the Surgicenters case), but in theory, even a non-unusual combination can be non-generic is the public understands it to be so.
(b) In re Dial-A-Mattress (Fed. Cir. 2004) → While MATTRESS is clearly generic for a mattress retailer, 1-888-MATTRESS is not necessarily generic and the TTAB needed to show some evidence of genericness to deny registration.
(i) The 888 prefix is not generic, but at most descriptive.
(ii) When the PTO seeks to deny a registration based on genericness, the PTO examiner has the burden of proving genericness.
5) The order of words can potentially alter a genericness analysis, but only where the changed word order alters the meaning in such a way that the consumer has to make a significant cognitive leap from the changed form to the more common (and clearly generic) form.
(a) Mil-Mar Shoe (7th Cir. 1996) → WAREHOUSE SHOES was a more unusual formulation than the clearly SHOE WAREHOUSE, but still generic because in both cases is conjured up the same generic meaning.
(i) Both formations found generic for “large stores that sell shoes in high volume at discount prices.”
6) While a generic term gets no trademark protection, a court can provide some protection through equitable remedies in unfair competition
(a) Where some portion of the relevant public still may perceive a previously distinctive term as source identifying and could be confused, a court can restrict competitors uses to prevent confusion due to this de facto secondary meaning.
(i) King-Seeley Thermos Co. (2d Cir. 1963) → While THERMOS found to have become generic for vacuum-insulated bottles, competitor enjoined from using the term in certain ways that could risk consumer confusion among those who did not perceive it as generic.
· Competitor had to identify itself as the source, and could not capitalize the T or use the words “genuine” or “original” on its bottles.
· Note that later as the generic meaning of THERMOS grew stronger, the parties returned to court and some of these restrictions were lifted.
(b) The unfair competition cause of action for passing off can be used to prevent competitors from using a generic term in a way that confuses consumers.
(i) Blinded Veterans Assoc. (D.C. Cir. 1989) CB 79 → Competitor foundation could not be enjoined from using plaintiff’s generic name, but it could be enjoined from using it in a way that would amount to passing off.
· “A court may require the competitor to take whatever steps are necessary to distinguish itself or its product from the first organization or its product.”
· Passing off does not require a showing of intent (though that is excellent evidence where it can be shown), but it does require some kind of action on the part of the alleged passer and some showing of de facto secondary meaning off that shows they are capitalizing on the goodwill of the other company.
1. The plaintiff has to show that the likely effect of the defendant’s actions on will be to “induce the public to think” that the defendant’s product is the plaintiff’s product.
2. Confusion that results from the mere similarity of the products and the generic names used in connection with them is not enough. There has to be something more that the defendant has done.
3. A generic term might have de facto secondary meaning where the first user has enjoyed a de facto monopoly for some time.
7) Note on Genericide
(a) Most of the examples of cases where a previously distinctive mark becomes generic (THERMOS, CELLOPHANE, ASPIRIN) are names for products that were brand new inventions by the original mark owner. This suggests that when you come up with a new product, you might want to develop a generic name for the product in addition to the name you will try to protect.
(b) Terms become generic often through no fault of companies (i.e. the Thermos case), but there are steps companies can take to prevent it from happening.
(i) Actively pursue infringers
(ii) Seek to generic uses in media outlets and dictionaries
(iii) Advertise the mark in ways that emphasizes its source-identifying qualities.
E. Trade Dress
1) Legal inquiry: When can trade dress be inherently distinctive?
(a) Trade dress can be inherently distinctive, and if it is, it’s automatically protected as a mark without any requirement of secondary meaning.
(i) Two Pesos v. Taco Cabana (U.S. 1992) CB 93 → Court says section §43(a) of the Lanham Act does not impose higher standards for trade dress than it does for other marks.
· Underlying policy rationale for not always requiring a showing of secondary meaning for trade dress is that this would harm startups because competitors could step in and begin use during the time the secondary meaning was being developed.
· Here the plaintiff was claiming protection for the overall design of its stores (lost of bright colors and quirky Mexican themed stuff)
(ii) Trade dress is not registrable under the Lanham Act, so protection must come from §43(a).
(b) But while trade dress in general can be inherently distinctive, but product design or configuration trade dress can never be inherently distinctive, so secondary meaning is always required for protection.
(i) Wal-Mart Stores v. Samara Bros. (U.S. 2000) CB 113 → Holds that children’s dress designs not protectable without secondary meaning b/c product design can’t b inherently distinctive.
· Product design or configuration is deemed to be more like the color in Qualitex (potentially, but never inherently, distinctive) that the décor in Taco Cabana.
· Rationales for the rule
1. Consumers are likely to understand product design not as an indication of source, but rather as part of the product.
2. It’s hard to come up with a good test to define when a product design would be inherently distinctive.
3. Recognizing inherent distinctiveness here might make infringement suits against competitors too easy (because there’s no need to prove secondary meaning) and harder for courts to get rid of on summary judgment, which could chill legitimate competition.
· This is more of a concern in the product design area because you’re taking away something more important than words from competitors. The consequences of getting an the inherent distinctiveness inquiry wrong are greater here.
· Scalia says distinguishes Taco Cabana by saying that the restaurant was not product design but either product packaging or “some tertium quid…akin to product packaging.”
· The upshot of these two cases is that determining whether trade dress is packaging or product design is hugely important. The Court recognizes that this will be the case and basically says where the question is close, call it product design and require secondary meaning.
1. The Court doesn’t give much more guidance, apart from an example of a coke bottle, which might be packaging to someone purchasing a drink and product design to a collector of bottles.
(c) Applying Two Pesos and Wal-Mart Stores.
(i) McKernan v. Burek (D.Mass 2000) CB 119 Note 6 → Design on novelty stickers held to be product design because it was an inherent part of the product.
· The court cites the coke bottle example as establishing the following rule: An item is the product if it is the essential commodity being purchased and consumed rather than the dress which presents the product.
1. It’s not entirely clear this is an accurate reading of Wal-Mart Stores.
(ii) Yankee Candle (1st Cir. 2001) → Common elements on candle labels were product packaging, but overall elements of catalog used to market candles was more akin to product design or configuration.
· This means that the labels could be inherently distinctive, but are they? The court decides to use both the Abercrombie and Seabrook tests to get at the question.
· They say that the question is whether the trade dress is “so unique, unusual or unexpected in the market that it will automatically be perceived by consumers as an indicator of origin.”
1. Also, a claim of inherent distinctiveness in trade dress for a line of products, rather than a single product, is harder to prove.
2. Yankee did not prove inherent distinctiveness, because their labels were basically a “combination of functional and common elements.”
· Their trade dress is still potentially distinctive, however, and could get protection on a showing of secondary meaning, of course, but the court reject’s Yankee’s two pieces of evidence.
1. Long use coupled with success of the product did not prove anything because the success could be due to a quality product, rather than consumer recognition of source.
2. Advertising evidence was insufficient because it did not refer to the packaging in a way that would condition consumers to recognize it as a source indicator.
2) Factual inquiry: When is trade dress inherently distinctive?
(a) In analyzing the distinctiveness of trade dress, the Abercrombie spectrum is not particularly useful, but courts haven’t settled on an alternative.
(b) One alternative is the Seabrook test used in some courts and the PTO. This test uses the following factors:
(i) Is it a common basic shape or design?
(ii) Is it unique or unusual in a particular field?
(iii) Is it a mere refinement of a well-known form of ornamentation for the goods?
(iv) Is it capable of creating a commercial impression distinct from the accompanying words. 
(c) Ordinary shapes or letters cannot be inherently distinctive, but stylized versions can be.
(i) Star Indus. v. Bacardi (2d Cir. 2005) Supp. 23 → Elongated orange “O” with gold border on Georgi vodka label inherently distinctive, but only marginally distinctive, so protection was weak.
· Rationale is that protecting a basic shape or letter will hamper competition, protecting a stylized version will not because competitors are still free to use the basic version.
· The Georgi O was stylized with respect to “shading, border, and thickness” and each of those distinguished it from the basic letter shape. 
F. Functionality
1) The black letter rule: No trademark protection is available if the feature sought to be protected is functional.
(a) Under §43(a), the burden of proving non-functionality is on the party asserting trade dress protection. 
(b) But the rule applies only to things that are de jure (legally) functional, rather than de facto (lay) functional.
(i) The test for functionality from the Supreme Court
· “A product feature is functional if it is essential to the use or purpose of the article or if it affects the cost or quality of the article.”
1. This is the Inwood Laboratories test, and the court has said that it alone is enough to prove functionality without a showing of competitive disadvantage.
2. Does the availability of alternatives matter? Depends on your reading of TrafFix.
· Valu Engineering says the test implicitly considers the availability of alternatives in determining whether something is essential or affects quality or cost.
i. While this stretches the language of TrafFix a bit, it seems more faithful to what Kennedy actually did in that case (i.e. consider whether three springs would be as effective).
· Eppendorf reads it literally to say that available alternatives matter only in the Qualitex test.
i. This seems to undermine the meaning of “essential.”
·  A feature is also functional if exclusive use of the feature would put competitors at a significant non-reputation related disadvantage.
1. This is the test from Qualitex, which Justice Kennedy describes in Traffix as being an alternative test applicable particularly in cases of aesthetic functionality.
(ii) Morton-Norwich (CCPA 1982) CB 155 → Successful appeal of PTO finding of functionality of spray bottle shape because it was not de jure functional.
· Legal functionality isn’t a question of whether there exists a function for the design (that’s de facto functionality). It’s a question of the degree to which the function is crucial to the utility of the good.
1. This shape is de facto functional because holds water, but it’s not de jure functional because there’s no evidence that it is essential.
2. Two ways something can be legally functional
· It’s essential to use of the product.
· It’s essential do making it as well or as cheaply.
· Four types of evidence potentially relevant to functionality inquiry (there could be more):
1. Existence of utility patent disclosing utilitarian advantages of the design.
· There was a utility patent here, but it was for the sprayer mechanism, which is not what M-N was claiming protection for (the shape).
2. Advertising proclaiming utilitarian advantages of design.
3. Existence of alternative designs.
4. Comparative cheapness of the particular design compared to the alternatives.
· Basically here, the PTO did not prove functionality because there was no evidence that this bottle shape was superior to any other potential shapes.
(c) Rationales for the functionality rule
(i) Potential interference with patent law
· Protecting functional designs would interfere with the public domain aspect of patent law by protecting designs after the patent has expired.
· Might discourage people from coming up with designs that meet the higher standards of patent law if they can get the same or better protection under the laxer standards of trademark.
(ii) Competitive concerns.
· There are times when competitors need to copy in order to compete, and trademark is not the body of law to stand in the way.
2) A design can be aesthetically functional where use of the design is required to compete in a certain market.
(a) Not all circuits have adopted this rule, but the Restatement has.
(b) Wallace Intl. Silversmiths (2d Cir. 1990) CB 168 → Grande Baroque design with its little curlicues on silverware functional because use was required for to compete in the market for baroque silverware.
(i) The court here accepts the aesthetic functionality doctrine, but applies it only where there is a finding that designs comparably attractive to consumers are not available.
· This is a rejection of the 9th Circuit’s Pagliero case (cited by the district court) which broadly found aesthetic functionality wherever the pattern is an important ingredient in the commercial success of the product.
(ii) Wallace could get trade dress protection for the precise pattern on its silver if it could show secondary meaning, but it was seeking broader protection of use of the design elements.
(iii) Note the importance of the court’s definition of the relevant market here. The design would not be essential to compete in the general silverware market.
3) As a general rule, an element of trade dress is functional when consumers prefer products including the element for reasons that are not trademark related (i.e. because of the nature of the product, not the reputation of the producer).
(a) Brunswick v. British Seagull (Fed. Cir. 1994) CB 173 → Upheld finding of functionality of black color for outboard motors because of evidence consumers preferred their outboard motors to be black.
(i) The color here is functional not in a utilitarian sense (it doesn’t make the engine work better, or make manufacture cheaper) but because consumers prefer it for two reasons:
· Black matches more boat colors.
· Black engines appear smaller.
4) The existence of an expired patent does not conclusively preclude trade dress protection for features claimed in the patent, but it strengthens the statutory presumption of functionality and creates a high burden for the plaintiff to rebut.
(a) TrafFix Devices v. MDI (U.S. 2001) CB 199 → Plaintiff MDI did not overcome the presumption of functionality of its dual-spring design for wind-resistant road signs in light of its expired patent in the technology.
(i) Two ways a plaintiff could overcome the burden imposed by the expired patent:
· Show that the claimed trade dress was not actually central to the patent, but just something referenced in the application.
· Show that technology has advanced since the time of the application such that the feature is no longer functional (there’s better or similarly good technology available now).
(ii) Here the patent was extremely strong evidence of functionality for two reasons
· The patent claim was based on the product being better than previous technology at withstanding wind, and the dual-spring technology was the central feature in that advance.
· The patent application said that two springs was the best approach because one spring allowed the sign to twist and three springs added unnecessary expense.
5) At least for the PTO, if a design is functional in at least one competitively significant application, that’s enough to deny trademark protection across the board.
(a) Valu Engineering (Fed. Cir. 2002) CB 208 → PTO finding of functionality for conveyer belt guide rails in wet areas of factory was sufficient to deny registration without any evidence of functionality in other applications.
6) On the Fifth Circuit’s reading of TrafFix, the availability of alternatives is irrelevant to the Inwood test.
(a) Eppendorf → Fin configuration was functional because fins were required to make syringe tip work, regardless of whether an alternative fin arrangement would work as well.
(i) This reading seems wrong, because alternatives seem inherent to the question of whether some is essential. Essential seems to imply superiority.
7) But in the area of aesthetic functionality, availability of alternatives is a key factual inquiry.
(a) Abercrombie & Fitch v. American Eagle (6th Cir. 2002) CB 217 → Clothing designs and store configurations were functional and not protectable, but there was a genuine issue of fact on whether the catalog format functional due to the possibility of alternatives.
(i) The court adopts the 7th Circuit test: “Whether the feature is something that other producers of the product in question would have to have in order to compete effectively in the market, or whether it is the kind of merely incidental feature which gives the brand some individual distinction but which producers of competing brands can really do without.”
8) Color can be functional in several ways
(a) Meaning
(i) Blue indicates nitrogen to scientists
(ii) Red and green mean Christmas
(b) Culpability
(i) The Brunswick boat motor case.
(ii) John Deere green tractor case
(c) Visibility
(i) White color on professional knife handles functional because it makes dirt easier to see.
(ii) White color on ice cream trucks functional because it makes them more visible for sales and safety.
(iii) Black treads on ladders functional because it makes dirt less visible.
(d) Utilitarian reasons
(i) Black color on chemical bottle functional because it keeps out light
(e) Manufacturing advantage
(i) This is where color is a result of the manufacturing process, and to replace that element would cost more.
III. Acquiring & Losing Rights
A. Use in Commerce Requirement
1) As a jurisdictional matter, federal trademark law reaches only marks that are used in interstate commerce.
2) Lanham Act § 1127 tells us that Congress intends the statute to reach as far as the commerce power allows.
(a) As expansive as this is in modern law, the PTO has not interpreted it quite as expansively as the constitution might allow for registration purposes.
B. Actual Use
1) Traditional U.S. Rule
(a) You have to actually use the mark in the ordinary course of trade in order to obtain rights in it.
(i) Note that this has been slightly modified with the advent of intent to use applications.
(ii) Other countries allow registration without use.
(b) Absent registration, where two parties are both using substantially similar marks, rights go to the party that made the first bona fide use.
(i) Note the modification of this rule at common law where the uses are geographically remote and in good faith.
(c) Rationale
(i) We’re concerned about people warehousing marks they are not using, because that is harmful to competition.
2) Two approaches to the question of what type of use is sufficient to establish priority.
(a) First to sell: only a public, open transaction is sufficient to establish priority of use. 
(i) This is the old-line approach.
(ii) Blue Bell v. Farah Mfg. (5th Cir. 1975) Supp. II → Sales of goods bearing disputed mark not sufficient to establish priority of use because they were not sales to the public.
· Defendant in infringement suit over trademark on line of men’s clothing tried to claim priority based on the date it shipped trademarked goods to its regional sales managers, but the court said that was not a public enough transaction.
(iii) Rationale
·  The purpose of trademark law is to protect users of marks which the public perceives as source-identifying. If there hasn’t been any sale to the public, then there has been no opportunity for the public to identify the mark with the goods.
(b) Totality of the Circumstances: Pre-sale activities that present a chance for an association between mark and source in the minds of consumers can establish priority of use.
(i) This is a more modern development.
(ii) Chance v. Pac-Tel (9th Cir. 2001) Supp. II → Defendant’s priority of use established through a combination of pre-sale activities.
· Activities includes use of the mark in a business name, a public relations campaign using the mark, sending of brochures, interviews discussing the mark with major newspapers, slideshow marketing the product to potential large purchasers.
· On the other side, plaintiff had only a single postcard mailing and few token sales to show.
· Pre-sale could include advertising, or maybe something like giving away a product to drum up sales (as in the MANLY MOOSE problem).
· Factors to consider when deciding whether pre-sale activity is good enough to establish priority:
1. How publicly are the activities carried on?
2. How continuous are the activities?
3. Is the use sporadic or minimal?
(c) In both cases, the court seems to be sort of stretching the traditional rules in order to reach an equitable result based on the facts.
3) A clear, black letter rule is that use has to be in connection with the good or service you actually intend to associate it with in order to acquire rights.
(a) In Blue Bell, the court also rejected plaintiff’s first proffered use of the TIME OUT mark because the sales it cited featured the mark on a different line of clothing than the one it would ultimately be associated with.
(i) The court saw this is a bad faith effort to reserve the mark, because they basically slapped it on an existing line of products in order to make a few sales.
4) Determining priority of use can be harder in the context of merely descriptive marks because of the secondary meaning requirement.
(a) The general rule in this kind of priority fight is that if the first user has not accomplished secondary meaning before the second user enters the market, neither user gets protection.
(b) An alternative approach (first to get secondary meaning wins) would be much harder to administrate because of the difficulty in pinpointing the acquisition of secondary meaning.
C. Kinds of Use
1) Tacking onto an similar, but not identical, earlier use to establish priority is allowable, but only if the uses are so similar that consumers would essentially regard the mark as the same.
(a) This is a very strict standard: The mark has to contain the same continuing commercial impression as the earlier use and not differ materially.
(b) West Coast Entertainment (we didn’t read it) → No tacking allowed for company seeking priority in MOVIEBUFF when it had earlier used the slogan “The movie buff’s video store.”
2) In order to acquire rights by use, you have to be using the design as a trademark, which means that the general commercial impression on the viewer must be source identifying.
(a) Factors to consider in determining the general commercial impression:
(i) Placement, size dominance of mark.
(ii) Whether mark has been used as a mark elsewhere.
(iii) Whether company has promoted the mark as a source-identifier
(iv) Context in which the consumer encounters the mark (just a one off encounter, or would they see a bunch of items with the same identifier?)
(b) In re Astro Gods (TTAB 1984) Supp. III → Registration denied for T-Shirt design because it was used in a purely ornamental way, rather than a way that would be recognized as identifying the source.
(i) The court points out that a university name or a beer logo on a shirt would be recognized as identifying source, but that’s because those things are already recognized as marks from other contexts.
(ii) They might have been more successful at carrying their burden were the logo on the left breast, where people are conditioned to look for branding, rather than in the middle.
D. Constructive Use
1) Lanham Act §44 implements the Paris Convention
(a) Section (e) allows registration in the US without actual use in the U.S. as long as the mark is registered in a foreign country (whether or not use is required there) and you have a bona fide intent to use in the U.S.
(b) Section (d) tacks the date of U.S. registration back to the date of registration in the foreign country for purposes of priority (as long as U.S. application is done within 6 months of original registration).
2) Intent to Use (ITU) Applications
(a) This was established in 1989 amendments to the Lanham Act for three chief reasons
(i) To level the playing field between U.S. owners and foreign owners (who could get protections without use).
(ii) Actual use created great risks for companies which might spend a mint developing a new product only to discover their mark was invalid.
(iii) Dissatisfaction with court-created token use standard.
(b) The process
(i) File an application stating the mark, the goods you intend to use it with, and a statement of bona fide intent.
(ii) PTO examines it, issues a notice of allowance if accepted.
(iii) You then have 6 months to file an actual use claim (or delay another 6 months)
(iv) You don’t actually get the registration until you have actually used the mark, but you get credit for the date of the ITU application.
3) While you don’t actually acquire rights in the mark until you make actual use, once you file an ITU you can’t be enjoined from making good on your intent to use.
(a) Warnervision Entertainment (2d Cir. 1996) CB 258 → Company whose predecessor had made constructive use should not have been enjoined from making actual use, because the injunction would defeat the purpose of the constructive use statute.
(b) Note that constructive use has no effect against people who have made actual or constructive use before the time of your first constructive use.
(i) Example: If you file an ITU in April, you win a priority fight against someone who makes actual use in May, but you lose against someone who makes actual use in March.
4) Protections against warehousing in constructive use
(a) You’re intent to use must be bona fide, so if you’re holding onto a bunch of ITUs that you never make good on, or you keep refilling ITUs that would be evidence of bad faith.
(b) The statute prevents the assignment of an ITU to another company unless you’re also assigning the business the ITU relates to.
E. Who Owns The Rights?
1) General rule: The party that uses the mark owns the mark.
(a) If the party that uses the mark is controlled by another entity (as in a franchisor-franchisee relationship) then rights are vested in the owner company.
2) Generally, where rights in a mark were obtained by a group run by majority rule, the rights to the mark stay with the group even as members leave.
(a) The Boogie Kings (La. Ct. App. 1966) CB 269 → Former leader of band had no rights in the band name after he left to start a new band.
(i) The fact that Guillory had been elected band leader did not give him rights.
(ii) But the court notes the trial judge’s finding that Guillory was never a featured vocalist in the band, which suggests that a sufficiently prominent member of a band might be treated as owner of the rights.
· Note the 9th Circuit’s Platters case, which held that a person who remains continuously involved with the group and is in a position to control the quality of its services can gain individual rights in the mark.
F. Use by the Public
1) In some cases, use by the public of a name not used by the mark owner can nonetheless inure to the mark owner.
(a) Coca-Cola case (we didn’t read it) held that Coca-Cola owned rights in COKE such that it could enjoin maker of Koke-Up Kola, despite the fact that Coca-Cola had never actually used the mark COKE at that time.
(i) Evidence that most of the public referred to Coca-Cola as COKE was enough to give Coca-Cola rights in the name.
(b) This is sort of the flip side of Genericide. Rather than the public adopting the mark as the name for the product, they are creating a new source-identifying word for the product.
G. Losing Rights (Abandonment)
1) The different ways to lose rights
(a) Abandonment by non-use (must be accompanied by intent not to resume)
(b) Loss of control
(i) Naked licensing
(ii) Failure to police
(c) Assignment in gross
(i) You can’t assign a mark unless you sell the accompanying business as well.
(d) Genericide
2) Abandonment by non-use
(a) Lanham Act §1127
(i)  Two ways to make out a prima facie case of abandonment through non-use.
· Some period of non-use plus no intent to resume in the reasonably foreseeable future.
· Non-use for three years.
(ii) This triggers a mandatory presumption of abandonment, which the owner can rebut with evidence of an intent to resume use.
(b) Emergency One v. American FireEagle (4th Cir. 2000) CB 281 → Reversed summary judgment of abandonment of rights in fire engine logo because while token continued use was not sufficient to avoid the presumption of abandonment, evidence of an intent to resume created a triable issue of fact.
(i) Emergency One (which acquired the company that originally owned the mark) produced documented evidence that they had considered using the mark on another line of fire engines. Also, the price they paid for the predecessor company was high because of the strength of the brand, so there was good reason to expect they would not abandon it lightly.
· Note that the relevant intent is the intent not to resume. We don’t care if you intend to give up rights.
(ii) Also, the court notes that you have to intend to resume in the foreseeable future, but this can vary significantly from industry to industry.
· Here, the court says that because a fire engine stays in service for 20 to 30 years, the mark stays visible for a long time, meaning that the foreseeable future is a long way off.
1. They contrast this with the shorter future accorded to a more “ephemeral” product like potato chips.
· Plus, they point to evidence that E-One was being exceptionally careful before introducing a new product line with the mark because of an embarrassing disaster the last time they tried to introduce a brand.
(c) When a mark is abandoned it is up for grabs.
(i) First to use it gets rights, but courts may require the new owner to take steps to make sure there’s no confusion due to residual goodwill.
3) Loss of Control
(a) Naked Licensing
(i) Basic Points
· Where a licensor has allowed a licensee to use a mark without retaining any control over the quality of the goods or services, he loses rights in the mark.
1. The reason is that when the owner of a mark no longer exercises control over the quality of the goods or services the mark refers to, the mark is no longer serving the trademark function of identifying and distinguishing.
2. At some level naked licensing is considered inherently deceptive because the consuming public expects the mark to refer to goods controlled by the owner, but the licensee has been left free to attach to any quality of goods it chooses.
· There are cases where the mark owner can rely on the licensee to exercise control, but these involve a special relationship between the parties (such as family members).
· The standard of what level of control is necessary to avoid naked licensing varies.
1. Sometimes this is because we think that with different goods, reasonable consumers have different expectations of quality control.
2. But there’s also just a variety of approaches across the different circuits.
· In the context of franchisee/franchisor relationships with inconsistent quality (e.g. fast food restaurants), we generally do not find naked licensing but rather let the market sort it out.
(ii) Stanfield v. Osborne Industries (10th Cir. 1995) CB 295 → Inventor of heating pad for newborn hogs lost trademark rights in his name because he didn’t exercise control over the goods produced by the group he licensed it to.
· The court here puts some emphasis on the fact that the licensing agreement did not include an express contractual right for Stanfield to exercise control, but they (and most courts) say that the real question is whether he actually exercised control, regardless of the contract.
1. Here, there’s no evidence that he and the licensee were even in contact, let alone that he was exercising control.
(b) Failure to Police
(i) Allowing lots of infringing uses in the marketplace diminishes the source identifying properties of the mark, and can lead to loss of rights.
IV. Registration
A. Overview
1) The process
(a) Application and examination
(i) Bases for application
· Actual use
· Intent to use
· Use or registration in Paris Convention member country
· Madrid Protocol (filings in home country can be forwarded to US along with home priority date)
(ii) PTO examiner determines eligibility
· Requirements
1. Subject matter
2. Use (or intent to use) in commerce
3. Use in connection with goods or services
4. Distintiveness
5. Non-functionality
6. Not confusingly similar to previously used mark
7. Not immoral, scandalous or disparaging
8. Not deceptive
(iii) This part of the process is ex parte.
(b) Publication
(i) Parties opposed to registration have 30 days to challenge
(ii) In order to have standing to oppose, you have to show that you would be harmed by the registration
· This could be an argument that it’s descriptive and you’d like to keep using it in that sense.
· More often, opposition is based on confusing similarity to your own mark.
(iii) Either party can appeal a decision in an opposition proceeding
· Appeals can go either to the TTAB, then the district court, or straight to the Fed. Circuit.
(c) Cancellation
(i) Within five years from registration, you can apply to cancel on any of the grounds which would have supported an opposition action.
(ii) After five years, the grounds for cancellation become much narrower
(d) Notice of registration
(i) You are not required to use the ® symbol, but using it has a major benefit of creating constructive notice so that you can get damages from an infringer.
· Without the symbol, damages are available only if the infringer had actual notice.
(ii) The TM symbol has no legal significance.
(e) Duration
(i) Trademark rights are potentially unlimited as long as you keep using it and it maintains its distinctive character.
(ii) You do have to renew the registration, or else it is automatically cancelled.
(iii) After a certain amount of time, the mark becomes incontestable.
2) Advantages of registration
(a) Constructive notice to other users (helps with damage claims)
(b) Constructive use
(i) You get nationwide priority of use from the date of registration.
· This is especially significant with ITU applicants, but also useful to people who have actually used because they don’t have to dig up evidence in case of a priority fight.
(c) Can be a requisite to registration abroad, and it can make registration abroad especially easy in light of the Madrid Protocol.
(d) Under §33(a)/§7(b) registration is prima facie evidence of:
(i) Validity
(ii) Ownership
(iii) Right to use
(e) Shifts burden of proving genericness to defendants in an infringement suit.
(i) The Filipino Yellow Pages cases shows how important this can be.
B. Immoral, Scandalous and Disparaging Marks
1) Generally
(a) §2(a) says no registration for immoral, scandalous or disparaging marks, but it gives no guidance on what that means.
2) Immoral or Scandalous Marks
(a) The basic standard (from Harjo): Does the mark offend the conscience and moral feelings of a substantial composite of the general public?
(i) First step is to figure out what the mark means in the context of the markets and the goods to which it refers.
· This can be tricky in certain cases, like the FCUK example, or where there are multiple definitions only some of them scandalous (like the BLACK TAIL adult magazine case cited in Harjo.
· Harjo: Where there are two plausible meanings, and there’s no clear evidence that the public would perceive one over the other, you can’t assume the public would perceive the vulgarity.
· Basically, if there is ambiguity about the message being conveyed, you’re in the clear.
(ii) Secondly, would a substantial composite of the public understand the meaning as scandalous?
3) Disparaging Marks
(a) Here we’re looking at marks that might disparage a group of people, and we use a similar two-step process
(i) What does the mark mean?
(ii) Does a substantial composite of the referenced group understand it as disparaging?
· Key that we’re look at the perceptions of the group, not the general public.
1. But note that the Harjo court inferred view of Native Americans from survey of general public.
· Intent to disparage is not dispositive, though it might be relevant.
(b) Harjo v. Pro-Football (1999) CB 321 → TTAB ordered cancellation of Washington REDSKINS mark on grounds that it was disparaging to Native Americans (district court later reversed on grounds of laches).
(i) Crucially, the board here decides that the question to be asked in a cancellation proceeding is whether the name was perceived as disparaging at the time of registration (1967) not at the time cancellation was sought.
· Note that disparagement is not one of the cancellation grounds that disappears after 5 years.
(ii) The analysis

· What’s the meaning? The board says the meaning is clearly a reference to Native Americans given that the team used it with Native American imagery.
· Is that meaning disparaging? The board says the challengers presented sufficient evidence.
1. Protests by Native American groups
2. Evidence showing disparagement perceived by general public (from which they draw an inference to Native Americans).
3. Flawed survey evidence.
C. Deceptive Marks
1) Marks that are deceptive may never be registered
(a) The three-part test for deceptiveness
(i) Is the mark misdescriptive?
(ii) Are prospective buyers likely to believe the misdescription?
(iii) Is the misdescription material to consumer’s purchasing decision?
(b) It does not matter whether there is any intent to deceive, or whether labeling on the product packaging clears up the misdescription. A mark, standing on its own, that meets the test above is legally deceptive.
(i) In re Budge Mfg. (Fed. Cir 1988) CB 338 → No registration of LOVEE LAMB for maker of synthetic seat covers because of deceptiveness.
· Application of the test
1. The mark is misdescriptive because it falsely implies that the seat is made from lambskin.
2. Prospective buyers are likely to believe the misdescription because there are lambskin seat covers (some made by the applicant) on the market.
3. The misdescription is material to purchases because natural skin seat covers are generally of a better quality and command a higher price.
(c) Note that a finding of deception only bars registration; it does not bar use. But, other bodies of law like false advertising might come into play.
2) Marks that meet the first two steps of the deceptiveness, but not the third (materiality) are labeled deceptively misdescriptive (§2(e)) and are treated the same as descriptive marks – registrable only on a showing of secondary meaning.
D. Geographic Marks
1) Geographically deceptive marks (not registrable)
(a) These are just a subset of deceptive marks, and they are subject to the same three-part test 
(b) Example of PARIS DESIGNS for dresses made in Texas.
2) Geographically descriptive marks (registrable only with secondary meaning)
(a) Two-step threshold analysis
(i) First, is the primary significance of the mark its geographic connotation?
· This generally means it has to be a well-known place, so remote or obscure place names are fine.
· It also excludes famous place names like HOLLYWOOD because it has a significance transcending the place it refers to.
(ii) Second, will the public make an association between the goods and the place name?
· This is generally the case where the place is famous for the goods, but the connection is also presumed when the goods actually come from the place.
· Where the public would not make this association, it is an arbitrary mark, and inherently distinctive (AMAZON for bookseller).
1. Note: geographic marks can go the other way too and become generic (HAVANA for cigars, SWISS for cheese).
(b) If those two steps are met, and the good actually comes from the place, the mark is geographically descriptive.
(i) Appalachian Log Homes (6th Cir 1989) CB 342 → Registration denied because no secondary meaning.
(c) If those two steps are met and the good does not actually come from the place things get tricky.
(i) The old rule was that these marks would be either geographically deceptive or primarily geographically deceptively misdescriptive (PGDM), depending on the materiality question (is the geographic misdescription affect purchasing decisions).
· PGDM marks were treated like any other deceptively misdescriptive marks
(ii) NAFTA and TRIPS, however, changed that, and the Lanham Act was amended to treat PGDM marks the same as geographically deceptive marks (no registration even with secondary meaning).
(iii) But then the Federal Circuit read the new Lanham Act and held in California Innovations that because of the harsh consequences of PGDM status, there should be a materiality requirement before the PTO assigns that status.
· This completely undermines the point of the amendments and the treaties (preventing registration of geographically misdescriptive marks across the board) but we’ll have to see whether Congress responds.
· The upshot of this is that the PTO is now to apply the old rule: Marks where the primary significance is a geographic connection, and the public will make an association between goods and place, but where the goods don’t actually come from that place, will be registrable with showing of secondary meaning unless the misdescription is material to purchasing decisions.
E. Name Marks
1) §2 includes three grounds on which a name mark can be denied registration
(a) §2(e)(4) – It is primarily merely a surname (and has not acquired distinctiveness – Ask Prof. Reese about this)
(i) The key question for this analysis is whether the primary significance to the purchasing public is that of a surname.
· The four Hackler factors for assessing this:
1. Is the surname rare?
2. Does anyone connected with the application have the surname?
3. Does the term have any other recognized meaning?
4. Does the term have the “look and feel” of a surname?
(ii) In re United Distillers (TTAB 2000) CB 358 → Denial of registration of HACKLER for scotch whiskey reversed on the four-part test.
· The name was rare: Only one listing the Manhattan telephone book.
· No applicant had the surname.
· Evidence of non-name meanings
1. Dictionary meaning
2. Title of poem
3. Applicant’s promotional materials said it was based on a real person (“The Hackler of Grouse Hall”)
· Note the difference between the public perceiving it as merely a surname, and perceiving it as the name of a particular person.
4. Not clear whether this has the look and feel of a surname. It looks like a job description, but those often double as surnames (Weaver).
(iii) Even if shown to be primarily merely a surname, a mark can still be registered upon proof of secondary meaning?
(iv) Remember that this only covers surnames, unlike §2(a) and §2(c), which can cover first names or even nicknames.
(b) §2(a) – It conveys a false suggestion of a connection with persons living or dead.
(i) The four requirements from Sauer:
· Mark is the same or a close approximation of the person’s previously used name or identity.
· The mark (or a portion of it) would be recognized as such
· The person is not connected with the applicant’s product (falsity)
· Person’s name or identity is famous enough that a potential purchaser is likely to make a connection between the person and the product.
1. Note that in the Diana Ross case, the TTAB said fame is to be assessed at the time the registration is sought, but still did not credit an argument that Ross’ popularity had sufficiently faded by the time registration was sought.
(ii) In re Sauer (TTAB 1993) CB 361 → Registration refused for BO BALL (half baseball half football) under §2(a) and §2(c).
· BO widely recognized as Bo Jackson’s nickname.
1. Applicants argued that a lot of famous people went by “BO,” but that didn’t matter here because they were less famous than Jackson and none of them were baseball/football players.
· Jackson had no connection to the product.
· People were likely to infer a connection because Jackson endorsed a lot of products.
(iii) Once false suggestion of connection is shown, the mark is not registrable, regardless of secondary meaning.
(c) §2(c) – It identifies a particular living individual without written consent.
(i) The Bo Jackson case tells us that the person has to be so well known, or so connected to the business in which the product lies, that people would presume a connection.
(ii) Cannot be overcome by a showing secondary meaning.
(iii) Note this is the only one of the three grounds that cares whether the person is living
· The exception is that it also covers an identification with a dead president during the life of his widow (note the sexism there).
(iv) Note also that falsity is not a factor here, only lack of consent.
F. Preserving the Benefits of Registration
1) Immunity from cancellation (§14)
(a) For the first five years after registration, cancellation can be sought on any grounds that would have originally barred registration.
(b) But after five years, certain grounds are off the table
(i) You can no longer seek cancellation based on descriptiveness or confusing similarity to a previously used mark.
(ii) You can still seek cancellation based on genericness, functionality, fraud, or any of the bars in §2 (a-c).
2) Incontestability
(a) How you get it – §15
(i) The mark must have been registered for five years and you file an affidavit that you have continually used it for more than five years on the particular type of goods you’re seeking incontestability for.
(ii) There cannot be a pending claim contesting the mark, and the mark cannot have become generic.
(b) Value – §33(b)
(i) Now you’re registration is more than just prima facie evidence of validity, ownership and exclusive right to use. It is conclusive evidence of those things.
(c) Exceptions
(i) An incontestable mark can be defeated by showing of:
· fraud
· abandonment
· genericness
· use for misrepresentation
· use to violate antitrust laws
· functionality
· laches or estoppel
· fair use
· prior use
(ii) Notably not among the exceptions is mere descriptiveness which means that an incontestable mark that loses some of its trademark significance (but hasn’t become generic) will still be protected.
· The policy here is that we want to give some assurance to registrants that their marks are safe after a while. Protection against challenges for mere descriptiveness seems like a safe place to give this protection because of the strong likelihood that after so much time has passed the mark will have built up secondary meaning.
1. In contrast, genericness and functionality are likely to become more of a problem over time, so these remain grounds for cancellation.
(d) Incontestability can be used not only defensively against cancellation, but offensively in an infringement suit where it takes away the key defense of mere descriptiveness.
(i) Park ’N Fly v. Dollar Park and Fly (U.S. 1985) → Incontestability of plaintiff’s mark meant that the trial court should not have considered evidence that “Park and Fly” had become merely descriptive of off-airport parking services.
· Majority establishes that offensive use of incontestability is contemplated by the statute, and that therefore mere descriptiveness should not have been an issue.
1. Stevens’ dissent argues that this rule should apply only to marks for which the PTO determined that it was merely descriptive and had acquired secondary meaning. He would leave open a defense that the PTO had wrongly determined that the mark was inherently distinctive.
(ii) Important to remember that incontestability goes only to validity of the mark, not to infringement. Park N Fly still had to prove likelihood of confusion.
V. Geographic Scope and Limits on Rights
A. Geographic Scope

1) Common Law modification of general priority of use rule
(a) The Tea Rose Rule: A senior user generally prevails over all junior users, EXCEPT that a junior user who adopts a mark in good faith and in a remote market is treated as the senior user (with exclusive rights) in the remote market.

(i) In other words, adopting a mark first does not protect the owner beyond the territory in which they do business against a remote, good-faith junior user.

(ii) Difficult question is determining who qualifies as a remote, good-faith junior user.

· Some courts apply a strict rule that knowledge of the senior user makes good faith impossible, but the restatement and other courts say knowledge is only on factor to consider.

· If the senior user had advertised in the remote market (even without any sales), that might make the market non-remote because the reputation would have reached there.

(b) Rationales for the modification

(i) In the minds of consumers in the remote market, the remote mark is identified with the local junior user, not the national senior user.
(ii) Lack of notice/good-faith use
(iii) Competitive concerns

· Depletion

· Worry about creating property rights in gross in trademarks.

· If you haven’t done business in a place, you haven’t built up goodwill in that place, so there’s nothing for trademark law to protect.

(c) Difficult question is determining who qualifies as a 

(d) United Drug v. Theodore Rectanus (U.S. 1918) CB 381 → Rights in REX for patent medicines in Louisville area given to local user who adopted six years after national user, because the national user was the second to use REX in the Louisville market and the junior user used in good faith.
(i) This was a case of the remote junior user (TR) suing the senior user for infringement.

2) Registered marks and remote markets
(a) Under the Lanham Act, there can be no such thing as a good faith remote junior user of a registered mark, because of the constructive notice and constructive use provisions.
(i) The constructive notice provision conclusively establishes that junior users are not acting in good faith (they could have consulted the federal register).

(ii) Remember that constructive notice takes effect at the date of registration not of application, but as of the 1990s the Lanham Act also gives national constructive use retroactive to the date of application once registration is approved. 

· This means that today, during that period there is no such thing as a remote market for registered marks, because of the legal fiction that all owners of registered marks are national users as of their application date.

· This is one of the key benefits of registration for non-ITU applicants.

(b) This establishes that the owner of a registered mark may not be sued for infringement by a junior remote user should it decide to enter the remote market (i.e. what happened to United Drug).

(c) But, it does not give the registered mark owner the right to enjoin the remote user unless the mark owner is actually in the market or are likely to enter the market.
(i) The reason for this rule its that where the registrant is neither in the market or likely to enter, there is no likelihood of confusion, thus no infringement of the mark.

(ii) Dawn Donut (2d Cir. 1959) CB 387 → Registered owner of DAWN for donuts had valid rights in Rochester market, but it could not enjoin local retailer from using it because the plaintiff had never made any retail donut sales in Rochester nor likely to enter.
· Dawn had some wholesale sales of donut mix to Rochester stores, but that was not enough to enjoin a retailer

· The court found Dawn unlikely to expand to Rochester because they hadn’t done so in the 30 years since registration, and because the recent trend of their business had been geographic contraction.

1. The court said that normally their wholesale activity in the market would establish a likelihood of expanding into retail sales, but the 30 years without that expansion was enough to rebut that likelihood.

· Keep in mind that if Dawn at any time decides to move into Rochester, it can get an injunction at that time (the Whataburger case in the 4th Circuit says that the remote user can’t assert laches because until that point Dawn wouldn’t have a remedy to enforce, and the Dawn court says abandonment must be national).

1. This means that as a practical matter, the remote user is likely to stop its use rather than have the possibility of infringement hanging over its head.

(iii) However, this does not completely wipe out the common law rule, which still applies in cases where:
· The senior user applied for registration after the remote junior user began use or 
· The remote junior user at common law gets a registration before the senior user.
B. National Territoriality of Rights
1) The Basic Rule: Trademark rights in any particular country are governed by the law of that country’s sovereign.
(a) This means that rights in the U.S. are governed by U.S. law, even if the holder is a foreign citizen or corporation.
2) Acquiring Rights
(a) The Territoriality Principle: If you want to acquire rights by use in the U.S., you’ve got to use in the U.S.
(i) Person’s v. Christman (Fed. Cir. 1990) → Japanese clothier had no remedy against man who copied their mark for use in the U.S. because they had not made use of the mark in the U.S.
· The court also rejects the argument that Christman acted in bad faith, because while his actions may have been shady, he did check on whether Person’s had any U.S. rights.
1. Mere knowledge of the foreign use is not enough to establish bad faith.
(b) Exceptions (from optional cases)
(i) Use in foreign commerce
· Casino de Monte Carlo (4th Cir.) → Unregistered foreign mark protected without use in U.S. on a showing of (a) advertisement in the U.S. and (b) provision of services to U.S. citizens.
(ii) Well-known marks
· Grupo Gigante (9th Cir.) → Recognized the existence of an exception where a substantial number of consumers in the relevant area know of  the foreign mark.
3) Extraterritorial Enforcement of U.S. Trademark Rights
(a) The Lanham Act extends to protect holders of U.S. rights against some extraterritorial activity.
(i) Steele v. Bulova Watch (U.S. 1952) CB 433 → Federal court had subject matter jurisdiction to give Bulova Lanham Act relief against American citizen selling knockoffs in Mexico.
· The court cites three relevant things about Steele that make jurisdiction appropriate.

1. His activity had substantial effects in the U.S.

· People were bringing his knockoffs to Bulova’s Texas retailers for repairs.
2. He was a U.S. citizen

3. He had no registration in Mexico

· The court did not say whether all three of these were required to establish jurisdiction, leaving that to the lower courts.

(ii) Remember that even where there is subject matter jurisdiction, the U.S. court still has to have personal jurisdiction over the foreign user.

(b) Application of Bulova
(i) General reading has been to not find jurisdiction where the foreign user is not a U.S. citizen, even where there are substantial U.S. effects
· Vanity Fair Mills (2d Cir.) CB 436 → No federal question jurisdiction under Lanham act where activity in Canada had substantial effects in the U.S., but the activity was by a Canadian citizen and done under a claim of valid Canadian rights.

1. The court looked at the three factors in Bulova (substantial effect in U.S., citizenship, and rights in foreign country) and said that the first factor alone was not sufficient to establish jurisdiction.
· It’s not clear whether the court would require both U.S. citizenship and a lack of foreign rights, but it suggests that Bulova was based largely on the power of Congress to regulate citizens abroad.
2. There was also a basis for diversity jurisdiction, but that would require the court to construe Canadian law and perhaps declare a Canadian registration invalid, so they properly dismissed on forum non conveniens.
(ii) But, that is not necessarily the case where the relief sought is something short of a complete bar on foreign use.
· Sterling Drug v. Bayer (2d Cir. 1994) CB 443 → Jurisdiction proper for district court to enjoin German owner of Bayer mark from foreign uses that would leak into the U.S. and create confusion with U.S. owner of the mark.
1. The Vanity Fair factors alone would have said no jurisdiction here, because the foreign user had valid rights in Germany and was not a U.S. citizen.

2. The court distinguished Vanity Fair because the court was granting limited relief, rather than a complete bar on use.

· But this injunction had major effects, because as Bayer argued, its terms would block advertisements in German magazines like Der Spiegel because of their relatively small American readerships.

(iii) Other circuits have taken a variety of different approaches

· Some require only “some effect” in the U.S. rather than “substantial effect.”

· The 1st Circuit has adopted a flexible approach, where the question of U.S. citizenship is a threshold factor that guides the rest of the inquiry.

1. If not a U.S. citizen, there has to be a substantial effect in the U.S. and while foreign rights don’t deprive the court of jurisdiction, they might make dismissal prudent.

2. If a U.S. citizen, then you don’t need to show any effect in the U.S.

VI. Rights & Infringement: Confusion
A. Basic Rules of Infringement
1) In order to prevail in an infringement suit the plaintiff must prove both
(a) That the defendant engaged in unauthorized commercial use of the plaintiff’s mark
(i) There are two separate issues in here:
· Did the defendant use the mark?
· Was the use commercial?
(ii) This question can be crucial because it is a less fact-laden inquiry than likelihood of confusion, so it can be more easily handled at the summary judgment stage.
· Courts seemingly sometimes err on the side of finding no use because merely allowing cases to go to trial on likelihood of confusion could chill competition. 
(b) That appreciable number of prospective purchasers are likely to be confused as to whether the plaintiff either produces or is affiliated with the allegedly infringing goods or services.
B. Evolution of the Confusion Standard
1) We can see a gradual expansion of rights across the product spectrum (from identical, to similar, to almost anything in the case of dilution) similar to the expansion across the geographic spectrum that we saw earlier.
2) The old (pre-Lanham Act) rule was that companies had to be directly competing in order for there to be infringement.
(a) Borden Ice Cream (7th Cir. 1912) CB 449 → No relief for milk product company against newer company selling ice cream under identical name.
(i) Rationales
· Where you don’t sell a particular good, you haven’t built up goodwill around it (similar to the Tea Rose doctrine).
· To the extent trademark law is designed to prevent diversion of sales, that requires direct competition.
1. The court here rejects the notion that trademark law is aimed at preventing consumer confusion alone, instead seeing confusion only as evidence of a risk of diversion in cases of direct competition.
· Depletion concerns: If an injunction is granted, it’s not clear the old company will ever enter the market (echoes of Dawn Donuts).
· Slippery slope concerns: How far can this be stretched before we are giving de facto property rights in gross in words.
(b) The modern (Lanham Act) rule: Use of a mark on a related, but non-competing goods, is infringement if consumers are likely to be confused, mistaken or deceived (§32).
(i) Fleischman Distilling (Black & White) (9th Cir. 1963) CB 452 → User of BLACK & WHITE on high end scotch whiskey had an infringement remedy against user of the mark on cheap beer.

· The court says that in this context consumers take only a general impression of marks, and that these products are closely enough related that the association would carry over from whiskey to beer.
· This action would have failed under Borden. There is evidence of intent to trade on the other name here, but there was similar evidence in Borden (token involvement of someone with last name of Borden).
· Two separate things we’re worried consumers might be confused about:
1. They might think the whiskey maker has actually entered the beer market.
2. Or they might just think the whiskey maker is somehow affiliated with the beer maker.
(c) Rationales for recognizing infringement based on confusion without direct competition.
(i) Protecting the mark owner
· They don’t control the quality of the other product, so if consumers believe they either make it or are affiliated with it, the reputation of the products they do make could be harmed.
· The rights holder might at some point decide to enter the secondary market.
(ii) Protecting consumers
· Consumers rely on brand reputation to make purchasing decisions, so we don’t think they should be tricked.
· A consumer who mistakenly buys what he think is a certain producer’s products has in some sense lost autonomy.
(iii) Punishing unjust enrichment
· Even if consumers are getting high quality products, and the infringer’s products reflect well on the mark owner, we still don’t like that the infringer is profiting off the name the mark owner has spent time and money building up.
C. The Unauthorized Use Requirement
1) The unauthorized use has to be of the identical mark or something confusingly similar.
(a) Holiday Inns (6th Cir. 1996) CB 460 → Summary judgment for plaintiff Holiday Inns reversed because defendant did not “use” HI’s mark (1-800-HOLIDAY) when it sold hotel reservations at the phone number 1-800- H[zero]LIDAY which people frequently misdialed.
(i) We know from Dial-A-Mattress that 1-800 numbers fall within trademark subject matter.
(ii) The court holds that they didn’t use HI’s mark (or a reproduction, copy or colorable imitation) because they never advertised their number as 1-800-H[zero]LIDAY, but rather as 1-800-405-4329.
· They certainly intended to benefit from confusion (which would be relevant in a likelihood of confusion analysis) but that doesn’t establish the use requirement.
(b) Most litigation on the question of “use” comes in the context of the internet, where the question is especially tricky.
(i) Courts have been all over the map as to one constitutes use on the internet
· Google v. American Blind (N.D. Cal. 2005) Supp. 114 → Specialty retailer has a potential cause of action against Google for its program of posting competitors’ ads when someone typed “American Blind” into the search engine.
1. This was a denial of Google’s attempt at a declatory judgment that their AdSense program was not an infringing use of AB’s trademarks.
(ii) The one circuit court to address the issue found no use in the context of software triggering pop up ads of competitors when a user visits certain sites.
· 1-800 Contacts v. WhenU.com (2d Cir 2005) Supp. 118
1. Why no use here?
· Suggestion that .com form of the mark is not trademark use b/c you’re not using it for source identification.
· The use is internal (in the software code) and not communicated to the public.
i. This is fine for WhenU, but it would cut against Google, because their program includes selling a list of trademarks to would-be advertisers.
· They sell categories, not particular key words.
· Maybe WhenU is not using the marks as marks because its not using them to refer to its own goods or services.
i. The case law is unsettled though over whether this is a true requirement.
· WhenU isn’t displaying the plaintiff’s mark in the pop-up. The only reason the plaintiff mark appears on the screen is that the user launches the website.
· Should this be treated as use? The argument against is an analogy to a drugstore, where retailers put group competing marks together, and may even sell the rights to be near a certain competitor.
2) The unauthorized use also must be commercial.
(a) This requirement comes from the language in §1127 referring to use “in connection with a sale of goods or services.”
(b) Bosley Medical Institute v. Kremer (9th Cir. 2005) CB 128 → Use of plaintiff’s mark as website name where the website was devoted to criticism of plaintiff’s services was not use that could subject defendant to liability for infringement.
(i) Unlike in Holiday Inns, Kremer is clearly using the mark, but he is not using it commercially.
· He has some links to other Web sites that carry advertisements, but that’s insufficient.
(ii) There are earlier (pre-ACPA) cases holding that the act of offering the domain name for sale to the mark owner makes the use commercial.
· Kremer sent a letter looking to negotiate his grievances with the institute, but he didn’t offer to sell the name.
(iii) They also reject the idea that diverting some potential consumers looking from the BMI website is commercial use.
(c) Part of what’s behind this requirement is a concern about treading to close to the First Amendment.
D. The Likelihood of Confusion Factors
1) The basic test: Are an appreciable number of prospective purchasers likely to be confused?
(a) Each circuit has its own set of factors, but they all basically resemble the six Polaroid factors used in the 2d Circuit:
(i) Strength of plaintiff’s mark
(ii) Similarity of the plaintiff’s mark and defendant’s use
(iii) Sophistication of the buyer
(iv) Relatedness of goods, likelihood that rights-holder will bridge the gap, similarty of methods of trade
(v) Intent
(vi) Actual
2) The details of the factors
(a) Strength of the mark
(i) This factor includes two dimensions of strength
· Conceptual strength → Where does it fall on the Abercrombie spectrum of distinctiveness?
1. The closer it gets to fanciful, the more conceptually strong it is.
· Market strength/fame of the mark → How strong an association is there among consumers between mark and source in the real world
1. Relevant facts are similar to the secondary meaning inquiry, but rather than look at whether a threshold has been crossed, we’re assessing the extent of the connection.
· Extent of advertising
· Consumer recognition
· Third-party uses
· Length of use
· Sales
(ii) Virgin Enterprises (2d Cir. 2003) CB 472 → Virgin mark for electronics strong on both dimensions because the mark is arbitrary and advertising and consumer recognition were huge.
(iii) Note, that in other cases these factors can cut in opposite directions
· Famous but merely descriptive marks (Kentucky Fried Chicken)
· Little known but fanciful marks (Zwibble)
(b) Similarity of the marks
(i) Three aspects of similarity
· Sight
1. This deals with similarity in spelling or visual appearance.
· Sound
1. This deals with the impression that hearing the mark makes
2. Sound is especially important with marks that become known through word or mouth or radio advertising.
· In Virgin, the courts disregarded logo differences because consumers were more likely to hear the mark rather than see it.
· Meaning
1. Example: CYCLONE and TORNADO for fencing are similar marks
2. In certain cases this aspect could point away from similarity where marks are visually similar (EZ and CZ not similar in meaning because the first one has the connotation with the word “easy”).
3. Where dealing with foreign words, the doctrine of foreign equivalents tells us to translate the words into English to assess similarity of meaning.
· But while this makes sense for commonly known foreign terms (BUENOS DIAS) it might not make sense for more obscure examples.
(ii) Dissection
· The general doctrine is to compare the two marks as wholes, but this is not an iron clad rule.
· Where one part of the mark is dominant, courts will focus on that part for similarity analysis.
(iii) In judging similarity, the rule is to look at the uses in the context that the consumers will see them.
· The reason is that marks may appear more similar when viewed serially than they would viewed side-by-side.
(iv) The is an interaction between this factor and relatedness of the goods that operates like a sliding scale.
· The more similar the meaning, the less related the products have to be, and vice versa.
(c) Sophistication of the buyer
(i) The standard is confusion among reasonably prudent purchasers so we need to know who those people are, and what level of prudence we expect from them.
· The general standard is ordinary consumers, which includes the unthinking, careless and credulous.
1. There is a bottom limit to the stupidity we will recognize (the UK’s “moron in a hurry” cutoff).
· But more particularly, we need to look to who the ordinary consumers are for the particular products.
1. Rules of thumb
· The more expensive the goods, the more care the ordinary consumer is expected to take.
· Where the relevant consumers are kids, courts usually expect less care (though there can be a problem deciding whether kids or their parents are making purchasing decisions).
· Professional purchasers are expected to take more care, and thus to be less easily confused.
2. But there can also be questions around which group of purchasers is relevant, those of the mark holder’s product, or those of the allegedly infringing product.
(d) Relatedness, likelihood of bridging the gap, similarity of methods of trade
(i) There’s a spectrum here from identical goods to completely foreign goods
· The closer to identical, the more likelihood of confusion.
· TRIPS calls for a presumption of confusion where the identical mark is used on identical goods.
1. We’d still have to define what makes the goods identical, though, making the multi-factor approach still necessary.
· It’s easier to make a relatedness case when dealing with complementary goods (e.g. wine and cheese).
(ii) Part of this is assessing how likely the primary user is to bridge the gap (enter the market of the secondary user) and how likely consumers are to think that the gap had been bridged.
· Vera court found it significant that other fashion designers had gone into the fragrance market.
1. This made it more likely both that Vera would at some point enter the market and that consumers would think she had.
· Note that the McDental court said it was McDs was unlikely to be perceived as bridging the gap to dentistry, but that it was reasonable to assume they would bridge the gap into roadside lodging as in the case of the mark “McSleep” in the Quality Inns case cited.
(iii) The more similar the channels of trade used by the parties, the more likelihood of confusion.
· The question is how the goods are sold to customers and who the customers are
1. Dawn Donuts is an example because of the wholesale/retail difference.
· Courts may give this factor relatively little weight because the channels of trade can change quickly.
(e) Intent
· This used to be the sine qua non because of trademark infringement’s roots in fraud, but now it is relevant as leading to an inference of likelihood of confusion (as well as to remedies).
· If we know that ∆ adopted the mark with intent to benefit from confusion, we’ll give less weight to his denial that consumers are likely to be confused.
1. This is the “more brains than scruples” theory.
(f) Actual confusion
(i) This clearly not a required element, but it is highly probative of likelihood of confusion.
· Some courts say actual confusion is required for damages but not for injunctive relief.
(ii) Potential evidence
· Testimony of confused customers
· Survey evidence
· Inquiries about one company to the other company
(iii) While highly probative, it is not conclusive of likelihood of confusion.
· Doesn’t establish whether an “appreciable number” of consumers are confused.
· Also might not answer whether the confusion goes to the source of goods or to something else.
· Context: Where both companies have been using for a long time, and there are only a few incidents of confusion (like inquiries or complaints to the wrong company) this might be evidence against a likelihood of confusion.
1. OTOH, when dealing with low-priced items, we might not expect people to complain that much.
E. Applying the Factors in Specialized Contexts
1) The Family of Marks Doctrine
(a) Where someone owns rights in a series of marks with a common element across a product line, there can be protection against someone using that element in a new combination.
(i) Even if a family of marks exists, there’s still a question of how far the protection extends.
· McDental (N.D.N.Y 1993) CB 478 → Use of McDental infringed on McDonalds’ family of marks despite non-relatedness of the goods largely because of the strength of the “Mc” family and evidence of intent to trade on it.
1. The court said a family does not extend to all combinations with a generic.
· Note the Quality Inns cite on relatedness.
2) The Internet
(a) In assessing likelihood of confusion on the internet courts will sometimes adjust their analysis and perhaps disregard some of the factors.
(i) Goto.com v. Disney (9th Cir. 2000) CB 506 → Found likelihood of confusion between logos based on only three factor analysis.
· O’Scanlainn says only three factors are relevant
1. Similarity of the marks
2. Relatedness of the goods and services
3. Simultaneous use of the web as a marketing channel (restates the purpose of the test.
· On relatedness, he says that people are more likely to expect companies to offer a wide range of services, so finding confusion is easier.
· Question whether this opinion is less accurate about the nature of web browsing than it might have been six years ago.
1. Note language in Playboy Enterprises about how countless companies use the web as a marketing channel today.
3) Private Label Goods
(a) As in the Vaseline problem, the problem is in determining whether the trade dress is confusingly similar.
4) Promotional Goods
(a) Trademark owners can own merchandising rights in their logos, and sale of a product consisting of the logo alone can be infringement because of a likelihood of confusion.
(i) Boston Hockey (5th Cir. 1975) CB 512 → Unauthorized sale of Boston Bruins patches created likelihood of confusion even where consumer was not confused as to whether the team was actually making the patches.
· The court says its enough for infringement in this context that the consumer knows the mark is owned by the team.
· A more modern analysis would be that while consumers are not confused as to who produced the items, they would think that the team was somehow affiliated with the product.
5) Confusion in the Registration Context
(a) §2(d) bars registration of a mark that is confusingly similar to a mark already registered or in use.
(i) The PTO makes the similarity inquiry, using the Federal Circuit’s DuPont factors.
(ii) However, it is done ex parte, which raises the question of how much wait to give a PTO finding in subsequent litigation.
(b) The PTO also must consider the relevance of consent agreements from parties with confusingly similar marks.
(i) The general rule is that the consent of the senior user doesn’t require the PTO to register the mark, but it is entitled to weight in the analysis.
F. Confusion Away From the Point of Sale
1) Initial interest confusion
(a) In some circuits, a case for infringement can be made where the plaintiff’s mark was exploited to draw plaintiff’s to defendant’s business, even if by the time a transaction is actually made the confusion is gone.
(i) Brookfield Communications (9th Cir. 1999) CB 521 → Initial interest confusion found both in defendant’s use of MOVIEBUFF mark in domain name and in its use of the mark in “metatags” designed to bring their website to the top of searches.
· O’Scannlain compares this to Blockbuster putting up a highway sign saying “West Coast Video next exit,” but when would be customers leave the road they find a Blockbuster instead, and because they’ve already left the road, the make their rental at blockbuster. The customers are not actually confused when they make their purchase, but the initial confusion turned them from potential WCV customers into Blockbuster customers.
(ii) Playboy Enterprises (9th Cir. 2004) CB 528 → Finds copyright infringement in the use of unlabeled banner ads keyed to plaintiff’s mark due to initial interest confusion.
· The court says because the of the way the ads popped up simultaneously with the search results, and were not marked as ads, customers may initially been confused when they clicked through (and not cared once they got there).
· The court limits its holding to unlabeled keyed banner ads, but Berzon’s concurrence says Brookfield would seem to compel its application even to labeled banner ads which would be just like metatags (use of the mark, but never any real confusion).
1. She would overrule Brookfield.
(b) Other circuits have not adopted the doctrine, or have limited it conceptually to situations in which the defendant is profiting financially from the initial interest confusion, partly because of concern about treading on free speech rights.
(i) Lamparello v. Falwell (4th Cir. 2005) Supp. 146 → No infringement through initial interest confusion for gripe site fallwell.com aimed at criticism of Jerry Falwell.
· This also raises the question of how “initial” we’re willing to go. It’s pretty clear that people who type in fallwell.com have some interest in Falwell, but that’s not enough to enjoin speech.
2) Post-sale confusion
(a) Courts will sometimes find infringement where the buyer of a product isn’t confused as to source or affiliation, but third persons who see the product might be.
(i) The paradigmatic case is where someone comes up to you on the street and says “Wanna buy a fake Rolex?” You’re never confused, but your friends who see you with what looks like a Rolex might be.
· What’s the harm we’re trying to remedy with this doctrine?
1. Status rationale
· If people start seeing Rolexes everywhere, including on the wrists of people who shouldn’t be able to afford one, the mark’s exclusive status is diminished.
· Does this fit with traditional trademark infringement concerns? It might fit better which a dilution cause of action.
2. Reputation rationale
· If the copy is inferior, the viewer might infer that the original is of a lower quality, standards have slipped etc.
· The reputation of the mark has been diminished, making you less likely to buy one in the future.
(ii) Ferrari v. Roberts (6th Cir. 1991) CB 535 → Infringement remedy proper for Ferrari against maker of replica “kit car” version of its limited edition car because Ferrari’s reputation could suffer among viewers.
· The court says its enforcing the reputation rationale, but note how small the relevant group of potential buyers is and how likely that group is to be able to spot a fake. This makes it seem like the court is really enforcing the status rationale.
· Dissent argues that the case is distinguishable from the Rolex example because there the watch is actually falsely labeled “Rolex,” whereas here the kit is not labeled at all. He says that the holding effectively protects the design itself from being copied, which seems beyond the traditional bounds of trademark.
G. Reverse Confusion
1) Where the senior user of a mark is relatively unknown, and the junior user hugely famous, the senior user can get relief where people think their products are coming from the newcomer.
VII. Non-Confusion-Based-Liability
A. Dilution

1) Generally
(a) One way to look at dilution is as a further extension of trademark rights across the product spectrum, this time to completely unrelated products.

(b) What do we mean by dilution?

(i) The original proposal in Schechter’s law review article was any junior use sufficiently similar, without regard to likelihood of confusion, which would interfere with the uniqueness of the association between mark and mark owner.

(ii) The problem with this is that it gives an enormous scope of rights to senior users, and dramatically departs from traditional trademark concerns about anti-competitive effects.
· Ways to limit the scope

1. Schechter: Limit protection to fanciful marks (definitively rejected in the recent amendment to the Lanham Act.

2. Lanham Act §43: Limit protection to famous marks.
(iii) Courts have not adopted the uniqueness approach, limiting dilution to claims of tarnishment or blurring
· Ringling Bros. v. Utah Travel (4th Cir. 1999) CB 566 → No dilution in Utah’s use of the “Greatest Snow on Earth.”

(c) Relief available

(i) Only injunctive relief is available for dilution unless it is willful.

(d) Some statutory exceptions to dilution

(i) Fair use

(ii) News reporting

(iii) Commentary

(e) Registration

(i) Dilution per se is not grounds for the PTO to deny a registration ex parte, but it is grounds for opposition or cancellation.

2) Threshold Requirements in §43(c)

(a) Famousness
(i) The Lanham act limits dilution protection to “famous marks”
· “Famous marks” are defined as those that are “widely recognized by the general consuming public of the United States as a designation of source of the goods or services of the mark’s owner.

· The court can consider all relevant factors including

1. Duration, extent and geographic reach of advertising and publicity of the mark,

2. Volume and geographic extent of sales

3. Extent of actual recognition

4. Whether the mark is registered

· Issues seemingly settled by the recent amendments

1. A mark can be famous without being inherently distinctive

· Some circuits had imposed this limitation.

2. Apparently, a mark must be famous nationally to qualify for protection.

· Star Markets v. Texaco (D. Haw. 1996) CB 582 → Prior to the amendments, court held that while national fame was not required, lack of national fame weighed heavily against a finding of famousness.
3. The statute also seems to make clear that fame in a niche market is not enough.

· The 7th and 9th circuits had said it was, as long as both users were operating in the same niche market.

4. The statute no longer mentions the extent of third-party usage (mentioned in Star Markets) as a factor in the famousness requirement, but it remains a factor in the blurring analysis.

· This suggests that it might be easier to qualify for protection from tarnishment than from blurring.

(b) An association in the minds of consumers

(i) Both forms of dilution require a finding that consumers will associate the two marks in their minds. 

(c) Defendant must have made “use” of the mark or trade name “in commerce”
(i) It is not clear whether this means it has to have been used as a mark, but notice that it doesn’t require “commercial use.”

(d) Defendant’s use must have commenced after the plaintiff’s mark became famous.

(e) The standard under the newly amended act is likelihood of dilution, which overruled the Supreme Court’s “actual dilution” holding in Victoria’s Secret.
3) Tarnishment
(a) Statutory definition

(i) Dilution by tarnishment is “association arising from the similarity between a mark…and a famous mark that harms the reputation of the famous mark.

(b) There are no clear rules as to what exactly amounts to tarnishment, but traditionally it means associating the mark with something tawdry or obscene, or something shoddy.
(i) Compare the treatment of sex…
· Toys “R” Us v. Akkaoui (N.D. Cal. 1996) → Preliminary injunction granted against defendants “Adults R Us” business on grounds that it likely tarnished plaintiff’s family of marks.

(ii) …to treatment of violence
· Toys “R” Us v. Feinberg (S.D.N.Y. 1998) CB 593 → Summary judgment for defendants because gunsrus.com for online gun sales not tarnishing of plaintiff’s family of marks.

1. This was so despite plaintiff’s evidence that it had taken prominent stands against gun violence, including stopping all toy gun sales.
4) Blurring
(a) Statutory definition
(i) Association arising from the similarity…that impairs the distinctiveness of the famous mark.
· This a change from the previous definition of  “lessening the capacity…to identify and distinguish…”

· Judge Posner in Perryman describes a consumer-protection element to this, in that where the meaning of famous marks becomes blurred in their minds, they have to exert more thought or time in finding the source they want, even if they are never confused.
(ii) Factors to consider in assessing blurring:
· About plaintiff’s mark

1. Degree of distinctiveness (strength of mark)

2. Degree of recognition of famous mark

3. Is famous mark owner’s use substantially distinctive

· About the relationship between the marks

1. Degree of similarity of marks

· The Victoria’s Secret case tells us that where the marks are identical, circumstantial evidence alone, such as showing that customers make a mental association, might be enough.

· About defendant’s mark

1. Intent to create the association

2. Actual association

(b) How to assess blurring claims

(i) Some cases find no blurring because even though consumers make an association between the marks, there’s no evidence they change their thinking about the famous mark.

· Ringling Bros. (4th Cir. 1999) CB 566 → Consumer clearly make a connection between “Greatest Snow on Earth” and “Greatest Show on Earth,” but still no dilution.

(ii) Courts have also been reluctant to nail down a hard and fast inquiry for blurring, because of its relative novelty.

· Nabisco (2d Cir. 1999) CB 597
5) Other Forms?

(a) Dilution by Genericide?

(i) Not recognized so far, for good policy reasons as Judge Posner points out.

· Ty v. Perryman (7th Cir. 2002) CB 602 → No dilution found where plaintiff argued that defendant’s use of “beanie babies” diluted the mark by using it generically.

1. Posner’s concerned about the potential flood of claims, but also about the impact on the language which is nourished by former trademarks turned generic.

2. Consider whether the new statute opens up the possibility of this claim being recognized.
(b) Dilution by Alteration

(i) John Deere (2d Cir.) CB 606 → Dilution found under N.Y. law where competitor used an image of the John Deere logo in an unflattering alteration.
· There was no blurring here, because the effectiveness of the ad depended on viewers strongly connecting the mark with the owner.

· The court is careful to say that comparative advertising using the competitor’s mark is probably OK, so long as you don’t alter the mark in a way that sullies it.

B. “Cybersquatting”
1) As a form of Dilution
(a) Panavision v. Toeppen (9th Cir. 1998) CB 623 → Pre-ACPA, dilution found by man who bought panavision.com and tried to sell it to the company.
(i) The dilution statute at the time required commercial use, and the court found his scheme to sell the name fit the requirement.

· Still, his action didn’t fit within tarnishment or blurring (the old statute left open other types of dilution) but they seem to recognize a new form → keeping a mark owner form using a domain name identical to the mark.

(ii) Toeppen is the paradigmatic cybersquatter, as shown by the two facts driving the court here:

· He registered a whole bunch of trademarks as domain names.

· He tried to sell them to the mark holders
2) Under the ACPA

(a) The act bars people from registering, trafficking, or using a domain name identical or confusingly similar to a mark, with bad faith intent to profit.

(i) Note that registration alone, without commercial use, can get you into trouble.

(ii) Similarity of goods and services offered are not considered.

(iii) Allows damages without willfulness.

(iv) In rem jurisdiction provision.

(b) Bad faith intent to profit can mean holding up the mark owner for money, or trying to deprive it of sales, as when a competitor registers the mark with no intention of giving it up.
(i) Sporty’s Farm (2d Cir. 2000) CB 628 → Would be competitor of aviation catalog company liable under ACPA for registering sportys.com because they had a bad intent to profit by diverting plaintiff’s customers.

· This is the first case interpreting the act.

· Statute list nine factors to determine bad faith

1. Does defendant have any IP rights in the name

2. Does the name consist of the legal name of the registering party

3. Was their prior use of the domain name in connection with the bona fide offering of goods and services.

· Here they starting selling Christmas trees at “Sporty’s farm” but only after the litigation started.

4. Noncommercial or fair use
(c) PETA v. Doughney (4th Cir. 2001) CB →Owner of PETA parody site liable under ACPA.
(i) The difference from the Lamparello case is that Doughney looks more like Toeppen from Panavision.

· He registered multiple trademarks as domain names.

· He made statements in the press about his willingness to sell to PETA.

3) The UDRP alternative (CB 664)
(a) ICANN makes ADR designed to abate abusive registrations mandatory on domain name registrants through contract.
(b) Factors for finding of bad faith
(i) Pattern of registering domain names that prevent mark owners from getting their names
(ii) If you’re a competitor

(iii) Likelihood of confusion

4) Interaction with ACPA

(a) ADR is not exclusive. The mark owner can opt out and go to court, and the domain registrant can go to court for a declaratory judgment. Plus both have 10 days to go to court after a judgment.

VIII. Permissible Uses of Another’s Trademark (Affirmative Defenses)
A. Fair Use
1) Generally
(a) Classic fair use, codified at §1115(b)(4), is the use by a competitor of a trademark in its descriptive sense to describe the competitor’s own goods or services.
(i) The idea is that even where we give a word or phrase trademark protection, we still want to allow competitors and others to use it in its descriptive sense.
(ii) It appears, though its not certain, that classic fair use is available only with regard to descriptive marks.
(b) Nominative fair use, invented by Kozinski in New Kids, is the use of a mark when the use is necessary to refer to the mark owner.
(i) Kozinski’s three requirements to qualify
· The use is necessary to convey the meaning (of who you’re talking about).
· You use only as much as you need (e.g. the name but not the logo).
· You don’t do anything to suggest sponsorship or endorsement.
(c) At least with the defense of classic fair use, the defendant does not have to prove no likelihood of confusion in order to win.
(i) KP Permanent Make-Up (U.S. 2004) Supp. 181 → Plaintiff in an infringement case has the burden of proving likelihood of confusion, and the defendant has “no independent burden” to negate likelihood of confusion.
· This makes sense, because if defendant had to prove no LOC, there would be no need for the defense, plus it would shift the plaintiff’s burden to the defense.
· Justice Souter says that likelihood of confusion is relevant to the fair use defense, but that the defense tolerates some risk of confusion.
(d) Both “nominate and descriptive” fair use are now listed as exceptions in the new dilution statute.
(i) Comparative advertisement is also excepted.
2) Classic Fair Use
(a) Codified in the Lanham Act at §1115(b)(4), the requirements are
(i) Use other than as a mark
· Things like prominence and lettering are relevant
(ii) Use only to describe your goods and services
(iii) Use “fairly and in good faith”
· Part of this is the court questioning whether there is intent to trade on the mark.
3) Nominative Fair Use
(a) New Kids (9th Cir. 1992) Supp. III → Papers did not infringe in using “New Kids on the Block” in poll questions because of nominative fair use.
(i) The three requirements
· Necessary to describe who you’re talking about
1. How else would they refer to the New Kids?
· Use only to the extent needed
1. They didn’t use the logo itself.
2. See also the VW repair shop case cited.
· Nothing done to suggest sponsorship or endorsement
1. Note that the polls here included negative question.s.
(ii) “Cases like these are best understood as involving a non-trademark use of a mark – a use to which the infringement laws do not apply.”
(iii) Cites to Holmes in Prestonettes: “When the mark is used in a way that does not deceive the public we see no such sanctity in the word as to prevent its being used to tell the truth.
(iv) Plaintiff’s also tried to argue infringement because the use would divert fans from spending on their 800 numbers, but Kozinski says that’s just not within the realm of trademark protection.
(b) It’s not exactly clear how the nominative fair use test relates to likelihood of confusion analysis.
(i) Later ninth circuit case said it replaces it, but KP Permanent may have done away with that.
(ii) The 3rd Circuit adopted the test, but made it a separate affirmative defense.
(c) Comparative advertising
(i) Smith v. Chanel (9th Cir. 1968) CB 696 → Smith did not infringe when he used the Chanel mark to advertise his copy of their unpatented perfume formula.
· A modern court would see this as a nominative fair use claim, though this court treated it more as a proto-dilution claim.
(ii) Generally speaking, use of a mark for comparative advertising will provide a strong nominative fair use defense (as long as you don’t alter the mark as in John Deere and risk dilution by alteration).
B. Exhaustion (The First Sale Doctrine)
1) The Doctrine Generally
(a) Once a mark owner sells its goods to someone, to some extent, their trademark rights in the goods are exhausted.
(b) Courts will generally require three things
(i) Truthful use
(ii) Not used in a way that deceives the public
(iii) Reseller must, generally, give clear notice to the consumer of what has been done to good
2) Two slightly different examples
(a) Repackaged and reformulated goods
(i) Coty v. Prestonettes → Classic Supreme Court case establishing that trademark law does not bar the selling of repackaged goods or the identification of a trademarked good as part of a reformulated product so long as it is not done misleadingly.
(b) Used, repaired and reconditioned goods
(i) Champion Spark Plugs (U.S. 1947) CB 720 → Upheld application of first sale doctrine to resale of reconditioned spark plugs so long as the reseller “clearly and distinctively” sold them as reconditioned.
· “Full disclosure gives the manufacturer all the protection to which he is entitled.”
· The reseller was required to etch in the word “repaired,” but was not required to remove the name.
(c) The Quality Control Exception
(i) The first sale doctrine is based on the assumption that the goods are genuine, so the 2d Circuit has held that the goods are not genuine (so the doctrine does not apply) where they contain some defect that would not be readily apparent to the customer.
· Example: No exhaustion defense for resellers of Shell gas because the did not have Shell’s quality control standards, which the court found to be part of the product.
· As a result, cases get fought out over whether a quality control feature is part of the product (not packaging as in the 9th Circuit’s Precious Moments figurine case).
C. Parody and Speech
1) Basically
(a) The parody defense is rooted in the First Amendment
(i) It conveys “the simultaneous message that it is and is not the original.”
(ii) Parody is use of the mark to comment on the mark itself, as opposed to satire in which you use the mark to comment on something else.
· In some courts, such as 9th Circuit in Dr. Seuss, parody gets more protection.
2) The first amendment right to parody a mark is balanced against the likelihood of confusion, and the balance should tip against the parody where the message could have been communicated without creating confusion
(a) Anheuser-Busch v. Balducci (8th Cir. 1994) CB 735 → No parody for “Michelob Oily” fake advertisement because it unnecessarily created a likelihood of confusion.
(i) The court relied heavily on a survey of confused consumers to reach its conclusion, despite the fact that the ad appears clearly to be a parody.
(ii) Things a parodist can do to avoid confusion:
· Put the parody in a less conspicuous location, or a location in which one would not expect to see a real ad.
1. But isn’t locating it where you’d expect to see a real ad part of the parody?
· Alter the mark in meaningful ways.
1. Seems like Balducci did this.
· Use a more conspicuous disclaimer.
1. Here the disclaimer was on the side and in small print.
2. Question whether the fact that it was in a humor magazine is itself a disclaimer, and whether a more obvious disclaimer would detract from the parody.
(iii) Note that the court here does recognize that this is First Amendment speech, but just says its outweighed given the unnecessary creation of confusion.
(b) Also note that the 8th Circuit says the district court erred in considering First Amendment issues in the likelihood of confusion analysis. The proper way is to assess likelihood of confusion and then address the First Amendment.
(i) This seems to stack the deck against the parodist.
3) Using a mark in the title of an artistic work is no infringement as long as (1) the title is relevant to the content of the work, and (2) there is nothing misleading.
(a) Barbie Girl adopts this rule, following the 2d Circuit’s Rogers decision related to the movie “Fred and Ginger.”
(b) You might be able to settle this type of question by saying no likelihood of confusion, but then you run into the problem seen in the PETA case that says you have to look at the title on its own, and that a title is incapable of carrying the simultaneous messages.
4) Use of a mark for speech other than commercial speech is not covered by the dilution statute because of its exception for noncommercial use of a mark.
(a) Barbie Girl (9th Cir. 2002) CB 742 → No remedy for dilution against Barbie Girl song because dilution statute applies only to commercial speech.
(i) Kozinski says the song is dilutive, because where upon hearing “Barbie” consumers used to think only of the doll, now they’ll think of the doll and the song.
· This is a very expansive view of dilution.
(ii) He says that given the old threshold requirement for commercial use (which “Barbie Girl” clearly is by the record company), why an exception for non-commercial speech? He reads it as an exception for noncommercial speech, and basically says the dilution exception is coextensive with First Amendment noncommercial speech doctrine.
· This of course leaves the question of how to define commercial speech. Kozinski says that under the First Amendment, commercial speech is speech that does no more than propose a commercial transaction.
· But “commercial use” is no longer a threshold requirement in the dilution statute, so question whether other circuits will find this reasoning persuasive.
· This might not be that much a problem, though, because the dilution statute includes an express exception for parody, comment, and criticism of the famous mark.
IX. Endorsement & Right of Publicity
A. False Endorsement
1) Definition
(a) False endorsement developed as judge-made doctrine, which Congress ratified in the Lanham Act §43(a).
(b) While false endorsement is distinct from trademark, the claim still requires a showing of
(i) trademark subject matter
(ii) distinctiveness
(iii) likelihood of confusion (mistake or deception) as to the affiliation, connection or association of the person with another person.
2) The Basic Claim
(a) Waits v. Frito-Lay (9th Cir. 1992) CB 794 → False endorsement claim successful by Tom Waits against potato chip ad featuring a sound-alike.
(i) Voice quality falls within trademark subject matter, and the jury heard evidence about its distinctiveness and found a likelihood of confusion as to affiliation.
(ii) Also relevant here seemed to be that Waits never did endorsement deals.
3) False Endorsement and Free Speech
(a) Efforts by celebrities to bring false endorsement claims often brush up against the First Amendment.
(b) Rosa Parks → Found no first amendment claim for use of her name in Outkast song title using Rogers test cited in Barbie Girl (the song wasn’t about Parks, made only a passing reference to the “back of the bus”).
B. Right of Publicity
1) Definition
(a) Unlike false endorsement, the right of publicity comes from state statutory and common law. It grows out of the common law tort of invasion of privacy.
(b) Calif. Statute: Any person who knowingly uses another’s name, voice, signature, photograph or likeness on products or services without consent is liable in damages.
(i) Excepted are uses in news, public affairs, sports broadcasts or accounts, and political campaigns.
(ii) Rights for deceased people expire 70 years after death, but before that they are transferable rights.
(c) Restatement of Unfair Competition §46: “One who appropriates the commercial value of a person’s identity by using without consent the person’s name, likeness, or other indicia of identity for purposes of trade” is subject to damages and injunctive relief.
2) Application
(a) The common law right of publicity broadly protects against the commercial use of a celebrity’s identity.
(i) Examples of indicia of identity that have supported a claim
· In the Johnny Carson it’s the “Here’s Johnny” intro.
· In White it’s all of the elements adding up to connection with her
· The race car an indicia of the driver’s identity
· “The Greatest” associated with Ali
· The nickname “Crazylegs” and indicia of Hirsch’s identity
(ii) The dissenters in White, (Koz, O’Scannlain) are questioning how far this goes, and suggest that the majority opinion would basically bar any ad that showed someone turning the letters on what looked like the Wheel of Fortune board.
3) The Right of Publicity and Speech
(a) Internal limits on the doctrine don’t work very well to protect speech.
(i) The broad indicia of identity don’t provide much limit.
(ii) The doctrine limits itself to use in trade, but advertising and merchandise can have expressive value as well.
(b) Because of this, we need an external limit, but courts have not settled on a single approach in balancing the right of publicity against the protection of free speech.
(i) The three cases we have agree that right of publicity covers uses that are primarily exploitation of the commercial value of celebrity identity, but they do not agree on how to determine what the right doesn’t cover.
· On one approach, the right of publicity cannot reach uses that contribute to public debate on political or social issues, or provides artistic expression.
1. Estate of Elvis Presley (D.N.J. 1981) → No First Amendment exception from the right of publicity for nightclub act (THE BIG EL SHOW) featuring Elvis impersonator.
· The court found the show to be merely impersonation, thus covered by the right. It had some informational elements, but not enough to be protected.
· Had the show been more of a biography, it might contribute enough social value to merit protection.
· Another test hinges first amendment protection on whether the work in question transforms the celebrity identity in way such that the identity is not the “sum and substance” of the work.
1. Comedy III v. Saderup (Cal. 2001) CB 851 → Drawings of Three Stooges were actionable under the right of publicity because the works did not sufficiently transform the identities of the stooges, but rather just replicated them.
· The right of publicity (described as “the state law interest in protecting the fruit of artistic labor”) outweighs speech concerns where “artistic expression takes the form of a literal depiction or imitation of a celebrity for commercial gain…without adding significant expression.”
· But speech wins out where the work contains significant transformative elements, because free speech concerns are greater, and such a work is “less likely to interfere with the economic interest protected by the right of publicity.”
· The court also states the test like this: “whether the celebrity likeness is one of the raw materials from which an original work is synthesized, or whether the depiction or imitation of the celebrity is the very sum and substance of the work.”
i. In assessing the degree of transformation, the court is not to inquire in the quality of the expression. “Vulgar” transformation is just as entitled to protection.
ii. The court says this would protect Andy Warhol’s celebrity portraits because of the artistic additions, but that’s hard to see from looking at them.
· Lastly, there is a seemingly more restrictive approach that tips the balance based on whether the predominant purpose of the work is to make a commentary on the celebrity or to profit commercially from the celebrity’s identity.
1. Doe v. TCI Cablevision (Sup. Ct. Mo. 2003) CB 859 → Comic book artist liable for huge right of publicity judgment to hockey player Tony Twist for having used his name for a comic villain in Spawn because the court found the use was predominantly designed to sell comic books.
· Crucial to the opinion was evidence that McFarlane had targeted hockey fans with marketing, including Spawn pucks, jerseys and zamboni toys and a “Spawn Night” at a minor league hockey game where he distributed Tony Twist character toys.
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