II.  PATENTABLE SUBJECT MATTER

A.  Section 101:  Whoever invents or discovers a new and useful

1.  process,

2.  machine,

3.  composition of matter, OR

4. any new and useful improvement thereof, 

may obtain a patent therefor, subject to the conditions and requirements of this title.

B.  Issue:  How much intell. propl should someone be allowed to own?

1.  Fairness dictates that one should not get more than one deserves.

2.  Interests Involved:

a.  Patentee -- wants broadest possible claim

b.  Potential Infringer -- wants notice as to what boundaries are.

c.  Society as a whole -- wants to encourage invention but not give away the store.

C.  SCOPE OF PATENTABLE SUBJECT MATTER

1.  Rule (In re. Bergy): Cannot patent:

a.
principles or laws of nature

b.
mental processes

c.
intellectual concepts, ideas

d.
natural phenomena

e.
mathematical formulae

f.
methods of calculation

g.
fundamental truths

h.
original causes, motives

i.
computer-implementable method claims of Benson


But, In re Bergy held that living microorganisms were within the terms "manufacture" and "composition of matter" in Sec. 101, and were "more akin to inanimate chemical compositions such as reactants, reagents, and catalysts than they are to horses and roses."

2.  O'Reilly v. Morse 
a.  Process claim held too broad.  Morse attempted exclusive right to every improvement where the motive power is electricity and the result is the printing of characters at a distance.

D.  PATENTABILITY OF NATURAL PHENOMENA

1.  RULE -  Cannot patent the discovery of natural phenomena.  If there is to be invention from such a discovery, it must come from the application of the law of nature to a new and useful end.  (Funk Bros, v. Kalo, p. 122)

2.  Bacteria -- Diamond v. Chakrabarty (p.113) 
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Ct. held patentable live, human-made microorganism. 
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Rationale:  Patent produced a new bacterium w/ different characteristics from any found in nature and have potential for utility (bacteria eat oil spills); not nature's handiwork, but produced by human intervention.
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Is this manufacture or composition of matter for 101 purposes?  Bacterial were not included in the plant patent act; but no evidence that Congress addressed issue at all.

Note:  Decided in 1980, beginning of pro-patent era.  Also, degree of human intervention greater here, than in Funk Bros.

3.  Plants 

a.  Funk Bros.(1948, p.122)

Facts:  Noninhibitive strains of 6 Rhizobium bacterial were found and combined to create a more effective legume fertilizer.

Held:  majority concerned that this was just the discovery of a work of nature; mere packaging together of the discovered noninhibitive strains did not satisfy req'ts of invention or discovery; the use of the strains in combination did not improve in any way their natural functioning.

Frankfurter concurrence:  thought claims were too broad since didn't identify strains individually but only described them in terms of their compatibility; Also thought that "works of nature" is a bad test, since too vague.

b.  Ex parte Hibberd (127)

Facts:  Patent for plant seeds rejected by examiner.  

Board of Appeals analysis

(i)  Assumes that Sec. 101 included plant subject matter prior to the enactment of plant-specific statutes.

(ii)  It notes that to repeal a statute, in whole or in part, Congress must be very clear about its purpose.

(iii)  It states that no such clear statement of purpose can be found in connection with the plant-specific statutes.

(iv)  It concludes that becoz plants were patentable before the plant-specific acts, and those acts did not explicitly make them unpatentable, plants must still be patentable -- above and beyond the fact that they are also covered by the plant-specific acts.

Held: Rejection of patent not sustained.  Sec. 101 covers plant life.  Diamond broadened the scope of Sec. 101.

SYMBOL 183 \f "Symbol" \s 12 \h
Plant patents v. regular Sec. 101 patents.  Plant statute protects farmer. 

4. Animals 

a.  Ex parte Allen (1987, 136)

Facts:  Examiner rejected claims drawn on a method of inducing polyploidy in oysters utilizing hydrostatic pressure because polyploid oysters are held to be living entities and do not fall within Sec. 101.  Animal produced by the method claimed is "controlled by the laws of nature and not a manufacture by man that is patentable".

Held:  Sec. 101 Test is whether the subject matter is made by man.  If the claimed subject matter occurs naturally, it is not patentable under Sec. 101.  The polyploid oysters are non-naturally occuring manufactures or compositions of matter within the confines of patentable subject matter under 101.

b.  Animal Legal Defense Fund v. Quigg (138)
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Questions regarding the impact of patents on a particular industry, the economy, or even society as a whole are not generally dealt with when Sec. 101 is the issue.(note1)
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Martone --  economic and policy considerations are implicated in Sec. 101, but are not necessarily determinative..

Facts:  Farmers are suing that animals are not patentable subject matter.  Say injuries are (1) having to pay increased costs in the form of royalties on patented animals and (2) suffering decreased profits because of competition from more productive non-naturally occuring animals.  Animal rights groups are suing out of public interest.

Held:  Dismiss the claim.  Speculative economic injuries.  Such speculation as to market actions and their activities further beclouds the issue of causation as it concerns the farmers' alleged economic injury.  

5. Medical Processes -- Morton v. NY Eye Infirmary (1862, 140)

Facts:  Discovery of a new use for ether as an anesthetic held to be not patentable.

Reason:  Effect was known (just not to the extent here) and was achieved simply by increasing the amount administered; breathing in the gas was known, so the process was known.

Test:  Process must work to transform or change the thing which is the subject of the process.  

Ethical concerns with medical process patents (143):

i.
Physician autonomy - enforcement of medical process patents may harm the physician-patient relationship by limiting a physician's choice of appropriate techniques.

ii.
Medical research - may adversely affect the development of new medical knowledge by limiting the willingness of researchers to share their knowledge in an objective manner.

iii.
present recurring issues of whether the patent covers a surgical technique of general applicability or a technique that is relevant only to human reproduction.

6.  Four reasons for not wanting to give patents for living things:

i.
ethical or religious concerns.

ii.
don't want a one-sided bargain.

iii.
don't want to discourage others from participating in the field.

iv.
special interest groups. eg. polyploid oysters.  
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distinction in bio-tech.  wording -- human intervention.

E.  SOFTWARE AND MATHEMATICAL ALGORITHMS

1.   Rule -- A computer algorithm or a mathematical formula, even if novel and useful, is like a law of nature, which cannot be patented.  Gottschalk v. Benson (1972, p. 46).  

Reasons for decision:

a. Process claim is so abstract and sweeping as to cover both known and unknown uses of the BCD to pure binary conversion.

b.  "Phenomena of nature, though just discovered, mental processes, and abstract intellectual concepts are not patentable, as they are the basic tools of scientific and technological work." (p.48).

One objection to software patents -- the sacrosanct legal status of human thinking.  To claim a thought process, is to assert ownershipo over something that simply shouldn't be owned.

2.  Post-solution applications -  Post solution applications of a mathematical formula don't help a process claim.  A discovery of a law of nature can't be patented.  Parker v. Flook(p.55)

(i) Flook rationale -- "The rule that the discovery of a law of nature cannot be patented rests, not on the notion that natural phenomena are not processes, but rather on the more fundamental understanding that they are not the kind of "discoveries" that the statute was enacted to protect.  That is, patents are not meant to protect computer programs or at least some aspects of them.

(ii)  In contrast, In re Musgrave in upholding the patentability of a process for determining subsurface geological characteristics with computer assistance stated: "..All that is necessary, in our view, to make a sequence of operational steps a statutory "process" within Sec. 101 is that it be in the technological arts so as to be in consonance with the Constitutional purpose to promote the progress of "useful arts"  Const. Art. 1, Sec. 8." (p.59).

4.  The "Freeman" Test (p.64)

(i)  Does the claim directly or indirectly recite and "algorithm" in the Benson sense of the term (a mathematical algorithm)?

(ii)   If so, does the claim in its entirety wholly preempt the algorithm?

If yes, then no patent.
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Flook and Benson distinguished -- the claims there said just the algorithm.  Here, claim is more than the algorithm.

5.  Freeman - Walter Test
(i)  mathematical algorithm is found.

(ii) if the mathematical algorithm is implemented in a specific manner:
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to define structural relationships between the physical elements of the claim (in apparatus claims) or
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to refine or limit claim steps (in process claims), the claim being otherwise statutory;

 the claim passes muster under Sec. 101.

6.  Implications of the Freeman test (p.67)

SYMBOL 183 \f "Symbol" \s 12 \h
Not all algorithms are unpatentable, only some are.
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Courts are trying to look for something more than just the algorithm.  The question is whether the algorithm is doing something.

(i)  If the claims contained no reference to equations, the Ct. of Patent Appeals would generally find that Benson simply did not apply.

(ii) The Freeman test allowed the CCPA to make a clear distinction between mathematical algorithms and other algorithms.  According to the CCPA, the problem is not with patenting computer programs but only with patenting mathematics.

7.  Diamond v. Diehr (p.68)  

Facts: A process for curing synthetic rubber which includes in several of its steps the use of a mathematical formula and a programmed digital computer.  

Held:  Patentable subject matter under Sec. 101.  "When a claim containing a mathematical formula implements or applies that formula in a structure or process which, when considered as a whole, is performing a function which the patent laws are designed to protect (eg.  transforming or reducing an article to a different state or thing), then the claim satisfies the requirements of Sec. 101.
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Example of something that would pass the second prong of the Freeman-Walter test (structural relationships and limitation on claims).

How is this different from Parker v. Flook?

According to J. Rehnquist, the claim for a method for computing an "alarm limit"-- a number, is simply an application sought to protect a formula for computing a number.

Whereas, here the patent is sought for a process of curing synthetic rubber. (pp. 71-2)
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After Diehr, the CCPA increasingly emphasiced the 'industrial' or 'transformative' character of program-related process claims under review.  
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Look at criticism of this standard in the Hersh paper, p.86.

8.  In re Iwahashi (1989, p.75)

Facts:  Invention related to an auto-correlation unit for use in a pattern recognition to obtain auto-correlation coefficients as for stored signal samples.  The embodiment more particularly discussed as a species of pattern recognition is voice recognition.


Machine or Apparatus claim:  Means plus function claim under Sec. 112, para 6 used to put un some hardware (ROM limitation) in the claim.  So court said the Freeman-Walker test was satisfied.  Patentable.

In re Grams (1989, p.82)  -- Where sole physical process step in the claim was performing clinical tests on individuals to obtain data, but the specification and the claim discussed only algorithm, court holds not statutory subject matter.

Arrythmia Research (p.85) 

Facts: Invention in the art of analyzing electrocardiographic signals of heart attack victims.  Technique involved measuring telltale electrical signals known as "late potentials", converting the signals from analog to digital form, and then manipulating the signal and analyzing it against stored baseline values.  

Held:  Patentable because:

(i)  although algorithm, "when mathematical formulae are the std way of expressing certain functions or apparatus, it is appropriate that mathematical terms be used."

(ii)  focus on "the number obtained [from the algorithm] is not just an abstraction; it is a measure in microvolts of a specified heart activity." Contrast with Flook. 

(iii)  Held that, "the claimed steps of 'converting,' 'applying,' 'determining,' and 'comparing' are physical process steps that transform one physical, electrical signal into another. ("number v. signal" distinction).

PTO made up the hardware label- they said that not every means + function claim would be granted, they emphasized the hardware in Iwahashi.  p.79.  But, Fed ckt doesn't want the get bogged down in labels.  In Arrythmia, the Federal circuit didn't follow the hardware rule of the PTO.   

9.  Policy
a.  Industry Growth

(i)  Fewer software patents, means protection of small companies that form the majority of the software industry.  (want to foster science and arts) 

(ii)  If allow software patents, big co.s will continue in business, and new companies will be shut out, becoz licensing will be expensive.  Little benefit to society from software patents because invention in software is already flourishing before software patents.

b.  Overbreath of software patents --   How does this factor in?????
c.  Unnecessary -  becoz software industry is flourishing without patents, with new inventions and good competition.

III. UTILITY (section 101)

1.  Three major issues:

(i)  General Utility - Whether an invention is operable or capable of any use.
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the invention must be more than a mere curiosity, it must aid in the progress of the human race.  (p.147)

(ii)  Specific Utility - Whether the invention works to solve the problem it is designed to solve.
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If want to patent a perpetual motion machine, the machine must function perpetually.  Newmann v. Quigg (p.148)

(iii)  Beneficial Utility - Whether the intended purpose of the invention has some minimum social benefit, or whether it is completely harmful or deleterious.
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PTO has burden of showing lack of utility.
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Invention may be impractical, but patentable.

2.  Utility in Chemical Cases
(i)   Practical Utility Rule (look at the product):  "...a process patent in the chemical field, which has not been developed and pointed to the degree of specific utility, creates a monopoly of knowledge which should be granted only if clearly commanded by the statute". (p. 152 Brenner v. Mason)
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Can't get a patent on a product that has no known use.
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A patent is not a hunting license.  It is not a reward for a search, but compensation for its successful conclusion.

(ii)  Similar useful compounds not enough Chemists wanted to patent the process for making a steriod, closely related to one that had been found effective in inhibiting tumors in mice, but not clear if steroid would have same effect. 
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Criticism of this policy (p. 153):

Discovery of a new chemical intermediate, several pieces of info. advance the field of chemistry:

a.
the existence of a new chemical compound.

b.
the synthetic technique employed in arriving at this novel compound since the novel compound may have been developed through a novel technique that could be of valuable assistance to all chemists.  

c.
the technique employed in arriving at the end product.

(iii)  Utility for pharmaceutical products can be established by animal testing.  

(iv)  New use patents can be obtained -- a process patent for the "process of using [a compound] to treat AIDS." p. 154)

3. Immoral subject matter (beneficial utility)
a.  Can't patent a gambling machine.  Reliance v. Dworzek (p.154)

b.  Inventions used to defraud.  Richard v. Du Bon (p. 156)

c.  Biotechnology -  Argument that biotech. is similar to gambling and selling fake medicines.  What are the limits of the immorality test? (p.157)

IV.  ANTICIPATION, STATUTORY BARS and other issues(Sec. 102)

1.  Introduction
(i)  "Invention" is repeatedly used in Sec. 102 -- means "any device substantially identical to the one constructed by the applicant."

(ii)  Two distinct issues: 

(a)  novelty deals with the date of the invention .
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inventor was not the first.
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applies only to actions by others, i.e., an inventor can't defeat her own novelty by taking some action, such as publishing her invention.

(b)  statutory bars deals with the filing date.
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inventor didn't apply for a patent soon enough.
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applies to everyone including the inventor, i.e, an inventor can cause a statutory bar by putting her invention on sale, for instance, more than a year prior to filing a patent application.

2.  Novelty 102(a) -- Actions by others
[1]  No patent if , before date of invention, invention --

[A] known or 

[B] used

[C] by others

[D] in this country, or

[2] invention --

[A] patented or

[B] described in a printed publication

[C] anywhere
a.  Every element test -- Anticipation requries the presence of a single prior art reference which discloses each and every element of the claimed invention.  Structural Rubber (171)

(i)  the novelty analysis is the same even if the prior art (patent) was issued to the same inventor.

(ii) compare the claims of the invention with all the information in the prior art (including the specification).

(iii)  Enablement standard - "..a prior patent or other publication to be an anticipation must bear within its four corners adequate directions for the practice of the patent invalidated.  (J. Hand, Dewey & Almy Chem. Co., p. 176).

(iv)  Genus and Species theory -- When a claim covers several compositions, the claim is 'anticiapated' if one of them is in the prior art.  That is, a prior art reference that discloses a species anticipates a later claim to a genus that includes that species.  (The drafting solution to this problem involves changing the difintion of the genus).  Titanium Metals, p. 177.


Prior art (Species, sock) ----> Claim (Genus, clothing) = anticipation, no patent.


But if, 


Prior art (Genus)    -----> Claim (Improved Species) = novel, but maybe obvious unless there are unique and unexpected qualities of this species/claim. (p.181)

(v)  Obviousness distinguished:

(a)  obviousness is when the general aspects of the work are the same as the prior art and the differences are only in minor matters that would suggest themselves to one with ordinary skill in the art.

(b)  in contrast to anticipation where you compare the claimed invention to a single prior art reference, obviousness is where all the prior art discloses the claimed invention.

(vi) Connection with infringement:  That which would literally infringe if later in time anticipates if earlier than the date of invention.(p.176) .

(vii)  "New Use" patents -- Often, in pharamaceuticals, can obtain a process patent for "the process of using [X] to treat disease Y."  p.182.

Companies often make slight changes to prior art pharamceuticals, and if the new combination or compound has unpredictable qualities, it is held nonobvious.  EliLilly p. 184.

b.  Known or Used 

i.
 Rule:  "known or used" means prior public knowledge, that is knowledge that is reasonalby accessible to the public.  National Tractor v. Watkins, p.204.

ii.
 That which is alleged to be prior art must have its prior art existence and relevancy established by clear and convincing evidence.

iii.
 Lost arts that have been reinvented may be entitled to patent protection even though at one time known and used.  Gayler (1850, p.206).

iv.
 Nonsecret use of a claimed process in the usual course of producing articles for commercial purposes is a public use. W.L.Gore p.211.

v.
 Abandoned experiments -- Imperfect and never perfected experiments will not serve either as anticipation or as part of the prior art. 

(a)
But, the mere fact that the prior art was an experiment does not prevent its becoming an anticipation or a part of the prior art, provided it was perfected and thereafter became publicly known.  (L.Hand in Picard v. United Aircraft, p. 211).

(b)
Commercial sales are not necessary for a completed experiment to constitute a "public use".

c.  In this Country
Rule -- Reduction to practice in a foreign country can never operate to destroy a patent, however widely known such reduction to practice may be, either among foreigners or among persons living here, unless the invention be patented or described in a printed publication.  Westinghouse,, p.212.

3.  Statutory Bars 102(b) -- Actions by inventor or others
[1]  No patent if, more than one year prior to application, invention

[A]  patented or

[B]  described in a printed publication

[C]  anywhere, or 

[2]  invention --

[A]  in public use or

[B]  on sale

[C]  in this country
a.  Policy
(i)  If not for this rule, an inventor may try to illegally extend the term of patent by profiting from invention and only disclosing it when competition forces her to secure exclusive rights. (p.223).

(ii)  If the inventor by a voluntarily acts or agrees to the public sale and use of her invention before filing for a patent, then this is an abandonment of her right.  (p. 224, Pennock).

b.  Public Use

(i)  If inventor sells a machine of which her invention forms a part, and allows it to be used w/o restriction (including, no obligation of secrecy), the use is public and

 it is not necessary:

(a)  that more than one of the patented articles should be publicly used,

(b)  public use doesn't depend on the number of people to whom invention's use is known, 

(c)  the public use informs the public as to how invention works.  (Egbert v. Lippman -- corset springs case, p.229).

(ii)  Exceptions  

(a)  Experimental Use -- If use is open to public view but made in good faith solely to test qualities of the invention, and for the purpose of experiment, the use is not public.  City of Elizabeth, p. 250.

(b)  Secret Third Party Use -  If a 3rd party commercializes a process, yet keeps it secret, no statutory bar.  W.L.Gore, p.230.  

SYMBOL 183 \f "Symbol" \s 12 \h
Policy -- As between a prior inventor who commercializes a process yet keeps it secret, and a later inventor who promptly files a patent application on the same invention, the law favors the latter.  Same policy behing Sec. 102(g) - Interference.  (p.231).

(c)  Private Use  -- If inventor gives invention to someone with whom she has a personal relationship and other circumstances (no free and unrestrictedi use), then no statutory bar.  Moleculon - Rubik's cube puzzle, lying on desk, Employer sees and plays with it, p. 232).

(iii)  Pirated Disclosure -- Inventor's later application is barred by a thief's prior use of the invention.  Lorenz v. Colgate Palmolive, p. 232.  
b.  On Sale
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Question of law.  (UMC, p.244)

(i)  FMC Test (P.235) - An offer for sale requires:
(a)  the availability of a unit, and 

(b)  offer for its sale.

What is not on sale:
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Licensing or assignment of a patent is not a sale for 102(b) purposes.  (N4, p.239)
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Experimental Use is not a sale if no profit, intention is for experiments and within inventor's control.  City of Elizabeth p.253.

(ii)  Reduction to practice -- not an absolute requirement (UMC, p.239).  It is relevant to determine whether the claimed invention was in fact the subject of the sale or offer to sell, or whether the sale was primarily for an experimental purpose.

(iii)  Third Party Sale or Use - Placing an invention for sale by a third party more than one year prior to the filing of an application is a statutory bar.  General Electric (p. 265).
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Although this rule doesn't seem to apply to the policy against commercial exploitation and favoring the filing of only worthwhile inventions, the fact that 102(b) does not recognize a third party exception indicates that Congress found the policy against removing inventions from the public domain and the policy favoring early filing of sufficient importance in and of themselves.  
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a single sale is enough.  (p.265)

(iv)  Policies:

(a)
discourages removal of inventions from public domain that the public reasonably has come to believe are freely available.

(b)
favors prompt and widespread disclosure of inventions.

(c)
allows the inventor reasonable amount of time following sales activity to determine the potential economic value of the patent.

(d)
prohibits inventor form commercially exploiting her invention beyond the statutory period.  

4.  Abandonment -- Sec. 102(c)

(i)  Test:  Did the inventor intend to abandon her right to a patent?

Factor:  was the invention kept a trade secret?  If so, no right to patent because inconsistent to say intent to get patent and keep trade secret.

Trade secret in its nature and essence susceptible to exercise only in a way to evade, or at least unduly delay, a disclosure of the invention in the interest of science and the useful arts, and with an intent to expand the statutory period of monopoly and thereby reap additional profits.

Patents are a means to acquire a monopoly subject to all the conditions and limitations of the patent laws.  Macbeth-Evans, p.271.
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Intent w.r.t patent right, not intent w.r.t invention.
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Policy:  Prompt filing.

5.   Disclosures in earlier filed applications -- Section 102(e)

(i)  No Patent if the invention was:

described in a patent granted on an application

by another filed in the United States 

before the invention thereof by the applicant for patent, or

on an international application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention thereof by the applicant for patent.

(ii)  Secret prior art -- Even though the second person to file does not know about the application of the first person to file, the first application is considered prior art for the second application.  
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Tough on inventors because the inventor#2 couldn't have known about inventor#1's application at the time of inventor#2's filing.
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Unless PTO knows invention date, it cannot weed out 102(e) applications in advance and so cannot tell if inventor#2's invention was before or after inventor#1's application date.

(iii)  Policy behind this rule is that one must really be the first inventor in order to be entitled to a patent.  Milburn, p.282

(iv)  Milburn -  Facts:  Patent in suit filed on 3/4/11.





Prior art filed on 1/31/11.


Inventor of patent in suit couldn't prove an earlier invention date, so the filing date was considered the invention date. 

Rule:  A patent may bar an invention if it gives a complete and adequate description of the invention, even if it does not claim the invention.

(v)  Different from interference -- Here, the question is whether the prior art's disclosure of the invention (complete description, not a claim) makes it impossible for another to claim the invention at a later date.  On the other hand, interferences require an overlap of claims.

(vi)  Can use Rule 131 affidavit to prove date of invention only for 102(e) - because the prior art merely discloses the invention, and does not claim it.  Can't use R131 for 102(g).

6.    Rule of Priority/interference Sec. 102(g)

(i)  Introduction
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An interference count is a claim share in common by parties to the interference.
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Interferences are declared in PTO between 2 concurrent patents or new patent and one filed within the last two years.  
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Because patents are secret, it is hard to know when interferences are appropriate.

(ii)  No patent if --

[1] before the applicant's invention thereof the invention was 

[2] made in this country 

[3]by another who had not 

[a] abandoned, suppressed, or concealed it.

[4] In determining priority of invention there shall be considered not only 

[a] respective dates of 

[i] conception and 

[ii] reduction to practice, but also

[b] the reasonable diligence of one who 

[i] was first to conceive and

[ii] last to reduce to practice,

[iii] from a time prior to conception by the other.

(iii)  General rule - Where inventor has established priority of conception, disclosure and reduction to practice, in the absence of any clearly proved abandonment, his right to a patent has no become forfeited either the public or to his rival.  Townsend, p.300.
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102(e) abandonment is different from 102(c) abandonment.  102(e) abandonment only deprives inventor the opportunity to rely on a date of conception or reduction to practice; doesn't deprive her of her right to a patent per se under 102(c). (Note, p. 306).

(iv)  Reduction to practice
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Question of law, court decides.  Burdens of proof is no longer an issue.

(a)  Test -  Did invention actually work for its intended purpose?
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Invention doesn't have to be tested by the best test.  "Sufficient" as far as reduction to practice is w.r.t a person skilled in the art.  Use reasonableness.   DSL Dynamics, p.329. (Tests performed outside the intended environment can be sufficient to show reduction to practice if the testing conditions are sufficiently similar to those of the intended environment.

(b)  Perfection or a commercially acceptable embodiment is not necessary to show reduction to practice.  DSL Dynamics, p.329. 

(v)  Reasonable Diligence

(a)  Diligence is relevant only in one situation - when first to conceive is second to reduce to practice.

(b)  Only one person's diligence is important - the first to conceive and the second to reduce to practice. 


(c)  Look at time period just before the conception by the second person, and the reduction to practice of the first person to conceive.


0---------------C1-----------C2-----------------R2-----------R1-------time----------->
 

                                                  [<---------diligence zone----------->]

Where C = conceiver, and R =  reducer to practice.

(d)  Policy :  Encourage early disclosures of inventions.   
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Unreasonable delay is when Prof. made efforts to secure outside funding, waited for a research assistant to arrive, and put aside project for another grant.  Griffith, p.349.
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More than one year of delay is not diligent.

SYMBOL 183 \f "Symbol" \s 12 \h
Reasonable delays include hardship and inevitable and unavoidable delays (e.g., illness, financial problems, see top p.962).

(vi)  Burden of proof

(a)  Senior party = first to file application, Junior party = second to file application.

(b)  If the junior party filed before the issuance of the senior party's patent, then the junior party has burden of proof by preponderance of evidence, and then burden shifts to the other side.

(c)  If junior filed after senior got patent, then junior must prove beyond a reasonable doubt.  (old outline)
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Martone - Only Section 146-- Civil action in case of interference, has a higher standard of proof.

V.  NON-OBVIOUSNESS

A.  Introduction

1.  Very fact based.

2.  Infringer must prove by clear and convincing evidence that a patent is invalid, eg. is obvious.  Great burden.

B.  Rule:  An invention is not patentable if the differnces b/w the invention and the prior art are such that the invention as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art.
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Focus  is on the obviousness of the scientific inquiry, not the quality of the resulting invention.

C.  Analysis for Non-Obviousness (Graham v. John Deere, p. 380)

1.
 Determine the scope and the content of the prior art.

2.
Ascertain the differences between the prior art and the claims at issue.

3.
Determine the level of ordinary skill in the art.

4.
Secondary Considerations:

a.
commercial success of the invention

b.
long felt but unsolved need for the invention 

c.
failure of others who have attempted to solve need

d.
unexpected results.
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Federal circuit looks to the secondary factors to try to save a patetn, but doesn't kill a patent that was non-obvious through Graham primary criteria, but was a commercial failure.  
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Policy issues  Incentive - more likely to get patent if patent succeeds.  Fed. is using patents to promote competition, which Constitution says patents are for innovation.
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Causal nexus -  Fed ckt - Infringer has burden of showing that there is no causal nexus between patent and commercial success.  Yet, some cases say that burden on patentee to make a prima facie showing of commercial success.  Then burden shifts to infringer.  This results in a mini antitrust suit in a patent case.  

a.  Kirsch, p.433-34 - nexus is required bw the invention disclosed in P's patent an secondary consideration. 

b.  Hybritech p. 431- evidence of nexus was that there were other monoclonal kits on the market, yet P's product was successful.
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From whose perspective to measure commercial success?  Motivations to infringe or perspective of consumers.  Infringer usually argues: consumers don't know the difference b/w patented and non-patented product.

5.  Other considerations:

a.  skepticism by experts indicates non-obviousness

b.  teaching away would normally deter investigation (U.S. v. Adams, water activated battery, p. 403)

c.  simultaneous invention by a group of people is evidence of obviousness.
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advantage of secondary considerations is that it enables court to determine what people of ordinary skill in art were capable of at the time of the invention.
D.  the invention as a WHOLE

1.  Must consider the entire context, not individual elements.

2.  "It is immaterial that all the elements were old in other contexts.  What must be found obvious to defeat the patent is the claimed invention.  (Gillette , Sp.89)

E.  to a person of ORDINARY SKILL in the art

1.
Not a super genius standard

2.
Factors include:

a.   EDUCATION of artisans active in the field:  the higher the education level typical in the field, the more likely the invention is obvious

b.
RAPIDITY of innovation

c.
PROBLEMS typically encountered in the art

d.
the various prior art APPROACHES used

e.
SOPHISTICATION of the technology

3.
DO NOT use inventors as a gauge for ordinary skill b/c they usually have more than ordinary skill (Bausch & Lomb, p. 81)

4.
Reasonably prudent artisan is charged w/ knowledge of all pertinent prior art

5.  Defining the scope of the relevant art is important to determining the person of ordinary skill in that art.  

6.  Chemical cases:  After PTO makes prima facie showing that prior art suggests claimed compositions, burden of proof shifts to applicant to prove properties not possessed by piro art.  In re Dillon, p. 480

F.  at the TIME the invention was made

1.  Cannot use HINDSIGHT in assessing obviousness (Uniroyal , Sp. 80)

2.  Rule:  There must be some reason for the invention other than the hindsight gleaned from the invention itself; something in the prior art as a whole must suggest the desirability and thus obviousness of making the invention.  (Uniroyal v. Rudkin-Wiley, Sp. 80)

3.  this is one reason for the presumption of validity (the other being deference to administrative actions); presumption that the examiner, at the time of the prosecution, is the best judge of obviousness w/o the benefit of hindsight.

4.  "Obvious to try" has been a code word used by the court when applying impermissible hindsight: the idea is that it is obvious to purt together combo even if you're not sure what it will do.  Bad law after Uniroyal, Sp.80

5.  Simultaneous invention by others tends to show obviousness.  Thus, "the time it was made" includes a window of post-invention time, wherein independent inventions may be considered in assessing obviousness.

6.  Publications after the patent date may be used to invalidate a patent if the publication describes the state of the art at the date of the invention.

G.  in view of the PRIOR ART  

1.  Analysis:

a.  Determine if the reference is within the field of the inventor's endeavor.

b.  consider whether the material is reasonably pertinent to the problem with which the inventor is involved (Stratoflex. v. Aeroquip, Sp. 58)

2.  Scope of the prior art  (look at 102(a)&(b))

a.  Includes
(i)  the body of knowledge known to a person skilled in the art, AND

(ii)  certain other material which are contructively in the art whether or not actually known to those skilled in the art.

b.  Factors:

(i)  what examiner looked at 

(ii)  TEACHINGS (issued patents, etc)

(iii)  UNEXPECTED results, as viewed from the perspective of the reasonably prudent artisan, not the inventor personally.

c.  Determination of what exactly is in the prior art is a very imp. question.

d.  Overly-broad scope of the prior art is reversible error. 

3.  Combining references
a.  there needs to be a suggestion in the prior art for a judge to combine them, after the contested patent issues.

b.  there need not be a suggestion in the prior art to combine references for an Examiner to combine them; the assumption being that if he knew how to do it, it was obvious.

4.  Jointly-owned prior art

a.  S. 103 last para: Subject matter developed by another person, which qualifies as prior art under ( 102(f), (g)) shall not preclude patentability under this section where the subject matter and the claimed invention were, at the time the invention was made, owned by the same person or assignable to the same person.

b.  Policy:  prevents researchers within a single company who are working on interdependent parts of a single invention from blocking each other's work so that the invention can't be patented.

c.  subject matter must be 102(f), (g) prior art, not that which has already been patented; if subject matter was patented then it may interfere

d.  if common ownership doesn't exist then there may be interference

(i) includes material subject to 100% assignment, 100% license.

(ii)  also, must be under common ownership at time of invention; can't do an LBO and buy up all the prior art.

H.  Terms not to use in 103 analysis
1.
Flash of genius

2.
Combination of old elements

3.
Synergism (cut out of law in Stratoflex, Sp. 67)

4.
Obvious to try

5.
Hindsight
VI.  SPECIFICATION (Sec. 112)

A.  Words in the claim have to be defined in the specification.  Puts a limit on the inventors.  Three Requirements

(i)  enablement - what people skilled in the art know can be taken into account.

(ii)  written description - can't take into account what people skilled in the art say.(from class notes.  this seems inconsistent with Vas-Cath.  
(iii) best mode

B.  Enablement 

Specification shall contain a written description... in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same...

1.   Although it is not necessary that the patent applicant test all the embodiments of his invention, what is necessary is that he provide a disclosure sufficient to enable one skilled in the art must be able to carry out the invention commensurate within the scope of the claims.  

Amgen v. Chugai (p.529, P's claim 7 of recombinant EPO patent which was broadly written to cover any functional analog of EPO.  Ct found that there were 3,600 different analogs and Amgen was still unable to specify which analogs have the properties set forth in claim 7.)

2.   Experimentation needed to practice the invention must not be undue experimentation.   (In re Wands, p. 531 -- patent for making immunoassay using monoclonal antibodies, Ct says there is enablement).


A reasonableness standard is applied to determine when experimentation is undue.


Factors to be considered:

i.
the quantity of the experimention necessary,

ii.
the amount of direction or guidance presented,

iii.
the presence or absence of working examples,

iv.
the nature of the invention, 

v.
the state of the prior art,

vi.
the relative skill of those in the art, 

vii.
the predictability or unpredictability of the art, and

viii.
the breadth of the claims.

C.  Written Description -- of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains...

1.  Drawings alone may be sufficient to meet the written description requirement under certain circumstances.  Vas-Cath, p. 554).  

2.  Purpse of the written description requirement is broader than merely to explain how to 'make and use' the invention (enablement requirement); the applicant must also convey to those skilled in the art that, as of the filing date, he was in possession of the invention (the invention is whatever is now claimed).

D.  Best Mode - contemplated by the inventor for carrying out his invention.  

1.  presumably the best mode contemplated at the time of the application.

2.  requires close coordination between attorney and inventor b/c if inventor comes up with better mode while attorney writing application, patent could turn out to be invalid.

3.  Although a trade name alone may be inappropriate in a best mode disclosure when suitable substitutes are unavailable, here, commercial substitutes were readily available in the prior art and the trade name is mere surplusage--an addition to the generic description.   (Randomex, p. 572 -- Patentee deliberately failed to disclose preferred formula of disk cleaner in an attempt to generate sales for its cleaning fluid).

VII.  DUTY OF DISCLOSURE (Rule 1.56 - cases are under old rule)

A. Inequitable Conduct
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Sufficient to invalidate a patent (is broader than common law fraud).

(i)  Balancing Test- Intent x Materiality = Inequitable Conduct
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need some level of culpability. ( Hewlett- Packard, Sp. 123)

(ii)  Relation to common law fraud - CL fraud requires:  Misrepresentation of a material fact, with intent to deceive (or reckless disregard for the truth).  Justifiable reliance on the misrepresentation causing injury.

B.  Duty of Disclosure

1.  The Applicant

[the new rule 56(d) includes inventor, agent, and anyone else with a significant involvement with the prosecution]  

2.  Must Disclose
Information disclosure Statement

3.  Material prior art in prosecuting an application, otherwise renders the entire patent unenforceable.

C.  Material info

The Many Standards of Materiality

(i) Old Rule 56 -- A substantial likelihood that a reasonable EXAMINER would consider it IMPORTANT in deciding whether to allow the application to issue.

(ii)  Objective But-For -- A reasonable examiner would have rejected the application but for the absence of the undisclosed art.

(iii)  Subjective But-For

(iv)  But it may have 

-the info might have reasonably affected the examiner's decision as to patentability.

- poses a legal, rather than a factual question.

(J.P. Stevens , Sp. 101)

D. New Rule 1.56 (Sp. 138)

1.   Info. is material when

(i)  it is not cumulative to info already in the applicaion, and 
either

(ii) it establishes a prima facie case of unpatentability, OR
(iii) it refutes or is INCONSISTENT with a position the applicant takes in 

a.  Opposing an argument of unpatentability relied on by the PTO, OR

b.  Asserting an argument of patentability.

2.  a PRIMA FACIE case of unpatentability is established when the info. compels that conclusion by a preponderance of the evidence while giving the broadest possible scope to the claims.

E. Knowledge
1.  applicant must both know of the info. and know it is material 

2.  applicants are encouraged to examine:

a.  prior art cited n search reports in a counterpart application

b.  the closest info. over which the applicants believe any pending claim patentability defines.

3.  Martone - New rule asks applicants to look in more places but disclose less.

F.  Intent

(i)  Culpability - Court is looking for an intent to mislead the PTO.  HP
(ii)  bad faith or intentional misconduct.

(iii)  direct evidence is not required if info. is highly material.

(iv) highly factual inquiry.

Inequitable conduct (inset pp.25 -28 of other outline)
X. INFRINGEMENT
1.  Section 271(a)  (look at page 29 of other outline, Uniroyal Sp. 83)

2.  Autogiro analysis to determine the meaning of the claims:

(i)  Look at the literal words of the claim

(ii)  If the claims do not read literally on the accused structures, infringement is not necessarily ruled out.  Apply the doctrine of equivalents:

It provides that a structure infringes, without there being a literal overlap, if it performs:
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substantially the same function in 
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substantially the same way, and 

SYMBOL 183 \f "Symbol" \s 12 \h
for substantially the same purpose 

as the claims set forth.

3.  Two guidelines for range of equivalence :

(i)  whether persons reasonably skilled in the art would have known of the interchangeability of an ingredient not contained in the patent with the one that was.

(ii)  pioneer patents are to be given wider ranges of equivalence than minor improvement patents.

4.  Preambles -- Courts have sent conflicting signals whether the preamble to a claim is to be read as a limitation or simply as a descriptive prose introducing the real elements (and limitations) of the claimed invention.  (p. 644)

5.  Doctrine of claim differntiation -- Limitations from one claim will not be read into another claim.

6.  Specification -- Courts often look at specification to define words and phrases used in the claims.  Limitations may also be read into the claim from the specification.

7.  Prosecution history -- Two uses:

(i)  What the applicant said during prosecution is used as an aid in interpreting what the claims mean.  Helps determine whether an accused product really fits the definition of a term used in the claim.  (See Unique Concepts , p. 645)

(ii)  Prosecution history estoppel -- Under this doctrine, the patentee is estopped from reclaiming a meaning for a term or phrase that was specifically disclaimed during prosecution in order to avoid the prior art.

XI.  REMEDIES

A.  Injuctive Relief (Sec. 283) 
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Court decides when to grant on such terms as court deems reasonable.
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Denial of permanent injunction leaves patentee with only one remedy: money damages.

1.  Rationale (p. 749): "Patents must by law be given "attributes of personal property".  The right to exclude others from free use of an invention protected by a valid patent does not differ from the right to exclude others from the free use of one's automobile, crops, etc."

2.  Permanent injunctions  

(i)  Public interest - Generally court does not grant injunctive relief merely because the enforcement of the patent would be against the public interest.

Reasons behind general rule:

(a)  If congress wanted to differentiate between lifesaving devices and trivial devices, it would have done so.  So far, Congress thinks it is better for the nation to give inventors short term monopolies rather than permit free competition.  Eli Lilly v. Medtronic (p.762-63)

(b)  Disaccomodation of business and consuming public cannot trump the public policy at issue, that is, the "protection of rights secured by valid patents".  When the business' initial success was at the expense of the patentee and business spent millions in manufacturing a product, you take a calculated risk that you might infringe existing patents.  Polaroid v. Kodak (p.673)

Exception:  Vitamin Technologies (p.759) 

Facts: Patentee held patent for a process of making vitamin D by irradiating dairy products. Infringer was maker of oleomargarine, and argued that the patent is a boon to people with rickets.  health concerns.

Held that refusal to permit irradiation wrrants the refusal of the equitable relief, and held that the public interest would be better served by holding the patents invalid.

(ii)  Compulsory license Where:

(a) irreparable hardship on the infringer by injunction, 

(b) without any concomitant benefit to the patentee (pee's failure to exploit the patent on her own behalf),

 court can properly conclude that it would be inequitable to grant injunction and can fashion relief of compulsory license giving patentee half a loaf.  Foster v. American Mach. (p. 763)

(iii)  Governments power of eminent domain are such that patentee cannot get equitable relief  where govt is the infringer, but can get compensatory damages.  28 USC 1498(a)

State governments - patentee has no right of recovery at all.  (Not even $$$  ???)

(iv) Patent misuse 

SYMBOL 183 \f "Symbol" \s 12 \h powerful defense to an infringement suit.

If the court finds patentee has misused patent (as in Vitamin Technologies),

(a)  Court will deny injuncitive relief, and 

(b) Infringer may get to use the patent royalty free.

Note:  Patentee may purge her misuse and (presumably) reinstate her property right.

B.  Damages (Sec. 284) 

"damages adequate to compensate for the infringement, but in no event less than a resonable royalty for the use of the invention..."

1.   Adequate compensation or Lost profits due to Lost Sales 

Primary inquiry - Had the Infringer not infringed, what would Patentee have made?

Patentee must prove (Panduit Corp. v. Stahlin Bros., p.777):

(1)  demand for the patented product,

(2)  absence of acceptable noninfringing substitutes,
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Cannot show that the patent was a combination of old elements in prior art, and hence, the prior art was substitute.  This ignores that a patent is "the totality of all the elements and their interaction with each other which is the inventor's contribution to the art of wheelbarrow making".  Radio Steel & Mfring v. MTD Prods. (p.806-7).

(3)  her manufacturing and marketing capability to exploit the demand, and 

(4)  the amount of profit she would have made.

2.  Reasonable royalty
(i)
Primary inquiry is what the parties would have agreed upon, if both were reasonably trying to reach an agreement on the date when the infringement began.
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Contemplates hypothetical "willing" licensor and licensee.
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Rationale for not setting negotiations after infringement (Panduit):

(a)  It would amount to a pretense that the infringement never happened.

(b)  Competitors would use infringement as a way to impose a "compulsory license" policy upon every patent owner.

(c)  Infringer would have nothing to lose, and everything to gain if he could count on paying only the normal, routine royalty non-infringers might have paid, except when the patentee could bear the heavy burden of showing lost profits.

(ii)  Factors to consider in setting amount of reasonable royalty (Georgia Pacific, p.789)

(1)
 The established profitablity of the product mader under the patent; its commercial success and its current popularity.

(2)
 The royalties received by the patentee for licensing of the patent in suit, proving or tending to prove an established royalty.

(3)
 The nature and scope of the license for the use of other patents comparable to the patent in suit.

(4)
 The licensor's established policy and market program
(5)
The commercial relationship between the licensor and the licensee, 

(6)
 Collateral sales - effect if selling patented product in promoting sales of other products of the licensee.

(7)
 The duration of patent and term of the license.

(8)
 The utility and advantages of the patent property over prior art, if any, that had been used for working out similar results.

(9)
 The nature of the patented invention; character of the commercial embodiment of it as owned and produced by the licensor..

(10)
extent to which the infringer has made use of the invention; 

(11)
The portion of the profit or selling price that may be customarily in the particular business or comparable businesses to allow for the use of the invention or analogous inventions.

(12)
The portion of the realizable profit that should be credited to the invention as distinguished from non-patented elements, the manufacturing process, business risks, or significant features or improvements added by the infringer.

(13)
The opinion testimony of qualified experts.

(14)
Rates paid by the licensee for the use of other patents comparable to the patent in suit.

(15)
The amount that a licensor (such as the patentee) and a licensee (such as the infringer) would have agreed upon (at the time the infringement began) if both had been reasonably and voluntarily trying to reach an agreement.

Recurring Issues

I.  PRIOR ART

A.  Defined by 102(a) and 102(b)

i.
Invention was known or used by others in this country [102(a)]

ii.
Invention was patented in this or a foreign country before invention by the applicant [102(a)]

iii.
Invention was described in a printed publication in this or a foreign country before invention by the applicant [102(a)]

iv.
More than one year prior to the date of the application for the patent in the U.S., the invention was:

a.
patented in this or a foreign country.

b.
described in a printed publication in this or a foreign country, or 

c.
the invention was in public use or sale in this country [102(b)]

B.  Elements i. to iii. above relate to actions taken by others [102(a)], element iv. relates to actions taken by the inventor [102(b)].

C.  Definition of prior art in 102 is also used in 103 for non-obviousness analysis.

D.  Chemical cases:  After PTO makes prima facie showing that prior art suggests claimed compositions, burden of proof shifts to applicant to prove properties not possessed by piro art.  In re Dillon, p. 480

II. Level of Ordinary Skill in the Art to which invention pertains (applies to 103)

1.
Not a super genius standard

2.
Factors include:

a.   EDUCATION of artisans active in the field:  the higher the education level typical in the field, the more likely the invention is obvious

b.
RAPIDITY of innovation

c.
PROBLEMS typically encountered in the art

d.
the various prior art APPROACHES used

e.
SOPHISTICATION of the technology

3.
DO NOT use inventors as a gauge for ordinary skill b/c they usually have more than ordinary skill (Bausch & Lomb, p. 81)

4.
Reasonably prudent artisan is charged w/ knowledge of all pertinent prior art:

5.
Defining the scope of the relevant art is important to determining the person of ordinary skill in that art.

III.  Patent Validity Analysis:

A.  Section 101 and 102
i.
Patentable Subject Matter

ii.
Is there a Statutory Bar [102(b)]?

iii.
Novelty, 102(a)

iv.
Is the patentee the first inventor? 102(a), (e), (g)

v.
Even though the patentee was not the first inventor, did she acquire the rights of a first inventor due to abandonment? 102(g)

B.  Utility 101

C.  Non-Obviousness 103
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