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Exam: 3 short answer questions 15 points apiece, 1 essay question with 12-20 issues to spot worth 55 points.

General Principles:

A. No fair use defense in the Trademark Statute, being built by the judiciary

B. Trademark is not property, accrues through owners investment in good will, an enforcement of good will.

I. Concepts of Trademark and Unfair Competition

A. Competition 

1. Majority of cases say if not protected by copyright or patent, won’t let unfair competition carve out permanent rights.  (Cheney Bros v. Doris Silk (1930), Sears v. Stiffel (1964); cf. INS v. AP (1918) overruled).

2. Where congress has affirmatively decided to keep IP in the public domain, states can’t pull out.  (Bonito Boats (1989).  If the issue was never considered by congress, not as clear.

II. What is a Trademark?

A. Subject Matter of Trademark Protection

B. Distinctiveness

1. Arbitrary, fanciful, suggestive, and descriptive terms: Only descriptive terms require secondary meaning to be registrable (?).    Cheaper to win disputes if not descriptive because don’t require survey evidence.

2. Secondary Meaning: determining secondary meaning acquired by descriptive marks:

a. Familiarity/confusion in relevant market: P may want narrow market, D broader. (IKC v. Mighty Star (1988))

b. Must figure out where consumers getting source information from, i.e. logo or tradedress.  (Aromatique v. Gold Seal (1994)).

c. Consistent exclusive use

d. Totality of the evidence used to determine secondary meaning, lack of survey evidence is not dispositive.

e. If registrable, will confusion ensue?

III. Acquisition of Trademark Rights

A. Adoption and Use

1. Adoption requires actual use or good faith attempts to create a mental connection between the goods and the source.  These may include advertising and R&D.  But must be greater than nominal use.  (P&G v. J&J (1980).

2. Policy to reward the one actively building an association with the mark.  (Larry Harmon (Bozo the Clown) v. Williams Restaurant (Bozo’s) (1991)).

3. Use in commerce is a low bar

B. Ownership

1. Prior Use (Bell v. Streetwise Records (1986)).

2. Control of nature or quality of the goods: reward for continued effort to create an association between the goods and the source.  (GAF Broadcasting v. Caswell & Massey (1982), Cheng v. Thea Dispecker (1995)).

C. Priority and Concurrent Use

1. Priority: in contest between first distributor and first advertiser of confusingly similar products, the first to foster an association in consumers minds between the goods and the source will win.  This analysis is fact dependent.  (Maryland Stadium Authority v. Becker (Camden Yards) (1994)).

2. Concurrent Use: marks can coexist as long as:

a. Not free riding, unclean hands

b. Separate markets: harder to sustain in global markets.  (United Drug v. Theodore Rectanus (Rex) (1918)).  

c. No confusion

3. Limited Area Exception: 

a. Lanham Act § 33(b)(5): Incontestability is Conclusive Evidence; Defenses – To the extent that the right to use the registered mark has become incontestable …, the registration shall be conclusive evidence of the validity of the registered mark … subject to the following defenses:  (5) That the mark whose use by a party is charged as an infringement was adopted without knowledge of the registrant’s prior use and has been continuously used by such party or those in privity with him … Provided, however, That this defense or defect shall apply only for the area in which such continuous prior use is proved.

b. The junior user is allowed to continue to use the mark if it used the same or a similar mark without knowledge of the senior user in a limited geographical area, but not allowed to expand business further.  (Thrifty Rent-a-Car v. Thrift Cars (1987)).

c. If the junior user is using the mark in a market the senior user is likely to enter, and the senior mark is registered, the junior user is at risk of being locked-out because he has constructive notice of infringement.  (Dawn Donut v. Hart’s Food Stores (1959)).

d. Policy in favor of effort is unique to Trademark.

D. Intent to Use: 

1. Lanham Act § 1(b): A person who has a bona fide intention, under circumstances showing the good faith of such person, to use a trademark in commerce may apply to register the trademark under this Act….

2. Intent to use based on policy to encourage investment in new marks.  Only require bona fide intent to use to get first 6 months, low bar of proof. Can extend up to 3 years by reapplying at 6-month intervals.

a. Incentive to provide as little information as possible since given more time to prove secondary meaning, means merely descriptive terms can be removed from public domain for 3 years.  (Eastman Kodak v. Bell & Howell (1993) (numbers)).  

b. Intent to use is contingent on registration, can still be denied if:

(1) Prior use: have to determine who owns the mark.

(a) § 7(c): Contingent on the registration of a mark on the principal register provided by this Act, the filing of the application to register such mark shall constitute constructive use of the mark, conferring a right of priority, nationwide in effect, on or in connection with the goods or services specified in the registration against any other person whose mark has not been abandoned and who prior to such filing – 

(1) has used the mark (Virgin v. Redistar (cola));

(2) Has filed an application to register the mark which is pending or has resulted in registration of the mark; or

(3) Has filed a foreign application to register.

(2) Prior inconsistent use: have to determine if the mark was abandoned.

IV. Registration of Trademarks

A. The Process

B. Types of Marks

1. Service Marks: have broader application because service is intangible, easier to obtain because not attached to goods in commerce.  (In re Forbes (1994)).

a.
§ 3: Service Marks Registrable: Subject to the provisions relating to the registration of trademarks, so far as they are applicable, service marks shall be registrable, in the same manner and with the same effect as are trademarks, and when registered they shall be entitled to the protection provided herein in the case of trademarks.

2. Collective and Certification Marks: protect consumers as long as don’t become genericized.  If become generic can reclaim by investing in advertising and consumer surveys to prove consumers continue to connect certification with source.  (Community of Roquefort v. Faehndrich (1962)).

a. § 4:  Collective and Certification Marks Registrable:  Subject to the provisions relating to the registration of trademarks, so far as they are applicable, collective and certification marks, including indications of regional origin, shall be registrable under this Act, in the same manner and with the same effect as trademarks, by persons, and nations, States, municipalities, and the like, exercising legitimate control over the use of the marks sought to be registered, even though not possessing an industrial or commercial establishment, and when registered they shall be entitled to the protection provided herein in the case of trademarks, except in the case of certification marks when used so as to represent falsely that the owner or a user thereof makes or sells the goods or performs the services on or in connection with which such mark is used.

b. Third Party certification OK as long as using the same standards.  (Midwest Plastic Fabricators v. Underwriters Laboratory (UL) (1990)).

c. Policy of alienability of goods: can’t prevent resale as long as no substantial alterations occur.

C. Bars to Registration

1. Section 2 of the Lanham Act

a. Section 2(a) of the Lanham Act:  Immoral, Deceptive, Scandalous, or Disparaging Matter

(1) Lanham Act § 2(a): No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principle register on account of its nature unless it – (a) Consist of or comprises immoral, deceptive, or scandalous matter; or matter which may disparage or falsely suggest a connection with persons, living or dead, …, or bring them into contempt, or disrepute….

(2) Immoral and Scandalous: A mark will be approved if there are alternate acceptable meanings.  The default is in favor of letting the mark go forward.  (In re Old Glory Condom (1993), In re Mavety Media Group (Black Tail) (1994)).

(3) Disparaging: Different standard applied, concerned about the perceptions of a smaller group rather than the general public.   Harjo v. Pro Football (Redskins) (1999) laid out the following disparagement analysis:

(a) What is the ordinary meaning of the term?

(b) What is the perception of the disparaged group?

(4) Deceptively Misdescriptive: strong policy of consumer protection.  See also Lanham § 2(e)(1) [registration will be refused if the mark] Consists of a mark which when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them.  Courts have used a three part test (In re Budge (1988)):

(a) Whether the term is misdescriptive as applied to the goods, if so

(b) Whether anyone would be likely to believe the misrepresentation, and

(c) Whether the misrepresentation would materially affect a potential purchaser’s decision to buy the goods.

(5) § 2(a) is constitutionally suspect: Trademark is giving government approval or disapproval to certain kinds of protected speech.  Looks like viewpoint discrimination.  More important as commercial speech being raised to same constitutional level as non-commercial.  (Redskins Case – defendant’s argument)

b. Section 2(b) and 2(c) of the Lanham Act

(1) § 2(b): [registration will be refused if the mark] Consists of or comprises the flag or coat of arms or other insignia of the United States, or of any State or municipality, or of any foreign nation, or any simulation thereof.

(2) § 2(c): [registration will be refused if the mark] Consists of or comprises a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by the written consent of the widow.

c. Section 2(d) of the Lanham Act:  Confusion

(1) § 2(d): [registration will be refused if the mark] Consists of or comprises a mark which so resembles a mark registered in the PTO, or a mark or trade name previously used in the US by another and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive:  Provided, That if the Commissioner determines that confusion, mistake, or deception is not likely to result from the continued use by  more than one person of the same or similar marks under conditions and limitations as to the mode or place of use of the marks or the goods on or in connection with which such marks are used, concurrent registrations may be issued to such persons when have become entitled to use such marks as a result of their concurrent lawful use in commerce prior to filing.

(2) If court has a sense that there is free riding, much more likely to bar the registration.  (Compare Nutrasweet v. K&S Foods (Nutrasalt) (1987) to Marshall Field v. Mrs. Fields (1992)).

d. Section 2(e)(2) and 2(e)(3) of the Lanham Act:  Geographic Terms

(1) § 2(e)(2): [registration will be refused if the mark] Consists of a mark which when used on or in connection with the goods of the applicant is primarily geographically descriptive of them, except as indications of regional origin may be registrable under Section 4.

(2) § 2(e)(3): [registration will be refused if the mark] Consists of a mark which when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them.

(3) Geographic misdescription: when there is a strong association between a location and a product and the second product evokes this association but is not from the location.  

(a) Analysis requires a determination of whether the term is primarily geographically descriptive as attached to the goods.  Not found in Nantucket shirts.  (In re Nantucket (1982)).

(b) If it is the second comer of goods associated with a geographic location, will have to provide a prominent disclaimer to avoid consumer confusion.  (American Waltham Watch v. US Watch (1899)).

e. Section 2(e)(4) of the Lanham Act:  Surnames and other Issues

(1) § 2(e)(4): [registration will be refused if the mark] is primarily a surname.

(2) Surnames are narrowly protected:

(a) Secondary meaning required (In re Cazes (Brasserie Lipp) (1991)

(b) Wider latitude of proof

(c) No free riding

(d) No exclusive rights

(e) No intent to use

f. Section 2(f) of the Lanham Act – Distinctiveness

(1)
§ 2(f): Except as expressly excluded in paragraphs (a), (b), (c), (d), and (e)(3) of this section, nothing herein shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant’s goods in commerce.  The Commissioner may accept as prima facie evidence that the mark has become distinctive, as used on or in connection with the applicant’s goods in commerce, proof of substantially exclusive and continuous use thereof as a mark by the applicant in commerce for the five years before the date on which the claim of distinctiveness is made.  Nothing in this section shall prevent the registration of a mark which, when used on or in connection with the goods of the applicant, is primarily geographically deceptively misdescriptive of them, and which became distinctive of the applicant’s goods in commerce before December 8, 1993.

2. Other Bars to Registration:  Functionality

a. Tradedress protection will not attach to the best functioning design: maker must resort to patent or stay in the public domain.  Purpose of tradedress is to identify source, if have the best design need to be available to others, can’t be used for identification.  (Brunswick v. British Seagull (black outboard motor) (1995)).

b. To get protection must show that there are other equally functional designs.  Leads the lawyers to act against the marketers.  (In re Morton-Norwich Products (1982)).

c. Best argument is that chose shape for consumer to be able to identify the source, and consumers do identify this shape with our source.  (Weber Grills (1987)).

V. Loss of Trademark Rights

A. Genericism

1. Development of the Standard

a. Trademark should help consumers identify the source of the goods, it can’t do that if everyone uses it to describe the goods denominatively, unattached to the source.  (Bayer v. United Drug (1921), DuPont Cellophane v. Waxed Products (1936)).

b. Lanham Act § 14(3): A petition to cancel a registration of a mark, stating the grounds relied upon, may … be filed as follows:  (3) At any time if the registered mark becomes the generic name for the goods or services for which it is registered, a petition to cancel the registration for only those goods or services may be filed. … The primary significance of the registered mark to the relevant public rather than purchaser motivation shall be the test for determining whether the registered mark has become the generic name of goods or services on or in connection with which it has been used.

c. Lanham Act § 15(4): No incontestable right shall be acquired in a mark which is the generic name of the goods or services or a portion thereof, for which it is registered.

2. Implementing the Standard:  Survey Evidence

a. Proof that the relevant market associates the goods with a particular source will save it from a claim of genericism.

b. Market definition is the key, need to focus on how each side would want to define the market.  This is not pre-determined but in the discretion of the judge which definition he will accept.

c. Consumer motivation surveys no longer required when used to show consumers were not motivated to purchase a product because it was identified  with a particular source.  (Antimonopoly v. GM (1982)).

d. Though court may find genericism, may fashion a remedy for the small group that may be confused in order to prevent passing off by others.  (King-Seeley Thermos v. Aladdin Industries (1963), Anti-Monopoly v. General Mills (1982)).

3. Genericism and Confusion

a. Survey evidence used to determine whether consumers believe the mark describes a product or a source.  (Teflon v. Eflon (1975)).

b. Evidence of confusion, may lead a court to find infringement, though the mark is generic.  In such a case, the court may act to prevent passing off by the second group.  (BVA v. BAVF (1989)).

B. Abandonment

VI. Infringement

A. Likelihood of Confusion

1. The Polaroid Factors: don’t apply all factors in every case, this list is not intended to be inclusive only suggestive.

a. Strength of Ps mark: this factor can be determinative.  When very strong, court may help P build and maintain fence.  (Gallo v. Gallo Nero).  Wen weak, court may prevent P from keeping others out.  (CBS v. Liederman (TV City) (1995)).

b. Degree of similarity between Ps and Ds marks

c. Proximity of the products or services: if products not adjacent, may alleviate confusion.  (Vitarroz v. Borden (1981)).

d. Likelihood that P will bridge the gap  

e. Evidence of actual confusion: 

(1) Degree of actual confusion matters: if have overwhelming evidence of actual confusion wouldn’t get into this analysis.  If have only a small amount of actual confusion, still have to show likelihood of confusion on a grander scale.  

(2) Surveys provide the best evidence.  May be easier to prove if have smaller relevant audience.

f. Ds good faith in adopting the mark: 

(1) If in good faith, trademark law may allow some degree of confusion where the mark is protectable and try to mitigate confusion by remedies under passing off theories.

(2) Big investment in mark can show good faith.  (Vitarroz v. Borden (1981)).

g. Quality of Ds product or service

h. Sophistication of the buyers

i. Other factors to consider:

(1) Who used the mark first and for how long?

(2) What channels of marketing do P and D use if in same markets, greater likelihood of confusion.

2. Relevant Public/Secondary Confusion

a. Court will look beyond actual purchasers of the product to the broader market to determine confusion because the purchaser may know an item is an imitation since they paid less for it, while casual observers would be fooled into thinking product was the original.  (Mastercrafters Clock & Radio v. Constantin-Le Coultre Watches (1955), Foxworthy v. Custom Tees (1995)).

b. May stick with the purchasing audience if product is one that can not easily be seen by casual observers, like underwear.  (Munsingwear v. Jockey (1994)).

c. Similar product markets and marks can result in initial interest confusion.  The trademark owner has a right to keep the public identifying its mark with its unitary source.  (Blockbuster Entertainment v. Laylco (Videobuster) (1994)).

d. Suspicion of bad faith may drive the court to draw a broader market definition to protect the mark holder from free-riding.  If the court believes D acted in good faith, may infer a more narrow market definition to protect their investment.

3. Reverse Confusion

a. Occurs when public believes the junior user is the true mark owner and the senior user is the infringer.

b. Junior user can lose even if the senior user’s use of the mark was so narrow that no confusion will result, based on the intent of the senior user to expand.  (Sands, Taylor & Wood v. Quaker Oats (Thirst Aid v. Gatorade) (1992)).

(1) This is economically good for the market because it forces the junior user to license the mark from the senior user.  

(2) Senior user only has low burden of proof on future intent.

(3) Forces junior user to do thorough trademark search and licensing before beginning use.

c. Court may find no likelihood of confusion where junior and senior users are in separate markets and the senior user has no intent to expand into the junior users market.  (WWW Pharmaceutical v. Gillette (SportsStick) (1993)).

d. Reverse confusion tends to be applied by courts in circumstances where the senior user has a strong mark.  Though it may only look at a small market to determine this strength.

B. Contributory Infringement

1. Contributory Infringement Requirements: not causing infringement, but created the conditions that allowed it to occur.

a. Knowledge: 

(1) must note whether entity being sued is a meaningful part of the cause of the violation or if they would never know about it.  (Inwood Labs v. Ives Laboratories (generic drugs) (1982), Hard Rock Café Licensing v. Concession Services (flea market) (1992)).

(2) In Internet context, NSI argues it is not responsible for infringements by others because it can’t monitor the use of addresses it assigns and therefore has no knowledge.  Arguing that it is just a carrier with no policing responsibility.  (Lockheed Martin v. NSI (1999)).

b. Deliberate Instigation:

2. Vicarious Liability Requirements: relevant in the employment context

a. Dependent Agents: company has more influence over dependent agents and greater obligation to control their acts.

b. Reasonable Foreseability: even if agents are independent, D could be liable if court finds that it could have foreseen that they would behave wrongly.  (AT&T v. Winback & Conserve Program (1994)).

C. Statutory Defenses/Incontestability

1. Incontestability

a. § 15: The right of the registrant to use such registered mark in commerce for the goods or services on or in connection with which such registered mark has been in continuous use for five consecutive years subsequent to the date of such registration and is still in use in commerce, shall be incontestable.

b. The ability to claim a mark is merely descriptive is lost after it becomes incontestable.  This status creates a presumption of validity.  (Park ‘N Fly v. Dollar Park ‘N Fly (1985)).

c. Note that this protective status attaches at a point in time, but may be lost depending on how P behaves.  There are no inherent rights in trademark, all based on how P treats the mark.

2. Defenses to Incontestability by Registered Marks

a. § 33(b): Incontestability Is Conclusive Evidence; Defenses (b) To the extent that the right to use the registered mark has become incontestable under section 15, the registration shall be conclusive evidence of the validity of the registered mark … subject to the following defenses or defects:

(1) Fraudulent acquisition of trademark registration

(2) Abandonment of the mark

(3) Use of the mark to misrepresent source

(4) Use of mark in a descriptive sense other than as a trademark (fair use)

(5) Limited territory defense

(6) Prior registration by D

(7) Use of mark to violate antitrust laws

(8) Equitable principles

b. § 15 incorporates additional defenses: mark incontestable provided that:

(1) There has been no final decision adverse to registrant’s claim of ownership

(2) There is no proceeding involving said rights pending in the PTO

(3) An affidavit is filed with the Commissioner within one year after the expiration of any such five-year period setting forth those goods or services stated in the registration … with which such mark has been in continuous use for such five year consecutive years and is still in use in commerce; and

(4) No incontestable right shall be acquired in a mark which is the generic name of the goods or services or a portion thereof, for which it is registered.

c. § 14(3): provides that a mark can be canceled after reaching contestability if it has become generic, was obtained fraudulently, being used to misrepresent the source of the goods, if it has been abandoned.

d. § 14(5): provides that a mark can be canceled at any time in the case of a certification mark on the ground that the registrant:

(A) does not control, or is not able legitimately to exercise control over, the use of such mark, or

(B) engages in the production or marketing of any goods or services to which the certification mark is applied, or

(C) permits the use of the certification mark for purposes other than to certify, or

(D) discriminately refuses to certify or to continue to certify the goods or services of any person who maintains the standards or conditions which such mark certifies.

e. § 2(a) and (b) also provide defenses.

3. Fair Use

a. The public is permitted to use trademarks descriptively in the non-trademark sense pursuant to a policy to protect valuable discourse as long as such uses don’t create confusion.

b. Trademarks should allow producers to be able to accurately describe their products to get the best information to consumers.  (Sunmark v. Ocean Spray Cranberries (sweet-tart)(1995)).

c. Not clear how this turns out under dilution law which has a product rather than a consumer focus.

VII. Section 43(a)(1)(A) and Unregistered Marks

A. Surnames and Section 43(a) of the Lanham Act

1. § 43(a)(1)(A):  Unregistered Marks; False or Misleading Descriptions and Representations (a)(1) Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact which – (A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person.

2. Surnames receive a low level of protection

a. Must ensure no confusion: can lose the right to use own surname unless very careful to avoid confusion.

b. Courts suspicious of free riding.  (Basile, S.p.A. v. Francesco Basile (1990)).

B. Trade Dress

1. Atmosphere can be protected if inherently distinctive without secondary meaning.  (Two Pesos v. Taco Cabana (1992)).

a. Propertizing trademark: creating fences to keep others out.

b. Equating trademark to copyright by incenting and rewarding creativity, rather than figuring out if atmosphere is an indicator of source to the consumer.

2. When is a Design Inherently Distinctive?

a. Product Design: though Walmart says need secondary meaning to be protected when unregistered, need to go through the inherently distinctive analysis for final, since Supreme Court didn’t accept or reject either approach.
(1) Becker (3d Cir) test: greater consumer focus.  (Duraco Products v. Joy Plastics (1994)).

(a) Unusual and memorable: whether or not this product is distinguishable from all others.

(b) Conceptually separable from the product itself: separating that which indicates source from that which is decorative.  If find that separated elements are inherently distinctive, those elements may get some protection.

(c) Elements operating as an indicator of source

(2) 2d Cir Test: greater producer focus.  (Knitwaves v. Lollytogs (1995))

(a) The producer claiming inherent distinctiveness must have intended for elements to operate as an indicator of source to get a finding of inherent distinctiveness.

(b) This test makes it easier for lawyers to construct intent after the fact, whether than figuring out if these elements are distinctive to consumers.

(c) Note: Tradedress addresses a business failure by those who have been unsuccessful at getting secondary meaning and consumer identification in the minds of consumers.  To this extent, the 2d Cir test addresses this failure by giving producers an opportunity to craft distinctiveness out of the air.

b. Fashion design: unprotectable and incapable of being inherently distincitive.  If prove the design has acquired secondary meaning and is not functional can get tradedress.  (Walmart).

c. Product packaging: falls under traditional notion of tradedress, but no cases yet so don’t know how would be treated under Two Pesos.  Might only require inherent distinctiveness, without a subsequent need to show secondary meaning. Since more like a trademark, might be treated more like fanciful or arbitrary mark, no requirement of secondary meaning.

d. Registration creates a presumption of secondary meaning.  If unregistered have to prove secondary meaning in product design context, inherent distinctiveness will not suffice.  (Walmart v. Samara (2000)).

3. Functionality Revisited

a. Tradedress protection is available for unregistered elements that are not merely functional as long as:

(1) They are indicators of source.

(2) Not the only or best way to do something.

(3) Not identified with the whole category.

VIII. Section 43(a)(1)(B) and False Representations

A. § 43(a)(1)(B):  Any person who, on or in connection with any goods or services, or any container of goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which – (B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person’s goods, services, or commercial activities, shall be liable in a civil action by any person who believes that he or she is likely to be damaged by such act.

B. Analysis: Burden is on P to show that an ad is false or misleading.

1. D can get into trouble even if no one is misled if claims are false based on empirical evidence.  (Coca Cola v. Tropicana (1982), Castrol v. Pennzoil (1993)).

a.
Literal falsity raises a presumption of consumer harm.

2. D can get into trouble even if claims are true but the public is misled based on survey evidence, higher burden of proof.  (Polar Corp v. Coca Cola (1994), public misled by product disparagement; but see Coors Brewing v. AB (1992) not disparagement to tell true source of water).

a. 43(a)(1)(B) has been stretched to recognize trademark holders’ rights to control all uses of their marks to protect the good will they have built up.

b. Pre-dilution, this was used to protect good will, led to product placement movement.

C. Standing

1. Normally in trademark cases anyone harmed has standing to sue.  False Representation cases represent the exception to this rule.  

2. Most courts have ruled that only competitors have standing to sue, this also excludes retailers from suing manufacturers since they stand in the shoes of consumers.

a. Preventing nuisance claims from flooding the courts.

b. Competitors have the best information to determine if claims are false or misleading.

IX. Authors’ and Performer’s Rights

A. Rights of Attribution

1. Artist’s objections to editing can stand under § 43(a)(1)(A) because what was presented to the public was not what originated from the author.  (Gilliam v. ABC (1976)

a. Only one case holds this way, at the heart of this dispute was a contract matter that refused editing rights.  (Compare Choe v. Fordham University School of Law (1995) where no violation was found as factual matter).

2. Passing off: misleading consumers into thinking that the trademark holders product is your own.

3. Reverse passing off: misleading consumers into thinking that your product is the trademark holders.  Misrepresentation of origin.

4. Intent is not required to find a violation: only matters that the general public believes the work was attributed to the wrong source.

a.
Easier to find work wrongly attributed if greater portion of the work can be attributed to the complaining author.

5. Expansion of trademark doctrine through moral law plus dilution: expanding ability to be able to keep others from using marks and expressions in ways the trademark owner disapproves of.

B. Right of Publicity and Related Claims

1. State law has primacy in this area: generally protects name and likeness.

2. Publicity rights protect individuals’

a. Right to choose who to endorse

b. Right to good will

c. Right to construct public image.

3. The right has been expanded beyond name and likeness in some cases to cover elements associated with the celebrity.  (Carson v. Here’s Johnny Portable Toilets (1983)).

4. The right to construct public image collides with the First Amendment as commercial speech becomes as protected as political speech.

a.
Celebrities don’t have the right to be protected against criticism or lampooning.  In these cases the First Amendment trumps the right of publicity.  (Cardtoons v. MLBPA (1996); but see White v. Samsung (1992) which makes no mention First Amendment principles).

5. Publicity claims may be brought under a combination of legal regimes:

a. State Right of Publicity statues: protects when name and likeness are used without permission, rest on individual’s right to construct image.

b. Lanham Act § 43(a)(1)(A): issue is whether the public is confused about who is endorsing the product.  Does the ad make a false representation to the public about who stands behind the product?

c. Likelihood of Confusion: may form ground of decision in look alike cases.  (Allen v. National Video (1985)).

X. Dilution

A. The harm dilution protects against is that others will diminish the strong association consumers have with the mark owner’s product as a source identifier.  Begins to look like a property right in the mark and an ability to fence others out because P owns the image and no one else can work on it.  Want these word to continue to trigger its desired meaning.

B. Not clear if have to prove actual dilution or likelihood of dilution.

1. Likelihood of dilution: famous mark owners arguing for this broad interpretation

2. Actual dilution: offenders ask for this more narrow interpretation.

C. Dilution claim requires:

1. Strong mark capable of being diluted.

2. Likelihood of dilution (Revlon).

3. Similarity between the marks must be substantial (Mead Data).

D. Tarnishment: bringing negative cast to the phrase.

E. Blurring: confusing the strong association between the goods and the source.

XI. Lawful Unauthorized Use

A. Collateral Use

1. Resellers can keep original labelling as long as consumers are adequately informed.  (Champion Spark Plug v. Sanders (1947)).

2. As long as consumers not confused about the source others may use the trademark (VW v. Church (1969)).

a. Strong policy to foster competition.

b. Get greater information to consumers.

3. If a trademark is part of a functional feature, it can’t be invoked for trademark protection.  Don’t want trademark to hinder competition where the trademark owner couldn’t get copyright or patent protection.  (Sega v. Accolade (1993)).

B. Promotional Products

1. Majority of cases hold that the trademark holder can have rights in emblem even when they are not affixed to goods because the emblems are the product themselves.  (Boston Professional Hockey v. Dallas Cap & Emblem (1975)).

a. Recognizing economic power of professional sports leagues

b. Rewarding trademark holders’ investment in good will.

2. Outlier case held that an emblem was just a design so that others were not required to license since there could be no consumer confusion as to source.  (Intl Order of Job’s Daughters v. Lindeburg (1981)).

3. Contracts regarding trademarks only affect those party to them, unlike copyright which conveys exclusivity.  In order to secure get exclusive use of trademark rights, have to prove the public would be confused by use by others.  Can only prove this if public has expectation that broadcast rights are only affiliated with and licensed by one source.  (Compare WCVB-TV v. Boston Athletic Ass’n (1991), with public perception of NFL Broadcast rights).

C. Comparative Advertising

1. Policy in favor of providing more information to consumers must be balanced against confusing and misleading consumers.

2. The one desiring to use the comparison doesn’t have to show that no confusion will result, only that the small possibility of confusion is outweighed by value to the public of this type of advertising.  (August Storck v. Nabisco (Werthers) (1995)).

D. Parody

1. Analysis:

a. Is there commercial use?

b. Is there confusion as to source?

c. If yes to (a) and (b) have established an infringement, then analyze strength of First Amendment defense of parody.

(1) Print appears to be more protected by the courts, traditional area of Free Speech jurisprudence.  (Cliff Notes v. Bantam Doubleday (Spy Notes) (1989)).

(2) Products typically receive less protection: seen as more traditionally commercial.

2. The parody defense is a narrow one and is rarely accepted by the courts.

3. Plaintiffs chances of success are increased further by dilution theory

a. Lower burden of proof (no confusion requirement)

b. Focus on the product rather than the consumer

c. Tarnishment theory protects good will in mark.

4. Note that parody is more broadly protected than serious commentary.  (Doug’s Notes)

E. Trademarks as Speech

1. Others use of trademarks to facilitate political speech may be prevented when the infringed mark is very strong.  (MGM-Pathe Communications v. The Pink Panther Patrol (1991)).
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