Patent Law

1. Trade Secrets

a. Benefits

i. Cheaper?

1. No application fees

2. But have to keep secret

ii. Perpetual (if you successfully protect and no independent invention)

b.  Down side

i. no guarantee to protection

c. Cases (pp. 1237-1271)

i. Novell 

1. Negative information can be a trade secret

a. Trade Secret Act - any info that can be used in business

ii. SOS v. Payday

1. Similar to Novell - case for ev. that negative info facilitated

iii. American Credit

1. Customer List Case - can announce new affiliation, can’t solicit

iv. Sheets v. Yamaha

1. 5 prerequisites to an unjust enrichment

a. must be enrichment

b. must be an impoverishment

c. must be connection b/w enrichment & impoverishment

d. absence of justification or cause for enrichment/impoverisment

e. no other remedy at law.

d. Must be valuable b/c not generally known.

e. TS is balanced b/c employers will compensate employees for loss of mobility.

f. Infringement

i. Generally

1. Must use secret

2. Acquired through improper means

ii. Under TRIPS Art. 39, however, you don’t have to show that it was  used if you can show it would inevitably be used.

iii. If government requires you to divulge a trade secret and the government then divulges that trade secret to another, then that is a violation of TS law.  See TRIPS Art. 39(1).

g. Remedies

i. Injunctive relief

1. Perpetual injunctions are rare (p. 1242) b/c of expectation that at some point the trade secret will be otherwise compromised.  When that happens, courts don’t want to artificially constrain what might be the most efficient competitor.

ii. Damages - similar to patent

h. Reverse Engineering

i. Is generally ok, but we question whether should be with modern tech

i. Economic Espionage Act - criminal penalty for trade secrets theft

2. Patent Appeals - Institutions

a. Prosecution - PTO appeal-> Board of Patent Appeal appeal-> Fed. Cir.-CAFC

b. Litigation - Starts in District Courts, appealed to CAFC

3. Patentable Subject Matter §101

a. Plants - Types of protection

i. Can be protected Under Ag Act - Plant Variety Protection Act (PVPA)

ii. Asexually protected plants can also be protected with a utility patent.

iii. Plant Patents 161

b. Things found in nature

i. Funk Brothers - new combination of bacteria (non-patentable subject matter) is non-patentable.  Things in nature are not patentable.  Then all uses would not be discovered

1. Overrules Park Davis - something commercial is hard work and ought to be protected.

c. Human mental steps

i. Haliburton Oil Well Cementing Co v. Walker - no patent on well echo formula because involved human mental steps

d. Printed matter doctrine - can’t patent something based on what’s printed on it.

i. Bus ticket case

e. Function of the machine doctrine – can’t patent result, only machine/process.

f. Algorithms - Freeman-Walker-Abele Test 

i. Algorithm when part of process is patentable when it produces a useful, tangible, and concrete result.

ii. This is what allows us to patent computer programs.

iii. See State Street
4. Utility - § 101

a. Courts no longer care if it is an immoral utility, just must have a utility

b. Brenner v. Manson - patent not a hunting license - so that stands for proposition that you must have some use to get patent.  Want to keep incentives available:

i. Suggestion that we develop two types of patents - creation patent and use patent.  We have that but only where creation patent is supported by a use as well?  So only subsequently discovered use patents.

ii. §200 - government funded research used to be that only government could patent, not inventors, good b/c stopped people from privatizing public research, bad b/c no one had incentive to work with government research.  NOW, universities can take less federal funds and can patent research products, but gov can take patent if university doesn’t exploit.

iii. Utility requirement slows things down in that it requires further work before things come to the patent office.

1. Do we want people to apply as soon as possible?  Forcing someone to patent early can then force them to develop collateral technologies in an inefficient order.  Spend time making combustion engine powerful rather than making metals lighter because afraid that patent on engine was running out.

c. §214 - PTO can ask for model demonstrating invention and then reject based on its failure.  This is how the PTO can deal with applications for perpetual motion machines.  (Newman v. Quigg)  

i. After In Re Brana, guidelines change - to reject patent on usefulness, PTO has burden.  Std. is if a person of reasonable skill in the art can refute usefulness.

ii. In drug context, animal usefulness will establish usefulness.

5. Novelty 102(a) - bar to patent by action of others

a. Definitions

i. Anticipation - not novel

ii. Reference - anything that arguably defeats a patent

iii. Effective Date - date reference becomes available as prior art (for publication, e.g., it is the publishing date)

iv. Critical date - set out by 102(b) - 1 year before filing

b. Bar under §102(a) if

i. Patented (anywhere)

1. All elements - 

a. Black-letter law is that for foreign patents we only look at the claims (this is changing - a few cases allow specification to be looked at as well).

b. US patents the specification as well as the claims count towards anticipation

2. When is it patented?  Generally patented on day that patent grants exclusive rights (i.e. its effective date) as long as its contents were minimally available to the public on that date.

ii. Described in publication (anywhere)

1. Must have been printed - Chief consideration whether the information was reduced to a tangible form discernable by the public.

2. in a publication – must be accessible to the public

3. and must enable

iii. “Known or used” in the US by others -> “publicly used AND known”

1. Known

a. fully disclosed - Actual or constructive reduction to practice - every element

i. Physically created 
ii. Enabled in application 
iii. In Re Seaborg (nanograms of Am produced in reactor among tons of other shit may not be a reduction to practice as an inherent byproduct).

b. Publicly known - 

i. Secret/private knowledge (also abandoned applications) do not act as a bar

ii. Where it would logically be found - oil drill in Texas, not sketched on table cloth.

1. Doctrine of inherency - Tilghman v. Procor (soap as inherent byproduct of engine not anticipatory of process to make soap).  

2. Used - used in the manner and context for which it was intended

a. Fireproof safe has to be lit on fire

b. Door handle in door.

c. Bar under §102(e) - modifes 102(a) not 102(b), applies only in US

i. Invention in another US patent application serves as a reference with filing date as its effective date as long as eventually

1. published under 122 or

2. issued

ii. filing date

1. May be that for 102(e) purposes, the date of a 111(b) partial application will act as priority date IF you complete filing within 1yr of 111(b) filing, AND patent issues or publishes.

2. §157 allows you to put invention in public domain - acts like a patent except under 183 & 271-289.

3. §120 - continuations get original filing date for what was actually in original, but new stuff’s effective date is subsequent filing date.

4. §121 - if forced to split up claims under 121, those claims get benefit of original filing date for anything that in original “parent” application.

iii. 102(e) elevates description within a patent application from a regular publication description (effective on date of publication) to a patent description (effective on filing date).

d. Bar under §102(g) - you will not get a patent if someone else invented before hand and they did not abandoned, suppress or conceal.

i. (Remember) invention requires

1. inventive concept AND

2. actual or constructive reduction to practice

ii. Who is first?

1. First to reduce to practice UNLESS

2. Second to reduce 

a. can prove he was first to conceive AND 

i. Result and means of accomplishing result is distilled to the point where no more than ordinary skill in the art is necessary to reduce

b. that he did not fail to be diligent at any point between the second guy’s conception and invention????

i. Delay - illness or poverty are excusable

ii. Delay - doubt of use/value not excusable

iii. Delay - university vacation not excusable

iii. Abandonment, Suppression, Concealment

1. Failure to file for patent is not a per se A/S/C

a. If invention has been commercialized, including use as a trade secret, court may find that there is no A/S/C

b. Licensees from first inventor who A/S/C will get right to continue use under §273(b) limited.

2. Resumption of activity prior to second invention - will preserve first inventor’s priority.

iv. Foreign MoFos

1. The extent to which knowledge or use in a foreign country can establish priority date of invention is specified in 104 and 119.

a. §104 - only use and knowledge in a NAFTA and WTO member can establish priority of invention.

i. Use and knowledge in new WTO members cannot establish a priority date earlier than 1 year after they join, except as under 119.

ii. 104(a)(2) - exceptions where theres no limitation on use or knowledge other than that which would apply in US.

b. §119 - non-WTO/NAFTA members - patents in foreign countries can be used to establish priority.

6. §102(b) - bar to patent by action of you or others - encourages timely filing

a. Policy 

i. Ensures that things in the public domain for a year stay in the public domain.

ii. Gives you 1 yr to perfect, but after a yr you can inadvertently screw yourself - so balances interest in not flooding PTO, but stops you from patenting

b. Public use

i. Invention used as it was intended to be used - not under secrecy agreement

ii. Even one use will be enough

iii. Inventor can make private personal use

iv. Inventor can make experimental use

1. if experimental benefit runs to invention

2. not if experimental benefit runs to customer

3. Factors to consider

a. Extent of use

b. What was inventor doing - check-ups?

c. Were tests relevant

d. Confidentiality level?

e. Custom w/in industry or firm?

f. Duties of experimental user.

v. Use that doesn’t reveal invention might constitute public use - Teflon case - tape didn’t reveal stretch machine - sale not public use of invention.

vi. Secret 3rd party art - if someone else independently invents and is using more than a year before you file, that will bar you from getting patent.

c. On sale

i. If product is offered for sale that is enough.  Need not be sold.

ii. So long as invention is reasonably complete, it does not matter that it has not been physically reduced to practice, so long as it can be expected to work on completition, offer/contract date will still be relevant date.

iii. Exception - if sale for experimental purpose, offer date/sale doesn’t count.

iv. Offer to sell rights in patent does not trigger 102(b).

d. Patented or described - see 102(a) BUT NOTE 102(e) doesn’t fuck with 102(b)

e. Bar under §102(c) - cannot get patent if you abandon right to patent - doesn’t matter what you are doing with the actual product, this is about giving away the knowledge or demonstrating a lack of intention to patent (implied abandonment).

f. Bar under §102(d) - denies patent if applicant filed elsewhere more than a year before filing in US and foreign patent files before US patent.

i. Note: PARIS Convention - if you file first in your home country then in other countries, you get benefit of home country filing date in other countries.  102(d) is about people who fuck up and miss out on that.

ii. Does not matter if foreign patent is valid

iii. Does not matter if foreign patent describes outside of claims.

7. Bar under §102(f) you can’t get a patent if you are not the inventor.

a. Who is the Inventor? - Person who conceived

b. Assignees must pursue patent in inventor’s name

c. Shoprights - (common law doctrine) where inventor uses resources of employer absent an agreement, employer gets use rights.  This is not an assignment.

d. Implied assignment – If employed to invent, courts assume assignment w/o contract

8. §116 - Co-inventors

a. If you are a joint inventor, application must be made jointly and you get equal ownership of patent regardless of share of contribution.

b. Provision also covers where joint inventor cannot be found

9. §103 - non-obviousness

a. Must involve inventive step

i. Differences b/w 102 and 103

1. 102 all elements, 103 allows combination from different sources

2. 102 includes all art, 103 not responsible for stuff from far afield.

b. John Deere 4 factor test

i. What is scope and content of prior art?

1. What counts as prior art

a. Stuff from 102(a), (e), (f), (g)

b. At least patents and publications under 102(b), but after Baxter, possibly all of 102(b).

c. One of ordinary skill in art would know at time of invention.

2. What’s not too far afield?

a. It is in the same field but not used for same purpose.

b. Not in the same field but used for same purpose.

ii. How does this invention differ from prior art?

iii. What would someone of ordinary skill in the art know?

1. CAFC factors

a. Education level of inventor

b. Education level of active workers in the field

c. Type of problems encountered in the art

d. Prior art solutions to those problems

e. Sophistication of the technology

f. Rapidity with which inventions are made

2.  Ordinary skill but exceptional knowledge of existence of prior art.

iv. Could that person make the leap from the prior art to this invention

1. Legal determination - made from time of invention

2. Requires consideration of

a. Whether prior art suggests undertaking the invention 

b. Whether one could reasonably have been assured of success

3. Secondary considerations

a. Valuable inventions are generally assumed to be non-obvious

i. Commercial acquiescence - if competitors are willing to pay licensing fee or spend $ to invent around: evidence that they think patent valid and therefore non-obvious

ii. commercial success - indicates it wasn’t too obvious

b. Solutions to long-standing problems are assumed non-obvious

c. Movement in different direction by others in the field (you’re looking in the back yard; everyone else is looking in the front)

d. Skepticism by experts wrt approach taken (point and laugh)

4. Combination patents - old elements in new way – Sup Ct says if result produced by combination produces unexpected results, non-obvious.

a. CAFC rejects - they think that the proper test is whether there is a motivation to combine before hand.

c. §103(b) - biotech process patent - if cell is patentable then the process by which it produces naturally occurring thing is non-obvious.

d. Court-made Hyperactive 102(b) switch that can be triggered from 103 - something is published making your invention obvious, but since you invented before, your invention is still not obvious, but your 102(b) clock starts running.

10. §112 - Specification - disclosure and enablement

a. Claiming requirement

i. To get patent, everything must be in the claims, specification cannot help you.

ii. Means-plus-fct claiming - CAFC pulling back on this.

b. Enabling requirement

i. Description must enable person skilled in the art to practice the invention without undue experimentation.

ii. If words are not enough to enable, as in case with biotech, then you may to have to put specimen in depository.

iii. Anything not in the specification cannot be claimed.

iv. Main application is to help examiner to determine what the applicant was in possession of at time of application.

c. Best mode requirement

i. Subjective inquiry – was the best mode described, the best known by inventor.

ii. Objective inquiry - Did inventor describe best mode known to him in enough detail to enable a person of average skill in the art to practice that best mode. 

d. §111(b) - Provisional Application

i. You only have to fulfill the requirements of Para. 1 of §112

ii. You then have 1 year to fulfill the requirements

iii. Allows you to establish priority before you have all requirements met.

11. Preemption

a. Trade secret law can coexist with patent law - by definition, patent law requires disclosure so there won’t be an overlap.  Also, patent law specifically recognizes trade secrets as prior art, so obviously no preemption.

b. Can someone stealing your trade secret and using it for a year before you apply for a patent preclude you from getting a patent under 102(b)?

12. Infringement §271

a. Infringement types

i. Direct infringement §271(a)
1. Making, using, selling, offering to sell or importing a patented invention is strictly prohibited.

2. You can repair but not remake.

a. How complex are (’s actions -  >complex = >reconstruction

b. Life expectancy of whole - if one part wears out early = repair

c. If Mkt exists for service/repair of part(s) = repair

d. Objective evidence of intent of patentee - e.g. if they sell necessary service parts = repair

3. For direct infringement, you have to sell assembled invention

4. Offer to sell after patent expiration is okay. (But can’t make before expiration in anticipation of sale.)

5. Infringing matter has to fall within literal meaning of claim

a. every element (having more will not necessarily avoid liability) or equivalent of each element

b. scope of claims is question of law

c. infringement is question of fact

6. doctrine of equivalents

a. objective determination

b. element-by-element

c. Equivalency is measured at time of infringement.

d. Based from knowledge of person of ordinary skill.

e. It is a question for the jury.

i. Consider - what person of ordinary skill knows

ii. Consider - whether deeming equivalent will give orig. patentee rights they could not get at the time of filing

iii. Consider - how big an advancement the invention is (i.e., is it a pioneer?  If so, <infringement)

7. Reverse Doctrine of Equivalents

a. Where second invention falls literally within the claims but is so fundamentally different that it is deemed to be non-equivalent and therefore patentable.

8. Doctrine of file wrapper (aka prosecution history) estoppel

a. If you narrowed scope to avoid patent invalidation (i.e. for patentability), you cannot subsequently use doctrine of equivalents to claim what earlier would have barred you.

b. Burden of proof is on applicant to establish (from file wrapper) that amendment made for reason other than patentability.

c. Patentability is read in its broadest sense.

d. This rule applies retroactively.

ii. Inducing infringement - §271(b)

1.  must have actively, intentionally, and knowingly assisted a 3rd party in directly infringing a patent.

2. Must be active solicitation - cannot be mere compliance with a request.

iii. Contributory infringement

1. Sells, offers to sell, or imports essential component with no commercial value outside infringing use (non-staple).

2. Must know it will be used for infringement, and it must actually be used for infringement.

iv. Importing, selling, offering to sell, or using a product made or abroad through a process protected by a US process patent.

v. Manufacturing or selling certain components of a patented invention to be assembled abroad.

b. Royalties for infringement during pendency.  

i. Royalties can be received for infringement from publication point to issuance if the claims are substantially the same at two points.

ii. Infringer has to have actual notice of published application.

iii. Defenses to infringement

iv. ’s Patent is invalid - §273(b)(9) – otherwise presumption of validity

v.  Has misused his patent 
1. Can’t use patent to leverage more market power than Congress intended patent to grant

2. §271(d)(4) - refusal to license is not going to allow others to infringe.

3. Misuse is broader than but encompasses antitrust law.

4. Tying - some tying is permitted

a. tying is okay over essential components that have no substantial non-infringing use.

b. for component that has substantial non-infringing use tying  only allowed when patentee lacks market power in the relevant market for the patented invention.

5. Patent packaging - cannot condition the license of A on the licensing on the licensing of B unless A cannot be used without infringing on B or if patentee has no market power in A.

vi. Inequitable conduct - Fraud on patent office

vii. Experimental use defense

1. Can infringe for scientific curiosity if no commercial motivation. 

2. §271 - you can make, use, import certain patented products as part of development of drugs or veterinary products in order to prepare FDA or other federal agency submission.

viii. Prior use - If you reduced to practice a year before the effective filing date and have commercially used it before the effective filing date, no infringement.

ix. Successful defense to infringement does not necessarily lead to patent invalidation; under 102(g), e.g., you could have abandoned the invention and thus not have prevented other person’s filing, but you will be entitled to infringe w/o penalty as a prior user.

13. Remedies

a. §281 - civil remedy for infringement

b. §285 - sometimes atty. fees

c. §283 - injunctive relief

i. common form of relief

ii. may not be granted if 

1. granting injunction will unduly inconvenience the public OR

2. if harm to  will grossly outweigh the benefit to the .

d. §284 - damages

i. occasionally court will protect by liability rule

ii. reasonable royalties is one option

iii. lost profits is another option

iv. factors to consider in calculating damages

1. custom in industry

2. close substitutes

3. profits patentee was reaping

