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I.  Concepts of Trademark and Unfair Competition Law
· Lanham Act (LA) § 45: definition of “trademark”
· The term “trademark” includes any word, name, symbol, or device, or any combination thereof—
· (1) used by a person, or

· (2) which a person has a bona fide intention to use in commerce and applies to register on the principal register established by this Act,

· to identify and distinguish his or her goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown
· trademark basics

· trademark seeks to protect commercial identity (source identifying quality) of something

· it prevents people from using confusingly similar marks or from using a mark (or something similar to a mark) in a way that dilutes the value of the mark

· trademark protection can be renewed indefinitely

· trademark protection is based on use—as soon as a trademark is used, the user has property rights in that trademark

· however, trademarks are territorial—they do not extend beyond national boundaries or sometime even beyond regional boundaries
· purpose / function of trademarks

· identifies source

· prevents confusion

· product confusion—may divert sales if mark is used by someone else in sale of same or similar product

· source confusion—even if products aren’t the same, use of the mark may affect public perception of the mark holder

· informs consumers about quality and service—informs consumer expectations

· reduces transactions costs for consumers by obviating need to research product

· allows consumer to more easily identify inferior products

· creates incentive for producer to maintain consistent quality

· protects advertising value of mark—commercial magnetism

· does advertising—made possible in good part by trademarks—promote associations that have nothing to do with the quality of the product?

· if so, does that reduce its social utility?

· should trademarks be protected as a property right—that is, for its inherent value (the price that consumers are willing to pay for the mark itself), rather than for its source identifying qualities (those that most benefit consumers)

· trademark rights prevent the following harms 

· protects against source confusion

· protects against lose of control of reputation

· protects owner from expanding into closely related filed

· advertising protection

· protects consumer search costs

· protects against unfair competition (threat of unjust enrichment)

· NOTE: review cases in assignment 1 after reviewing others to place them according to category
II.  What is a Trademark?
A.  Subject Matter of Trademark Protection
· trademarks protect the goodwill accorded the producer by the consuming public

· Kellogg Co. v. National Biscuit Co., 1938—84

· shredded wheat is generic

· through π’s exclusive use during the period in which π had a patent on product, the public came to know the product by π’s name for it

· what about π’s marketing and advertising costs?

· good will argument

· π cannot rely on good will accorded product; they can only count on the good will accorded the producer
· thus, ∆’s use of “shredded wheat” (the name by which the public knows the product) does not infringe

· pillow shape

· suggest that pillows are different; that there is little threat of confusion

· not protectable b/c it’s functional

· even if there’s no trademark protection, competitor still cannot do anything to confuse public as to source

· court argued that ∆’s packaging was sufficiently distinguishable

· shredded wheat was served out of the packet only in a tiny fraction of the market; moreover, even the pillows were distinguishable (and making them more distinguishable would probable make ∆’s production costs much higher)

· anything that enables consumers to identify a product can be protected by trademark law\

· this includes words, images, a combination of the two, distinctive fonts, packaging, etc.

· colors

· Qualitex Co. v. Jacobson Products Co. (US 1995): a color may meet the ordinary legal requirements for trademark protection

· however, color is not inherently distinctive, it must acquire its source identifying function over time—i.e., the color must acquire “secondary meaning”

· proving secondary meaning

· consumer surveys

· advertising that draws attention to the color

· really have to do a lot to show that color has acquired secondary meaning

· other concerns

· to the extent that color is functional, it is not be protected by trademark law

· color depletion: functionality also protects against keeping a new competitor out of a market because all available colors are taken

· scent

· the PTO has held that a scent can be a trademark if it is not a functional quality of the product (In re Clark, TTAB 1990—106: scent can be trademark for yarns and thread)

· building design

· Rock & Roll Hall of Fame and Museum v. Gentile Productions, 6thCir 1998—126: π does not use its building design as a trademark

· public does not perceive building design as a trademark

· π has not used “a consistent and distinct commercial impression as an indicator of a single source of origin”

B.  Distinctiveness
· Abercrombie & Fitch Co. v. Hunting World, Inc., 2dCir 1976—108: classes of trademark protection

· generic: a term that has come to describe the product rather than the producer

· descriptive: describes a function, quality or characteristic of the product

· e.g., “superior” for soap

· a descriptive mark is only protected if it has acquired secondary meaning

· In The Matter of the Application of Quik-Print Copy Shops, Inc., FedCir 1980—114: upheld PTO appeal board’s refusal to register mark “Quik-Print”

· this case is distinguishable from Reynolds in that there were lots of third party uses

· if consumers come to perceive a mark as a designation identifying goods, services, or businesses, the mark has become distinctive (even though it ie not inherently distinctive)

· Labrador Software, Inc. v. Lycos, Inc., DMass 1999—117: although perhaps not initially descriptive, the proliferation of uses of an image of a Labrador or other dog became the industry standard for search engines and, thus, merely descriptive

· International Kennel Club of Chicago, Inc. v. Mighty Star, Inc., 7thCir 1988--: even though it may not be intuitively obvious to an outsider, kennel is commonly used work in showing of dogs; thus, it is a descriptive mark

· evidence of secondary meaning
· development and maintenance of reputation through advertising (specifically aimed at persons interested in showing of purebred dogs)

· phone calls from board members, vendors, customers showed actual confusion (people thought of π when they heard about ∆’s product)

· suggestive: doesn’t directly describe quality or characteristic

· indirectly suggests quality or attribute of the product

· Application of Reynolds Metals Co., FedCir 1973—112: Brown-in-Bag is suggestive, rather than purely descriptive, of applicant’s goods

· product has functions other than browning meat

· competitors are free to say that their products also brown meat well

· descriptive v. suggestive marks

· examples

· “Snow-Rake” (for snow removal equipment)—held: suggestive

· “House Store” (for home furnishings)—held: suggestive

· “Bug Mist” (for insecticide)—held: descriptive

· “Ball Darts” (Velcro on balls that are thrown at target)—held: suggestive (with a dissent)

· what distinguishes the two

· to some extant, the degree to which trademark rights would prejudice competitors in marketing of their product

· arbitrary: no relation to the product

· e.g., Camel for cigarettes; Shell for petroleum products

· fanciful: made up words

· e.g., Kodak, Exxon
III.  Acquisition of Trademark Rights
A.  Adoption and Use
· methods of acquiring trademark rights

· use of a mark in commerce

· LA § 45: 

· “commerce”: all commerce that may be lawfully regulated by Congress

· “use in commerce”: bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark; a mark shall be deemed used in commerce—
· on goods:

· mark is placed on the goods, tags or labels fixed to the goods, their containers, displays associated with the goods, or (if such placement is impracticable) on documents associated with the goods or their sale; and,

· goods are sold or transported in commerce

· on services: 

· used or displayed in sale or advertising of services; and,

· services are rendered in commerce, or services are rendered in more than one State or country and the person rendering the services is engaged in commerce in connection with the services

· token use / minor brands programs

· Proctor & Gamble Co. v. Johnson & Johnson, Inc., 2dCir 1980—134: trademark rights cannot be maintained by nominal use in commerce if it has no reasonable plans to begin using the mark on a particular product under development
· use outside of the US

· conflict: is advertising or promotion of a mark in the US (absent rendering of the services in connection with which the mark is employed in the US) a use in commerce?
· Buti v. Impressa Perosa, S.A. (2d Cir. 1998 – 151): no protection for “Fashion Café” where π owned and operated a café by that name in Milan and advertised the Café at fashion shows in New York
· International Bancorp, LLC v. Societe des Bains de Mer et du Cercle des Etrangers à Monaco, 4thCir 2003—sup18: wide use for advertising and sales to US citizens (even though not in US) is a “use in commerce”

· distinguishing Buti: π undertook no formal advertising or public relations campaign aimed at US citizens

· famous mark exception 
· Cohiba Case, SDNY 2004—sup. 17: Cohiba mark for cigars is famous in the US; thus, owner has trademark rights despite the fact that its product cannot be sold here

· use in infringement context: using another’s trademark to trigger an internet pop-up advertisement

· 1-800 Contacts, Inc., SDNY 2003—sup12: this is use that can be violative 

· application to PTO based on intent to use

· foreign application filed within last 6 months - §44(d)

· §44(e): 
B.  Priority
· NOTE: PTO registration constitutes constructive use and is proof of notice (within the US) as of the date of application

· however, an application can be challenged on grounds of prior use

· basic rule: first bona fide user of trademark acquires rights in mark and has priority over later users of same (or similar) mark
· some factors to look at in determining “bona fide commercial use” (Nat’l Footwear, 3dCir 1985—168):

· number of sales

· value of sales

· amount of advertising

· growth trends

· shipment of the actual product to customers with the mark affixed is, of course, a use in commerce; thus, trademark rights attach when such shipment is made (Blue Bell at 167)
· however, a single sale, token sales, or sales to friends and family is probably insufficient (see Lucent (Info. Mngmt., DDel 1997—168)

· “sale” of goods to regional sales manager is not a use in commerce (Blue Bell v. Farah, 5thCir 1975—162: applying Texas law)

· because these were not sales to consumers, they were not use in a way sufficiently public to identify or distinguish the goods on an appropriate segment of the public mind
· thus, while a token or single sale may be sufficient to support an application for trademark registration, it does not create rights absent registration

· label or design must be affixed to the merchandise actually intended to bear the mark
· thus, attaching the mark to a secondary or older line of products and delivering these in commerce is insufficient to establish trademark rights (Blue Bell at 167: applying Texas law)

· use analogous to trademark use

· pre-sales activities (e.g., drawings of product bearing mark displayed to sales prospects, orders for sales of goods, and standing orders to have goods manufactured) are sufficient to establish priority (Shalom Children’s Ware v. In-Wear, TTAB 1993—170)

· where advertising and promotion create goodwill independently of actual use, this is sometimes enough to establish trademark rights (see Maryland Stadium Authority v. Becker, 4th Cir 1994—174)

· priority in use of service mark

· Chance v. Pac-Tel Teletrac Inc., 9th Cir 2001—173: π established priority where it uses or displays the mark in the sale or advertising of services and the services are rendered in commerce
C.  Concurrent Use
· a party which successfully registers a federal mark and continues using that mark has an incontestable right to use the mark throughout the US; registration also puts all others on constructive notice that the mark is being used in commerce

· LA § 33(b): “limited area” exception: junior user has a right to continuing use of an otherwise infringing mark in a remote geographical area if that was established prior to the senior user’s federal registration and it has continuously used the mark in that area subsequent to registration
· United Drug Co. v. Theodore Rectanus Co., US 1918—177
· petitioner, and its predecessor in interest, has been using the mark “Rex” in Mass. since 1877 in it sale of medicinal preparations; overtime, petitioner’s business spread throughout New England; π registered in its mark in the federal register, but not until after 1883
· respondent has been using the same mark for similar products in Louisville, KY since 1883, and it has built up goodwill in the mark throughout Kentucky

· there is no evidence that respondent intended to profit on the goodwill established by π, nor, indeed, that respondent had notice of petitioner’s prior use

· held: petitioner is estopped from using the mark Rex in Kentucky

· Thrifty Rent-A-Car System v. Thrift Cars, Inc., 1stCir 1987—182

· use in commerce

· π began business under the trade name “Thrifty” in OK in 1958; only July 30, 1962, it filed an application with the PTO, and, in July 1964, the service mark “Thrifty Rent-A-Car System” was registered; in Dec. 1967, π opened an outlet in Mass.
· ∆ began business under the trade name “Thrift” in East Taunton, Mass. in Oct. 1962; in 1970, ∆ moved its primary place of business to the Nantucket airport, where it was in direct competition with π for rental car customers in the Cape Cod area; 
· limited area

· although there is some question as to whether ∆ continued operations in East Taunton up until trial; however, the court held that continued advertising in the Taunton area telephone directory, and maintenance of general reputation in E. Taunton by retaining an E. Taunton address and telephone number constitute a continuation of business in that area
· however, the court also held that Nantucket and E. Taunton are separate markets

· held: ∆ is enjoined from operating in Nantucket because it did not begin operations there until after the date of π’s federal registration; ∆ may continue doing business under the name “Thrift” in E. Taunton, and π is enjoined from opening an outlet in the Taunton area; finally, ∆ may continue advertising in media in the Nantucket area in only those media it used prior to the date of π’s federal registration
· V&V Food Products v. Cacique Cheese, ND Ill 2003—32: federal registrant allowed to advertise on Spanish-language TV in four states where junior used has superior rights despite prior injunction preventing it from advertising in these states; π demonstrated that it was not possible to exclude these four states because neither local affiliates of national Spanish-language stations nor cable providers allow local ad insertions; π could not show, however, that it could not advertise on English-language TV or Spanish-language radio while avoiding the four states

· Dawn Donut, 2dCir 1959—188: even if mark is federally registered and junior user began use of mark after date of registration (but without actual knowledge of registrant’s use of the mark), junior user may continue use in an area where registrant has no plans to expand

D.  Intent to Use
· LA § 1(b): a person who was bona fide, good faith intention to use a mark in commerce amy apply to register the mark:
· (1) by filing with the PTO:

· (A) written application stating intention to use the mark, the goods on or in connection with which the mark is intended to be used, and a good faith belief that the person has the right to use the mark; however, the mark will not be registered until the use requirements are met, at which time registration will be dated from the date the intent to use application was filed

· (B) a drawing of the mark

· (2) paying application fee

· (3) complying with rules and regulations prescribed by the Commissioner

· NOTE: in order to perfect rights in the mark, applicant must file a statement of use; once such statement of use is certified, the mark is registered with a constructive use date dating make to the date that the ITU application was filed

· where the statement use lists use on multiple products some of which were not actually in use, the registration will be canceled as to all products (this is view as specific intent to deceive the PTO; applicant may not argue mistake) (Medinol, TTAB 2003—35)

· use of an intent-to-use (ITU) application
· defensive use

· applicant can defend against opposition to registration of a mark that is the subject of an ITU application by an opposer who acquired common-law rights in the mark after the ITU application was filed even if it has not perfected its rights in the mark (Zirco Corp., TTAB 1991—198)

· holder of an ITU application cannot be enjoined from taking steps necessary to perfect its rights in the mark on the grounds that another party began using the amrk after the date that the ITU application was filed (WarnerVision, 2dCir 1996—201)

· offensive use

· holder of an ITU application may not seek affirmative relief against another party who uses the mark in commerce before the holder’s rights have been perfected
IV.  Loss of Trademark Rights
A.  Genericism

· general rules for avoiding becoming generic:

· don’t use TM as noun or verb

· use it only as a proper adjective

· use it in a different font or type face

· always use ® or ™ in conjunction with mark
· Bayer v. United Drug, SDNY 1921—312

· Hand’s test

· what do the buyers understand by use of the words?

· do they understand only the product or also the source/producer?

· NOTE:  doesn’t mean that mark cannot mean the product at all, but that cannot be all that it means

· relevant facts

· Bayer initially made no attempt to educate public as to source of its product (which was sold through pharmacists)

· Bayer’s attempt to reserve TM rights (adding “Bayer tablets of Aspirin” to bottles) simply compounded the problem
· held: Aspirin has become generic term for the product

· however, because trade people did recognize name, court put restrictions on use of Aspirin so as to avoid confusion (have to clearly identify source other than Bayer)

· what should Bayer have done?

· should have created a generic name that public could have called the product; “acetyl salicylic acid” just doesn’t cut it

· Stix Products v. United Merchants, SDNY 1968—315: a competitor cannot cite its own use of holder’s mark as a generic term in support of its claim that the mark ahs become generic

· survey evidence of genericism

· King-Seeley Thermos v. Aladdin Indus., 2d Cir 1963—328  

· survey question: what would you ask for if you wanted a container that keeps its contents hot or cold?

· 75% answered:  thermos

· held:  term has become generic

· problem:  does not account for the dual function of TM recognized in Bayer
· this survey question has been widely discredited

· DuPont v. Yoshida, EDNY 1975—332 (The Teflon-Eflon Case)

· battle of the surveys

· ∆’s surveys

· survey I: 86% of those aware of pots and pans with coated surfaces to prevent sticking said the name of the product was TEFLON; 71% said that is how they would refer to it when speaking with a sales clerk or friend; only 7.3% identified π as the producer
· survey II: similar results when asked about “substances that manufactures apply to the surface of products to prevent sticking”
· π’s survey

· survey A: 80% of those who said they knew a brand name for non-stick, protective coatings (48% of total survey population) answered Teflon; 32% of this group also came up with the term non-stick as a general descriptor of the product
· survey B:  after explaining difference btw. TM and generic, asked whether each of eight names, including TEFLON, was generic

· 68% identified TEFLON as a brand name or trademark

· court accepts π’s survey B

· this is the most credited type of survey in the courts

· surveys I, II, and A do not indicate whether respondents understand Teflon to be a designation of origin; that is, they do not distinguish between whether the term is used to refer to a class of products or a specific producer
· Anti-Monopoly
· survey:  do you purchase monopoly because you like Parker Brothers’s products or do you simply want to play “Monopoly” and not care who makes it?

· 2/3 answered the latter

· held:  Monopoly is generic term (but this is not a widely credited form of survey)

· other evidence for an against genericism

· ultimately, whether a term is generic is determined by the primary significance of the term to the relevant public (Microsoft v. Lindows.com, WD Wash 2003—sup73)

· genericism must be determined as of the time π began TM use (Harley-Davidson v. Grottanelli, 2d Cir 1999—346)

· federal registration is prima facie evidence that a term is not generic; even if the initial presumption of non-genericism is overcome, the registration is evidence that a term is not generic sufficient to create a trialable issue of fact (i.e., party claiming that mark is generic cannot prevail on summary judgment) (see AOL, 4thCir 2001—336: “Buddy List”)

· if term is used functionally, it is likely to be generic (see AOL, 4thCir 2001—336: “You Have Mail”)

· if a term is an acronym for a generic term it is likely to be generic; however, it is necessary to analyze the use and meaning of the acronym itself, not just of the generic term to which it is related (see AOL, 4thCir 2001—336: “IM”)

· frequency of use and use of a term in the media can provide evidence that term is generic (Microsoft v. Lindows.com, WD Wash 2003—sup73)

· dictionary definitions of a term may indicate that it is generic (Microsoft v. Lindows.com, WD Wash 2003—sup73)

· evidence of another term used to describe the product is evidence that term is not generic (Microsoft v. Lindows.com, WD Wash 2003—sup73)

· de facto secondary meaning

· if a term starts out generic, it is not protectable as a TM even if it develops secondary meaning

· rationale:  unfair to would-be competitors who now cannot describe their product in the most reasonable terms

· if π has been the sole producer of a product and that product name has become generic, new user must sufficiently distinguish its product from π’s to avoid confusion (Hoffman LaRouche, NDNY 1999—349)

· even if a term is generic (e.g., mattress), use of the term in a specific manner (e.g., as business phone number) may be protected if similar use by a competitor would cause consumer confusion (1-800-MATTRES, 2dCir 1989—353)
B.  Abandonment

1.  Non-Use

· LA § 45
· a mark is abandoned when its use is discontinued without an intent to resume bona fide use of the term

· pre-1988: two consecutive years of non-use creates rebut-able presumption of intent to abandon mark

· post-1988: three consecutive years

· test for abandonment:  intent to resume use within the reasonably foreseeable future (Sliverman v. CBS, 2d Cir 1989—356)
· challenging infringing uses is not use, and sporadic licensing for non-commercial ues is not sufficient to forestall abandonment (Sliverman v. CBS, 2d Cir 1989—356)

· Major League Baseball Props. v. Sed Non Olet Denarius, SDNY 1993—364: non-use of the term “Brooklyn Dodgers” for 32 years constituted abandonment; sporadic granting of licenses thereafter did not restore full TM rights in the term

· Indianapolis Colts v. Baltimore Football Club, 7thCir 1994—364: move to Indianapolis did not constitute abandonment of the term “Colts” in relation to a football team; “Indianapolis Colts” evokes a continued association with “Baltimore Colts”

· even if a mark is abandoned, a new user must take reasonable precautions not to deceive the public re. source of origin
2.  Assignment in Gross, Naked Licensing, and Failure to Police

· what sorts of provisions are necessary in licensing agreements?

· quality control—otherwise license is ‘naked’

· LA § 5:  use by related companies

· TM owner must control nature and quality of goods

· licensing agreement that does not provide for quality control, monitoring, or performance standards is insufficient to protect trademark rights (Yocum v. Covington, TTAB 1982—371)

· quality control provisions are usually necessary (informal testing is insufficient) (see Barcamerica, 9th Cir 2002—sup82)

· however, there may be cases in which mark holder can rely of licensee’s internal quality control efforts, especially if there is a relationship of trust between the parties (e.g., family or close working relationship) and/or mark holder is familiar with licensee’s quality control measures or reputation

· otherwise, use does not inure to the benefit of the owner

· University Bookstore v. Board of Regents, TTAB 1994—374: despite absence of licensing agreement, court held that mark holder maintained rights in the mark where non-licensed products where of acceptable quality and the public always assumed a single source
· Clark & Freeman Corp. v. Heartland Co Ltd., SDNY 1993—368: licensing agreement is insufficient to protect mark where licensee was producing a substantially different product (men’s hiking boots v. women’s pixie boots)

· Clark & Freeman Corp. v. Heartland Co Ltd., SDNY 1993—368: in order to avoid being a transfer in gross, sale or licensing of TM rights must serve to transfer goodwill associated to licensor’s previous use of the mark, it cannot simply transfer the right to use the mark

· look at qualities of the products to determine whether there is continuity between the original mark holder’s product and the transferee’s product
V.  Registration of Trademarks
A.  The Process

· Use-Based Application:  must tell office when you started using the mark, how you’ve used the mark, and must submit specimens

· descriptive marks cannot be registered without proof of secondary meaning

· Intent to Use: 

· cannot get registration until you actually begin using the mark

· statement of use: must notify PTO when you begin using the mark

· notice of allowance issues only with respect to intent-to-use (after no one opposes)

· have 6 months from this date to use mark; or,

· to file extension for additional 6-month periods up to 3 years

· must show good cause after initial 6-month extension—i.e. after 1 year

· statement of use is like second round of examinations but on much narrower grounds (things examiner was unable to determine before seeing actual use)

· if registration goes through, registration date refers back to filing date

· Registration in Home Country (§ 44):  US application can be based on either registration (§ 44(e)) in own country or application in home country (§ 44(d)—if within six months of app. in home country, US date will refer back to filing date in home country)

· never need to prove use; can rely entirely on foreign app/reg

· otherwise, app process is the same

· examiner compares to existing registered marks

· often has problem with description of goods and services b/c US PTO is much pickier/requires much more precise definition than other countries

· go through same process of publication in official gazette

· 3rdPs have 30 days to oppose or file notice of intent to oppose

· if based on foreign app (not reg), US reg does not become valid until foreign app is accepted

· foreign applicant must have intent to use in US—same standard as applies to domestic intent-to-use

· Madrid Protocol

· international TM registration

· domestic applicants can base int’l app on US app/reg

· int’l applicants can extend int’l reg to US

· WIPO notifies PTO if foreign app applies to extend mark

· process then becomes very similar to typical process (technical, substantive, descriptive problems)

· if it goes forward, mark isn’t registered, it’s simply an extension of int’l mark

· mark is administered solely through WIPO—updates, changes, sales become effective in all states to which reg is extended

· benefits of registration
· nationwide protection:

· once a mark its registered, trademark rights date back to date of application

· protection is nationwide, as opposed to common law rights, which may be limited to the area in which the mark was used or has an established reputation

· even if another user is already lawfully (i.e., without notice of the holder’s use of the mark) using the mark, its rights will be limited to the area in which it is operating as of the date of application

· incontestability

· if the registered mark is used continuously for five years, the statutory defenses available to an infringer are limited

· warning to others

· registered marks are easily found in trademark searches, which prevent infringement

· for priority purposes, date of application will be considered the date of first use

· PTO will refuse to register marks that the Examiner feels are likely to cause confusion

· barring imports

· if registrant is a US citizens, foreign goods bearing infringing marks will be denied entry into the US by Customs officials

· protection against counterfeiting

· registrants can take advantage of enhanced remedies against counterfeiters

· evidentiary advantages

· registered marks are prima facie valid and enjoy other presumptions

· use of ®

· this symbol can be used to give notice

· it is especially important for marks that might otherwise be considered descriptive, generic, or merely ornamental

· confirms ownership and validity

· simplifies auditing and clearing title when a product line or company is sold

· supplemental register

· marks not otherwise capable of registration can be registered on the supplemental register if they are “capable of distinguishing the applicant’s goods or services

· mark must be in use (no ITU provisions)

· supplemental registration:

· is not prima facie evidence of validity

· does not provide constructive notice

· does not provide nationwide priority

· and is not a basis for stopping importation of products with infringing marks

· however, supplemental registration does appear on search reports, which may deter others from choosing a confusingly similar mark
B.  Types of Trademarks

· service marks
· service: “the performance of services for the benefit of another” (i.e., not services provided only for the benefit of the mark’s owner)

· service mark is used when it is displayed in advertising the services as well as in their sale

· however, first use for purposes of securing registration must be in connection with sale of the product

· collective marks

· mark used by members of a cooperative, association, or other collective group or organization

· must have bona fide intent to sue in commerce

· includes marks indicating membership in the group or organization

· certification mark

· a mark used by persons other than the owner

· owner must have a bona fide intent to allow others to use the mark in commerce

· functions as a symbol of guarantee or certification that the goods or services bearing the mark emet certain criteria or conditions

· cancellation

· owner does not, or is not able to, exercise control over use

· produces or markets goods to which the mark is applied

· permits use other than to certify

· discriminately refuses to certify or continue to certify the goods or services of any person who maintains the standards or conditions that the mark certifies

· regional certification marks

· must be understood to indicate region of origin
C.  Bars to Registration
· § 2(a): immoral, deceptive, scandalous, or disparaging matter
· § 2(a) is an absolute bar to registration; cannot show secondary meaning, etc. (even for deceptively misdescriptive marks)

· deceptively misdescriptive: falsely suggests connection with person (living or dead), institutions, beliefs, or national symbols

· NOTE: 

· Budge Mfg. Test:

· is the term misdescriptive of the character, quality, function, composition or sue of the goods?

· are prospective purchasers likely to believe that the misdescription actually describes the goods?

· consider whether there are other goods that are of this description

· is the misdescription likely to affect the decision to purchase

· is it important to people—might use survey evidence

· “Lovee Lamb” is misdescriptive for car seat covers made from synthetic materials (Budge Mfg., FedCir 1988—253)

· disparaging: brings person (living or dead), institutions, beliefs, or national symbols into contempt or disrepute

· also, it is necessary to consider the context in which the mark is used (e.g., must consider not whether the word “Redskins” is inherently disparaging, but whether naming a football team the “Redskins” is disparaging)

· does not require intent to disparage (Pro-Football  v. Harjo, DDC 2003—sup39)

· must be disparaging as of the date of registration

· group disparagement

· most important factor to consider in a group disparagement case is whether members of the group find the mark personally offensive (Pro-Football  v. Harjo, DDC 2003—sup39)
· dictionary definitions can held determine if the term had negative connotations at the time it was adopted (which is the relevant point in time)

· surveys of the allegedly disparaged group are important
· should survey a broad sample of the group (in Harjo, court worried that the survey was not representative of all Native Americans)

· Old Glory Condom Corp.: condom with US flag on it was held not disparaging or immoral 

· Doughboy Indus.: “Dough-Boy” (term used to refer to American soldiers in WWII) disparaging when used in connection with anti-venereal preparation (particularly when packaging featured pictures of US soldiers)

· immoral or scanalous

· Bad Frog Brewery, TTAB 1999—229:

· because frog looks more amphibian than human, it will not be perceived as “giving the bird”

· examining attorney did not establish that an animal (as opposed to a human) making this gesture would be perceived as scandalous or immoral, especially since the animal was not directing the gesture at any particular person or group

· examiner must look only at the mark, not at the context in which the mark is used

· § 2(b): consists of or compromises the flag or coat of arms or other insignia of the US, any State or municipality, or foreign country, or any simulation thereof

· Old Glory Condom Corp.: condom with US flag on it did not violate § 2(b) because the flag was stylized; simulation must basically look like the real thing

· § 2(c): name, portrait or signature identifying any living person without her consideration, or any deceased President during the lifetime of his widow, except by written consent of the widow
· § 2(d): a mark which so resembles a registered mark or a mark used in the US and not abandoned, as to be likely, when used on or in connection with applicant’s goods, to cause confusion or mistake or to deceive

· factors to consider

· similarity: sight, sound, and meaning

· strength of the mark

· is the mark inherently distinctive; if so, how distinctive

· marketplace strength: to what extent has the mark developed secondary meaning

· the amount spent on advertising is relevant here

· similar third party registrations

· are (and to what extent are) the marks used similarly

· are the marks always displayed in distinct formats such that they will be easily distinguished

· actual confusion

· bad faith

· similarity of channels of commerce in which the products are sold

· sophistication of consumers

· similar marks are more likely to be confusing if the product is typically an impulse purchase (see Nutrasweet, TTAB 1987—257)

· Nutrasweet v. Nutra Salt—confusingly similar
· Nutrasweet is a famous mark; it enjoys high degree of consumer recognition and awareness

· opposer spends a great deal advertising the Nutrasweet mark

· the similar part of the mark “Nutra”

· products are low cost, impulse purchases, so consumers are more likely to be confused

· while other parties have registered marks using the “Nutra” prefix, applicant presents no evidence of actual use of these marks or extent of use

· actual confusion is irrelevant where registrant’s sales are de minimis
· Cheese-Its v. Cheese Nips—not confusingly similar

· the similar feature (“Cheese”) is very descriptive, so it is not accorded much weight

· “Nips” is quite different from “Its”

· Marshal Field v. Mrs. Fields—not confusingly similar

· although opposer’s mark is famous, applicant’s mark is likewise famous; both are well-known to consumers

· opposer has attached its mark to baked goods (the primary product sold by applicant) but the channels of commerce through which the products are sold

· “Fields” is a common name, thus not a very strong mark

· consumers are likely to recognize “Fields” as a common surname and thus look for other distinguishing features

· there is a presumption in favor of being able to use one’s own name, and “Marshal” is sufficiently distinct from “Mrs.”

· script used in the two marks is distinct

· applicant’s mark was not selected in bad faith

· both had high marketplace strength

· § 2(e)(2): primarily geographically descriptive, except insofar as indications of regional origin are registrable

· if a mark uses a term that is also a geographic region, the following questions are important:

· is the product to which the mark is applied from that region?

· is the region known for the manufacture of the product to which the mark is applied?

· will consumers care about a designation of geographic origin

· American Waltham Watch Co. v.—270

· fact: π was manufacturing watches in Waltham

· π’s use of geographic term had developed secondary meaning

· although it is the customary for watch makers to indicate region of origin, ∆ had moved to Waltham 

· looks like a bad faith attempt to profit off of π’s goodwill

· moreover, ∆ was not using the term in a way that would clearly avoid consumer confusion

· § 2(e)(3): primarily geographically misdescriptive

· test is the same as for deceptive marks under § 2(a)

· is the term misdescriptive of the character, quality, function, composition or sue of the goods?

· are prospective purchasers likely to believe that the misdescription actually describes the goods?

· consider whether there are other goods that are of this description

· is the misdescription likely to affect the decision to purchase

· is it important to people—might use survey evidence

· if consumers will perceive a mark as primarily a geographic term and the product is not from that place (i.e., it is mis-descriptive) and if this is something people will care about (i.e., consumers are more likely to buy this product if it from a particular region), then it is deceptive

· this is an absolute bar to registration
· In re Natucket, Inc., CCPA 1972—272: because the public does not associate men’s shirts with Nantucket, “Nanducket” cannot be refused registration on the grounds that it is geographically misdescriptive of applicant’s goods even though its products are not form Nantucket; the public is not deceived
· In re California Innovations, Inc., FedCir 2003—sup63: case is remanded to determine using the three-part test whether there is a connection in the minds of consumers between the State of California and insulated bags and wraps (i.e., are these principle products of that State)

· § 2(e)(4): primarily merely a surname

· In re Quadrillion Publishing Ltd., TTAB 2000—282

· applicant wanted to use “Bramley” 

· held:  cannot be registered

· even though it’s relatively rare, it has the look and feel of a surname

· moreover, the other meanings of the word (a small town in England, and—acsording to the OED—a large green variety of cooking apple) would not be widely recognized

· § 2(e)(5): a mark that comprises any matter that, as a whole, is functional

· rational:  trademark of functional aspect of design would basically be a never-ending design patent; trademark protection would prevent effective competition

· policy is that trademark should not prevent competitors from effectively competing; all it should do is prevent them from profiting off of trademark holder’s goodwill

· determination of functionality is important because design can receive trademark protection

· if a particular form is more efficient to produce—meaning that if competitors cannot use the same design, their products will be more expensive—it is likely functional

· In re Morton-Norwich Products, Inc., CCPA 1982—287: although a spray-top is functional, applicant could register the overall composite design of a spray top and bottle if others could devise equally efficient and functional overall designs; 

· the fact that the design does not appear distinctive may provide support for an inference that the product was designed with an eye towards utility, but there is no inverse proportional relationship between distinctiveness of design and functionality

· In re Babies Beat Inc., TTAB 1990—294

· utility patent on aspect of product design for which TM protection is sought weighs against registration

· applicant’s advertising—whether it advertises design as functional—will also impact PTO’s decision

D.  Incontestability

· §15:  TM is incontestable after five years of consecutive use subsequent to registration—that is, registration is conclusive proof of validity, registration, ownership, and exclusive right ot use the mark in commerce

· exceptions:

· § 14(3): generic, etc.

· § 14(5):  misuses of certification mark

· §§ 2(a), (b), or (c)

· § 33

· registration of mark was obtained fraudulently

· abandonment—improper licensing

· fair use

· misrepresentation of source—deceptiveness

· limited territory defense

· use prior to registration by defendant—∆ has right in only limited area

· prior registration—only applicable in area in which mark was used prior to registration

· use of mark to violate anti-trust

· functionality

· equitable principles—laches, estoppel, and acquiescence

· incontestability can be asserted by mark holder where holder is π in an infringement as well as to oppose registration of a similar mark or to defend against an infringement claim (Park ’N Fly, Inc. v. Dollar Park and Fly, Inc., US 1985—475)
VI.  Infringement
A.  Likelihood of Confusion

· LA § 32(1):  any person who shall, without permission of registrant, use in commerce of any reproduction, counterfeit, copy, or colorable imitation of registered mark in connection with sale, offering for sale, distribution, or advertising of goods or services where such use is likely to cause confusion, mistake, or to deceive is liable to registrant for remedies provided
· § 32 action can only be brought by holder of a registered mark

· LA § 43(a)(1): establishes liability for any person who, on or in connection with any goods ro services, uses in commerce any mark, any false designation of origin, any false or misleading description of fact, or any false or misleading representation of fact, which
· (A) is likely to cause confusion, mistake, or deceit; or,

· (B) in commercial advertising or promotion, misrepresents that nature, characteristics, qualities, or geographic origin of any goods, services, or commercial activities

· Two Pesos, 5thCir—510: secondary meaning is not required under § 43(a) if mark is inherently distinctive

· marks that can be registered under § 2 are generally protected under § 43(a) if not registered

· remedies

· injunctive relief can be had solely basis of likelihood of confusion

· monetary relief requires proof of actual confusion

· Polaroid, 2dCir 1961—391: factors for evaluating likelihood of confusion

· strength of π’s mark

· distinctiveness

· famous marks are accorded greater protection (see E&J Gallo Winery v. Consorzio del Gallo Negro, ND Cal 1991—400)

· degree of similarity

· sight, sound, and meaning

· if ∆ uses a word mark (e.g., Pegasus) that describes π’s picture mark (e.g., a flying horse), the marks may be found to be similar (see Mobil Oil Corp. v. Pegasus Petroleum Corp., 2d Cir 1987—424)

· use of a house mark (especially if it is a well known mark) in conjunction with an otherwise similar mark lessens the degree of similarity (see Vitarroz Corp. v. Borden, Inc., 2d Cir 1981—423)

· proximity of products or services

· likelihood that π will bridge gap btw. its products or services and those of ∆

· intent to move into market shouldn’t really make a difference—it should be all about consumer perception

· however, this factor may influence court’s thinking about relationship of products

· nonetheless, a number of circuits have declined to adopt this factor

· evidence of actual confusion

· surveys

· customers attempting to communicate with the wrong company

· keying internet advertisements for goods or services similar to mark holder’s to searches using trademark terms may cause internet users to believe that the advertisements are for mark holder’s goods

· ∆’s good faith in adopting the mark

· although intent does not equate to success, courts do not like it when someone purposely tries to cheat, so they infer likelihood of confusion (act somewhat in equity)

· was ∆ aware of π’s product?

· if π’s product is very popular, answer is probably yes

· did ∆ do a TM search for the mark used?

· did ∆ get an opinion from an attorney?

· even if ∆ gets an opinion, if it was aware of π’s mark the court will want to know why the marks are similar—i.e., does it appear that ∆ was trying to profit off of π’s goodwill, or is there some other explanation

· quality of ∆’s product or services

· relevant to extent of possible harm

· sophistication of the buyers

· cheaper products are usually considered impulse purchases; in which case consumers are not going to invest much time in learning about the product/producer (i.e., consumers are not likely to be sophisticated)
· see E&J Gallo: wine connoisseurs might be discriminating, the general wine drinking public is not all that discriminating when buying a relatively cheap bottle

· even with sophisticated consumers, ∆ might benefit if use of a similar mark creates initial interest confusion and the market is one where getting a foot in the door is quite important (see Mobil Oil Corp. v. Pegasus Petroleum Corp., 2d Cir 1987—424)

B.  Relevant Public and Reverse Confusion

· anything likely to confuse customers is relevant (e.g., arbitrary or unusual color) as long as it’s not functional

· initial interest confusion
· even if consumers are not likely to be confused when they complete a purchase, ∆ might benefit if use of a similar mark creates initial interest confusion and the market is one where getting a foot in the door is quite important (see Mobil Oil Corp. v. Pegasus Petroleum Corp., 2d Cir 1987—424)

· inter-changeability of products is very important 

· where products are identical, initial interest confusion is relevant if customers are likely to enter ∆’s store thinking it is π’s (Blockbuster v. Laylco, EDMich 1994—443: Video Busters confusingly similar name for movie rental store)

· Playboy: internet users would think that ads for adult content appearing when they entered “playboy”, “playmate”, etc. as search terms were for Playboy’s products—would be diverted from PEI website; and once they’re diverted, well, any porn is good porn

· however, initial interest confusion does not apply if the goods are not similar (no chance that consumer is going to buy the confusing product instead of the other) (see The Network Network v. CBS, Inc., CD Cal 2000—431)

· third party confusion
· Mastercrafters, 2dCir 1955—440: court found liability not because the consumer would be confused, but because the consumer would purchase the product because it would confuse others (visitors to purchaser’s home would think purchaser owned expensive clock)

· why is this a problem?

· customers interest in the product is in part based on third party perception

· visitors may take quality of product as reflection on reputation of original producer

· multiple copy-cats would cause π severe econmic harm
· product design

· Munsingwear, Inc.—445:  product design is not going to cause confusion if customers buy the goods are displayed in packages and the packages are readily distinguishable 

· reverse confusion

· theory: infringing use is likely to overwhelm π’s rights in the amrk

· again, reverse confusion is only relevant if the products, channels of trade, and target audiences are similar
· Gatorade: π registered TM “Thirst Aid” for product similar to Gatorade, but hadn’t yet taken product to market after test marketing hadn’t been successful; π, however, still ahd valid mark
· several years later, Gatorade adopted the slogan “Gatorade is Thirst Aid”

· Gatorade didn’t do TM search b/c attorneys felt that they weren’t using it as TM

· damages awarded against Gatorade, b/c it had effectively destroyed any value that π’s mark might have for it

· Harlem Wizards—448: professional basketball and show basketball aren’t really competing products

· Dreamwerks v. SKG Studios, 9thCir 1998—451

· “Dreamwerks” and “DreamWorks” are similar in terms of sight, sound, and meaning

· relatedness of goods: in current market climate, movie production and promotion of sci-fi merchandize are related outputs of entertainment giants

VII.  Trade Dress
· trade dress:  total image of the product—packaging; sometimes even the product design

· inherent distinctiveness v. secondary meaning

· only packaging can be inherently distinctive

· Two Pesos, 5thCir—510: décor of restaurant can be inherently distinctive (i.e., protectable without proof of secondary meaning)

· product design is never inherently distinctive (protectable only if secondary meaning is shown) (Wal-Mart v. Samara Bros., US 2000—519)
· consumers are less likely to believe that product design indicates source; rather they are likely to believe that the product design is intended to make the product more useful or more appealing

· consumers shouldn’t be deprived of benefits of competition with regard to utilitarian and esthetic purposes that product design serves
· functionality
· existence of utility patent (even if expired) is strong indication of functionality

· test for functionality (TrafFix, US)
· feature is essential to use or purpose of product, or affects cost or quality

· dual-spring design is functional because it is necessary to the operation of the product (TrafFix, US—525)

· if not, would exclusive use of feature would put competitors at significant non-reputation-related disadvantage (this usually relates to aesthetic functionality—see Qualitex)

A.  Trade Dress Infringement

· Polaroid factors apply

· trade dress cases are typically brought under § 43(a)

· borderline cases

· Best Cellars v. Grape Finds, SDNY 2000—538 (case 1) and Best Cellars v. Wine Made Simple, SDNY 2003—sup106 (case 2)
· case 1: trade dress infringement where ∆ copied entire store design

· case 2: no infringement where ∆ copied only system of describing wine (architectural details were quite different)
· ideas (e.g., the concept of describing wine by taste/style) are not protected by trademark law, only expressions of those ideas

· Toy Fair Case—553: trade dress infringement found where ∆ registered attendees of π’s toy fair in location where it had previously allowed π to conduct registration using similar forms of similar color and design; ∆’s purpose was to obtain customer information to promote competing toy fair
· seems that court was most swayed by ∆’s bad faith

· trademark and trade dress

· conspicuous placement of trademark on a product may undermine the argument that similar trade dress will cause confusion—but this is debatable

· LA Gear, FedCir: where both marks are well known, customers are unlikely to be confused by similar trade dress

· Conopco v. May Dept. Stores, FedCir 1994—555: competing house brands are sufficiently distinct where they prominently display well-known store logo

· McNeil-PPC v. Guardian Drug, EDMich 1997—565: comes out the other way

· given intentionally similar packaging (esp’ly use of π’s colors as opposed to store colors) and side-by-side placement on shelf, comparison signs and advertising to not dispel confusion
· court also suggest initial interest theory: i.e., might be enough that similarities cause π to initial grab the wrong-product, some people won’t take the time to switch b/c they won’t care
VIII.  Dilution
· possible definitions

· watering down of the potency of a mark; gradual debilitation of its selling power; loss of distinctiveness; weakening of propensity to bring to mind a particular product, service, or source

· LA § 43(c): 
· (1) owner of a famous mark is entitled to injunctive relief for use that (a) began after owner’s mark became famous; and (b) causes dilution of distinctive quality of the mark; 

· factors to consider re. famous-ness:

· degree of inherent or acquired distinctiveness

· duration and extent of use

· geographical extent of trading area

· channels of trade

· degree of recognition in trading area and channels of trade

· third party use of similar marks

· registration

· (2) only remedy is injunction unless ∆ willfully intended to trade on reputation

· (3) state dilution applies except as against holder of a federally registered mark

· NOTES: 

· state dilution claims are available in more than half of all states—some of these have different requirements; some don’t require famous-ness

· open question under federal law: is niche fame sufficient where ∆ is in same niche?

· where π’s product is only known within niche and ∆ is not marketing to the same niche, however, there’s no chance of famous-ness; in such case, evidence must be presented that the mark is generally famous (see Avery Dennison Corp.—732)

· LA § 45: dilution means lessening of capacity of famous mark to identify and distinguish goods; does not depend on:

· competition—i.e., whether products are similar or traded in similar channels

· likelihood of confusion

· NOTE: courts tend to give these factors weight even though they’re not supposed to
· two ways to establish dilution: blurring and tarnishment
· under 43(c) must show actual dilution (see Moseley)

· Ringling Bros. v. Utah Division of Travel Dept., 4thCir—719: requires showing of actual harm

· Moseley v. V Secret Catalogue, SC--sup149: SC does not endorse the hard-line 4th Cir opinion from Ringling Bros. v. Utah; i.e., don’t have to show actual economic harm

· concurrence: injunction is an equitable remedy; function of injunction is often to prevent harm before it happens, so one shouldn’t have to wait until there has been actual economic harm

· blurring (Mead Data factors—not necessarily accepted)
· similarity of the marks

· similarity of the products (even though seems like it shouldn’t be a concern)

· sophistication of consumers—again, doesn’t seem relevant 

· predatory intent (really probably has nothing to do with existence of dilution, but courts like to use as presumption)
· renown of senior mark

· renown of junior mark

· other factors:

· degree of distinctiveness

· actual confusion(?)—seem more relevant to likelihood of confusion

· dilution seems to mean that b/c customers are aware that more than one product uses a similar mark, they’re less likely to associate the mark only with π’s products (i.e., π’s mark loses some of its distinctiveness)

· tarnishment

· John Deere—707: presentation of altered version of π’s mark in negative light held to be dilution

· Hormel—712: wild boar character (Spa’am) is Muppets movie did not dilute π’s mark

· although ∆ was making a play on π’s mark (as in Deere), court found that the character wasn’t going to generate negative associations

· internet domain names
· using a company’s famous trademark as a domain name can be dilution

· Panavision International v. Toeppen, 9thCir 1998—727

· commercial use: selling domain name

· dilution:

· court seems to indicate that π’s inability to use its mark as domain name is dilution—probably wouldn’t have mattered whether he had anything on the site or not

· trade dress

· must show that the trade dress itself, not the mark associated with it, is famous (Hershey Foods—740)

· Nabisco v. PF Products, 2d Cir—750 (Goldfish Case): very odd case; court focuses on post-purchase dilution (how the product will appear to third parties out the bowl)

· really seems to be more of an infringement analysis than dilution

IX.  Internet Domain Names
A.  Anticybersquatting Consumer Protection Act
· LA § 43(d)(1):  Anticybersquatting Consumer Protection Act (ACPA)
· advantages of the statute over infringement action

· don’t have to prove likelihood of confusion

· confusingly similar is a much easier standard to meet; don’t have to prove that actual consumers (or internet users) are likely to be mislead

· remedies

· injunctive relief

· damages

· elements 

· (1) π must own distinctive or famous mark (lower standard than dilution)

· (2) ∆ has a bad faith intent to profit from that mark

· (3) ∆ must have registered, trafficked (selling, licensing, renting, etc.), or used the domain name in bad faith

· bad faith intent factors

· ∆ has TM or other intellectual property rights in the domain name

· domain name is ∆’s name

· ∆’s prior use of domain name in connection with bona fide offering of goods or services

· bona fide noncommercial or fair use

· argument website was intended as a parody is a typical strategy for cybersquattors to gain bargaining leverage and may, therefore, be discounted by the court—especially if most other factors point towards bad faith (MoFo v. Wick, D Colo 2000—777)

· parody would not need to use exactly the same name

· intent to divert customers by creating likelihood of confusion either for commercial gain or to tarnish/disparage 
· offering to sell domain name to mark holder, competitor, etc.

· registering multiple, similar domain names

· providing misleading contact information to registrar

· fame or degree of distinctiveness of π’s mark
· cases

· Sporty’s Farm LLC v. Sportsman’s Market, Inc., 2dCir 2000—770: ∆ was aware of π’s amrk and intended to directly compete with π when it registered domain name consisting of π’s mark (i.e., <sportys.com>)
· MoFo v. Wick, D Colo 2000—777: intent to divert customers; intent to use sites for profit (even though ∆ had not yet attempted to do so court thought that his statement that he didn’t intend to do so in the future was not credible in light of other factors); incomplete registration information; registration of other law firm names
· these factors overcome ∆’s contention that website was merely a parody (i.e., fair use)

· Lucas Nusery, 6thCir 2004—sup166: where ∆ registered domain name consisting of π’s mark to publish complaints about π’s service, court found no violation of ACPA

· although factors 1-3 cut against ∆, she wasn’t trying to confuse people, she wasn’t trying to divert customers (π didn’t even have a website), she wasn’t trying to profit, she didn’t provide misleading contact info, and she didn’t register any other domain names
· § 43(d)(2): in rem proceedings

· π can you get in rem jurisdiction if domain name violates trademark rights and:

· can’t find the owner; 

· must make reasonable effort

· or, unable to get in personam jursidiction

· in rem suit can be brought where the domain name registrar, registry, or other authority is located

· only remedy is forfeiture, cancellation or transfer of domain name

· Harrods, 4thCir 2002—169: in rem provisions apply to infringement and dilution claims as well as ACPA claim—other courts disagree; say it only applies to ACPA
B.  ICANN and the Uniform Trademark Domain Name Dispute Resolution Policy

· ICANN administers dispute resolution procedures for all internet domain registrars as laid out in the Uniform Domain Name Dispute Resolution Policy (UDRP)
· claims brought against owner of domain name must show:

· domain name is identical or confusingly similar to mark in which π has rights
· owner has no legitimate rights

· registered and used in bad faith

· bad faith factors in 4(b) and (c) are similar to the ACPA factors

· use:

· offer to sell

· content available on website

· advantages of UDRP proceeding is that it is relatively quick and inexpensive

· UDRP proceedings

· HP v. Burgar, WIPO (UDRP)—2000; Springsteen v. Burgar, WIPO (UDRP)—2001

· how might these two cases be distinguished?

· court talks about the fact that “Bruce Springsteen” is a name; but under US law, since it is first and last name it would be OK

· in the first case, ∆’s proffered explanation for registering domain name was fairly ridiculous

· Barcelona.com
· π is trying to get declaratory judgment to preempt City of Barcelona from bringing URDP action
· court held that case should be considered under Lanham Act not under Spanish law b/c registrar is in U.S.
· determined that Barcelona is geographic designation without secondary meaning
X.  Lawful Unauthorized Uses
A.  Fair Use

· Lanham Act § 33(b)(4)

· ∆ may assert an affirmative defense of fair use when “the use of the name, term or device charged to be an infringement is a use, otherwise than as a trade or service mark, … of a term or device which is descriptive of and fairly and in good faith only to describe to users the goods or services of such party, or their geographic origin”

· that is, the mark is used:

· (a) to describe ∆’s product; and,

· (b) not as an identifier to indicate origin or source

· cases

· US Shoe, 2dCir 1990—489

· held: ∆’s use of the phrase “feels like a sneaker” in advertisement is a fair use; thus, no TM infringement

· analogizing pump and sneaker to suggest comfort is not itself protectable—the number of possible alternative analogies is sufficiently limited that there is a concern of depletion

· ∆ didn’t make the comparison in a caption or slogan, but in the smaller print of an advertisement—thus, it’s not going to be mistaken for an indication of origin

· Car-Freshner Corp., 2dCir 1995—493

· held: 

· π’s mark need not be itself descriptive for ∆ to maintain a fair use defense; that is, 

· Christmas-tree shaped plug-in air freshener is a fair use of the Christmas-tree shape; thus, it does not infringe π’s TM in pine-tree shaped, cardboard air freshener for cars

· ∆’s use is descriptive

· Radio Channel hypo

· very descriptive; but close to the line

· even closer if “Radio Channel” is the only “channel” on ∆’s website

· KP Permanent Make-Up, Inc. (the Micro Colors Case), 9thCir 2003—98 (cert. granted)

· important question: does “micro color” have meaning within the permanent make-up industry

· factors weighing against ∆

· use of the words in a TM-type logo (i.e., may be understood to indicate origin)

· Sweet-Tart Case
· ∆ used words “sweet” and “tart” to describe it’s cranberry juice

· π alleged that this violated its protected mark (Sweet-Tart)
B.  Nominative Fair Use

· standard:  

· where ∆ uses a trademark to describe π’s product, rather than its own, a commercial user is entitled to a nominative fair use defense provided ∆ meets the following three requirements:

· (1) the product or service in question is not readily identifiable without the use of the mark;

· (2) only so much of the mark or marks is used as is reasonably necessary to identify the product or service; and,

· usually this means using only the words, not the font or symbols associated with the mark

· (3) ∆ does nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the trademark holder

· NOTE: some have said that this isn’t a defense, but rather a proxy for showing that there is no likelihood of confusion

· comparative advertising is an obvious example of nominative fair use

· cases

· New Kids on the Block—845

· can’t refer to the New Kids in any other way

· Playboy Enterprises v. Terri Wells—sup191

· ∆’s use:

· used protected terms “Playboy” and “Playmate” both in text of her website and in metatags

· used the phrases “Playboy Playmate of the Year 1981”

· used abbreviation “PMOY ’81” as watermark on her website

· court does not analyze whether this is traditional fair use or nominative fair use case; simply decides that this is a nominative use and applies the New Kids test

· held:

· use on website and in metatags is sufficiently necessary, limited, and non-source-identifying

· however, use of PMOY ’81 is not necessary

· Lew Alcindor hypo

· Chrysler advertisement: 

· who won NCAA Final Four MVP award most years in a row?

· Lew Alcindor, UCLA

· Chrysler _ won X award three years in a row; like Lew Alcindor, it’s a champ

· held: New Kids analysis is inapplicable where ∆ is drawing a parallel between its product and π’s mark
C.  Parody

· Mutual of Omaha—874

· court finds likelihood of confusion between π’s mark and ∆’s parody (“Mutant of Omaha”)

· ∆ claims that his use is a parody

· what’s wrong with the survey relied on by the court?

· question: “would you say that Mutual of Omaha goes along with or does not go along with these tee shirts in order to make people aware of the nuclear war problem?”

· leading question

· suggests a specific relationship (and reason for relationship), rather than asking whether people think that there is a relationship

· Cliffs Notes—881

· analysis:  parody is a form of artistic expression; thus, it is appropriate to weigh the public interest in free expression against the public interest in avoiding consumer confusion

· in short, court tolerates a greater risk of confusion

· Anheuser-Busch, Inc.—889: parody defense disallowed

· no prominent disclaimer

· placed where you’d normally expect to find a real advertisement

· no attempt to alter the marks

· Mattel I—sup201

· “The First Amendment may offer little protection for a competitor who labels its commercial good with a confusingly similar mark, but ‘trademark rights do not entitle the owner to quash unauthorized use of the mark by another who is expressing points of view’”

· Mattel II—sup210

· photographer was trying to make a cultural point
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