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IP SURVEY—Dreyfuss—Fall 97
I. IP generally: The 2 big questions are how far Cong can go w/o running into 1st A concerns, and how far states can go w/o upsetting the delicate balance Cong has created.  IP is one of the few things we have that other countries want.  Countercyclical—when economy is up, IP goes down-don’t care who rips off your stuff.  When economy is down, vice versa.  Non-rivalrous (just because you have Win 97 doesn’t mean other people can’t have it), and network effects (the more people who own it, the more valuable it is to each owner, eg fax machines). No tragedy of commons when dealing with knowledge—why make something exclusive at all?  Financial incentives (need to be able to capture the rewards of your financial investment) and risk of ruinous competition (free rider problem).  “First Mover Advantage”—period of natural exclusivity (takes people a while to catch up).  Problems with enforcement of IP infringement laws: infringers don’t always have stores, and remedies are tricky (can’t just tell people to forget the info they’ve learned, and how to compensate for injury?)  Also jurisdictional problem—unlike real prop, which has a phys location, IP can be anywhere. 

TRADEMARK LAW
I. GENERAL: 1879 TM cases: USSC said that Art I, Clause 8 didn’t authorize Cong to grant TM protection.  Cong later found authority under commerce clause, though, when states began to trade with one another.  Cong created a national registry (to warn other merchants—very much a procedural thing) and left substantive law to the states.  1946—Cong passed Lanham Act, which did incorp substantive law.  Fed gov’t still sort of fills the gaps in state TM law—state law always ahead of the curve.  Fed TM law used mainly by people who want to market goods in more than one state.  TM protection potentially unlimited, but owners must continue using the TM.  Four categories of registrable marks: TM (goods eg Coca-Cola); service mark (UPS; Kinkos); collective mark (members of an association use it to ID their own goods or services, eg twin pines of co-op grocery stores); certification mark (signals that goods or services provided by others have met an objective standard, eg UL approved.  Owner of a cert mark must be neutral and can’t use the mark for marketing purposes itself).  TMs always pertain to specific goods—Twinkies for cakes, Rolex for watches. (see pp. 24). TM sometimes covers gaps in ( law where designs that require much investment aren’t being properly protected.

II. INTRODUCTION:  §§ 1111, 1051-2, 1057-9, 1062-4, 1066-8, 1070-2, 1091 (1-23)

III. INTERNATIONAL
A. Paris Convention: Recog by over 100 countries—allows countries to expand internationally knowing that their marks will be avail to them.  Also allows you to use the date of filing in one PC country as the filing date in every other PC country (provided the second filing occurs w/in 6 months of the 1st and that the 1st eventually matures into a regis)

B. TRIPS—in addition to Paris Convention-type provisions, TRIPS extends the core principle of GATT to IP; requires member countries to accord to other nations most-favored nation treatment.  Also est. a set of uniform min standards

Madrid Agreement: Provides a means to convert a domestic app into an international filing—accepts on its int’l register any mark that has been registered in a signatory country.  US not a member (before 1988, requirement of use in commerce for regis made this expensive), but with 1988 amendment and new provisions of Madrid Agreement, this may change.  We’ve signed the new Madrid Protocol but hasn’t been ratfied by Cong yet.

IV. REGISTRATION: §§ 1051, 1052(e) & (f), 1053-4, 1056, 1091, 1127
A. Requirements: RD says 2 requirements for TM: affixation and use.  Marks on shipping containers rarely qualify for TM protection because they’re not seen till after the product is purchased (eg Gateway computers’ cow boxes).  Mark needs to be as close as practicable to the goods.

1. “Antimonopoly” problem (24-46; review pp. 1-13) 

2. Schiapparelli (25)—the slogan to be TM’ed needs to be affixed to the bottles—exception in §1127 deals only with situations where affixation would be physically difficult, not to where a mark’s affixation would be proscribed by law.  Putting the slogan on brochures is insuff.

3. Remington (28)—To qualify as a TM, the slogan must be used in a manner calculated to project to purchasers a single source of origin for the goods in question.  A critical element in determining this is the impression the term makes on the relevant public—is the term percrived as a source indicator or merely an informational slogan?  Slapping “TM” on something unregistrable does not a TM make. 

4. Anheuser-Busch (32)—LA not a protectable TM for a low-alcohol beer.  Court says generally it’s difficult to prove independent meaning of initials apart from the descriptive words they stand for.  Ultimate test of descriptiveness is recognition by the consuming public (ie, does “LA” connote low-alcohol, or is it perceived as a brand name?)  Here, LA held to be merely descriptive and unprotectable b/c it hadn’t acquired secondary meaning.  

5. Distinctiveness (p. 42):

a) Generic/Common Descriptive: Cannot become a TM under any circumstances. (“light beer,” “decaffeinated coffee”) Under old law, Monopoly generic b/c people wanted to play a monopoly game—didn’t specifically want a Parker Brothers game.  Now, consumer association rather than consumer motivation is the test—“Monopoly” is not generic.  

b) Descriptive: Specifically describes a char or ingredient—can become a TM if there’s secondary meaning. 

c) Suggestive: Suggests rather than describes—can become a TM even w/o proof of secondary meaning (“Coppertone,” “Tide”)  These are ideal because you get the association w/o needing the secondary meaning and, like arbitrary marks, are immediately TMable.  (Might be disputes about whether it’s merely descriptive, however)

d) Arbitrary: (“Kodak”) Enjoys full, immediately TMable protection.  Very hard to attack, but you pay in terms of not having the name say anything about the product (eg, Apple computers) 

B. Requirements Notes (40-46)

1. Occasional attempts to abolish the collective mark category because people try to evade the strict requirements

2. TM Law Revision Act of 1988 eliminated req. that a TM be used in comm before you could apply to register it—before that TM rights were acquired via use, not through regis.  1988 amendment solved the problem of “token use”—now “use in commerce” has more real meaning.  Once you’ve started mkting a prod, “bona fide” requires that you settle on one mark (unless good cause to keep addt’l apps pending).  Note that you can’t enforce till use.  

3. PTO generally translates foreign words into English—can’t register something that would be generic in another language

4. Functionality—Hand’s test: only “non-essential” elements of a product can serve as a TM.  Can’t TM the crescent shape of a wrench if that shape is essential to the proper op of a wrench. (although words “crescent wrench” could acquire secondary meaning and be a mark).  Some courts give P burden of proving non-functionality; others put burden of proving functionality on D.  RD says there’s a doctrine of “aesthetic functionality”—the shape of the shoe is functional in that that’s the shape people want (some courts reject this doctrine—would discourage people from trying to come up with appealing designs).

5. Anheuser-Busch was trying to pre-empt the mkt—this is impermissible.  TM rights can never be granted in the only effective means of referring to a product category—this is true whether consumers perceive the word as a description or whether they perceive it as a TM.

6. Secondary meaning—A term acquires secondary meaning when its primary meaning in consumer’s minds is the TM meaning.  2 ways to prove:

a) evidence showing how customers actually perceive the mark

b) If the mark has been in substantially exclusive and contin use for 5 yrs, app can estab a prima facie case of secondary meaning.  If PTO cannot rebut the case, mark can be placed on principal register

7. Evidentary issues: dictionary research, Lexis searches, consumer surveys—surveys admitted, but controversial.  RD says most hotly contested TM cases involve the use of survey evid—do you look at all consumers, or just the target audience?

State & Fed law: Both generally protect words and symbols in a similar fashion.

C. Limits on Registrability: §§ 1052, 1064, 1065
1. Greydog problem (46-73)

2. Color—used to be idea of depletion—only so many and then you’ll run out.  Colors are now registrable if they’ve acquired secondary meaning.  Problem is that some products are best presented in only some colors.  Usually count as functional if required for the product.  May or may not be functional on the TM itself.  

3. Dial-a-Mattress (48)—“mattress” is clearly a generic term.  Although D is allowed to use a generic term already used by P, D may be enjoined from passing himself off as P and may be required to take steps to distinguish himself or his product from P or P’s product.  P entitled to protection from D’s use of a confusingly similar number and a confusingly similar means of identifying that number.  [ct says phone #s are TMable but doesn’t ever say if this one was in fact TMed]  RD says again, like color, problem of depletion.  Says it’s not good for competition when people go directly to such a # or website.  RD says courts don’t belong in protecting this.  

4. QUALITEX (51)—USSC: Sometimes a color will meet TM requirements.  When it does so (color is non-functional, has obtained secondary meaning and IDs a particular brand), no special legal rule prevents color alone from serving as a TM.

5. Old Glory Condom Corp (59)—Held okay to TM flag imagery for condoms.  Court takes into account the “seriousness of purpose” surrounding applicant’s use of the mark in assessing whether the mark is offensive or shocking.  

D. Limits on Registrability Notes pp. 66-73

1. Deceptive vs. Deceptively Misdescriptive: Under §1052(f), marks that are deceptive can never be registered whereas deceptively misdescriptive marks can be registered after acquiring secondary meaning.  Test:

a) Does the matter for which registration is desired misdescribe the goods?

b) Are consumers likely to believe the misrepresentation?

If the answer to both is yes, mark is deceptively misdescriptive.  If the misrepresentation would materially influence the purchasing decision, however, the mark is considered deceptive.  

2. Geographical Designations: Geog marks that are not prim geog descriptive are registrable (eg Dutchboy paint).  Terms which function primarily as indicators of geog origin are not registrable (pre-1993, geog descriptive or geog deceptively misdescriptive were registrable after a showing of secondary meaning—grandfather provision exists for marks in use and distinctive pre-1993).  Geog deceptive marks are never regis.  Test:

a) Is the term one which primarily conveys a geog connotation, and would people believe the goods come from that place? (goods/place association)

b) Do the goods in fact come from that place?

If answer to both is yes, geographically descriptive.  1st yes, 2nd no, geog deceptively misdescriptive.  If people would actually buy the goods in reliance on the fact they came from a partic geog location, mark is deceptive.  Now, §1052 bars regis for both deceptive marks and geog deceptively misdescriptive marks, so doesn’t matter whether consumers actualy rely on it in their purchasing decision.  

Incontestability (§1065): Registered mark remains vulnerable to cancellation for a period of 5 years after regis on any ground that would have barred regis in the first place, and at any time if it becomes generic or regis was fraudulently obtained (scandalousness, discrim use of cert marks can be challenged any time as well).  After 5 years, though, can’t be challenged on grounds that it is confusingly similar or that it’s not inherently distinctive and lacks secondary meaning.  At least one circuit has held that after a mark becomes incontestable, the functionality defense is not available.  Given that a genericity defense can be brought at any time, does this holding make sense?  Also, “incontestability” seems like something of a misnomer in that more that 20 defenses are good at any time.    


V. TM INFRINGEMENT & UNFAIR COMP: RD says that courts are becoming so protective of consumers that consumers are beginning to expect protection from courts—vicious cycle.  Post-sale confusion—concerned about the perceptions of potential customers (eg, people see others walking about with fake Coach bags and want what they see—likely to transfer goodwill to the infringer).  RD doesn’t buy this argument, although courts rely heavily on it.    

A. Critcial difference bet. §43(a) claim and an inf. claim under §1114 is that §1114 claims are available only for marks that are fed. registered and thus involve inf. of the P’s most distinctive mkting symbol.  In contrast, §43(a) includes TM’s protected only under state law as well as other, less distinctive aspects of the mkting scheme such as advertising motifs, business methods, and trade dress.  43(a) also provides protection against false advertising.

B. State-based inf actions—2 types:

1. “passing off” or “unfair conpetition”  Since these claims are handled with the same factor-based scheme used in fed law, this cause of action is significant only in states that weigh the factors differently than the way they’re assessed under the Lanham Act

2. dilution; tarnishment; miasppropriation: These are more significant since they have no clear federal analogue; focus more on the inherent value of TMs than their signaling function. (see p. 8)

C. Competing goods: §§ 1114, 1121, 1125. 

1. Coach bag problem (74-117 & CS pp. 1-2): Here dealing with trade dress, not just a TM.  If registered, §1114 will apply.  RD says 43A, §1125 contains a lot of broad, fuzzy lang that doesn’t apply merely to registered TMs (note that 43A can be used to protect shapes).  Are we comfortable with not allowing Ann Taylor to make Coach-looking bags, or Roberts to make faux Ferraris?  This would mean that no one could compete with them and Coach could charge whatever it wanted.  Also, we want variety in the mktplace—prohibition on copies reduces competition.  On the other hand, we sacrifice cachet of the orig when we allow knock-offs. (But knock-offs might actually increase interest in the original.)  Note that saying an Ann Taylor bag lasts as long as a Coach Bag isn’t TM inf—merely inviting comparison.  Elsewhere in world, competitive ads prohibited (here okay so long as tasteful).

2. Lois Sportswear (77)—8-factor Polaroid test.  Test doesn’t tell you how to aggregate the factors—some courts just add them up; others give higher priority to certain factors. 

a) Strength of the mark: how meaningful/descriptive is it?  The more arbitrary, the more clear the customer is relying on it.  Arbitrary marks are more easily registrable, easier to win an inf. case.  Courts vary on whether the mark has to be strong to everyone, or just the purchasing group.  Nearly all say that the stronger the mark, the more protection it should receive.

b) Degree of similarity of the marks: pronunciation, typeface/font

c) Proximity of the products: eg, here both products are jeans

d) Bridging the gap: senior user has an interest in being able to enter a related field at some future time.  Also, consumer confusion—how likely is it that the consumer believes the senior holder bridged the gap and branched out? (the more proximate the products, the shorter the gap is to bridge).

e) Actual confusion: absence of actual confusion isn’t usually taken as a negative, but presence of confusion is considered probative.  Some courts (like Ferrari) apply a presumption of likelihood of confusion where there’s been intentional copying.  Need not prove actual confusion under Lanham Act.  

f) Junior user’s good faith in adopting the mark: RD says that in TM intent is irrel—having 2 very similar TMs in the mkt is bad because it sends ambig signals.  Intent might be probative as to whether there’s confusion, however, and could also create a presumption of secondary meaning.  Some juris distinguish between intent to copy and intent to pass off.

g) Quality of the respective goods:  You know that Rolex on 6th Ave isn’t a real Rolex, but sometimes shoddy knock-offs may be more damaging to the orig product than if the quality were more comparable.  On the other hand, a similar level of quality could increase consumer confusion as to the actual source of the goods—might assume that Levi’s has simply made a new line of jeans.

Sophistication of relevant buyers:  The more sophis the buyer, the more care is taken, and the less likely there is to be confusion (although Lois court discounts this).  Most courts advocate child protection on a theory that children are unsophis buyers, but RD feels this is ironic b/c children are experts at spotting knock-off toys. 

3. RD says that punitive damages seems like a better deterrent than just making it easier for the P to prove his case.  Infringer may infringe even knowing that he’ll lose in court (b/c it’s still lucrative); PD might remove the incentive to infringe in the first place. 

4. TWO PESOS (82)—USSC held that inherently distinctive trade dress may be protected under Lanham Act w/o a showing that it has acquired  secondary meaning.  

5. Ferrari (89)—(decided before TP removed the necessity of proving  secondary meaning in the case of inherently distinctive trade dress).    Roberts isn’t trying to pass off; nobody who buys a Roberts thinks he’s getting a Ferrari. (Ct says that intentional copying is not actionable under Lanham Act absent a showing that the copier was intending to derive a benefit from the reputation of another).  Issue is not diversion of customers, but more of a reputation-tarnishing.  Cachet element to owning a F; if everyone has a car that looks like an F it’s not as special.  To prove 43(a) violation, Ferrari’s burden was to show that the trade dress of their vehicles had acquired a secondary meaning; that there is a likelihood of confusion; and that the appropriated features of their trade dress are primarily nonfunctional.  Evidence of intentional copying implies secondary meaning because why else would he bother to copy it?  

6. Avon (103)—False advertising claim: P must prove that ad is literally false or else literally true but likely to mislead and confuse consumers.  When claiming the ad is misleading, P must introduce evidence as to what the public found to be the implicit message of the commercial.  Mere puffery not actionable under Lanham Act.

D. Competing Goods Notes pp. 109-117

1.  Inherent Distinctiveness of Trade Dress: Test used by many courts is that trade dress is either generic, descriptive, suggestive, or arbitrary or fanciful.  Arb & sugg TD are considered inherently distinctive; descriptive TD requires secondary meaning to be protected.

2. Early interp of 43(a) covered only passing off; now covers reverse passing off as well (when P’s goods are represented as the D’s).

3. Reverse confusion: when consumers believe that junior user is the source of the senior user’s product.  May make injunction less likely than in regular confusion cases.  

4. Contrib TM inf: USSC standard—if a mfr or distributor induces another to infringe a TM, or if it continues to supply its prod to one it knows or has reason to know is a TM infringer, then the mfr or distrib is contributorily resp for any harm done as a result of the deceit.  (This standard is more narrow than that which is applied for ( inf.)

Product configuration: Should, say, the design of a race car be protected under TM law?  Seems like this might undermine policies of ( law in that ( law provides a limited right, only in the inventor, for very creative works—but anyone can get a potentially unlimited TM for any distinctive designation.  With this concern in mind, some courts apply a more stringent test to prod configurations than they do to prod packaging.  Why should Ferrari receive unlimited TM protection when it’s not innovative enough to patent?  Does it make sense to interpret the Lanham Act in a way that circumvents the limitations of ( and (?   

E. Noncompeting goods: §§1114, 1121, 1125: Deals w/the same or sim marks on goods which are not necess in comp w/one another.  Can give rise to consumer confusion, but even if no confusion there can be issues of dilution, tarnishment, or misappropriation.

1. TMs as property: Dilution, Tarnishment, Misapp

a) Dilution: Distinctive quality of mark is eroded when it’s used broadly—loss of impact as a signal.  Also, cachet value can be eroded even if there’s no confusion—no fun to see “Rolex” on everything.  In 1996, Congress passed a bill amending §43(a) to protect famous marks from dilution of their distinctive qualities (see supp. p. 2)

b) Tarnishment: Mark’s value will dec if it’s used in unsavory/unwholesome contexts.

c) Misapp: Allows TM holder to capture the value that consumers attach to the mark, as distinct from the product the mark is associated with.  Even though Williams College itself doesn’t manufacture T-shirts, it can prohibit people using the logo w/o its permission—can capture that value.  (Although can get into problems if people assume that every Williams T-shirt is somehow approved or sponsored by the College—may try to sue the college if they’re upset.  This sort of confusion is actionable under §43(a).)       

2. Miracle-gro problem (117-142; CS pp. 2-3)

3. “McDental” (118)—Although McDonald’s doesn’t hold a registered mark in “Mc,” can claim protection for this prefix as a common component of a ‘family of marks.’    Whether their family of marks is entitled to protection from D’s use of McDental turns on whether there’s a likelihood that a substantial # of ordinarily prudent customers will be misled or confused as to the source of the goods in question.  Court applies Polaroid factors and finds for McDonald’s.

4. Deere (123)—Can an advertiser depict an altered form of a competitor’s TM to ID the competitor’s product in an comparative ad under the NY anti-dilution statute? (The statute has counterparts in over 20 states and explicitly does not require a P to demonstrate a likelihood of consumer confusion).  P must prove that its TM is of truly distinctive quality or has acquired secondary meaning, and that there is a likelihood of dilution.  D’s predatory intent is not technically a factor but is of significance, esp. when poking fun at a competitor’s TM.  Here held to be dilution even though not technically “blurring” (D uses P’s mark in such a way that it loses some ability to serve as a unique identifier of P’s product) or “tarnishment.”

5. Bd. of Trade v. Dow Jones (130)—Held that P’s use constituted commercial misappropriation of the Dow Jones index and averages, even though P’s use not in competiton with D’s present use of the indexes.  Although D failed to show that P’s use of the indexes would cause D injury, the publication of the indexes involves D’s valuable assets, good will and a reputation for integrity.  Court says the possibilty of detriment to the public in prohibiting P from using D’s indexes w/o consent is outweighed by the resultant encouragement to develop new indexes for the purpose in question.  (Notes that the doctrine of misapp as a form of unfair competition was first enunciated by the USSC in INS v. AP.)  

F. Noncompeting Goods Notes pp. 134-140

1. Note that cases like McDonald’s allow mark holders to expand the reach of their marks to products that they don’t sell and don’t intend to sell (dental care). Treated differently than geographic expansion.

2. Family of Marks: PTO will generally not allow you to contest regis of someone who wants to use your prefix, etc., if the applicant isn’t planning on using the mark on goods sim to yours.  However, exceptions where there’s a strong association for consumers (McDonalds, “to” suffix of Frito-Lay).  Fed Circ: says the issue is whether the group of goods for which the common element is registered has a recog common characteristic that is associated by the public with the common element and is considered indicative of the common origin of the goods.

3. Preemption: If there were no misapp doctrine, the public would capture the value of the mark. (Cost of Williams T-shirts would be competed down.)  Why should the college get it?  

VI. PUBLIC ACCESS
A. TMs as language; rights of priority: §§ 1057, 1064-5, 1072, 1114-5, 1126-7
1. “Boddie Workers” problem (143-174; review pp. 1-18)

2. Dawn Donut (145)—D wants to use “Dawn” for retailing doughnuts in a finite six-county area.  P licenses mix purchasers to use “Dawn,” but hasn’t licensed/exploited the mark at the retail level in D’s market area for 30 yrs.  Held that because no likelihood of public confusion, and no present likelihood that P will expand retail use of the mark into D’s area, P has no present relief under Lanham Act.  But—should P expand his retail activities into the 6-county area, upon proper application and showing he may then be able to enjoin D’s use of the mark.

3. NKOTB (148)—Held that while NKOTB have a limited right in their name, that right does not mean they can enjoin newspapers running for-profit polls about NKOTB.  Papers used NKOTB name merely to identify them as the subject of the poll (didn’t use their distinctive logo), and it’s “no tort to beat a business rival to prospective customers.”  Here, impossible to  ID product w/o using mark (unless you name all the New Kids individually); didn’t use mark more than needed to ID; did nothing to suggest sponsorship or endorsement.

4. L.L. Bean (154)—Dist court said that 2-page article tarnished Bean’s reputation and that enjoining publication of the parody to prevent TM dilution (under ME anti-dilution statute) did not offend 1st A.  Ct of App reversed & remanded; said that a TM is tarnished when consumer capacity to associate it w/appropriate products or services has been diminished, not merely when the TM is used in an unsavory context.  Didn’t intend to mkt (parody on an inside page)—this is imp’t.  

5. Novak (158)—Held that ample support in the record for the dist. court’s finding of likelihood of confusion.  D claimed obvious parody and 1st A, but ct held that D’s free speech rights do not extend to infringing P’s TM.  Dis says no likelihood of confusion and says the maj is santioning a violation of D’s 1st A rights.  Here it IS commercial—D is marketing T-shirts.

6. “McSleep” Inns (160)—D claimed that “Mc” has become generic.  Held that all the cited uses of “Mc” to prove genericness allude to McDonald’s—no single independent meaning of “Mc” understood in the language.  Court says that permitting use by 3rd parties of infringing marks can be relevant to a TM case in 3 ways: 

a) If owner expressly or impliedly gives assurance to another user that he will not assert his TM rights, may be barred from enforcing mark against that user (estoppel by acquiescence);

b) delay in enforcement of a mark against D may become relevant to question of estoppel by acquiescence;

c) permitting 3rd party use of the mark may be probative of abandonment of a mark by the owner.

But, where owner has been reas diligent in protecting his rights, no intent to abandon will be inferred even though infringements exist.

B. TMs as Language; Rights of Priority Notes (166-174) 

1. Cancellation (§1064) is generally cheaper and quicker than litigation; also clearest way to put a mark back in the pub domain. 

When a TM is used in a purely expressive sense (“he made me feel like a Barbie doll”) most courts say this is okay, although they generally consider these nonsignaling uses outside the purview of TM law, or as unlikely to give rise to consumer confusion.  For Lanham Act claims, sometimes held to be “fair use” under §1115(b)(4).  However, USSC recently held that Gay Olympics couldn’t use the 5 rings, etc—seem to be saying that if there is a benefit to using the TM, it should flow to the holder (maybe Gay Olympics making too much $ to claim an expressive use of the TM).

2. Geographic limitations: timing problems can alternatively be conceptualized as geographic boundary problems:

a) mkt entry by registered owner: Dawn Donut holding is that enforcement of TM rights is geog bounded by territory in which the mark is in actual use—prior to entry in a territory, no basis for bringing an inf action.  Many courts follow this holding. 

b) Since notice (constructive or otherwise) can operate against only those who adopt a mark after the notice is given, a TM holder cannot acquire rights over merchants who used the mark before it was registered.  In these cases, all that regis can do is freeze the prior user’s rights (some courts will additionally provide a modest zone of expansion).  Problem, though, is that you end up with a locality where the registered mark is in the exclusive possession of someone other than its registered owner (Thrift & Thrifty)

c) Rectanus doctrine: CL rule by which the first merchant to use a mark in any partic marketing region earned the exclusive right to use the mark in that location on similar goods, regardless of who was the first to adopt the mark for those goods. 

3. Note that geographic expansion is not treated the same as product expansion—you’re not allowed to enjoin the donut guy from using your mark until and unless you want to expand into his geographic area, but McDonald’s can enjoin the inns because (inter alia) there’s a chance it might someday want to branch out into the hotel field.  Seems like you’re going to have consumer confusion problems given the way the geog rule works.

4. While TM holders try very hard to protect their marks from becoming generic, the ultimate test is “what do the buyers understand by the word for whose use the parties are contending?”  If they understand by it only the kind of goods sold, makes no difference what the TM holder is doing to try and make them understand more.

5. First Sale Doctrine: Once an embodiment of the TM holder’s product is sold under the TM holder’s authority, the TM rights are exhausted; subsequent sellers of the embodiment can use the TM w/o auth, so long as no consumer confusion results. (eg, Prestonettes)    

C. Abandonment: §§ 1060, 1064, 1115(b), 1127 (174-190; omit problem)

1. Intro: TM abandonment usually raised as an aff defense in an infringement suit, but can also be the basis for a petition to cancel a TM.  2 types of abandonment:

a) commissive or omissive conduct on the part of the owner that causes the mark to lose its distinctiveness

b) discontinuation of the TM with intent not to resume use

2. Laches: TM holder might see an infringer, fail to stop them, and then be barred b/c the infringer now has a reliance interest (consumer confusion will still be a problem, though)

3. Taco Cabana (176)—D said TC’s trade dress not protectable because TC surrendered any claim it had to Lanham Act protection by cross-licensing with another restaurant and retaining the same trade dress for 2 diff restaurant names.  Court disagreed—said TC retained TM protection.  Said so long as customers can expect a consistent level of quality when they enter either of the 2 chains, the trade dress retains its utility as an informational device.

4. Dawn Donut (178)—Said P’s failure to license its TMs in D’s trading area for then past 30 years does not constitute an abandonment of rights in that area.  Held that §1127 applies only when the registrant fails to use his mark anywhere within the nation.

5. Silverman v. CBS (182)—CBS hasn’t aired or licensed for airing any Amos & Andy shows since 1966.  In 1981 Silverman wanted to use the A & A  characters, claimed that CBS’s non-use constituted abandonment.  CBS said they always intended resuming use if and when social climate became more hospitable.  Court agreed w/Silverman—said that in §1127, “intent not to resume” means intent not to resume use w/in the reas. foreseeable future.  Says that if the relevant intent were never to resume, would be nearly imposs. to establish such intent circumstantially.

D. Abandonment Notes (188-89)

1. Pursuant to GATT, §1127 period of non-use constituting prima facie evidence of abandonment was extended to 3 yrs—had been 2 (effective 1/1/96)

VII. COUNTERFEIT GOODS: §1116(d), 1127, 18 USC 2320: Remedies require a “spurious” work (what RD refers to as “genuine fakes,” not overrun goods, etc.) and the mark must have been federally registered.  Also need to show scienter.  Note that some counterfeits can be dangerous (brakes, propellers)

A. Sec 1116(d): allows you to get ex parte, pre-judgment seizure of the goods

B. 1117(b): requires the court to treble the damages

C. 1117(c): new provision, allows TM holders to opt instead for statutory damages (a set dollar amount)    

D. Criminal penalties: 18 USC 2320

VIII. REMEDIES: §§1114, 1116-20, 1122, 1124, 1125(b); 191-209, 218-231 (omit problem)

A. 1116(a) says cts can provide injunctions “acc to the principles of equity.”  Means that Ps must show they lack an adequate remedy at law or that they will be irreparably harmed absent an injunction.  For prelim inj, P must show likelihood of success on the merits.  1117(a) provides for $ relief—successful Ps can recover D’s profits, damages sustained by P, and costs “subject to the principles of equity.”  (Usually difficult to get $ in TM inf actions) Sec 1122 makes the same remedies avail against states and state officials as against private parties.

B. Why not award $ damages for TM?  

1. Punishing people for what’s essentially speech is disfavored.  

2. Unlike ( or (, main concern w/TM is consumer confusion.  TM inf always occur publicly.  What helps consumers the most is to stop the confusion from happening.  If you award $, disincentive to sue quickly (the longer you let it go on, the more potential $ in damages you could receive).

3. D might not have known his conduct was infringing

4. Can’t sue someone in tort unless someone is actually damaged.  In TM, need only a likelihood of confusion.  Don’t want to award $ unless there’s been actual damage.

C. Basch Co. v. Blue Coral (194)— Held that in order to recover D’s profits in a trade dress inf case, P must establish that D engaged in willful deception.  This is to prevent an undue windfall to the P and to limit potentially inequitable treatment of an innocent/good faith infringer.  Notes that willfulness, while necess, may not in and of itself be suff.  (Says it is well established that in order to receive an award of damages a Lanham Act P must prove either “actual consumer confusion or deception resulting from the violation.”)

D. STW v. Quaker (205)—Says awards of profits are to be limited by “equitable considerations.”  Says here the evid of bad faith is marginal at best, although they stop short of saying the lower court’s finding of bad faith was clearly erroneous.  Held that trial court’s award of $24 million (10% of the campaign’s profits) is not equitable but rather a windfall to the P—remanded for a redetermination of damages.

E. Lever Bros v. US (218)—Held that §1124 bars the importation of phys. different foreign goods bearing a TM identical to a valid US TM, regardless of the TM’s genuine character abroad or affiliation between the producing firms.  Ct limits injunctive relief to the two specific products which were the subject of this suit, however—declines to make the injunction globally applic.

F. Remedies Notes (227-231)

1. Injunctive relief standard remedy in TM cases and P need only prove likelihood of confusion.  Monetary damages are of secondary importance—some circuits impose a requirement of actual confusion or bad faith.  One form of monetary relief unique to TM and unfair competition cases is the imposition on the D of the costs of corrective advertising.

2. Damages measure P’s loss, while profits measure D’s gain—thus, awarding profits may overcompensate for a P’s actual injury.  Courts are split over whether to award profits absent a showing of bad faith.  When profits are awarded, P must only establish D’s sales, and D must prove all elements of cost or deduction.  Apportionment is appropriate with respect to those profits which are not attributable to the infringement.

3. Reas. attorneys’ fees may be awarded to the prevailing party in “exceptional cases.”  Some courts require showing of bad faith, fraud, malice, or knowing inf on the part of the losing party; some don’t award att fees if P fails to show any damages.  

4. An award of treble damages is mandatory when the infringement is intentional and the ise fo a counterfeit TM is involved.  

5. Lanham Act does not expressly provide for the remedy of prejudgment interest in TM inf actions, although this remedy does exist—completely within the court’s discretion.  

TM Counterfeiting Act of 1984: Counterfeit goods are made to imitate a well-known product and deceive customers into thinking they’re getting genuine merchandise.  This act provides crim penalties and enhanced civil remedies    (see supp. p. 117)

COPYRIGHT LAW
I. GENERAL: Authorized by Art I, Clause 8: “progress of science.”  Post-Rev War, GW wanted good maps—( legis gives incentives to create accurate maps.  In both ( and ( law, fed gov’t is ahead of the curve.  Cong on the whole has been very user-oriented, less concerned about giving people exclusive rights.  As late as 1973, no protection for sound recordings.  ( act 1978.  Note that originality doesn’t signify novelty—if two poets, ignorant of one another, write identical poems, both are original (though not novel) and thus copyrightable.  Every single embodiment is called a “copy,” even the original.  Sometimes the first comer has a big advantage—sometimes gov’t or industry sets uniform standards and then you can sell your products universally.  In some cases, certain version of product gets to be popular and becomes a de facto standard.  When this happens, we want it in the public domain and don’t give ( protection.  This creates an incentive problem—you don’t want to spend time making a better version of something if it won’t be protectable. “Lock-in effect”—QWERTY keyboard still in use b/c we all know it, even though there’s no reason it has to be this way anymore. VERY expensive to convince people to switch over at this point.   

II. INTRODUCTION: (232-242):  §§ 104A, 401-412, 701-710: Provisions of the 1909 Act still govern works created prior to Jan 1, 1978 (the effective date of the 1976 Act).  

A. 1909 Act: To receive fed copyright protection under the 1909 Act, an author had to publish her work.  Also, if the work was published w/o proper notice, ( protection was forfeited.  Length of protection under 1909 Act was an init 28-yr term, with an optional renewal term of an additional 28 years.  

B. 1976 Act: Work receives protection as soon as it is created, regardless of whether it bears a ( notice (this effectively abolished the notion of state CL (, although state CL protections are still available for some types of works).  1976 Act also abandoned the dual period of protection in favor of a single term of protection lasting generally for the duration of the author’s life plus 50 yrs.

III. INTERNATIONAL: Berne Convention—US joined in 1988—effective March 1, 1989.  Binds approx 90 countries to a unitary ( system administered by the World Intellectual Prop Org (WIPO).  US membership in the Berne Convention means that any work first published in the US will automatically be protected in other Berne countries.  Berne has reduced significance of notice requirement, although provides incentives to give notice.  Also provdes dual system by which regis is a prereq for bringing an inf suit for works originating in the US but not for Berne Conv works whose country of origin is NOT the US.    

IV. ORIGINALITY & AUTHORSHIP: Need originality, authorship, fixation.  Does not have to be new, just original (( needs to be both).  “Compilation” category is broader than “collective work” category because component parts of a compilation, unlike a collective work, do not necess have to be independently copyrightable.

A. STRYKER problem (243-289; CS p. 4); §§ 101 (all definitions), 102, 103: Is the game “fixed” by the author?  Might not be stable enough.  Usually fixation isn’t a problem (although it’s a problem when dealing w/performance art).

B. Feist (245):  Feist lifted over 1000 of Rural’s directory listings after Rural refused to give them out.  Ct says that facts are not copyrightable but compilations of facts generally are.  A directory containing no protectable written expression may be (able if the arrangement or selection entails some minimal amount of creativity.  Here, though, Rural failed to meet this: “nothing remotely creative about arranging names alphabeticaly in a telephone directory.”  Ct discusses discredited “sweat of the brow” doctrine—point of ( is not to reward hard work, but to promote the progress of science and the useful arts.  Some facts are too valuable to tie up with a (.

C. Kregos (256): Trial ct dismissed P’s claim on SJ.  On appeal, ct says that his selection of facts cannot be rejected for lack of requisite orig and creativity; idea of a pitching form has not merged into its expression; and blank form doct not applic b/c finding of suff creativity to preclude ruling of non-(ability precludes rejecting it as a “blank form.”  Notes that even if he wins the trial might not in fact gain a whole lot. (merger doctrine: only the expression of an idea and not the idea itself is (able.  If there is only one or very few ways of expressing an idea, though, even the expression may not be (able b/c the merger of expression and idea would mean that you could not protect the expression without also protecting the idea) 

D. KOOSH case (267): Can’t ( familiar symbols or designs.  Held that KOOSH approximates a sphere and that there is not enough additional creative work beyond the object’s basic shape to warrant a (.

E. Hearn (270): Held that P merely slavishly copied Denslow’s orig Wizard of Oz illustrations—not original, therefore not (able.  Thus, P has no valid claim against D (who copied P’s illustrations).

F. Colorizations as Derivative Works: ( office concluded that those colorized versions of   B & W films which “reveal a certain minimum amount of individual creative human authorship” are eligible for ( protection as deriv. works. (standards on p. 282).  ( office rule now is that when you register a ( for a colorized film you have to drop off a copy of both the colorized film and the original B & W film—preserves the originals.

G. Notes (282-288)

1. West complained when Lexis inserted West star pagination.  Mead agreed to pay West a licensing fee for the use of the system, effectively recognizing West’s (.  Recently, though, courts have disagreed about the scope of protection West has in its case arrangements. 

2. Fairly well settled that while arrangements of facts are (able, the research involved in obtaining facts is not.  Typefaces not (able.  Databases are also not (able, even though they’re expensive to create and maintain.  Note that UN and WIPO do protect databases (WIPO treaty not yet enacted).  

3. Sometimes courts invoke a higher standard of originality for deriv works.  

Fixation requirement: What about, say, Vito Acconci?  Parades?  GATT altered the application of the fixation requirement in that live musical performances cannot be fixed, reproduced, transmitted, or distributed w/o the consent of the performers, even if the performance is not fixed by or under the authority of the ( owner.

V. USEFUL ARTICLES & CHARACTERS
A. Superman problem (290-317); §§ 102-4, 105, 113(a)-(c), 120: RD says the problem is probably (able, but Barney might have a problem obtaining a ( b/c he’d need the original creator’s permission to ( a deriv work.  

B. Baker v. Selden (292): Just because you describe some new technique in a book doesn’t mean that you have any sort of exclusive claim on the use of that technique.  Here, held that blank account books are not the subject of (, and that the mere ( of P’s book didn’t give him the exclusive right to make and use account books to the specifications he set out in his book.  Like Altai in that the judge suggests perhaps going to ( law to protect.

C. Brandir (296): Denicola test: If design elements reflect the designer’s artistic judgment exercised independently of functional influences, conceptual separability exists.  If the design reflects a merger of aesthetic and functional considerations, no conceptual separability.  Under test, ribbon bike rack found to be uncopyrightable.  Note that a ( work of art doesn’t lose its protected status merely b/c it is subsequently put to a functional use.  Here, though, artist found to have adapted the “art” specifically for the  utilitarian purpose of housing bikes.  Dis cites Newman’s “temporal displacement” test  for conceptual sep, one which allows for the ( of the aesthetic elements of useful articles even if those elements simultaneously perform utilitarian functions. 

D. Anderson v. Stallone (306): Held that Ds entitled to SJ b/c P’s treatment is an infringing work that is not entitled to ( protection; Rocky characters are entitled to ( protection; no part of P’s treatment can be granted ( protection since it is an unauthorized deriv work. Note that a character is not (able unless it constitutes the story told.

E. Notes (313)

1. Holmes quote: “It would be a dangerous undertaking for persons trained only to the law to constitute themselves final judges of the worth of pictorial illustrations, outside of the narrowest and most obvious limits.”

2. Architectural Works Copyright Protection Act (AWCPA) officially protects architectural works (1990).  Covers the “design of a building as embodied in any tangible medium of expression, inc. a building, architectural plans, or drawings.” Prior to AWCPA, only the plans could be protected as “pictorial, graphic, and sculptural works” under § 102(a)(5).  

3. Even is something fails the conceptual separability test, might still be possible to get a design ( (as long as the thing isn’t driven completely by function).  Problem with a (, though, is that getting one takes an avg of 3 years—design may be passe by then.  Ins. companies and motor part replacement mfrs are strongly lobbying against design protection.  

4. Arrow’s disclosure paradox: In order to sell the movie treatment, need to reveal your idea.  If you don’t reveal it, they won’t buy it.  If you do reveal it, they may use it and not pay you for it.

5. Cartoon characters are always considered (able; literary characters rarely are.  The more different stories that same character appears in, the more likely a ct will consider it (able (eg James Bond, Rocky)

Problems when characters get very closely associated with the people who play them—eg Marilyn Monroe; are you dealing with a person or a persona?  David Letterman claimed he owned himself, but NBC claimed him as their persona.   

VI. ALLOCATION & INCIDENTS OF OWNERSHIP: “Joint work,” defined in §101, means that the authors are considered ten-in-common w/respect to the work—each has the unilateral right to use or license the work, as long as an accounting of profits is made to the other co-owners.  In the case of “works for hire” (201(b)) the person for whom the work was prepared is considered the author unless the parties have expressly agreed otherwise in a written agreement signed by them.  Visual Artists Rights Act (VARA) is a 1990 amendment to the 1976 ( Act—provides creators of visual art (as defined in the statute) with relatively limited rights of attribution and integrity when modifications to their works are made that will prejudice their honor or reputation.  Problems with VARA: narrow category of “visual art”; right of integ is limited to intentional modifications; fails to include rights in reproductions of the protected work, fails to provide guidance on how a finding of “prejudice” should be made.  Should NYU have rights to RD’s textbook as a work for hire?  Society has an interest in having the book updated, and if RD loses the rights to it she’s not going to bother having it updated.  

A. Slang dictionary problem (318-351; 356-362)

1. §§ 101 (“work made for hire,” “joint work,” “work of visual art” parts)

2. § 106, 106A, 201-5, 301(f), 302-5
B. CCNV v. REID (323):  USSC—CCNV hired Reid to make a sculpture, gave a lot of direction on how it wanted it done along the way.  Ct said that work didn’t fit into any of the “specially ordered or commissioned” works spelled out in §101(2), so the question is whether Reid was an employee under §101(1).  Held that Reid was not an employee but rather an ind contractor—therefore, CCNV is not the author by virtue of the “work for hire” provisions.  Says that CCNV may nevertheless be a joint author of the sculpture if, on remand, the district court concludes CCNV and Reid prepared the work “with the intention that their contrib be merged into insep or interdependent parts of a unitary whole.” (§101).  RD says Reid could have kept his copy of the sculpure even if CCNV was found to have the (--would have forced CCNV to make another copy (Reid might not have had the right to publicly display his copy, however).

C. Childress v. Taylor (334): (2nd Cir) P wrote the play, but D (the actress) provided a lot of the research and says she provided some major ideas.  D contended she was a joint author—held, though, that whatever thought of co-authorship D may have had was emphatically not shared by P.  Case notes the distinction between joint authorship and joint ownership of a (ed work, and observes that only joint authors can invoke the rights of authorship such as exercise of renewal rights pursuant to §304.  Court concludes that parties who make non-(able contrib to works should resort to K law to protect their interests. (Notes question whether this is always feasible).  RD says 2nd cir view is the maj one: if you don’t make a (able contrib, you can never be a joint author.     

D. STEWART V. ABEND (343): Woolrich agreed to assign the rights in his renewal ( term to Hitchcock and Stewart, owners of the deriv work Rear Window, but died w/o heirs before the commencement of the renewal period (still under 1909 act here—two 28-yr terms).  His estate sold the story rights to Abend, who complained that Hitchcock and Stewart were infringing by continuing to distribute/publish Rear Window.  USSC held that if the author dies before commencement of the renewal period, assignee may continue to use the work only if the successor transfers the renewal rights to the assignee.  Said that like all purchasers of contingent interests, Hitchcock and Stewart took subject to the possibility that the contingency may not occur.  Also held that the rights in the renewal term of an owner of a pre-existing work are not extinguished upon incorp of his work into another work—Abend can sue Hitchcock & Stewart for inf even though “It Had to Be Murder” has been incorporated into the deriv work Rear Window.  USSC reluctant to upset balance struck by Cong w/o an explicit statement of Congessional intent.

E. Notes (356)

In Childress, seems like the court gives one person veto power—ie, regardless of what you intended, I didn’t have any intention of making you my joint author.  DC Cir. rejects this test in the CCNV case—issue is whether both parties intended for their contributions to merge into a whole, not whether both parties intended to be joint authors.  Note that in the 9th Cir (Hollywood), there are fewer of these disputes because Ks are so clearly delineated.

VII. COPYRIGHT INFRINGEMENT: §§501(a), (b).  ( inf requires copying, but every act of copying is not infringement.  Inf only when there is a taking of (able material, and even then it might not be infringement if the taking is found to be de minimus.  Nobody announces when they’ll copy, but sometimes there are smoking guns (GI Joe misshapen hand copied; “seeds” in maps, phone books, etc.).  Can’t have SJ on a ( inf action because you need the layperson’s perspective (jury).  USSC has since cut back on the standard for SJ, but still the tendency in ( is to take cases to the jury.  Note that translations of works are considered the equiv of works.

A. Three forms of copying:

1. Taking the whole work in a slavish way (pirated videotape)—clearly ( inf

2. Taking a block in situ—still ( inf, even if you do your own stuff as well (RD says it’s not quite this simple—what if you take a very small portion and use it in a very large work?)

3. Abstract of a whole—this is a grey area.  If it’s at a very abstract level won’t be inf but if it’s more concrete it will be inf. 

B. 2nd Cir test for ( inf—RD says very important (says it’s the only one she understands).  2 part test: 

1. Is there in fact copying?

a) access to the work

b) substantial sim (if present, raises a presumption that copying has occ).  2nd Cir allows in expert testimony for this b/c sometimes things appear to be more or less similar than they in fact actually are

2. Is it a substantial enough taking?  Here an ordinary observer test is used—would he think the accused product was a mkt substitute for the other one?  In this half of the test, expert testimony not admiss.

3. Arnstein v. Porter: (405, in notes) Seminal ( inf decision in the 2nd circuit.  Held that a ( inf P must prove copying and improper appropriation.  Copying could be proved by D’s direct admission or by circumstantial evid—expert test can be used to aid in this analysis.  Adsent evid of access, existing similarities must be so striking as to preclude the possibility that P and D independently arrived at the same result.  Once copying is established, P must prove improper appropriation—this is determined by the “ord lay hearer,” so analytic dissection and expert testimony are irrel for this part of the analysis.

C. Ezekiel song problem (363-411)

D. Nichols (364): (2nd Cir) Cohens & Kellys vs. Abie’s Irish Rose.  Ct says that the less developed the characters the less they can be (ed.  Here found that whatever may have been lifted from the first play was so broad as to be in the public domain—thus, no infringement.

E. Altai (369): (2nd Cir) Deals with whether and to what extent the “non-literal” aspects of a computer program (those aspects not reduced to written code) are protected by (.  RD says the problem with Walker’s “kernel” test is that it reduces everything to a point where you can’t compare.  Maybe there’s only 3 possible choices for each of nine elements, making it seem reasonable that P and D might have made the same choice on any given element, but the test ignores that the sequence as a whole might in fact be nearly identical. Also, Walker proposes to sift out all non-protectable material from each component and then look at what’s left—but what if all the stuff he’s sifting out is exactly the same?  You can have a (able compilation made up of non-(able parts if there’s some creativity to the arrangement.  Under this test, even slavish copying could be okay!

F. Apple v. Microsoft (388): (9th Cir) 9th Cir trad determined whether copying suff to constitute inf took place under a 2-part test having intrinsic and extrinsic components.

1. Extrinsic prong: test for sim of ideas based on external criteria—analytic dissection and expert test would be used.  

2. Intrinsic prong: test for sim of expression from the standpoint of the ord reas observer—no expert assistance.  

As the test has evolved, however, extrinsic test now objectively considers whether there are substantial similarities in both ideas and expression, whereas the intrinsic test continues to measure expression subjectively.  Ct of App held that district ct had rightly applied “analytic dissection”—separating the (able elements from the non-(able ones—to the interfaces in question.  Also, held that given the license and the limited # of ways that the basic ideas of the GUI can be expressed differently, thin protection (against virtual identity rather than substantial sim) is appropriate.  RD wonders if the court ever bothers to ask whether any copying has actually taken place.  Says the 9th Cir test doesn’t in fact preclude more jury trials than other tests.

G. Stillman v. Leo Burnett (397): (IL Dist Ct): To prevail on a ( claim, P must prove:

1. valid ( and 

2. illicit copying—to prove this must establish:  

a) copying: must show access and substantial sim (substantial sim can be used in a factual/evidentiary sense, or in a legal sense); and 

b) unlawful appropriation: P must demonstrate that D’s copying extended to the P’s protectable expression. 

Ds contend that they copied only non-protectable elements of P’s silent commercial.  Held that the screens themselves—an intro, 8 silent, and color at the end—do not constitute protectable expression.  BUT—ct says creates a whole greater than the sum of its parts.  Should a jury find that Ds copied and that in doing so they created a commercial that evokes a sim response in ord viewers, this court could not say that D’s copying fell exclusively w/in the realm of the nonprotectable—thus, SJ for D denied.    

H. Notes (405-410)

1. RD notes that piano rolls didn’t used to be (able, till USSC said that the roll indeed fixed the music in the same way as writing it down on a score.

2. The Apple court endorsed the “virtual identity” standard for inf w/respect to works w/a narrow range of protectable and unauth expression, but most courts invoke a more lenient standard which requires the D’s work to be “substantially sim” to the P’s if it is to be considered infringing.

3. Prof Latman—felt that “substantial similarity” in the factual sense should instead be called “probative similarity,” since you’re looking at the similarities to prove that independent creation is unlikely—may or may not be “substantial.”

4. Nash v. CBS: Unlawful appropriation prong of the substantial sim test: N. Dist of Ill expressly rejected the idea that the ordinary observer test should take into account unprotected elements by comparing works in their entirety based on “total concept and feel.” But Stillman was decided by this very court later that year—seems inconsistent.

5. 1st gen of computer cases dealt with whether the literal aspects of computer programs (codes) could be protected—now no dispute that they are.  2nd gen deals w/non-literal aspects (eg Altai).

6. Trend in computer cases is for the trier of fact to make the ultimate inf determination, and to allow itself to be informed by expert opinion in making this decision.  Commentators say this approach makes sense with regard to technically complex material because it’s unrealistic to expect the trier of fact to consider expert opinion in the copying prong and then forget that testimony in its unlawful appropriation analysis.

7. Harrison was found guilty of subconscious inf w/My Sweet Lord.  Lost all the profits from the album.  In ( law, basically a strict liab issue—doesn’t matter whether Harrison meant to infringe.  Would be different if you could prove you’d never heard the original--( is about copying.

8. Interim infringement (reverse engineering): Accolade reverse engineered Sega’s videogames to discover compatibility req. for their own equip—had to copy the Sega message code into their own stuff to make it work.  9th Cir held that intermediate copying of a computer object code can constitute inf, but that here was fair use—disassembly was the only way D could gain access to the unprotected aspects of the program.

9. Defense SJ: Arnstein held that SJ can’t be granted when there’s the “slightest doubt” with regard to the facts, but this has been repudiated in the 2nd Cir—held that SJ for the defense may be warranted on the issue of improper appropriation if no reas jury could find that the works in question are substantially sim.  In Shaw (9th Cir), held that if a P satisfies the extrinsic test by showing that reas minds might find substantial sim between the objective elements of expression in the P’s and D’s respective works, D not entitled to SJ based on the court’s subjective determination that no reas person could conclude the works were substantially sim in their overall concept and feel.    

Res judicata for ( inf suits in other countries?  Issue preclusion?  RD says there might be some cases so exactly alike that IP was justified, but the careful looking necess to determine this would probably make it faster to just litigate the thing.  

VIII. PUBLIC ACCESS: In addition to Fair Use doct, exemptions and limitations to ( protection codified in §§107-120.   

A. 412-418, 432-440 (omit problem); §§ 108-119, 801-803, 1001-1010, 1101
B. Columbia Pix v. Redd Horne (414): Held that the viewing booth showings constituted  infringing pub perf.  Playing the video was a perf, and Maxwell’s was open to the pub—essentially a movie theater w/added element of privacy.  Showing one copy of a film repeatedly to different members of the public constitutes a pub perf—tapes never left the store, and ee’s had control over the tapes at all times.  Ct says 1st sale doctrine (§109(a)) merely prevents ( holder from interfering w/the sale of that partic copy after he relinquishes it—doesn’t affect ( holder’s rights as to pub perf of the work.    

C. Notes (432-440)

1. Columbia Pix v. Real Estate Investors: Ct upheld SJ in favor of D hotel which allowed guests to rent videotapes for in-room viewing.  Is the distinction from Redd Horne that the guests rather than the mgmt controlled the tapes?  Seems like it’s not really a “transmission” of a perf if the entire thing takes place w/in the guest’s room—he starts and stops it himself (as opposed to some central broacasting mechanism not directly controllable by the viewer).  What about prisons, nursing homes, hospitals, day care, etc?

2. Audio Home Recording Act: allows an unlimited # of first gen digital-to-digital copies, but outlaws second generation copies.  Also applies a royalty to blank tapes.

3. Droit de suite: Essentially a resale royalty provision which gives visual artists a right to a percentage of the resale sales price of their works.  CA is the only state to have this (5% of the sale price has to go to the creator), and the register of copyrights recommended against the adoption of resale royalties at this time. 

4. Under GATT it is now unlawful for anyone to fix the sounds or sounds and images of a live musical perf w/o the consent of the performer.  Also unlawful to reproduce, transmit, or distribute a copy or phonorecord of such a perf from an unauth fixation.  

5. In applying §110(5), courts have taken different approaches with respect to which factors should be considered, and how the relevant factors should be applied.

6. ASCAP/BMI: Control 95% of the US market for perf rights to musical compositions—recoup royalty fees for public performances.  “Geezer” article—very vigilant.    

7. Can play any sound recording in a jukebox, subject only to paying some sort of a fee to the ( owner of the musical work.

8. Note that sometimes prices rise in anticipation of the fact of copying—Blockbuster, libraries pay more for their copies b/c it’s likely they’ll be copied by the borrowers.

Nimmer feels that athletic events should not be (able—not fair to impede competition by being the only athlete allowed to perform a certain feat.  Also, # of joint ( owners could arguably include any # of people who contrib to the work, including even fans.

IX. FAIR USE DOCTRINE: §107 Originally was purely judge-made law—we borrowed the doctrine from England.  Explicitly recog that some unauth uses of (ed prop ought to be tolerated—seeks to balance the optimal use of resources by society and the optimal level of creativity.  Used as an aff defense and doct is applied once it’s estab that D’s work is in fact substantially sim to P’s.  Lack of permission is not determinative in any way on whether there was fair use (Zapruder film was stolen, but still found to be fair use).  Can’t assume if something is listed in the fair use preamble that it automatically counts as free use—still need to do a test.  §107 sets out 4 factors for det whether a partic use is a fair use:

1. Purp and char of use (commercial vs. non-profit educational).  Mkt failure—no one will collect the $ so that RD can play us the tape in class.  Commercial use—seems like if you’re making $ off it you should be able to pay the royalties.

2. Nature of the (ed work:  For unpub works, scope of fair use is narrower.  Narrower for non-fact based works.  (Although few (s in fact-based works)

3. Am’t and substantiality of the portion used in relation to the (ed work as a whole: How to know what’s too much?  Quantitative approach—simply count the words (but some words count more than others, and what if the auhor’s written a lot?) 9th Cir takes a more qualitative approach.  Parodists allowed to take just enough to conjure up the original work.

4. Effect of the use upon the potential mkt for or value of the (ed work

B. “Knockemdead” problem (441-493, CS pp. 5-7): Is this closer to Zapruder (need to see it for yourself) or Zachini (knowing the human cannonball exists is suff)?

C. SONY v. UNIVERSAL (443): P wanted to hold D liable for distributing VCRs to the public.  Dist Ct held that noncommercial home use recording of public broadcasts was fair use.  Ct of App reversed—said home use was not a fair use b/c it wasn’t a “productive use.” USSC said that the sale of copying equip does not constutute ( inf if the product is widely used for legit, unobjectionable uses—need merely be capable of substantial noninfringing uses.  USSC upheld findings of dist ct. that “time shifting” is legit fair use.  (Notes that when the challenge is to a noncommercial use of a ( work, need to prove either that the partic use is harmful, or that if it became widespread would adversely affect the mkt for the (ed work.  Likelihood of harm may be presumed when the allegedly infringing use is for commercial gain (presumptively unfair); w/noncommercial use likelihood must be demonstrated.  Dis talked about problems w/zapping through ads and the fact that time shifting creates an exact copy of the original—complete duplication. 

D. CAMPBELL v. ACUFF-ROSE (458): USSC: Says the more “transformative” the work, the less significant other factors that may weigh against fair use (like commercialism) will be.  Parody has an “obvious claim” to transformative value, and the threshhold question when fair use is raised in defense of parody is whether a parodic character may reas be perceived.  Commercialism is only one element to be consid in a fair use enquiry.  Can’t dismiss it out of hand merely b/c it’s commercial—reversed and remanded.  RD says productive is really the same as “transformative”—ct just doesn’t want to appear to be reversing itself.  (But Mara’s point—they can be different; “Hairy Woman” is arguably transformative but not productive!) 

E. HARPER & ROW v. NATION ENT. (460): D lifted 300-400 words in verbatim quotes from the Ford story constituting some 13% of D’s article.  In its fair use analysis, USSC took into account the purpose of the use (commercial and dishonest), nature of the (ed work (here unpublished, making the scope of fair use narrower), amt and substantiality of the portion used in relation to the (ed work (small portion but it was the “heart” of the book), and effect on the mkt (ct says this is undoubtedly the single most important element of fair use—in this case the effect of the “scoop” was financially devastating—“clear-cut evidence of actual damage”).   

New Era Publications (469): Ct of App held biographical attack on L. Ron Hubbard to be fair use—using Hubbard’s works to prove that H was a charlatan was legit; quoted works were published and largely factual (scope of fair use is greater w/respect to factual works); author uses only a small %age of H’s total works; author’s book probably won’t hurt and might even help sales of H’s works.  Amt. test--%age of P’s total works, or %age of P’s specific work you were copying from?   

F. Hustler v. Moral Majority (476): Hustler sued Falwell for using its parody as part of a fundraiser.  Public interest in allowing a person to defend himself against derog personal attacks serves to rebut the presumption of unfairness given F’s commercial use of the parody; creative nature of parody means the scope of fair use is less than it would be had it been an informational work; F copied the entire work (ct says that while wholesale copying doesn’t preclude fair use per se, amt of copying F did in this case militates against a finding of fair use); effect on mktability is de minimus.  Held for F—dissent says F’s copying the whole thing goes beyond fair use; F clearly out to make $; might affect mktability.  

G. Gordon excerpts (485): Says fair use should be awarded to D when 1) mkt failure is present; transfer of the use to D is socially desirable; awarding D fair use would not cause substantial injury to the incentives of the P ( holder.

H. Notes (488-492)

1. In Sony, maj not too concerned about whether D makes a “productive” use of P’s work, but dissent finds this to be critical.  In Acuff-Rose, ct emphasizes the importance of “transformative value.”  

2. Although in Hustler the court says that D’s copying of the entire work militates against a finding of fair use, in both Hustler and Sony fair use was found notwithstanding this.  How much is too much?  Quality or quantity?  How to judge quality?  

3. Rubin: court split the difference—found fair use w/respect to D’s past conduct but ordered injunctive relief prospectively.  

4. Other defenses to ( inf: Laches (when D establishes that P inexcusably or unreas delayed bringing suit and D was prejudiced by the delay); estoppel (requires P to aid D in committing the allegedly inf acts, or to induce or cause their performance by D); unclean hands (requires that P either participated in the inf acts or committed fraud or some other transgression which resulted in harm or prejudice to D); ( misuse (controversial—whether ( is being used in a manner violative of the public policy embodied in the grant of a copyright.)

5. Coursepack case (supp p. 5): Said D’s use was commercial even though ultimate users were students (b/c had edge by not paying royalties); publishers met burden of proving diminishment in mkt value.  As for other fair use factors, ct said they were “consid less impt” in a case like this where the use is nontransformative.        

“Jeopardy” jingle as sitcom shorthand, Pez episode of Seinfeld—purely incidental, we’re not cutting into anyone’s sales.  Book reviews—writers have to take the good with the bad in terms of critics quoting them in reviews.

X. REMEDIES:  494-518, CS p. 8 (omit problem); §§ 412, 501-511: Remedial provisions of the 1976 act allow a ( holder who establishes inf the choice of recovering either 1) statutory damages or 2) actual damages and any of the infringer’s profits not factored into the actual damage award.  Court may also impound the infringing materials and order them destroyed; can also award att fees to the prevailing party.  §506 provides for crim liab in certain cases.  1976 Act also provides courts with the discretion to issue both prelim and perm injunctive relief.  Prelim relief usu granted when P estab a likelihood of success on the merits and a showing or irreparable harm, which is presumed when a P establishes a prima facie case of ( inf (prelim inj issued pretty liberally in ( cases).  Hard to prove amt of monetary damages, and if it’s your repuatation that’s been harmed $ won’t fix it anyway.

A. Universal Studios v. Ahmed (495): “Wilfully” not defined in ( Act—cts have defined it as requiring Ps to show that the infringer acted with “actual knowledge or reckless disregard for whether its conduct infringed upon the P’s copyright.”  Here pretty clear it was wilful.  Three factors relevant in det statutory damages under §504: 1) expenses saved and profits reaped by Ds in cxn w/the infringement; 2) revenues lost by Ps; 3) whether the inf was wilful and knowing or accidental and innocent.  Factors not weighted equally, though—intent is the primary one.  Problem here is that there are multiple Ds.  Also, Ps not entitled to damages for each tape—“law is clear that no matter how many times a D infringed P’s ( to Jurassic Park, Ps are entitled to only one statutory damage award.” 

B. Deltak (498): Deltak contends that damages should be computed by multiplying $4925 (profit per kit realized by D) by 50 (# of copies made by D).  Here the court computes actual damages based on the value of use to the infringer, with the value of use determined by what a willing buyer would be required to pay to a willing seller.

C. Abend v. MCA (504): Held that D’s continued exploitation of Rear Window w/o Abend’s consent violates A’s renewal copyright in the underlying story unless Ds can establish an affirmative defense.  Here, though, continuing injunction of showing the film would cause great injustice to owners of the film and a public injury.  Says that A can be adequately compensated by $--actual damages suffered plus profits attributable to the infringement (since other factors besides Woolrich’s story contributed to the success of the film, Abend doesn’t get all the profits).

D. FOGERTY (507): USSC says that prevailing Ps and prevailing Ds are to be treated alike, but att. fees are to be awarded to prevailing parties only as a matter of the court’s discretion.  “There is no precise rule for making these determinations, but instead equitable discreion should be exercised.”  Ct looks at factors consid in 3rd Cir—frivolousness, motivation, objective unreasonableness, need in certain circs to advance considerations of compensation and deterrence—and says these may be used to guide cts’ discretion, so ling as such factors are applied to Ps and Ds equally and are faithful to the purposes of the ( Act.

E. Notes (514-518)

1. When an inf proves that she was not aware of and had no reason to believe that her acts constituted inf, a statutory damages award can be reduced to an amt no less than $200.  When willful conduct is involved, a ct can inc the award up to $100,000.

2. If a P elects to recover actual instead of statutory damages, stat provides that P can also recover “any profits of the infringer that are attributable to the inf and are not taken into account in computing the actual damages.”  Theory in allowing both actual damages and inf’s profits is that some sorts of inf inflict more harm on the ( holder than the benefit reaped by the infringer.  A double recovery, however, is strictly prohibited.  Some courts preclude a deduction of the D’s overhead from its gross revenue in cases involving willful infringements.  D maintains the burden of proving his contribution to profits when the profits are attrib to many factors other than the infringement.

3. In calculating actual damages, the primary measure of recovery is the diminishment of the mkt value of the P’s work as a result of the inf.  When cases present no clear-cut evid, courts sometimes use indirect means of computing actual damages.  One approach is to award P the profits he would have received but for D’s inf.  Note that many times (ed prop has both an immediate value and a capacity to generate future royalties—courts must consider this contingent income as part of the overall award.

4. A court’s decision to grant injunctive relief must balance the public’s interest in enjoying the protected work (or deriv works) against the prop interest of the ( owner.

5. 1990 Copyright Remedy Clarification Act—expressly eliminated state immunity for ( inf.

6. Some precedent exists for the award of prejudgment interest in ( litigation, although the statute does not specifically provide for it.  Some courts, however, have taken the position that prejudgment interest is unnecess to deter ( inf, given the other remedies available under the 1976 Act.

Statutory damages: require that you have registered the work (regis not required of foreigners but is required of Americans—however, anyone who wants SD must register the work).  Can only get SD from the time the work is regis, although if you regis w/in 3 months of publication you can get SD all the way back.  We can’t require regis b/c Berne convention doesn’t allow us to.     

XI. STATE RIGHTS AND THEIR PREEMPTION: §§ 106, 301, 1101.  Misappropriation is, in short, the IP version of unjust enrichment.  Right of publicity mirrors this—protects against attempts to utilize another’s investment in a person’s recognizable attributes.  Right of privacy is somewhat different—not an issue of who can exploit the features of their lives b/c they don’t want features of their lives exploited at all.  D in these state law cases serves as a proxy for the public’s interest in the free availability of personal attributes.  This chapter deals w/the difficulties surrounding the application of §301 when a P attempts to bring a misapp or right of publicity action involving (ed prop.  RD says Berne & TRIPPS obligate us to protect certain works that aren’t covered by ( or ( law.  Sometimes K law covers may of these issues—eg right of integrity, attribution, disavowal.

A. RD says 3 basic kinds of preemption:

1. Dormant premption: eg Commerce Clause.  NY can’t override it even though the clause just sits there.  

2. Conflict preemption—Portions of a state law that conflict with protections granted by the 1976 ( act will be preempted—dervies from a basis independent of §301.  Can’t pass a state law that makes the furtherance of fed goals imposs

3. Active pre-emption—stuff Cong actually does and says that dictates what states can and cannot do.    

B. USSC has vacillated on the appropriate scope of fed preemption—Sears and Compco (both 1964) tend to support the position that a state may not prohibit the copying of something that fed law has left unpatented or uncopyrighted.  But later, in Goldstein (1973), USSC allowed state law protection for material “that had not previously been protected under the fed ( stat” on the theory that states should retain some control over protection of creative works of essentially local interest. (All 3 of these cases were decided before § 301 of ( act was enacted).  §301 usually said to have 3 criteria for preemption:

1. work must be fixed in a tangible medium of expression

2. states trying to protect subject matter protected by (
3. rights provided by the states are equiv to those protected by ( law    

C. Twinkle Toes problem (519-523, 531-551, CS pp. 9-20)

D. Baltimore Orioles v. MLB Players Ass’n: (523)—Players claimed that broadcasts of their games w/o their express consent violated the right of publicity in their performances.  Held that Clubs’ ( in the telecasts of MLB games preempts the players’ rights of publicity in their game time performances.  The Clubs own the copyright in the telecasts as works for hire, and court rejects the players’ argument that their performances per se are not fixed in tangible form and thus their rights of publicity in their performances are not subject to preemption.  Court says that once the perf is reduced to a tangible form, no distinction between the perf and the recording of a perf for the purpose of preemption under §301(a).

E. NBA v. Motorola (supp): Held that a narrow “hot-news” misapp claim based on INS v. AP survives preemption (using the additional elements test, p. 18), but that Motorola’s transmission of “real time” game scores doesn’t fall into this category, so the NBA’s misapp claim is preempted. 

F. Midler v. Ford Motors (531): Ct notes that a voice is not (able—the sounds are not “fixed.”  Nonetheless, holds that to impersonate Midler’s voice is to pirate her identity—held that when a distinctive voice of a professional singer is widely known and is dleiberately imitated in order to sell a product, the sellers have appropriated what is not theirs and have committed a tort in CA.

Elvis Mem Foundation v. Crowell (534): P asserts that there is no descendible right of publicity in TN and that Elvis’ name and image entered the pub domain when he died.  Ct says Elvis’ right of publicity is descendible under TN law—notes that the right is terminated if it is not used after the individual’s death.

G. Notes (544-551)

1. Subject matter of (: As long as a partic work is within the subject matter of (, this preemption condit is satisfied even if the work is not suff original to qualify for ( protection or if it has entered the public domain.  Mayer (SDNY 1985) suggested that because ( law does not protect ideas, a state law offering protection to ideas would not be preempted. Databases are the subject matter of ( for preemption purposes, even though certain databases may not be protectable.

2. Equivalency: Legis history of the ( Act indicates that a state cause of action will not be preempted if it contains elements that are “different in kind” from ( inf.  Several courts have followed Prof. Nimmer’s suggestion that an “equivalent” right is one which is infringed by the mere act of reproduction, performance, distribution, or display.  This approach requires an analysis of the state law in question to determine what acts will constitute an infringement.  If the exercise of one or more of the five rights protected by fed ( law is all that is necess to constitute an inf of the state law, preemption will occur.  If other additional elements are required to infringe the state law, no preemption (RD likes this test).  An alternate test is the “objectives” test—state law will be preempted if its only objective is to protect the creator’s economic interest in his work.

3. Misapp: Mayer noted that the House Report used AP v. INS as an example of an unpreempted misapp action—said misapp not necess synonomous w/( inf.  But Dep’t of Justice objected to the inclusion of misapp in the enumerated examples of non-preempted rights, and the whole list was eventually struck.  RD says 2 kinds of misapp: 1) INS v. AP type, and 2) free floating—if there’s a value, someone should be able to capture it. 

4. Right of publicity: About half the states have recognized a right of publicity, and in some of these states its descendible.  Does everyone have a right of publicity, or just celebs?  Seems like a lot of the cases focus on the well-known aspects of whoever’s being ripped off.  In Zacchini, USSC explicitly considered the link between right of publicity and the 1st A.  Held that showing the whole thing went way beyond mere reporting and resulted in a great degree of unjust enrichment.  RD says that like misapp, right of pub has expanded over the years—if people can ID it as you, usually right of pub will attach.    

5. Orioles and Motorola both reject a partial preemption analysis—say that preemption of claims based on misapp of broadcasts but no preemption of claims based on misapp of underlying facts would expand significantly the reach of state law claims and render the preemption intended by Cong unworkable.

ProCD: 7th Cir held that a breach of K action under state law based on violating a shrinkwrap license was not equiv to ( and therefore not preempted under §301(a).  Reasoning was that Ks typically affect only the parties to the agreement, while ( affects the world at large. 

PATENT LAW
I. GENERAL: Authorized by Art I, Clause 8: “useful arts.”  ( act 1952.  Protects 3 types of discoveries: utility inventions (which have the most economic significance), designs, and asexually reproduced plants.  (’ees can bar unauth utilization of their inventions w/o having to prove copying or consumer confusion—however, the term of protection is shorter (for (s filed before 1/1/95 but in force on that date, 17 yrs from the date of issuance or 20 yrs from date of application, whichever is longer.  For (s filed on or after 1/1/95, 20 yrs from date of application).  RD says long and checkered history of “synergy” in ( law—she says no such thing as synergy, and synergy tests are unhelpful.  Some inventions are “noninforming”—can be sold and hidden.  ( law creates an incentive to reveal and solves Arrow’s disclosure paradox.   

II. INTRODUCTION: §§ 131-141, 104, 119, 351-76, Paris Con. Arts 2 & 4 (552-568, 568-573)

A. Main body of ( is said to contain 3 sep requirements: 

1. Enablement: Requires inventor to reveal all the info that the public will need to gain the full benefit of the invention after the ( expires, including info on construction & use.

2. Best Mode: No other country has a best mode requirement, and RD feels the req is just plain stupid.  The inventor has 20 years to make the invention better, but no requirement that she update the (.  Thus, the stated “best mode” may have no relation to what the best mode is at the time the ( expires.

3. Description: “I claim:” #1 is independent claim; #2 and #3 are dependent claims; narrow the scope of what the invention is.  This is important b/c if any claim is invalidated, it is struck in its entirety.  Thus, the narrowing function of 2 and 3 is important b/c even if claim 1 is struck (obvious, say, or not novel) claims 2 and 3 may survive.  

a) means plus function: “two roller means for movement”—want to claim anything that would impart motion—don’t want to limit yourself.

b) Comprising vs. consisting of—mean vastly different things in the ( realm.

(1) Comprising: open-ended term—Shopping carts with the specified features will infringe even if they have other features as well.  Term is used when the invention is so novel that there is no other art in the field that needs to be avoided. 

(2) Consisting of: closed-ended term—Only carts with exactly the specified features will infringe; carts with additional features will not.  Term is used to distinguish an invention from prior art that is somewhat similar.

III. INTERNATIONAL (568-573)

Paris Conv: works the same as in TM, except the period is one year rather than 6 months.  If more than 1 year and if ( issues abroad before it’s issued in the US, too long and the ( is barred (almost never happens).

IV. REQUIREMENTS FOR A PATENT 

A. Subject Matter: §§100, 101—Machines, manufactures, compositions of matter are generally easy to recog; “process” requires slightly more explanation (esp electronic, computer-type transformations).  Process (s may not be as valuable as product (s b/c difficult to monitor, but better to have limited right than none at all.  Improvements: improving existing tech creates only a right to the improvement, not to the underlying invention.  Each (’ee will need the other party’s permission (cross licenses) to use the improvement.  If the underlying technology is in the public domain, only people wanting to use the improvement will need to seek that (’ee’s permission.

1. Gamma problem (574-583, 597-602, 603-609, CS 21-22)

2. DIAMOND (577): USSC held that Chakrabarty’s live, new bacterium is (able subject matter under §101—his invention has markedly different characteristics from any found in nature and also the potential for significant utility.  Could say this case limits Funk, but probably doesn’t overrule it. (Funk dealt with a culture of nitrogen-fixing bacteria used to innoculate plant seeds—USSC held the prod un(able on the grounds that each bacterium is a manifestation of the laws of nature which is free to all & reserved to none)

3. Notes (597-602, 603-609)

a) Difficult to draw a line between an idea, or a principle of nature, and its embodiment.  USSC invalidated part of Morse’s patent for the telegraph on the grounds that it claimed a principle rather than an embodiment, yet upheld a similar claim in Bell’s patent for the telephone.

b) Old mental-steps doctrine considered any series of steps that could be performed in a person’s head un-(able.  Worry is that (’ees will tie up every application of a principle of nature, including applications they have not invented (eg algorithms).  It’s possible to ( a use of an algorithm w/o (ing the algorithm by (ing the machine and/or (ing the process.

c) One old rule of thumb held business methods unpatentable—now, though, since processes utilizing programs are (able, business methods that utilize programs have been successfully (ed.

d) Cell lines and DNA are not only commercial products; they are the tools of basic biological research.  (s on biological products may hinder innovation and ensnare inventors who use the product in a way not enabled by the (’ee.  Can’t get a ( on DNA, but may be able to get a ( on CDNA.  The higher up you allow (s, the more potential there is for limiting innovation

e) Debate continues over the (ablilty of medicines.  Many have been upheld (enables quality control), but some courts prohibt (s for life-saving procedures—seems like these shouldn’t be privately owned (Morton).  Also controversial is (ability of body parts (eg Moore)  Should a surgeon be able to ( a new type of incision?  In 1996 Cong decided to limit ( protection for medical procedures, but for technical reasons changes not enacted.  Instead, §287 was amended—can’t get $ or inj relief when somebody uses your (ed medical procedure/activity in an infringing way. (RD says “patent medicines” = medicines that don’t work)

PTO recently approved examination guidelines for computer-related inventions.  Also in the process of proposing new rules for claims involving nucleotide and animo-acid sequences.  

B. Utility: §101—this req may help to ensure that the invention in fact does what’s claimed in the specification.  Also helps to ensure that the invention in fact has a use and is thus more than just a principle of nature.  Black letter on utility is that the PTO almost never challenges it (except with stiff like perpetual motion machines—violate laws of physics).  In general, the ( applicant claims a utility, and the PTO simply assumes the invention is operable for the stated purpose.  When the ( office can make a credible claim that the invention is not useful, the app is required to submit further evid, but the burden of proof is on the PTO to demonstrate that the invention is not useful.  For human medicines, the app must demonstrate that the assertion of utility is credible to a person with ordinary skill in the art.  Problems have arisen lately, though, with new products for which there was no known animal or test tube model with which to demonstrate utility—new PTO guidelines ease the burden of proving utility in these cases.  

1. Gamma problem (see above, also 611-24, CS 23-24)

2. BRENNER v. MANSON (612): USSC says a ( is not a hunting license; not a reward for the search, but compensation for its succesful conclusion.  “A ( system must be related to the world of commerce rather than to the realm of philosophy.”  Harlan dissented in part—worried that the result would mean that someone would invent something vital to progress but which lacked “utility,” and the ( would go to someone who took the next but perhaps less difficult step of making it commercially viable.

a) In Brenner, Fortas said that w/o a specific use the metes and bounds are not capable of precise delineation.  But the app was for a process—as with any process, the bounds would be confined to use of the process.  Uses not yet known to he inventor at the time of issuance would also be included, but this is true of every (.

b) Should the court have assumed that denying a ( will free (or encourage) others to seek a use for the steroid?  Unless applicant kept the steroid secret, it entered the pub domain when the ( was rejected.  Had they given him the (, however, he certainly would have had the incentive to encourage others to conduct research.  He would have been forced to share royalties with the person who eventually found a use, but getting some profit is better than getting none at all.  One proposed solution would be to divide utility (s into 2 categories: how-to-make and how-to-use   

C. Novelty: §§ 102(a), (e), (g), 104: §102 very confusing—refines the 101 req that an invention be new, but also lays out 4 distinct concepts in no partic order—novelty, statutory bar, priority, originality.  103 further elaborates on the concept of “new,” adding to the confusion.  What counts as a reference (prior art/disclosure) is enumerated in the provisions of §102 that describe activity occurring “before the invention…by the applicant.”  If an invention is made by another (who does not abandon it), disseminated w/in the US, described in print, or disclosed in a pending application (or any combination of the above), the applicant cannot get a (. 

1. Puzzle problem (625-635, Note 1 (pp. 639-645))

2. GAYLER v. WILDER (630): Fireproof safe—USSC holds that Fitzgerald is the first and original inventor, even though Conner’s safe had been kept and used for years.  Fitzgerald “discovered the safe by the efforts of his own genius, and believed himself to be the original inventor.”  Conner had never tested the fireproof-ness of his safe, and Fitzgerald is the first to confer on the public the benefit of the invention.

COFFIN v. OGDEN (633): K invented the latch March 1861.  Erbe invented it Jan 1861.  Held that here it was abundantly clear that E’s lock was complete and capable of working (unlike Conner’s safe), was known to at least 5 persons at the time, and was put in use on a door, so was tested and shown to be successful.  

3. Notes (639)

a) Although §102(a) does not specifically require that the prior activity be “public,” all cases construing the provision do impute into it a req of some level of publicity.  The safe’s special characteristic (fireproofness) was hidden and undetectable on mere inspection, whereas anyone looking at the lock could see it was reversible.  This rationale seems to make sense—if the prior activity does not inform the public of the invention, then the applicant is the one who is disseminating something new. 

b) Analysis of §102(a) cases focuses on 3 issues: 

(1) Contents: did the contents of the reference in fact put the invention into the hands of the public?  

(a) enablement: a ref will anticipate only if it contains enough info to allow the pub to practice the invention (person w/ord skill in the art).  Can never anticipate your own invention.

(b) every element test: anticipation under §102(a) requires that the ref disclose every element of the applicant’s invention.  “That which infringes, if later, would anticipate, if earlier.”

(c) inherency: §102(a) prior art is considered to encompass info “inherent” in other works, even if those works are very different (mechanical joint/Rubik’s cube).  So long as a person with avg skill in the art would be able to find the element, it’s assumed to be there.  

(2) Access: Is the reference accessible to the public? 

(a) geography: §102(a) makes knowledge or use of the invention anticipatory only when it occurs in the US.  Any publication or ( is anticipatory, though, including those that are disseminated exclusively abroad. (NAFTA/GATT—any signatory—activity that occurs on their soil does count for purposes of determining who invented first)

(b) dissemination: not every domestic use will be consid public enough to be anticipatory (eg fireproof safe)—even if it was really fireproof, no one knew about it, or could have known about it. 

(c) operability: although §102(a) doesn’t expressly require proof that the prior art ref was operable, courts have construed it to impute such a requirement

(d) field of knowledge: novelty provisions are interpreted to charge the inventor with knowledge of the entire universe of prior art, including art in fields very different from their own specialties.

Date: Does the date of reference actually precede the date of the applicant’s invention?  In the PTO, the critical date is assumed to be the date on which the applicant files a complete app disclosing the invention.  To be anticipatory, a ref must predate the date of invention, not filing.  An inventor is allowed to “swear behind”—to file an affadavit that she completed the invention in this counrty on a date that (hopefully) precedes the reference.  Effective date of a ref is the publication date if a book.journal article, or the issuance date of a (.

D. Non-obviousness and originality: §§103, 102(f): Douglas “flash of creative genuis” test created chaos.  RD says inventions rarely happen this way, and even if they do these are clearly not the people who need the reward of a (—a ( is essentially a bribe for hard work.  §103 remedied this, declaring that (ability could no longer be negated by the manner in which the invention was made.  RD says mechanical inventions don’t tend to survive court scrutiny—ct always thinks these are obvious.  Electrical stuff does survive scrutiny.

1. Puzzle problem (above, also 648-659, notes 1 & 2 (678-682), note 6 (685-6)

2. GRAHAM v. JOHN DEERE (651): USSC held that the tendency of the shank to flex is the same in all cases.  Said that if free-flexing is, as claimed, the crucial difference above the prior art, a person having ord skill in the prior art would immediately see that the thing to do was invert the shank & hinge plate—implication was that this was pretty much a basic and obvious thing to do.

3. Notes (678)

a) Nonobviousness inquiry is much more openended than that of novelty.

b) Does §103 render the §102 inquiry superfluous?  Note that inherency is not used in the §103 analysis, and unlike in §102, not every field is considered fair game in the non-obviousness analysis—must be info in the same field, info in “analogous arts,” or refs that in some way suggest they would be helpful in solving this inventor’s problem.  Sometimes something flunks both the 102 and the 103 tests, but poss to fail one and not the other.  

c) Originality: Since info communicated to an inventor can render the invention obvious, it is said that §102(f) art is prior art for §103 purposes.

E. Statutory Bars: §§ 102(b), (c), (d)
1. Puzzle problem (above, also 687-690, 699-705, Note 1 (705-707)

2. EGBERT v. LIPPMANN (688): (Corset stays) Held that Barnes had indeed been using his invention publicly for more than 2 yrs prior to his app—said pub use does not necess depend on the # of persons to whom the use is known; that some inventions by their character are only capable of being used where they can’t be seen by the public eye; and that it’s not necessary for a finding of public use that more than one of the articles is being publicly used. 

3. TP Labs (699): Cited a case that said it is not public knowledge of his invention that precludes the inventor from obtaining a ( for it, but a public use or sale of it.  Says the burden of proof is at all times upon the party attacking the (, and that “public use” and “experimental use” are not separate issues—the question is simply whether it was public use under §102(b).  Here, orthodontist could not have avoided disclosing the invention to patients in the course of testing; 3 patients was not an obviously excessive #; needed some time to see if the invention actually worked in practice; no commercial exploitation was made to even a small degree.  Said the inventor was testing the device, not the market.

4. Notes (705)

a) We want people to get to the ( office ASAP, but only when the thing has all the kinks worked out of it—don’t want people rushing in with half-baked ideas.  Also, ( office isn’t the only way things get disclosed—articles, etc, can serve the same purpose.  Thus, ( law pushes people there but pushes them slowly—can keep something to yourself indefinitely, and gives you that 1 year from publication before requiring you to go to the ( off.

b) With statutory bars, the focus is on the inventor and whether she waited too long.  For that purpose, the prior art does not necessarily have to reveal every element of the claimed invention, unlike with novelty.  When the inventor herself is responsible for the prior art, she does not need enabling info to know that she ought to be applying for the (—she already has the ability to practice the invention.  Accordingly, enablement is not necess in cases like Egbert, where the inventor created the prior art.

c) If the prior art belongs to another and fully reveals the invention, the inventor should know that the time to apply for a ( has arrived.  What if the prior art belonged to someone else and did not reveal the entire invention?  Foster-type rejections (aka “§102(b)/103” rejections) apply to apps on inventions that are obvious from (s and publications more than one year before the filing date.

For novelty, the critical date is the date of invention; for §102(b), it is one year preceding the date of application.

V. PRIORITY: § 102(g) (omit problem); 712-3, Notes 1-6 (pp. 728-733)

A. Notes
1. If the first to conceive is the first to reduce to practice, she wins.  If the first to conceive is the second to reduce to practice, she wins only if she’s been diligent.  They look at the date of each party’s conception, date of reduction to practice, and the first person’s diligence at the time the second person conceived.  (fireproof safe is reduced to practice the day you torch the safe and find out it works—but how to judge when a caffeine reduction system is reduced to practice?)

2. Conception: Mental activity—the formulation must be complete enough so that only routine experimentation is needed to make the invention operable.  Note that corroboration is required to prove conception.

3. Reduction to practice: 2 ways to demonstrate reduction to practice: actual (build an embodiment and try it out) and constructive (rely on the filing date—can safely be assumed that once an app is made the invention is reduced to practice).  

4. Diligence: Diligence cases are mainly about excuses—even very short delays must be accounted for. 

5. Abandonment: Mason v. Hepburn—M built a gun clip and hid it away; revealed it only after he heard that H had obtained a ( on the same invention.  The interference went to court and H won.  

6. Interferences: If it becomes clear that you’re going to lose, tactic becomes to try and show that the invention is not patentable by anyone (so that you can continue using it w/o being an infringer).  Another option is to settle privately, but this can work against the public interest: eliminate incentives to bring to the PTO’s attention information on which to reject all the applications; drive up mkts; general anti-competitive behavior.  Thus, §135 requires that agreements to settle interferences must go on public record at the PTO. 

7. For ( apps made after 6/8/95, (s will run for 20 yrs from the time of application.  Since a ( cannot be enforced until it issues, a party who believes he’s going to lose an interference has a substantial interest in prolonging the proceeding (because this eats into the ( term).  As such, §154 has been amended to extend for up to 5 yrs the term of a ( whose issuance is delayed by an interference.

US and Phillipines are only countries w/a “first-to-invent” rule—everyone else has a “first-to-file” rule (RD thinks the first-to-file rule is eff—makes sense).  In theory first-to-invent helps the small inventor, but no proof it actually does.  Junior user must prove by C & C evid, and small inventors may not know about corrob req.

VI. INFRINGEMENT: §271
A. (omit problem, pp. 734-5, 756-7, 758-9)

B. WARNER-JENKINSON (supp 30): P’s ( claimed pH from approx 6.0 to 9.0; D’s worked at pH of 5.0.  P conceded that there was no literal infringement, and sued under doctrine of equivalents (no clear reason why 6.0 was picked as the lower limit).  USSC upheld continued viability of the doctrine (which it had first set out in Graver Tank), and leaves it to the Fed Cir to come up with a precise formulation for the test to be applied.  Says the particular phrasing of the test is less important than whether it is probative of the essential inquiry: “does the accused product or process contain elements identical or equiv to each claimed element of the patented invention?”  

C.  Notes (756)

1. Graver Tank set out a “triple identity” (or tripartite) test: function served by a partic claim element, the way that element serves that function, and the result thus obtained by that element.  Said an important factor was whether one reas skilled in the art would have known of the interchangeability of an ingredient not contained in the ( with one that was.  This test, when applied literally, could stifle inventiveness and make it difficult for 3rd parties to know when their activity will be deemed to infringe (5 is only one pH unit away from 6, yet this means a tenfold difference in the # of H atoms).

2. Literal infringement: 2-part analysis.  First, the claims are interpreted.  Second, each claim is examined to see if it “reads on” (describes) the so-called “accused device” (or accused process).  (’ee not required to show copying.

a) Claim interp: claims can turn out to be ambiguous—(’ee wrote app when discovery was in its infancy; by the time an inf action is brought the claims may be difficult to interp.  Courts considering ambig claims will often rely on expert testimony

b) Comparing claims to the accused device/process: Exact obverse of the novelty test, which looks to see whether every element of the claimed invention was described in the reference.  Here, determine whether the accused device  possesses every element of the claimed invention.

3. Doctrine of equivalents: Why should (’ees be allowed to argue that devices/processes which are not within the literal limits of their (s are nonetheless infringing?  

a) One rationale is that if this weren’t the case it would be too easy for someone to make a slight variation and capture part of the mkt.

b) Maybe (’ee should be allowed to stretch the claims to cover things he should have claimed, but inadvertently omitted.  Don’t want to chill inventors by fear that they’ll be shut out b/c of a simple mistake.

c) “Quasi-mistake”—(’ees cannot be expected to claim every variation on their invention b/c some variations only become possible b/c of developments in other fields

Note that the ( Act does provide solutions, though—last part of §112 allows (’ee to claim inventions of more than one element by expressing a “means…for performing a specified function” (eg “roller mechanisms” instead of “wheels”).  As for mistake, reissue provisions of §§251-2 give (’ees a 2-year window in which to correct for error.

4. Reverse doctrine of equivalents: Graver Tank also envisioned the possibuility that an invention could be literally described by a claim, but so far removed from the (ed invention that it should not be considered infringing.  (eg air brakes).  The doctrine is infrequently used, but some argue that using it more would encourage invention (if you improve something enough, may be out from under the other person’s ( entirely and thus don’t need to negotiate with them for the right to use your improvement)

5. One of the limits on the doct of equiv has always been that the doct cannot be ised to acquire exclusive rights over inventions that could not have been (ed in the first place.

6. Lately, CAFC has stressed that the every-element test applies as much to inf under the doct of equiv as it does to literal inf.  But what’s an “element”?  Is the fact that you can see the fruit an element that should be considered?

7. In the lower court opinion in Warner-Jenkinson, maj held that the doct of equiv applies only if the differences between the 2 prodcts are insubstantial—thus even if an invention meets the tripartite test it won’t be consid inf if it represents a substantially different product or process from the (ed one.

Lately, more and more ( disputes are being tried before juries—unclear why people are requesting this (maybe b/c jury verdicts are harder to get reversed).  In Warner-Jenkinson the CAFC left the app of the doct of equiv to the jury and the USSC declined to review this part of the decision.

VII. PUBLIC ACCESS: §271
A. (omit problem); 764, 766-69, 773-80

B. SPECIAL EQUIPMENT v. COE (766):  Dist Ct held that granting a ( which the (’ee has no intention of exploiting as a distinct invention, for the purpose of blocking the development of machines which might be constructed by others, is inconsistent w/the Const. requirement that the ( grant must promore the progress of science and the useful arts.  USSC holds that if Cong had intended a use requirement they would have put one in—reversed.  Dis says it’s a mistake to conceive of a ( as merely another form of private property—should you be allowed to suppress for 17 years an invention which would cure a deadly disease?

C. ADAMS v. BURKE (768): Coffin-lid (’ee transferred his ( rights to someone else for use in a 10-mile radius around Boston.  A Natick undertaker purchased some of the coffins w/in the radius but used them in Natick, which is outside it.  USSC held that where a person purchases a patented machine, purchase carries with it the right to the use of that machine so long as it is capable of use—when you as (’ee sell a machine whose sole value is in its use, you receive consideration and part with the right to restrict that use.

D. DAWSON CHEMICAL (773): Ps assert that there is ( misuse b/c D has “tied” the sale of ( rights to the purchase of propanil, an unpatented and unpatentable article, and because it has refused to grant licenses to other producers of the chemical compound.  (Note that propanil is a nonstaple commodity which has no use except through practice of the patented method).  USSC holds that what D’s doing is okay (5 to 4 decision).

E. Notes
1. Sale of aerosol medication in metal container.  Medical reasons not to re-use them, held okay for (’ee to prohibit refilling by the hospitals.  Gives (’ee an aftermarket in his goods—controversial.  

2. ( misuse—( unenforceable until you purge the misuse

3. Is is always correct that a tie-in is anticompetitive?  Not always—need to look at why the (’ee is doing it.  “Metering”—uses salt to measure how much use A & B are making of the tableting machine.  (charge only $10K for machine but $40/ton of salt).  Chicago School—have to look at it case by case—is the (’ee creating a monopoly in an industry that his product has nothing to do with; a market power in another product market?  Here, no fear that he’s going to corner the market on salt.  Need to look at the actual resulting restriction on competition.

VIII. REMEDIES: §§281-287
A. (omit problem): 787-807, notes 2-6

B. Rite-Hite Corp. (787): CAFC en banc decision.  “Convoy sales”—when you buy a camera you but all kinds of stuff with it—not (ed items, but they’re a real part of the (’ee’s loss.  Ct. says you need to show a functional relationship between all the items (film qualifies; photoalbum doesn’t).  RD says danger that this will encourage people to make everything have a functional relationship—photoalbums that accommodate only one brand of picture, etc.  In this case, D was selling the machine that the (’ee was suppressing.  Minority opinion asks why we should let (’ees do this—you should get $ damages only if you’re actually in the mkt—if not, no $.   

C. Notes (813-815)

1. §284 doesn’t specify the circs for trebling damages, but courts usually do this only when the inf was wilful

2. Att fees: §285 says in “exceptional circs.”  When the (’ee prevails, fees usu awarded only when inf was wilful or where there was bad faith.  When the (’ee loses, award of att fees is usu based on inequitable conduct in the PTO or bad faith litigation.

3. Prejudgment interest: USSC held in General Motors that §284 gave the court flexibility to award damages “adequate to compensate for the infringement.”  There gave (’ee lost earnings on the lost profits b/c the case dragged on for a very long time.

Injunctive relief: Used to be that cts were reluctant to award prelim inj in ( cases (b/c (’ee could be made whole with a $ award).  In order to get a prelim inj, (’ee had to prove that the ( was unquestionably valid and that the inf was clear.  When the CAFC was estab, though, cases retreated from this position—suggested that (’ees should be treated just like other holders of IP.  Now seems to be swinging back—allowing the infringer to meet public demand while compensating the (’ee seems to best serve pub and private goals.

IX. STATE RIGHTS AND THEIR PREEMPTION: Uniform Trade Secrets Act, §301 of ( Act
A. KEWANEE OIL (826): Is state trade secret protection preempted by operation of the federal ( law?   USSC says that the ( law does not explicitly endorse or forbid the operation of trade secret law, but if the scheme of protection developed by a state respecting trade secrets clashes with the objectives of the federal ( laws rgen the state law must fail.  Here Ohio’s trade secret law found to be okay—says until Cong takes affirmative action to the contrary, states should be free to grant protection to trade secrets.  Despite the fact that state law protection is avail for ideas which clearly fall within the subject matter of (, the nature and degree of state protection does not conflict with the fed policies of encouragement of (able invention and the prompt disclosure of such innovations. 

B. BONITO BOATS (834): What limits does the federal ( system place on the states’ ability to offer substantial protection to utilitarian and design ideas which the ( laws leave otherwise unprotected?  Fla statute made it illegal to duplicate any mfred part of a vessel hull for the purpose of sale without the written permission of the other person.  USSC says Sears and Compco both conclude that the eff operation of the fed ( system depends upon substantially free trade in publicly known, unpatented designs, and that the Fla statute substantially impedes this use—offers (-like protection for ideas deemed unprotected under the present federal scheme.  In essence, the Fla law prohibits the entire public from engaging in a form of reverse engineering of a product in the public domain.  Offers substantial, (-like protection w/o the quid pro quo of substantial creative effort.  Held that the stat is preempted by the supremacy clause.

C. Notes (847-9)

1. Sometimes utilizing an undeveloped idea submitted by one who has not been specifically hired for the purpose is actionable.  Sometimes great ideas do come to people who are not in a position to exploit them.  Rights of action in favor of idea submitters do exist in very limited circumstances—idea must be so novel, concrete, and valuable it seems unfair to ignore the submitter (eg Art Buchwald and “Coming to America”)

2. Are the federal regimes preemptive of each other?  Can the same invention be protected by both ( and ( law, or both ( and TM law?  Sort of up in the air.

3. RD says there are 3 ways states protect proprietary interests in non-(ed material:

a) Ks not to compete—most states (but not CA) enforce these

b) Trade secrecy laws.  These are also a matter of fed law now (felony)

c) Hybrid laws—special laws dealing w/problems partic to certain states—USSC said in Bonito Boats that they do have a problem with this.            

