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INTRODUCTION

I. Overview/History

a. What is copyright? 
i. Copyright is a set of exclusive property rights that the law creates in artistic and literary works 
1. Right to control reproduction

a. Appropriation of any not insubstantial portion of any work = copying 
b. Independent re-invention of same thing is fine 
2. Right to create derivative works 

a. Ex: re-setting a novel in a different time period, Using melody of a song and creating a variation on it 
b. Policy: Copyright works jointly to incentivize first-stage creators and later creators who take from the first 
3. Right to control distribution 

4. Public Performances of the work 

5. Right to control the digital transmission of sound recordings 

a. Traditionally there was no right controlling public performance of recordings, but when a song is performed digitally the sound recording © owner gets paid 
i. Why? In comparison to radio, easier to copy the stream, timing is more predictable than on the radio, radio gives value to sound recording 
b. As opposed to: 
i. Patent (property rights for scientific or technical inventions) 
ii. Trademark (source indicating marks, law to prevent use of these that may cause confusion)
II. Sources of Law 

a. Constitutional Basis

i. Article 1, section 8:  Congress shall have power to....”promote the progress of science and useful arts, by securing for a limited times to authors and inventors the exclusive right to their respective writings and discoveries.” 
1. “science” = production of knowledge 

2. “limited times” = important constraint on Congress’s power to ensure access 
b. Copyright Act of 1976 – 17 U.S.C. § 1 et seq. 

i. Changes in law sparked by changes in technology 

c. Judicial decisions – from federal courts

i. Fills in gaps (ex: secondary liability) 

d. U.S. Copyright Office 

i. Within legislative branch, part of library of congress, almost secretarial in nature 
III. Theoretical Underpinnings 

a. Incentives Theory (utilitarian justification, primary one) 

i. Foundation for Const. Art. 1, sec. 8 cl. 8. 

ii. Theory that creatives won’t invest time to create something if they cannot get any economic return for it due to rampant copying 

1. Counter-Arg: creatives would create regardless of economic incentive. 

iii. historical studies show that creativity increases with SOME protection, but isn’t proportional b/w more protection = more creative works 

iv. Solving the public goods problem for intangibles, which can be 
1. consumed simultaneously by many (non-rivalrous consumption) 
2. easily accessed by the public without paying after it is released (non-excludability) 

v. Creates predictability for producers (who need assurance that copying will be limited)

b. John Locke’s Theory of Property 
i. John Locke- “Labour being the unquestionable Property of the Labourer, no Man but he can have a right to what that is once joined to, at least where there is enough, and as good left in common for others.

c. Hegel & Kant Moral Approach
i. Authors’ rights: authors have sacred bond with their works

ii. Since people’s personality is reflected in their property/what they have created, they should be able to control their own works

iii. Breaks down in modern day

1. b/c “progress of science and useful arts” = not just more works created/controlled, but also that people (consumers) read them 
2. people define themselves by what they consume 
IV. History of Copyright

a. Began in 1790, when books and maps ONLY were covered 

i. Now, it has expanded to cover: 

1. Sculpture, poetry, music, movies, etc. 

2. Software (strangely, although it seems like a useful thing) 
3. Architecture (only very narrow protection which is not usually enforced) 
Copyrightable Subject Matter 

(Is the work even copyrightable?) 
I. § 102(a)( lists requirements for copyrightability 
a. Copyright subsists, in accordance with this title, in original works of authorship fixed in any tangible medium of expression, now known or later developed, from which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device. Works of authorship include: 

i. Literary works, musical works (including any accompanying words), dramatic works (including “ “), pantomimes and choreographic works, pictoral graphic and sculptural works, motion pictures and other audiovisual works, sound recordings, and architectural works 
II. Fixation
a. Policy: this is how we tell a work has been created (if it can be perceived and copied). 
i. This is useful for litigation, so that courts can define the concrete work at issue. 
ii. Copyright wants to benefit society through works, which are only good for public if can be perceived 
b. §101 definition- A work is fixed in a tangible medium of expression when its embodiment in a copy or phonorecord (copy of sounds), by or under the authority of the author, is sufficiently permanent or stable to permit it to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration.  (A work consisting of sounds, images, or both, that are being transmitted, is “fixed” for purposes of this title if a fixation of the work is being made simultaneously with its transmission.) 
c. §102(a) requirements (from definition) 
i. fixed in a tangible medium 
ii. by or under the authority of the author
iii. for more than a transitory duration
b. Williams Electronics, Inc. v. Arctic Int’l, Inc. 
i. Facts: video game (“Defender”) fixed in Memory w/ brief repeated images

ii. Held: The ship/brief repeated images are fixed, thus the game is copyrightable. 

1. The court says the reason is that the images are repeated and last for more than a “transitory period” due to aggregation 

2. Prof: plaintiff should have won, but the more valid reason that these are fixed is because the images are fixed in the memory of a video game machine (Mai v. Peak says data in RAM is fixed), and that is the only way that it can appear to a user
iii. Defense should have argued: The statute says that the work is fixed when it’s EMBODIMENT in a copy permits it to perceived for more than a transitory duration. The copies themselves aren’t stable, the only reason you can see it is that the electron gun is firing many copies at once. 

c. MAI Systems Corp. v. Peak Computer
i. D loads ©ed software onto RAM in order to service clients (creating illegal copy) 
ii. Held: yes, loading the P’s software to view the OS’s error log and diagnose errors was infringement b/c def. didn’t have a license and loaded it into the RAM (copying) 
iii. Effect: everything we do on a computer involves copyright 
1. Loading software into RAM creates fixed copy
iv. Prof: Technically right, but substantial consequences 
v. DMCA amended § 117: defense for services that temporarily reproduce computer programs in the course of maintainance 
d. Cartoon Network LP v. CSC Holdings, Inc. (2008) 
i. Cablevision provided DVR service rather than product (more efficient economically, storage en mass) 
1. To solve latency problem, they overwrite every 1.2 seconds and then knit the 1.2 seconds on to when the machine in storage receives the signal to copy/record 
ii. Issue: Cartoon network says that this 1.2 seconds is a copy. Is it? 
iii. Held: 1.2 seconds is not enough for fixation 
iv. Prof: better way to look at this is through policy of market competition:  
1. Is the production durable enough to be in the market? (here, no. It serves purpose unrelated to competing w/ author’s market: it is to help consumer make legal personal copies) 
e. Chapman Kelley v. Chicago Park District  “Garden Case” 
i. Held: living garden isn’t copyrightable because it lacks the kind of authorship and stable fixation required to support copyright 
1. Gardens are alive and inherently changeable, not fixed. 
f. Note: Because fixation is a constitutional requirement for ©, Congress uses commerce clause instead:
i. Anti-Bootlegging Provision( unlawful to record live performances (even though they aren’t otherwise fixed and therefore can’t be copyrighted) 
III. Originality
a. §102(a) only says that it must be original, but does not define. It need not be NOVEL (as in patent).
b. Foundational Cases
i. Burrow-Giles Lithographic Co. v. Sarony 
1. Facts: Oscar Wilde No. 18 photo 
2. Held: Photographs can be original and copyrightable 
a. Court is against arg that photography does not involve authorship because it is the mechanical reproduction of the object
b. Picture ( Work of authorship( “writing” in constitutional sense

i. Original: Photograph CAN be original because it “embodies intellectual conception of its author” 
ii. Author = “he to whom anything owes its origins, one who completes a work of science or literature” 
1. Photographer chose arrangement, lighting, and expression. 
3. Dicta: Some photographs are really  mechanical reproductions of reality (no room fro innovation, novelty, originality...not decided here if these are copyrightable) 
ii. Bleistein v. Donaldson Lithographing
1. Facts (circus poster ad) 
2. Holmes: even a photo used as an ad can be copyrighted. 
a. Non-discrimination principle ( NO distinction b/w high and low artistic authorship, only originality. 
i. “it would be a dangerous undertaking for persons trained only in the law to be judges on protection of works of art.” 
ii. If it commands the interest of any public, it has commercial value, and the taste of the public should not be treated w/ contempt. 
3. Holmes’ mistake( he asks if the work of authorship progresses science (trying to expand the concept of usefulness).  Should focus on whether it is original work of authorship. 
iii. Bell v. Catalda 
1. Facts: Mezzotint (copper template stamp( like reproduction, but NOT exact)
2. Issue: are these mezzotints copyrightable (even though copied something from PD)? 
3. Court: yes. there are creative choices made to render these images in this manner. These choices= authorship. 
a. “Original work” does not mean novel, just that piece owes its origin to the author (so even inadvertent variations, accidental authorship, would render it original) 
i. even unintentional creativity is copyrightable 
4. evidence of originality can be very scant, just need “spark” of originality 

c. Feist v. Rural Telephone Service Co. (U.S.) 
i. Facts: telephone book copied another’s directory
ii. O’Connor: Facts are not copyrightable. 
1. Telephone numbers/addresses are facts, not original works of authorship. 
2. Court overturns a line of “sweat of the brow cases”( working really hard on something does not contribute to your right to copyright 
iii. Prof: What about Compilation Copyright (§103)? 
1. Compilations of facts CAN be copyrighted: 
a. Criteria= modest spark of creativity in the way the facts are selected or arranged
b. THIN( a compilation copyright is only violated if the S&A is copied (not the facts themselves) 
2. In Feist, the names and numbers were automatically selected by state and arranged by alphabetization – not original authorship/choice at all. 
3. Policy/Critique
a. Don’t we want to incentivize people to gather facts? 
i. Copyrighting this info could prevent it from getting to the public or make it cost more
b. But if it’s not copyrighted, it may never be gathered in 1st place
i. OR, if it’s not copyrighted, it could allow coordination rather than competition (like in the case of Realtor databases) 
c. Prof thinks it’s not always a good thing that facts aren’t copyrighted
d. Mannion 
i. Facts: after negotiation breakdown, Coors light iced out campaign stole Garnett photo (by Mannion) 
ii. Prof: Kaplan’s opinion is confusing, but basically: 
1. Compilation Copyright 
a. Photograph is compilation of creative elements. 
b. Example: Picasso’s rendition of Dejeuner Sur L’Herbe (Manet) is probably not close enough to fall under compilation copyright, but it is definitely a derivative work. 
2. Photos may be original in three respects: 
a. Rendition- angle, lighting, shade, exposure, filters, etc. 
i. Copyright doesn’t protect what is depicted but HOW
b. Timing- right place right time
i. Ex: jumping fish, soldier dipping woman in T Sq. 
1. What really saves these is probably that they worked really hard to get these shots, it’s debatable if there is any creativity involved...
c. Creation of the subject  
i. J. Kaplan says “creation of a scene/arranging of subject gives photographer rights in the sense that the next cannot duplicate the scene”
ii. Originality of scene extends beyond individual clothing, jewelry, pose. It is the entirety of the thing. 
e. Meshwerks, Inc. v. Toyota Motor Sales USA
i. Facts: Meshwerks uses complicated tech to create 3-D image of Toyota cars.  After a contract dispute, Grace & Wilde takes them and adds surface paint, etc. and uses them in ads. 

ii. Issue: are the 3-D images original work or a copy? 

iii. Held: the 3-D images are not an original work of authorship: “a damn good copy is still a copy.”

1. Three reasons: 

a. merely shifting medium does not necessarily add any expression beyond original (but it may)

b. Feist tells us that it is not important how much labor was invested in making the copy

c. Authorial intent is not present in this case; Meshwerks intended to create a copy (not dispositive but informative) 

2. Compilation Copyright

a. Meshwerks did add surface features, such as silver lighting. only thinly protected 

IV. Idea/expression distinction
a. Exclusions from copyright 

i. §102(b) ( In no case does copyright protection for an original work of authorship extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery [FACT], regardless of the form in which it is described, explained, illustrated or embodied in such work. 
ii. U.S. Copyright Office says these things aren’t copyrightable: (§202.1) 
1. Words and short phrases (names, titles, slogans) ( these are the building blocks of everything else, so this would impede downstream works 

2. Familiar symbols or designs; lettering

3. Blank forms (they’ll be produced regardless b/c of their utility) 

4. Common weight standards

5. Typeface as typefaces (unnecessary, we have more than we’ll ever need) 

b. Policy: Why are these things excluded? Because they should either be in: 
i. Patent 
ii. Public Domain

1.  it limits public good if you © principles of nature or formulas, these need to be free to use

c. Copyright vs. Patent
	Copyright
	Patent

	Requires only originality
	Requires novelty (innovative, non-obvious)

	Protection from reproduction, distribution, transmission
	Right to make, use, sell, import

	Goal is progress in creative arts (Requires only more works)
	Goal is progress in science (requires new and efficient works) 

	Progress of culture is not clear, romanticized notion of authorship that each person creates independently
	Science and technological innovation is always incremental and builds on something else

	We don’t think property rights will foreclose future creativity (but maybe now the culture might be changing) 
	Rights that are too broad hinder progression, so demand inventive activity before giving rights and give it for short amt. of time

	Narrower rights, longer time 
	Broader rights for shorter time 




d.  Baker v. Selden (codified as §102(b)) 

i. Facts: accounting system explained in a book and accompanied by blank forms. Baker copies it. 

ii. Held: Neither systems nor blank forms are copyrightable. 

1. System ( Copyright limits the words of the books, but the system can be re-described in different words.

a. Copyright is thin and will only prohibit identical copying of description. 

b. “truths of a science or a method of an art are the common property of the world.” 

c. A book that teaches something has it’s final end in USE (analogous to useful thing( patent, not copyright) 

2. Forms ( In order to use the system, the forms must be accessible (so these cannot be copyrighted either). 

a. Merger( where the use of some potentially copyrightable thing is necessary to use a non-copyrightable thing, you cannot copyright the necessary thing. 


i. To prevent backdoor copyright

ii. ASK: is there another way to express this idea? 

1. If Yes ( no ©

2. If No ( yes © 
e. Hoehling v. Universal 
i. Facts: book about a theory about how the Hindenburg blew up, D wrote novel adopting this theory

ii. Held: not copyrightable: 

1. historical and biographical works are not copyrightable 

a. even interpretations of historical events only get NARROW protection (would have to be wholesale usurpation of author’s expression of the event) 

2. actual historical facts are in the public domain 

a. saves time and effort by referring to and relying on prior published material 

3. Scenes à faire ( Ordinary things that everyone associates with specific period in history (Germans at a biergarden, etc.) 

a. Related to merger (rules out things that can only be represented a few ways)

iii. Policy: want to preserve ability/incentive to critique and support historical works to get to truth

1. (Could still critique under fair use but P would drag D to court each time anyway)

iv. Note: Courts DO allow fictional fact copyrights 

f. ADA v. Delta Dental 
i. Dentist tried to copyright naming system for teeth

ii. Easterbrook: was there creative choice? If any at all, then that’s enough to make something original and copyrightable 

iii. Prof: this is too crude of a view. These aren’t expressive choices, they’re choices about utility. 
g. ATC Distribution Group, Inc. v. Whatever It Takes Transmissions & Parts
i. Facts: former ATC employee forms own competitive company and uses similar catalog of parts

ii. Held: the parts numbers lacked the creativity required for copyright protection (regardless of the creativity that went into the overall scheme). The numbers are not the expression of the creative ideas of the scheme because they were assigned randomly.  

1. the numbers are not copyrighted expression, they are useful
2. classification schemes can be in principle creative enough to satisfy the originality requirement, but attaching numbers to the ideas can’t be used to provide a way for creators of otherwise un-copyrightable ideas/works to gain protection through a back-door. 

iii. Prof: True, these works are not expressively very different (they don’t express anything different in terms of authorship) 

1. This holding is overbroad( useful categorizations are not created in © sense, they’re just useful [a choice for utility, which categorization system was = not creative choice]

2. Can we square this with CCC? 

a. some useful things = not copyrighted, but where does this leave databases?
i. This does seem right, but if it is, a lot of other things are wrong. 

b. Insight about what is useful wouldn’t be expressive under ATC 
V. Derivative Works & Compilations

a. §103 Subject Matter of copyright: compilations and derivative works 

· 103(a) Copyright in 102 extends to compilations and derivative works, but protection for a work employing preexisting material in which copyright subsists does not extend to any part of the work in which such material has been used unlawfully. 
· Technically, Copyright can cover a part of the work even when other parts of the work are unlawful (copied from a copyrighted work) 
· Anything you do that isn’t based on an underlying work is still copyrighted ( Court ignores this
· Pickett v. Prince 
· Fan made guitar based on Prince’s P symbol, Prince copied it. 
· Court: Pickett’s guitar was an unauthorized derivative work, so he doesn’t own ANY sculptural element that makes up the guitar. 
· if any part of the derivative work is copied, no copyright at all for second author
· Prof: this is wrong, but is majority opinion
· 103(b) The copyright in a derivative work subsists only in the new material contributed by the author of the derivative work (and does not imply any exclusive right in the preexisting material)....

b. Derivative Works
i. §101 definition- A derivative work is a work based on one or more preexisting works, such as a translation, dramatization, motion picture version, reproduction, any way a work can be transformed or adapted.
ii. Batlin, Inc. v. Snyder
1. Facts: Batlin and Snyder both made Uncle Sam banks from an underlying work of art in the public domain.  New versions were shorter, narrower, and small pieces had to be merged
2. Held: although bar for originality is low, still need to add more than “merely trivial” to get © 
a. Uses “distinguishable variation” standard (Bell v. Catalda) 
i. But, variations necessary for transformation to new medium not enough AND physical skill at copying original not enough
3. Result: very thin copyright that can only be violated if it is an exact copy (see 103(b)) 
a. 103(b) The copyright in a compilation or derivative work extends only to the material contributed by the author of such work, as distinguished from the preexisting material employed in the work, and does not imply any exclusive right in the preexisting material. The copyright in such work is independent of, and does not affect or enlarge the scope, duration, ownership, or subsistence of, any copyright protection in the preexisting material. 
4. Policy: otherwise, this would just result in giving copiers a way to appropriate and monopolize public domain work with slight variations (basically rewarding the 1st copier simply by being the first to copy a public domain work) 
iii. Schrock v. Learning Curve International, Inc. 
1. Facts: K fell apart on product photographs of Thomas Tank Engine after used on packaging
a. D arg: photos are deriv. works of the toys and not sufficiently original 
2. Court: photos are accurate photos but still contain sufficient variations (angle, perspective, lighting, dimension) so as not to be “slavish copies.” 
a. Originality req. is not more demanding than that for other works (rejects that reading of Batlin) ( still just need minimal spark of creativity

i. Permissible derivative works are still copyrightable if have this creativity
b. The key inquiry is whether there is sufficient nontrivial variation to make it distinguishable from underlying work in meaningful way 
i. Photographs that recast/transform material are copyrightable 
c. Authorization( same problem as 7th Cir. in Pickett v. Prince. He would have copyright in rendering even if he doesn’t have copyright in any other part of the appearance of the work (can be difficult standard to follow) 

3. Default rule: unlike in patent, if photographer gets permission to make the photo, the derivative is automatically copyrightable (no need to ask permission to copyright from underlying work’s author). CAN contract around this. 

a. Who gets the copyright? Because of Ks, no attribution to photographer for advertisement. Would have to contract out if the photographer wanted the attribution. 

c. Compilations
i. §101 definition: a work formed by collection and assembling of preexisting materials or of data that is selected, coordinated or arranged in such a way that the resulting work as a whole constitutes an original work of authorship.
ii. Feist, recap
1. Supreme Court rejected “sweat of the brow” doctrine 
2. underlying facts are not copyrightable ( supports progress of science/arts
3. Originality can be found in coordination and arrangement, OR selection of the items 
a. If the selection and arrangement are rendered in a way that whole work = original
4. Compilation copyright is a THIN copyright (to infringe, must copy exactly) 
iii. Bellsouth v. Donnelly

1. Yellow pages
2. Possible © in selection and arrangement
3. Court: not here. S&A is “entirely typical” and doesn’t reflect any creative choice
iv. CCC Information Services, Inc. v. Maclean Hunter Market Reports, Inc. 

1. Facts: bluebook is car prices, based on deals & smoothing system. Maclean produces the “Red book” which predicts values of used cars in different regions based on variety of info and their own judgment. CCC provides giant database including both books’ info. 
2. Issue: is CCC infringing by taking portions of Red Book? 
3. Held: yes. Maclaen book is copyrighted, and CCC is infringing by copying it. 
a. Requisite Originality? 
i. The numbers of the prices themselves are copyrightable because of the creative process to come up with them 
ii. New and useful selection and arrangement of info 
1. Valuations themselves = original creations
2. Regional S & A
3. Use of abstract concept of “average” vehicle
4. Adjustment for 5000 mile increments and # of years to be averaged
b. Idea/Expression Dichotomy? 
i. These are ideas, BUT they are infused with the author’s taste or opinion (rather than ideas that simply undertake to advance understanding of phenomena or solution of problems) 
ii. Value/price does not merge with “idea” of subjective valuation
4. Prof: this case is overbroad. 
a. By saying that ideas are copyrightable simply because they impound judgment, emphasizes choice rather than creativity 
b. Cf ATC Court, which says not all choices are creative, some are just useful and not expressive (directed at utility rather than artistic/literary)  
c. Basically, the D’s compilation is a meta-compilation (a study of studies) 
v. Matthew Bender & Co v. West Publishing Co. 
1. Facts: Bender has compilations of judicial opinions, wants to use WestLaw star pagination 
2. Prof: it is not a problem for Bender to take all the cases from Westlaw: 
· Federal cases: §105 copyright is not available for any work for the US gov, but the US gov. is not precluded from receiving and holding copyrights transferred to it by assignment, bequest, or otherwise. 
a. State cases: courts have held that local or state works that amount to “edict of law” = not copyrightable (BUT “annotated code” compilations are still undecided b/c mix of both judgment and edict of law) 
3. West argued that their arrangement of cases is copyrighted (star pag. = the arrangement) 
4. Held: West’s arrangement of cases is protected, but the page numbers are not. 
a. The structure is merely made apparent through those pages
b. FN 9: there is a fundamental difference between physical work and copyrightable portion (pagination = record of how they are arranged, but is not THE arrangement) 
i. Prof: this is abstract and might not be right 
5. Dissent: page number is essential part of the arrangement, which is in line with Feist

6. Databases have thin copyright, but are still susceptible to the public goods problem. 
vi. Roth Greeting Cards v. United Card Co.
1. S&A of drawings of same style, same words and arrangement of cards( Compilation © ?
2. Held: Roth does have a copyright and United infringed on the cards of Roth. 
a. Cards = copyrightable 
i. Cards represent a tangible expression of an idea
ii. Even though words are short phrases, other elements such as characters, mood, combination of artwork w/ particular message, and arrangement, are artistic choices. 
1. Prof: is “mood” copyrightable element? (no.) 
b. United infringed
i. Even though art is sufficiently different and words are un-copyrightable, in “total concept and feel” they are the same 
3. Prof: this is example of bad 9th Cir. Opinion where non-copyrightable things add up to something copyrightable. Is the whole more than the sum of its parts? 
vii. Satava v. Lowry  (answer to Roth) 
1. Facts: glass-in-glass jellyfish sculptures
2. Held: a combination of un-protectable elements is eligible for copyright protection only if those elements are numerous enough and selection & arrangement original enough that their combination constitutes an original work of authorship 
a. Satava’s sculpture falls short because all these elements are commonplace both in glass sculpture and jellyfish physiology
i. He gets a thin copyright that only protects against virtually identical copies (for “specific curl of the tendrils, the specific shape of the jellyfish) 
3. Prof: this is merger. Only so many ways to depict a jellyfish in glass sculpture. The whole is not more than the sum of it’s parts. 
VI. Authorship


a. Is a requirement for copyrightability, but no definition in Act 
i. § 102(a)  Copyright subsists, in accordance with this title, in original works of authorship fixed in any tangible medium of expression, now known or later developed, from which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device.
ii. Chapman Kelley v. Chicago Park District “Garden Case” 
1. Held: living garden isn’t copyrightable because it lacks the kind of authorship and stable fixation required to support copyright 
a. authorship is a human endeavor. Works owing their form to nature cannot be copyrighted 
i. gardens are planted and cultivated, not authored.
b. But who owns the copyright?  
i. SOLE vs. JOINT
1.  §201(a) Initial ownership. Copyright vests initially in the author of the work (default rule, can contract around this) The authors of a joint work are co-owners of copyright in the work. 
ii. NATURAL vs. WMFH 
1. §201(b) Works made for hire. The employer or other person whom the work was prepared is considered the author for purposes of this title, and unless the parties have expressly agreed otherwise in written instrument, owns all of the rights comprised in the copyright. 
c. Sole Authorship - 201(a)
i. Lindsay v. Wreck of the Titanic

1. Facts: guy wants to film movie of titanic salvage, builds equipment and directs from ocean surface w/ storyboarded shots. Is he the author or the people who took the shots? 
2. Held: the author is the mastermind behind the process (not necessarily one who pressed button) 
a. Lindsay exercised high degree of control (and the originality came from him) 
b. Applies Burrow-Giles ( photog didn’t press button, but work clearly still his
3. Authorship and originality are closely related
d. Joint Authorship -  201(b)
i. a) Initial ownership. Copyright vests initially in the author of the work (default rule, can contract around this) The authors of a joint work are co-owners of copyright in the work. 
1. Rules of joint authorship
a. to license non-exclusively, only one author has to agree & give 1/2 proceeds to other
b. to license exclusively w/ someone, both authors must both agree. 
ii. Joint work = a work prepared by two or more authors, with the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole. (Caselaw) 
iii. Erickson v. Trinity
1. Facts: some actors’ suggestions incorporated into a play, their group then claims to be joint author of the work (and co-owners) 
2. Held: even if two or more persons collaborate w/ intent to create 1 work, it will only be a “joint work” if collaborators can be considered “authors” 
a. To determine if one is “author”:  
i. Goldstein test ( each author’s contribution must separately be ©able
1. Both need to contribute expression/acts of authorship, NOT just uncopyrightable ideas 
ii. (Nimmer De Minimus Test, not used, stated that the combined product of joint efforts msut be copyrightable) 
1. Policy issue here: taking suggestions or ideas from another may jeopardize original author’s entitlement to © and quell creativity
3. Result: because Trinity could not identify specific ©able contributions made by its actors, it is not a joint author
iv. AalMuhammad v. Lee   (the “intent-to-merge” requirement) 

1. Facts: AalMuhammad reviewed script for Spike Lee and gave numerous revisions (Created at least two entire scenes, supplied voiceovers and proper prayers, new characters) 
a. Prof: Sounds like he contributed something copyrightable, but if he is a joint author then he is entitled to one-half share of profits!! (would be crazy result) 
2. 9th Circuit: a person claiming to be an author of a joint work must prove that BOTH parties intended to be joint authors. 
a. for a work to be a joint work, there must be: 
i. a copyrightable work
ii. two or more “authors” (Burrow-Giles requires >  minimal creative contrib.) 
iii. both/all authors must INTEND their contributions be merged into inseparable or interdependent parts of a unitary whole 
b. although creative contribution, it’s very clear that spike lee did not intend for this to happen (= no objective manifestations of an intent to be coauthors) 
3. Policy:
a. want authors to be able to consult without sacrificing sole ownership
b. Can K around this rule, but req. of objective intent is more predictable and efficient. 
i. forces parties to acknowledge and demarcate their creative relationship 
e. Works Made for Hire 

i. §101 A “work made for hire” is—
1. (1) a work prepared by an employee within the scope of his or her employment; or
2. (2) a work specially ordered or commissioned for use as a contribution to a collective work, as a part of a motion picture or other audiovisual work, as a translation, as a supplementary work, as a compilation, as an instructional text, as a test, as answer material for a test, or as an atlas, if the parties expressly agree in a written instrument signed by them that the work shall be considered a work made for hire. 
a. For the purpose of the foregoing sentence, 
i.  “supplementary work”  = a work prepared for publication as a secondary adjunct to a work by another author for the purpose of introducing, concluding, illustrating, explaining, revising, commenting upon, or assisting in the use of the other work, such as forewords, after-words...
ii.  an “instructional text” = a literary, pictorial, or graphic work prepared for publication and w/ the purpose of use in systematic instructional activities.
ii. Policy( the default that says the © is owned by the author unless employee OR specific circumstances + signed instrument....this adds up to a penalty default (forces others to contract around it and define the working relationship) 
iii. Works Created by Employees W/in Scope of Employment
1. Who is Employee? 
a. CCNB v. Reid

i. Facts: nativity scene w/ homeless ppl  (Snyder describes, Reed sculpts) 
ii. Issue: whether Reid is the artist or an employee of org. that Snyder heads? 
iii. Held: Reid = independent contractor & owns © for his work
1. Common-Law Factors to determine Emp. Vs. I.C.: 
a. Does he bring his own “toolbox”? 
b. Location of the work (does he determine his own?) 
c. Benefits (health, etc.) 
d. Whether hiring party can assign addt’l projects ? 
e. Method of payment
f. Is work part of regular business of the hiring party? 
iv. Independent contractors’ work cannot be WMFH unless
1.  it falls under 101 def AND there is a writing 
b. Aymes v. Bonelli
i. B hired by A to create computer programs for B’s business
ii. Aymes was independent contractor. Factors: 
1. Skill required
a. The more expertise necessary, more it weighs in favor of independent contract
2. B chose to deny two basic attributes of employment (benefits + taxes) ( this will almost always result in not employee 
c. Garcia
i. Facts: provocateur created movie & dubbed bad things about Islam over it, people got angry & threatened cast, which sued Google to take movie down 
ii. History ( Kuzinski: actress does not have © in the whole, but may have © in her performance 
1. Prof: this would have been terrible, each movie would be tangle of Contracts 
iii. 9th Cir: overturns Kuzinski’s decision, actress is employee
1. cannot have a copyright in a separate piece of the whole
2. reaffirms Aalmuhammad (concerning, but works for Hollywood) 
d. Effects Associates v. Cohen (counterpoint to Garcia) 
i. Another 9th Circuit Case 
ii. Facts: production Co. hired to make blob of yogurt that eats city in movie
iii. Held: this is a separate work, later installed in the movie. (Different from actress saying her lines on set, which is part of the movie) 
1. where a non-employee contributes to a book or movie, as Effects did here, the exclusive rights of copyright ownership vest in the creator of the contribution, unless there is a written agreement to the contrary
e. JustMed, Inc. v. Byce

i. Facts: developer of digital audio larynx changed © statement on software to be his instead of JustMeds. Says it is his. 
ii. Held: Byce was an employee, not an independent contractor. 
1. He was not hired for specific term or just one end product in mind 
a. He had broad duties 
2. Paid regular monthly 
3. Did not have benefits, but company treated other employees similarly (it was a start-up) 
2. Scope of Employment 
a. Rouse v. Walter & Associates, L.L.C. 

i. Facts: another researcher changed copyright (originally © Iowa State U.) 
ii. Held: scope of employment test  (Avtec v. Peiffer) 
1. Whether the work is of the kind he is employed to perform? 
2. does it occur substantially within the time and space? 
3. Is it actuated at least in part in an effort to serve the master? 
4. Is there a written doc altering the statutory presumption under copyright act for work made for hire 
iii. Since © was originally Iowa State, R clearly did it to “serve the master” 
iv. Work Made for Hire
1. §101(2) and “specially ordered or commissioned” works 
a. the work must fall into categories of eligible works AND 
b. must be a signed instrument 
v. Government Works 
1. 17 U.S.C. 105( U.S. Gov. works can’t be ©
a. this is not true for state and local governments, but the Copyright Office has indicated that it will not register “edicts of government” 
2. Policy: Laws are “facts” that the public should be able to access
VII. Useful Articles
a. §102( “such works shall include artistic craftsmanship [sounds useful] insofar as their form but not their mechanical or utilitarian aspects are concerned; the design of a useful article, as defined in this section, shall be considered a pictoral, graphic, or sculptural work only if and only to the extent that such design incorporates pictoral, graphic, or sculptural features that can be identified separately from, and are capable of existing independently of, the utilitarian aspects of the article.” 
i. Codified after Mazer
ii. Separability Test ( as long as the design portion is separable from the useful aspect of the article, its design can be ©. 
b. §101 def. of useful article: article having intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey information. An article that is normally a part of a useful article is considered a “useful article”   (no © protection) 
i. Congress maintains a strong distinction b/w purely aesthetic and useful works of art (did not want to embrace industrial design under ©) 

	Useful
	Not Useful

	Clothing (covers your body and keeps you warm) 
	Jewelry (not useful, simply for adornment)

Gravestones (sits and conveys info) 

	Jeff Koons( when useful article taken out of context to become art, there is a THIN copyright for S & A of items as art 

Toys( this is useful, but can be more complicated when takes after movies, etc. 

Buildings( usually useful, but in case of Washington monument, whole point is the look 


c. Physical Separation
i. Mazer v. Stein
1. Background: Fine Arts Provision ( eliminates items of mass production (like toasters). This is problematic because © has always dealt with items that can be mass produced (i.e. books) 
2. Facts: D copies lamp base statue.  Says that it cannot be copyrightable b/c mass produced
3. Held: The statuette is copyrightable. 
a. Three categories of objects: 
i. Purely aesthetic works of art (only provides beauty, not useful) 
1. Prof: but beauty often denotes usefulness!( tech looks nice to sell
ii. Useful work of art 
1. Industrial design (attractive toaster)
2. Prof: they can’t actually fall under copyright 
iii. Purely utilitarian object 
1. Bolt, screw, wrench 
2. Prof: these things still will be more salable when attractive
ii. After Mazer, distinction between purely aesthetic articles/useful works of art ended...as long as it’s artistic, it’s in. 
d. Conceptual Separation
i. Kieselstein-Cord  (2nd Cir) (focus on the consumer perspective) 
1. Facts: fancy belt buckle  
2. Held: belt buckle is copyrightable because functional part and artistic part are conceptually separable
a. Primary function is the look and the secondary function is to hold up the pants. 
i. Audience appreciation test: 
1. consumers wear this as jewelry as well as belt buckle, showing its aesthetic value 
2. consumers wouldn’t buy a very expensive buckle for function. It is valuable b/c of its aesthetics
a. Prof: this reasoning leads to the idea that any useful article that is really fancy/expensive is being bought for design/aesthetic appeal (not good) 
3. 2nd Cir. Does not follow. “pretty/expensive things are ©able” is not consistent with the code
a. Movado Men’s watch 

i. Watch design put in museum, is it copyrightable now? 
ii. 2nd Cir. Pushback on audience appreciation test 
1. just because it is in art museum does not make it art 
ii. Carol Barnhart  (2nd Cir) (focus on the object) 
1. Facts: flat mannequins made for displaying men’s shirts 
2. Court: the artistic features cannot be conceived of as independently existing from the practical portion. Not ©able 
a. Keiselstein Audience Appreciation: people WERE responding to these as sculptural forms, but that’s not enough b/c
b. Here, form can’t be separated from use (artistic features are required by function): 
i. Can’t be used as jewelry 

1. Prof: yes it could, if it were miniature...
ii. Using them as props do not rechristen them when they are readily understood as mannequins
1. Prof: goes against Kieselstein 
iii. The form is driven by the function, and so is not separable 
1. Prof: there can be lots of different torsos on which you can display shirts! This one is different. 
3. This is just a bad case.
iii. Brandir (focus on the design process) 
1. Facts: ribbon bike-rack. 
a. Some people responding to it as a sculpture (Keizelstein-esque) 
b. But, form is driven by function of rack (Barnhardt-esque) 
2. Held: since the designer fitted an artistic design to the utility of the object, the shape of the article has changed to meet utilitarian needs and is not copyrightable. 
a. Denicola Test: Look at the creation process. If utilitarian concerns/functional constraints affect the design/artistic elements( then no ©. Artist must exercise artistic judgment separate from function, then ©. 
i. Compatible w/ Keizelstein? 
1. Court: yes. Artistic aspects of buckle were independent of buckle’s function (purely aesthetic choices) 
2. Prof: No. Really, it was adapted from the butt of a rifle and had to be shrunken, hole cut in it, pin for buckle, etc. 
ii. Compatible w/ Barnhardt? 
1. Court: yes, musculature choices constrained by functional considerations (want shirt to drape a certain way) 
2. Prof: this is probably alright. 
iv. Pivot Point (7th Cir.) 
1. Facts: designed mannequin that will be useful for teaching makeup application for models 
2. Court: Using the Brandir test, the face is subject to copyright protection b/c lots of ways to depict the hungry model look and there are no constraints for functional considerations (can always put on makeup) 
a. Summarizes 2nd Cir tests: 
i. Kiezelstein( primary aesthetic/secondary usefulness 
1. This would be overbroad and include all more expensive items imbued w/ secondary meaning
ii. Barnhardt( article stimulates in the mind of the beholder a concept that is separate from the concept evoked by its utilitarian function
iii. Brandir( is pursuit of functionality affecting the way the item looks? 
1. defendant-friendly 
2. do the design elements reflect the designer’s artistic judgment exercised independently of functional influences? 
a. Here, we can conceptualize a human face independent of all of Mara’s specific facial features and no evidence that judgment constrained by function 
3. Result: Adopts Brandir, making it so that a drop of utility can invalidate the copyright. 
e. Alternative Solutions/Modes of Protection

i. Trademark/Trade Dress

1. Consumer confusion laws can be asserted if the design of a product is distinctive and clues consumers in to the source of the product 

a. Ex: coca cola bottle wouldn’t be protected under ©, but is protected by trade dress because consumers might mistake a similar bottle for Coke. 

2. Not permitted for functional features (doctrine is hostile, like copyright) 

ii. Utility Patents

1. If a useful aspect of the product is nonobvious and useful, can get protection for the appearance of it through patent

a. Cons: Really difficult to obtain and limited protection

iii. Design Patents (do not have in U.S.) 
1. Can protect novel, nonobvious ornamental designs (that AREN’T useful) 

a. Pros: easier to get than utility patent + stronger protection

2. Policy: should we have generalized industrial design protection? 

a. Consumer Price Problem (item w/ one purpose could be used as status symbol) 

i. In textbook competition, products sell near marginal market b/c they all look basically the same 

ii. In monopolistic competition (w/ patent): vacuum cleaners could become highly differentiated based on looks 

iii. We’ll get really awesome looking vacuums, which maybe people want, but then only a few vacuum makers get really rich and consumers pay lots more
iv. Sui Generis Rights (do not have in U.S.) 
1. EU( design rights exist for registered and unregistered designs as long as they are both beautiful and useful (but protection is narrow)

2. US( we only have very specific design rights

a. Design of Boat Hulls (Vessel Hull Design Protection Act) 

i. Congress created specialized protection for luxury boat makers

b. Micro-Processor Designs

i. Congress passed this protection and then industry disappeared

c. Fashion (didn’t pass) 

VIII. Computer Software and Computer Databases 
a. Intro

i. Main problems: Software is “functional” and databases are comprised of “facts” 

1. True, software can function in same way & reach same result, but underlying code can reflect creative decisions. 
ii. §101: “a computer program is a set of statements or instructions to be used directly or indirectly in a computer in order to bring about a certain result.” 
1. Prof: this is arbitrary line. Look at copyrightable sheet music and un-copyrightable recipes that are also a set of instructions.  Useful processes should be covered under patent, not © 
iii. §101 “literary works” are works, other than audiovisual works, expressed in words, numbers, or other verbal or numerical symbols or indicia, regardless of the nature of the material objects, such as books, periodicals, manuscripts, phonorecords, film, tapes, disks, or cards, in which they are embodied. 
1. Prof: underlying code is the work fixed in a copy (like sheet music) 
iv. Policy

1. Why software should be included in © 

a. Software code is expressive, like literary works 
b. Programmers show creative choice in creating code

i. Many ways to express in code the IDEA of how a website should look/function

c. Prof: Scientific creativity has invaded artistic creativity, and there is an attempt to desegregate the difference b/w the two in ©, when there should not be. 
2. Why it should NOT be © 

a. Software is certainly USEFUL 
b. there is an argument that program value lies in its behavior and NOT on what the expressive difference of the code is. 


c. the code is intended to be perceived by a machine and most ©able works are consumed by humans

d. merger( there aren’t actually many ways to code for a particular thing

b. Apple v. Franklin Corp.    [Source Code vs. Object Code]
i. Facts: Franklin copies apple’s OS to achieve compatibility for their new computer, ACE 100

1. Programmers write in source code( translated to object code (0’s and 1’s) 

ii. Franklin argues

1. that apple OS is not ©able because it is a process

2. only source code should be ©able 

iii. Court: computer programs, regardless of if object code or source code, is a “literary work”, so ©able

1. Source code and object code are both language according to def. of literary works.

a. Doesn’t make a difference that object code is not human-readable( just like a CD, it’s ok to have a machine intermediary 
2. Programs were already ©able, and OS is not any more of a “method of operation”( definition in §101 of programs does not distinguish b/w OS and programs

a. This is not merger( there are many ways to make an OS besides Apple’s way

3. Interoperability is commercial, competitive consideration that is not relevant in © 

iv. Policy: if court had decided that an OS was just a useful process, this would have resulted in very basic OS with everything creative added on as applications (©-able). 

1. It would have been too difficult to use encryption to prevent de-compilation of different OS 

2. And Bill Gates bundling Windows OS and Internet Explorer wouldn’t have happened

c. Computer Associates v. Altai    [Program Structure]
i. Facts: Altai wants to use CA’s idea for adaptor software, so deconstruct it and rewrite using totally different code (“clean room rewrite”) 

ii. Ps claim that it is substantially similar to the structure of the original program (didn’t copy the text of the book, but copied the plot)  (non-literal infringement) 

iii. Court: To distill idea from expression in computer programs, need to decompile software program, which is like a compilation made up of various types of elements. 

1. Abstraction/Filtration/Comparison Test: 

a. Step 1 ( Map Levels of Abstraction

i. High level = not copyrightable (like ideas of how it should function) 

ii. Middle level = grey area 

iii. Bottom would be code (which is expression and © able) 

b. Step 2 ( Separate /Filter Protectable expression from non-protectable material: 

i. Ideas? 
ii. Elements necessary to function? 
iii. Element dictated by efficiency/Merger? 

1. As in Baker v. Selden, any structural sequence of organization merges into the idea of the software

2. An expert needs to look at whether the use of a PARTICULAR SET of modules is necessary to efficiently implement that part of the program’s process (if there are lots of alternatives, not merger) 

iv. Element dictated by external factors? 

1. If programmers’ freedom is constrained by

a. Mechanical specifications of computer, compatibility requirements of other programs, manufacturer’s design standards, demands of industry

b. Scenes a faire (analogy for widely accepted programming practices) 

v. Elements from public domain?
1. Freely available code 

2. Policy: don’t want to lock up basic programming techniques 

c. Step 3( Comparison
i. once ideas/above elements are filtered out, what remains = core of protectable expression
2. Policy: © isn’t a good way to protect computer work, but Congress said to so we will
d. Database Cases
i. Bellsouth v. Donnelly

1. Yellow pages
2. Possible © in selection and arrangement
3. Court: not here. S&A is “entirely typical” and doesn’t reflect any creative choice
ii. CCC Information Services, Inc. v. Maclean Hunter Market Reports, Inc. 

1. Facts: bluebook is car prices, based on deals, run through system. Maclean produces the “Red book” which predicts values of used cars in different regions based on variety of info and their own judgment. CCC provides giant database including both 
2. Issue: is CCC infringing by taking portions of Red Book? 
3. Held: yes. Maclaen book is copyrighted, and CCC is infringing by copying it in their database 
a. Requisite Originality? 
i. The numbers of the prices themselves are copyrightable because of the creative process to come up with them 
ii. New and useful selection and arrangement of info 
1. Valuations themselves = original creations
2. Regional S & A
3. Use of abstract concept of “average” vehicle
4. Adjustment for 5000 mile increments and # of years to be averaged
b. Idea/Expression Dichotomy? 
i. These are ideas, BUT they are infused with the author’s taste or opinion (rather than ideas that simply undertake to advance understanding of phenomena or solution of problems) 
4. Prof: this case is overbroad. 
a. By saying that ideas are copyrightable simply because they impound judgment, emphasizes choice rather than creativity 
b. Cf ATC Court, which says not all choices are creative, some are just useful and not expressive (directed at utility rather than artistic/literary)  
c. Basically, the D’s compilation is a meta-compilation (a study of studies) 
e. Lotus Corp. v. Borland   [User Interface]
i. Facts: Borland released nearly identical copy of Lotus spreadsheet program, but did not copy code
ii. Lotus: there was expressive creative choice in the way they arranged the elements of the menu
iii. Court: The Lotus menu command hierarchy is UNCOPYRIGHTABLE method of operation (foreclosed by 102(b))
1. Lotus menu doesn’t just explain/present the system to the user (which would be expression), it actually allows the user to use the program 
a. Since method of operation, it is irrelevant that creative choice went into it and if it was possible to design it a different way 
i. Even if a method of operation is expressed in a very creative way, it is not ©
1. VCR player button analogy( this setup is not copyrightable
2. Policy: don’t want to preempt a structure that merely responds to user’s needs
iv. Boudin Concurrence: This should only be protected under patent because there are the same concerns for being able to perform the task in the most efficient way 
1. “lock-in” ( QWERTY keyboard analogy 
a. once people have invested in a system, it is hard for them to switch
i. this is not something Lotus did with its creativity, it is something that naturally happens b/c they were first
v. Consistency:
1. Apple v. Franklin ( hard to distinguish reasoning from copyrightability of code b/c code also tells computer what to do (they’re really all methods of operation) 
2. Altai( court didn’t apply this case because it was about structure and not exact copying of interface/set-up
f. Oracle v. Google [App. Programming Interface] 
i. Jurisdictional note: Federal Circuit (patent/IP)court doesn’t have original jx over ©, but it ended up there b/c of attached patent claims. They apply the law of the jurisdiction where case arose, but here, the 9th Circuit didn’t have any cases on point. So they analyzed thinking like the 9th circuit courts
ii. Facts: Copyrightability of Java APIs. Tag (declaring code) gives directions to computer to run a specific code (implementing code) to implement an operation. So you wouldn’t have to go retrieve code all the time and paste it into your own program. Google copies the declaring code (for ease of programmers) but not the implementing code. 
iii. Google’s arg: like Lotus case, value of structure comes from use, not creativity. There is merger and scenes a faire because if you want to perform the function you must speak the declaring code.
iv. Court: the structure, sequence, and organization of the Java packages are ©able

1. No Merger( The chosen expression does not merge w/ the idea of being expressed b/c Google could have written its own declaring code with different tags
a. Plus, “merger & scenes a faire are not copyrightability questions, but defenses to infringement” 

i. Prof: no. we don’t want to copyright ideas (§102(b)) (and if the only way to express the idea is locked up, meaning there is merger, then there can’t be a copyright for the original work). 102(a) and 102(b) are all subject matter of copyright and part of P’s prima facie case 

b. Prof: this is wrong. This is not copyrightable in the first place because it is a system 
2. Short phrases are creative and can be covered by compilation © for S &A of the declarations

a. Prof: this is bad example. A Tale of Two Cities is also a compilation of short phrases. 

3. Scenes à faire applies to the creator, not the copier, so it is not a defense

a. Prof: this is also wrong. Things can BECOME scenes a faire through use even though there has to be a first time someone used it. 

4. Lotus’ reasoning is inconsistent w/ Altai 
a. Prof: actually, these are consistent. Altai gives us method to compare code that hasn’t been directly copied, and also says that considerations of structure sequence that are influenced by efficiency aren’t copyrightable 

5. Court rejects Altai’s notion that anything that performs a function is necessarily uncopyrightable (says creative systems could still be ©able) 

a. Prof: this is wrong. In 102(b), the question is not creative vs. uncreative, it’s idea vs. process. It doesn’t matter if the method of operation is creative “regardless of the form in which it is described.” 

i. Still, method of operation can be separable from the copyrightable portion

b. Result: this is very bad because Oracle can stop Google from taking a language that is basically open-source/universally available and charge licensing fees for everything using java. 

c. Prof: declaring code is really just a form of API  (applications performing interface)( this result makes it seem like in order to make something compatible, need to get permission (inconsistent w/ reality of market) 

6. Best argument for copyrightability of declaring code: It is like ADA. They could CHOOSE to name it something else, but they didn’t. All about creative choice! 

7. Best argument for uncopyrightability: This is the QWERTY keyboard of software. Developers have invested in this language and are unlikely to relearn it. Why give Oracle monopoly over something that everyone else in the world made valuable? 
v. Bikram Yoga (9th Cir. 2015) 
1. 9th Circuit issued a ruling Friday that said Bikram’s yoga sequence is not copyrightable 
a. the poses are from public domain
b. the sequence is creative, but also FUNCTIONAL
i. this is not copyrightable b/c of idea/expression distinction
2. Federal Cir. Said in Oracle that 102(b) doesn’t apply to “methods of operation” if the methods were creative. 
a. 9th Cir. Says in this case, “this yoga sequence is creative, but it doesn’t matter. It is a process and 102(b) filters it out.” 
3. Saps authority of Oracle. 
a. But, unlikely to get to Fed Court for them to correct their error because as soon as you file a © claim the D will counterclaim with patent to keep it out of fed court 
g. Alternative Modes of Protection

i. Patents 
1. Used for processes, but courts have held that math algorithms or ways of doing business aren’t patentable (and computer programming= type of math algorithm) 
2. An idea does not become patentable merely by being implemented on a computer
ii. Trade Secrets
1. Only protects against discovering a secret by “improper means” 
a. This does not include reverse engineering
b. Software firms have tried to block reverse engineering by attaching licenses to every copy of their programs 
iii. Sui Generis 
1. EU software directive (resembles U.S. law) 
a. Computer programs must be original to be protected, BUT this does not include assessment of idea/expression distinction. 
The Rights of Copyright

I. Copyright(s)

a. A plaintiff in any copyright infringement case has initial burden of demonstrating

i. ownership of valid copyright

ii. violation of one of the exclusive rights reserved to copyright owner by §106

b. §106 Exclusive rights in copyrighted works

i. owner of copyright has right: 

1. to reproduce the copyrighted work in copies or phono-records

2. to prepare derivative works based on work

3. to distribute copies or phonorecords of copyrighted work to public by sale or other transfer of ownership, rental, lease, lending

4. in case of literary/musical/dramatic/choreographic work, pantomimes and motion pictures and other audiovisual works, to perform the copyrighted work publicly 

5. in case of...... to display the copyrighted work publicly 

6. in case of sound recordings, to perform the copyrighted work publicly by means of a digital audio transmission 

II. §106(1) The Right to Copy 

a. Plaintiff’s Prima Facie Case 

i. As always, P must show ownership of © 
ii. To show copying,  P must show

1. Copying in fact (no independent creation occurred) 

a. Access

b. Similarity (just some similarity)

2. Substantial similarity (quantitatively more than de minimus, qualitatively it has to be protected material that was copied)
b. Copying In Fact  
i. P must show that it was copied and not independently created
1. Can either show with direct evidence Or indirect evidence
2. Indirect evidence can be shown multiple ways: 
a. Access + similarity (Three Boys v. Michael Bolton) 
b. Striking similarity + some evidence of availability (Selle v. Gibbs)
c. Striking similarity w/out evidence of access and not similar to anything in PD (Ty)
ii. Three Boys Music Corp v. Michael Bolton  (indirect evidence of copying in fact) 
1. Facts: “Love is a wonderful thing” song was on radio when B was younger/radio listener. 
2. Court: to show proof of copying, need to show
a. Access( there must have been reasonable opportunity for D to access P’s work prior to creating D’s work. Can show by: 
i. Dealings( Particular chain of events that brought D’s work to P
ii. Dissemination( widespread, so made access subconscious (jury Q) 
b. Striking Similarity( if similar enough, can negate remoteness of access 
3. Burden Shift 
a. showing access and similarity creates a presumption of copying and the burden shifts to D to rebut this presumption through proof of independent creation (jury Q)
4. Scienter
a. Subconscious copying is still copying (defers to jury finding) 
b. Note on Innocent Infringement
i. §106 does not include INTENT to copy/knowledge of copyright
ii. Still, a (partial) defense exists if there was no proper notice of © and if infringer had no reason to believe that his acts were infringement 
iii. Policy: state of mind can be difficult to prove, so no intent req.  Impossible to deter people who don’t intend to infringe in the first place, but there can still be unconscious infringement (they heard a song and somehow remembered it later and made it part of their song) that causes harm
5. Takeaway: if the work was distributed publicly (even if not widely), it is likely that the court will find that there was “access.”
iii. Selle v. Gibb
1. Facts: P alleges that Bee Gees copied his song “Let it End” and says that the pieces are strikingly similar that they must have been copied. Song was never on radio
2. Court: Similarity alone is not enough to prove access, even if it is strikingly similar. 
a. If it is similar with regards to something complex/unique or unexpected (or accidental) in first work, this might preclude independent creation
i. Can’t just be similar in something simple/trite 
iv. Ty, Inc. v. GMA Accessories, Inc. 
1. Facts: Beanie babies company Ty sues “Preston the pig” makers (GMA) 
2. Held (POSNER): Access and copying may be inferred when two works are so similar to each other and not to anything in the public domain (can assume it was copied) 
a. Inference can be rebutted by disproving access or showing independent creation
3. Prof: this is too loose an interpretation of Selle. Should still be SOME evidence of access!
a. Can’t broadly apply striking similarity over all objects( sometimes, once you have an idea (beanie pig), the expression is somewhat constrained by other concerns. 
4. Note: Showing independent creation 
a. Individual creators( difficult to document, so usually just argue that P has failed to establish prima facie case (has not shown copying in fact) 
b. Corporate creators( make procedures to document creative process =“clean room”
c. Substantial Similarity 

i. Even if there is copying, not all copying is unlawful. It must be a substantial amount of something copyrightable (only protected elements is relevant, Nichols).
ii. De Minimus Copying (when too little is copied to be infringement) 
1. Gottlieb v. Paramount Pictures
a. Facts: Paramount shows Gottlieb’s pinball machine (w/illustrations) in background
b. Court: There is copying in fact, but it was de minimus so not actionable. 
i. Observability: length of time, focus, lighting, camera angles, prominence
ii. The average lay observer would not be able to discern any distinctive elements of Gottlieb’s design 
c. Policy: really more about market. If the designs were used to market a DIFFERENT pinball machine, we would understand. But it’s being used in a movie...
iii. 2-Step Test Summary
1. Extrinsic test (SJ device) – Dissect work into pieces (particularly high, abstract themes) and compare/contrast what’s copyrightable
a. If enough copying so that it’s possible subst. sim. can be found, case survives SJ. 
2.  [If the case passes extrinsic test, it’s up to the factfinder to resolve; do the intrinsic test].

3. Intrinsic test 

a. 2d circuit – lay listener test

b. 9th circuit – total concept and feel analysis

c. Would only be overturned in appeal if judge says that no reasonable jury would reach this result; super rare.

iv. Nichols v. Universal Pictures Corp. 

1. Facts: P and D both wrote plays about star-crossed lovers. P’s was widely performed before D wrote his (no Q of access). 
2. Held (J. Hand): only the copying of protected elements is relevant to consider
a. Here, the plot is only similar at high level of generality (theme), and that is not copyrightable  (it is idea rather than the expression of the idea) 
i. The individualized plot and sequence of events is just not similar enough 
ii. Characters must be specific enough to “own” (sufficiently delineated) 
1. Here, Court said these are basically stock characters, so not ©able
v. 2d. Cir.

1. Arnstein v. Porter (ordinary lay listener Test) 
a. Facts: Arnstein asserted that several of Porter’s songs infringed his compositions
b. Summary judgment was inappropriate
i. Access was established (sold 1 mil copies and was performed publicly) 
ii. The songs were not so dissimilar that SJ was appropriate, should be jury Q
1. Dissection is improper, should just give to jury to decide
c. Question is what the D took from the P’s work in terms of what is pleasing to the ears of lay listeners (musical experts immaterial) 
2. Steinberg v. Columbia Pictures
a. Facts: Steinberg is suing producers of movie Moscow b/c promo poster looks like an illustration he drew for the New Yorker
i. Access( yes, D admits having access to poster. 
b. Held: Factfinder needs to make a decision on substantial similarity
i. 2-Step [Lay Observer] Test (intrinsic w/ filtering) 
1. Dissection ( Court separates out copyrightable and un-copyrightable elements. 
a. If there are copyrightable elements that are similar, the court will pass it on to a jury. 
b. If not, they will grant SJ (may determine non-infringement as a matter of law) 
2. Jury  ( “whether an average lay observer would recognize the alleged copy as having been appropriated from copyrighted work.”
a. However, jury decides based on the work as a whole.  
b. Problem: it biases the jury to ask them- Priming them to find similarities where they might not notice IRL 
ii. Dissection-- idea or expression? 
1.  Perspective of looking down a 2-way cross-street 
a. fact that this is how a city street looks  (not ©-able) 
2. building facades 
a. they’re not real facades, Steinberg made them up, so they are likely copied. (but, it’s possible that Moscow artist also made up building facades based on similar IDEA of what  NYC buildings look like) 
3. STYLE (whimsical) is an element of expression 
a. Prof: Can you © a style? This is not a protectable form of expression. 
4. Drawn letters can be copyrighted as drawings, even though typefaces can’t be copyrighted
iii. Even though D has multiple original additions, “no plagiarist can excuse the wrong by showing how much of his work he did not pirate.” 
3. Boisson v. Banian, Ltd.
a. Facts: alphabet quilts. 
b. Held: Even though we use dissection to filter out the public domain elements (like the alphabet on a quilt idea), in comparing two works, the total “concept and feel” should also be taken into account
i. The More Discerning Test 

1. When P’s work is not wholly original, but incorporates elements from the public domain, must do a more refined analysis
2. Prof: but discerner should ALWAYS be separating out copyrightable from uncopyrightable elements! 
ii. Here, D’s quilts infringed due to enormous amounts of sameness (color choices, icons, border and position, letter arrangements, same ‘impression) 
1. Prof’s counter: there are only so many ways to make a quilt work on a bed, and the colors are actually different for different letters
4. Mannion v. Coors Brewing Company
a. Facts: kevin garnett photo 
b. Held: The idea/expression is useless in photography. The test should really be substantial similarity. 
i. Ordinary Observer Test: “whether an ordinary observer, unless he set out to detect disparities, would be disposed to overlook them, and regard the aesthetic appeal as the same” 
ii. The idea/distinction test breaks down for visual arts. Since photos are just expression, can’t separate out the idea. 
iii. If differences exceed similarities of copyrightable elements( should send it to a jury to decide Arnstein test (has too much been taken?) 
1. Dissection and Comparison
a. Similarities: angle, pose, background, composition, lighting
b. Differences: additions to the work don’t count. However, is mirror image, cropping is diff, black and white vs. color. 
iv. Does not use “More discerning Test” b/c says courts don’t actually use it
1. Boisson( court ended up using “total concept and feel” 
2. Problem w/ it: CANT be more discerning and not allow copyright claims based on public domain stuff, but allow compilation copyrights which compile some public domain stuff. Doesn’t work. 
a. Unless arrangement of public domain items is virtually the same in D and P’s work, that’s the only time it would be protected/infringed upon
c. Prof: all of these artistic choice elements form a thin compilation copyright
5. Computer Associates v. Altai Sub. Simil. For Computer Programs
a. Facts: back to case w/ Abstraction-filtration-comparison (nonliteral elements of a computer program) 
b. Step 3: Comparison 
i. Should filter out the unprotected aspects of the infringed program and then compare to the structure of the suspect program 
ii. Court decides that after filtering things out that can’t be copyrighted (merger, scenes a faire), there isn’t much left to compare. 
1. Elements of a software program (structure sequence and organization) to ensure operability are scenes a faire  
a. Doesn’t matter when they are written (like in Oracle) 
iii. District court can decide if they need an expert opinion (regarding highly technical nature of computer programs) 
c. Analysis based on levels of abstraction and filtered elements
i. Code- no identical lines of code
ii. Parameter lists- only a few were similar to protected elements in ADAPTER (others were public domain or dictated by functional demands) 
iii. Services- overlap is determined by demand, not protected by copyright 
iv. General outline- follow naturally from the work’s theme rather than from the author’s creation (scenes a faire doctrine) 
vi. 9th Cir. 
1. two-step process for determining substantial similarity (Sid & Marty Krofft v. McD’s)
a. extrinsic( what are the protectable elements? Could they be found sub. Similar?
b. intrinsic( depends on response of the ordinary reasonable person, “total concept and feel” of works
i. Problem of substantial similarity based on unprotected elements 
2. Cavalier v. Random House, Inc. 
a. Facts: Nicky Moonbeam book (characters, illustration, text, night light)
b. Held: No infringement as a matter of law when court thinks that no reasonable juror could find substantial similarity on the copyrightable elements. 
i. Comparison as literary works( stories do not infringe
1. Extrinsic factors: same general premise, but this is not protected 
a. Pace, dialogue, mood, theme all differ( issue decided
ii. Comparison as art works( art does infringe
1. Extrinsic factor test: what are protectable elements? 
a. Nightlight ( protectable expression
i. Lamp, not a toy (which is useful article)
ii. Ignores scene a faire arg. 
b. Illustrations of stars
i. Idea of stars on clouds= not copyrightable
ii. Details of expression (arrangement, dress, accompanying text) = copyrightable
c. Stars being polished ( unprotectable (idea)
2. Extrinsic factor test: are the protectable elements similar? 
a. Nightlight
i. Not similar enough to infringe
b. Star details
i. Survives SJ and goes to fact-finder
c. Prof: keep in mind that similarities could be scene a faire for the genre
d. Prof: these books don’t compete directly. Rather, it’s an unfair freeriding problem, unjust enrichment of 2nd author more than market competition. 
3. Swirsky v. Carey( Sub. Simil. For Music
a. Facts: two R&B songs, 9th cir.’s attempt to do extrinsic/intrinsic analysis in music 
i. The melody off the sheet music (not notes in the recording) was copied. 
b. Held: extrinsic evidence satisfied b/c Swirsky’s expert provided indicia of sufficient disagreement concerning sub similarity of two works. Should go to jury 
i. What goes into extrinsic test? 
1. Performance elements don’t count( expert filters out the “ornamental” portions and focuses on underlying composition.
2. Wide range of structural elements do count. Measure-by-measure analysis includes not just notes but key, phrasing, chords, timing
3. Scenes a faire analysis: notes cannot be scenes a faire just b/c it’s at the start of two songs (its probably at the start of MANY songs) 
ii. Intrinsic test
1. All parts of song (including ornamental vocals) will come back into consideration by jury because a lay listener cannot filter them out. 
c. Prof: the medium determines what elements make up the creativity, and that determines how you run the extrinsic test
d. Defenses for exact copying 

i. Excused by §108 (allows certain acts of copying by nonprofit libraries and archives)
ii. OK under §107 (fair use) 
iii. OK under §117 reproduction of a computer program
iv. “innocent infringement” 17 USC 405(b)
1. one who innocently infringed a copyright in reliance upon an authorized copy from which the copyright notice has been omitted 
2. must prove that they were misled by the omission of notice
III. The Right to Prepare Derivative Works
a. Rules
i. 106(2) ( Copyright act also grants copyright owners the exclusive right to prepare derivative works based upon copyrighted work 
ii. 101( “derivative work” = based on preexisting works or work, consisting of editorial revisions, annotations, elaborations, other modifications that represent an original work of authorship
iii. 103(a) ( derivative works that meet 102 standards are independently copyrightable  
b. Patent v. Copyright 
	Copyright
	Patent

	Pay first ( must have a license 
	Play first( must improve someone’s invention before you get your own patent

	Policy: author is in best position to do deriv. works
	Policy: want to incentivize improvements for social welfare 


i. Which regime is better? 
1. Costs for “play first” would be loss of control over the original work 
a. Yet, law has still allowed musicians to “improve” on others’ works 
2. Economists: 
a. Shumpteter: monopoly is good because one person can coordinate improvements (ex: Apple/Mac). This is not how patent law works and premise is debatable.
i. Copyright takes this approach generally
b. Kenneth Arrow and Karl Rove: it’s impossible for one actor to see all possible improvements. Market will do better at this. 
i. Copyright takes this view with MUSIC
3. Prof: but incentives might not even matter. People who borrow vs. people won’t change 
c. Overlap w/Reproduction

i. Warner Bros. v. RDR Books
1. Facts: Warner Bros has Harry Potter rights & companion fictional textbooks written by Rowling. RDR books wants to publish “The Lexicon” encyclopedia (non-fiction reference guide to a fictional work, which frequently contains direct quotes from Harry Potter)
2. Held: 
a. 106(1) claim (reproduction) 
i. Ringgold Substantial Similarity Test: there is substantial similarity
1. Fictional facts relayed in RDR books were created by Rowling, and the actual writing has been copied in many places
2. Fragmented similarity/rearrangement does not preclude finding of sub. similarity
b. 106(2) claim (derivative works) 
i. Condensing, synthesizing, and reorganizing info into A-Z reference guide does not recast material in another medium to retell story of HP, instead gives the material another purpose. So not a derivative work. 

1. Prof: Court has totally conflated with fair use.  
a. FN 17( “transformation of expression means that work is not derivative.” (wrong) 
2. Prof: The statutory language for derivative works DOES protect works that are recast, transformed or adapted while still representing the original work of authorship. This is where the court SHOULD protect the market interest of the author 
a. This isn’t about substitutes, but about complements that the author might want to make 
3. Prof: this case is totally backwards. Court should not have limited reproduction  because it was very minor and SHOULD have limited derivative work right. 
4. This case shows confusion of the courts. Usually, derivative work right is interpreted broadly and overlaps with reproduction right, meaning basically any adaptation = derivative work 
d. Copyright, Markets, Derivative Works

i. Paul Goldstein
1. Derivative= when contribution of independent expression to an existing work effectively creates a NEW work for a DIFFERENT market 
a. Derivative works affect the level and direction of investment in copyrighted works (how much and what types of works are invested in from the beginning) 
ii. Pamela Samuelson
1. Three categories of derivative works: 
a. Abridgments/Condensations( Shorter versions of works on which they’re based
b. Translations and Art Reproductions( faithful renditions of orig. work 
c. Transformation of original form to another medium( Fictionalizations/Dramatizations/movies/sound recordings/musical arrangements
2. Policy
a. Gives expectation of recouping investments (otherwise no works will be created)
b. Gives authors time to decide which derivative markets to enter
c. Avoids unjust enrichment by unlicensed exploiters of foreseeable deriv. markets
3. Concerns
a. Unless cabined to the kinds of foreseeable markets, right could unduly restrain competition and follow-on innovation (or free expression of subsequent creators)
e. Derivative Works that do not involve copying 

i. Mirage Editions, Inc. v. Albuquerque ART Co. (9th Cir.)
1. Facts: appellant cut out pages of Nagel’s book and glued them to tiles and then sold tiles 
a. Not copying because of first-sale doctrine (he bought actual work/is free to resell) ) 
2. Held: Yes, this is a derivative work. The language “recast, transformed, or adapted” encompasses other alternatives besides simple art reproduction  (even if not reproduced, can be a derivative work) 
a. Cannot rely on the catch-all phrase. Albuquerque has “recast or transformed” individual images by incorporating them into its tile-preparing process 
ii. Lee v. ART Co. (7th Cir.) 
1. Facts: ART company mounts Lee’s notecards
2. Held (EASTERBROOK): declines to follow Mirage, saying mounting to a tile does not create a derivative work because it is not transformative. 
a. “first sale” doctrine( ART bought the work , mounted it, and resold
b. An alteration that includes a complete copy of the original lacks economic significance  (Tiles are not a substitute for the art book) 
c. The art was not “transformed or recast”, just placed on slab (like framing it) 
3. Prof prefers this approach
iii. Micro Star v. FormGen, Inc. (9th Cir.) 
1. Facts: FormGen made/distributed/owns rights to Duke Nukem. Micro Star, software distributor, downloaded 300 user-created levels & stamped them on a CD, sold as “Nuke it” 
2. Held (Kozinski): Since the statute is overbroad, courts narrowed the language of what counts as a derivative work. 
a. A derivative work must exist in a concrete or permanent form. 
i. Although the displays are merely referred to by the MAP files, an exact description of an audiovisual display counts as a permanent or concrete form b/c can be recreated.  (also they burned it on a CD...) 
ii. Prof: according to statute doesn’t need to be fixed, 9th Circuit added this
b. A derivative work must substantially incorporate protected material from the preexisting work. 
i. While it’s true that the images themselves aren’t incorporated, the protected material of FormGen is the story of Duke Nukem 
ii. Prof: actually just the same back-story, but sequels are FormGen’s right too. 

f. Fictional Characters (cases where some aspects taken, but also added to it) 
i. Warner Bros v. X One X Productions
1. Facts: before movies came out, images of actors in Tom & Jerry, Gone with the Wind, Wizard of Oz posed in costume were distributed & published (under 1909, failure to register moved the posters into PD). AVELA then restored publicity posters and used on merch. 
2. Held: Freedom to make new works based on public domain materials ENDS where resulting derivative works come into conflict w/ valid copyright 
a. Steps: 
i. Make checklist of character traits
ii. Does some portion of AVELA work fall outside scope of material in PD?
1. If we learn more characteristics than were in PD, possible infringe.
iii. Is that material within scope of the films’ copyrights? 
1. If yes (  AVELA is liable 
b. Copyright extends to the characters themselves (such that they have consistent, widely identifiable traits that are sufficiently distinctive) 

i. If any individual is depicted w/ consistent distinctive visual characteristics, these are copyrightable elements of film character in public domain. If not, then there are no aspects of the film character in the public domain. 

1. Ex: materials from Gone w/ the Wind are just actors in costumes (only thing avail. in public domain are precise images released) 

2. Ex: wizard of oz has cartoon characters w/ distinctive costume and hairstyle BUT these elements vary, so still they are not in the public domain besides exact images released 

c. 3 uses of public domain images

i. AVELA products that reproduce one image from publicity material into 2d (allowed) 

1. Prof: this holding is secure

ii. AVELA products that juxtapose an image extracted from an item of publicity material from another image/quote extracted elsewhere to create composite (infringing) 

1. Prof: this holding could be argued( because the quotations could also be argued to be in PD based on prior book (not film) 


a. Court is being very formalist, where this might really just be de minimus b/c we’re seeing characteristics we already know

iii. AVELA products that each extend an image extracted from an item of publicity material into 3D (infringing because not enough visual info on how to make 3D character from flat public domain images) 

1. Prof: this holding is bogus, incredibly formalistic 
IV. The Right to Distribute (and Import) 

a. 106(3)( to distribute copies or phono-records of the copyrighted work to the public by sale or other transfer of ownership, or by rental, lease or lending.
b. What constitutes a Distribution? 

i. Capitol Records Inc. v. Thomas 
1. Facts: illegally downloading onto Kazaa
2. Problem: jury instructions that say “the act of making electronic songs available” violates distribution right regardless of ACTUAL distribution 
3. Held: Making sound recordings available on P2P network does not qualify as “distribution” under 106(3).  Actual dissemination required. 
4. Charming Betsy Doctrine( national statutes should be interpreted in such a way that the interpretation does not conflict with international laws
a. it is arguable that international copyright treaties to which we are a party require us to have a “making available” right 
i. the Court here doesn’t entertain this argument because it thinks the statute is unambiguous (Congress clearly defined distribution as “offers to distribute” in other parts and did not here, so expressio unius) 
c. First Sale Doctrine 
i. limitation on distribution right of © owner
ii. 109(a) notwithstanding the provisions of section 106(3), the owner of a particular copy or phonorecord lawfully made under this title, or any person authorized by such owner, is entitled, without the authority of the copyright owner, to sell or otherwise dispose of the possession of that copy or phonorecord
1. Restricted: Does not apply to rental, lease, lending of sound recordings, computer programs
iii. Sale (transfer of the ownership of the copy) triggers this doctrine, unlike a license which doesn’t (because it is only temporary custody of a copy w/restrictions) 
iv. Bobbs-Merrill Co. v. Straus
1. B-M brought suit against Straus (Macy’s) to stop sale of book at < $1 when retail was $1. 
a. Notice on book “the price is $1, sale at lesser price will be infringement” 
2. Held: The original author cannot control the sale of book after they have already sold it. 
a. There are no restrictions on further transfer of property (alienation), so we will not read this notice as a contract. 
b. © owner’s exclusive distribution rights w/ respect to a particular copy of the work are “exhausted” upon a lawful transfer of ownership of that copy. 

3. Policy: Don’t want to ruin used-property markets w/ manufacturer restrictions
a. Yes, these are a substitute for sale of new books, but would cause economic waste to not have used markets 
4. Prof: this is more complicated now because transactions in non-traditional items (e-books) aren’t really “sales,” more like authorization to use. 
v. Capitol Records, LLC v. ReDigi, Inc. 
1. Facts: “used music store” for downloads (allows users to sell & buy at fractional cost, making sure there is only one copy at the end, additional copies only made so computer can transfer)
2. Held: Court rejected extension of first sale doctrine into digital works, b/c reasoning of physical works does not transfer. 

a. Reproduction( There are unauthorized copies made (regardless if they are just made to transfer). Very formalist arg. 
b. Distribution( because an electronic file transfer counts as “distribution of phonorecord,” there is no doubt that sales are taking place. Thus, absent existence of affirmative defense, ReDigi is infringing. 
i. First Sale Defense? No. because a digital music file sold on ReDigi is not “lawfully made” (and thus, they are selling reproductions)   under §109
1. It must be owner of “Particular copy” that can distribute, and another copy is made so it is not that particular copy
vi. First Sale Doctrine is beginning to fall apart because there is no longer physical media 

1. Argument FOR first sale of electronic goods( can just do “time-lag” for used media, so that bulk of revenue of first market is already realized by the time the used ones appear

2. Argument AGAINST first sale of electronic goods( if there is no used goods market, companies can in theory sell for less from the beginning (but these companies probably won’t, they will jack up prices anyway without 2nd market to temper them) 
d. Libraries and §108

i. First Sale doctrine allows libraries that have purchased copies of works to lend those copies to members of the public 
ii. Also allows acts of copying (not for public members, only to replace/archive) and some distribution (not in digital format)
e. Importation and Exhaustion

i. § 602( importation into US w/o authority of owner of copyright, of copies or phono-records that have been acquired outside US = infringement of exclusive right to distribute copies
ii. Kirstsaeng v. John Wiley & Sons, Inc
1. Facts: Kirtsaeng asked friend in Thailand to buy copies cheap and ship them to US, then he sold them for profit.  (despite notice that said “not allowed out of asia/middle east” )

a. This is part of price discrimination scheme to charge more in US for same books
2. Held: There is no geographic restrictions on first-sale doctrine. 

a. §602 importation provision is essentially an extension of 106(3) distribution right, which is limited by 109 first sale doctrine
i. 602 importation provision( impermissible to import a work “without the authority of the owner” under 106(3) (distribution right) 

ii. Court agrees with D that 602 just informs us of scope & meaning of 106(3)

b. “lawfully made under this title.” 

i. P argues that “under this title” means that only U.S. works are lawfully made under title. 

ii. Court says: “lawfully made” just means legally made according to the copyright act (not pirated)
3. Policy: the opposite results would wreak havoc on used book trade (would be subject to foreign copyright holders) and car industries (cars made in different country might remain under foreign manufacturer’s control due to embedded software ©) 

4. Prof: publisher can simply do things via practical means to protect their price discrimination scheme (like re-paginate or translate foreign books to make useless for US people) 

V. The Rights of Public Performance and Display 
a. Performance 
i. § 106(4) in case of literary/musical/dramatic/choreographic work, pantomimes and motion pictures and other audiovisual works, to perform the copyrighted work publicly 
ii. What does performance mean? §101 “to perform a work” means(  to recite, render, play, dance, or act it..... 
iii. What does public mean? 

1. §101 “to perform or display a work PUBLICLY” means ( 
a. to perform or display it at a place open to the public or at any place where substantial number of persons outside of normal circle of family and its social acquaintances is gathered OR

i. Redd Horne( video rental store played video in a small room, instead of you taking it home
1. Court: still held that this is a public place b/c open to public and cumulatively, movie is still being transmitted to public
b. to transmit or otherwise communicate a performance or display of the work to a place specified by clause (1) or to the public, by means of any device or process, whether the members of the public capable of receiving the performance or display receive it in the same place or in separate places and at the same time or at different times.  
i. Ex: PPV, same copy/episode of 30 Rock is being transmitted to the public, one individual at a time and in different places, but still public
2. Cable & Satellite Retransmission

a. Compulsory license (§111)( as long as cable TV co. pays license fee, can broadcast. Same thing for satellite came later (§119)

b. Policy of retransmission rules:

i. Need for competition in the marketplace 

ii. Cable stations must carry local stations, so it’s good if they proliferate 

c. §111 does NOT extend to internet transmissions, as Congress would have enacted a new statute like with satellite if it wanted this (2nd Cir., 2012) 
3. Private use is usually non-commercial, or where autonomy concerns are involved (like private life intrusion) 
iv. [Cablevision] Cartoon Network LP v. CSC Holdings, Inc. 
1. Facts: remote DVR system, which uses central hard drives at remote location, allows customers to record cable and play when they want it 
2. Issue: Does Cablevision “transmit a performance to the public”? 
a. Plaintiff’s say: Focus on the work! (and whether it is being transmitted and whether the potential audience of the transmission is the public) 
b. Cablevision says no, it is not to the public b/c only one subscriber’s machine will play the transmission
3. Court: To decide whether a performance of a work is transmitted to the public, focus on the performance or display (not the underlying work itself). In this case, is only sent to one person, the subscriber, and not the public. 
a. Textual arg: The transmit clause directs us to identify potential audience of given transmission (persons capable of receiving it). Only one subscriber can receive a viewing of THE performance (the one that was recorded for them). 

i. Prof: problem w/ arg= clause drafted when writers couldn’t have foreseen tech advances
b. Consequences arg: looking at the audience of the underlying work would result in EVERY transmission being a public performance (because you’d add up everyone who can see the underlying work) 

c. Because each DVR playback transmission is made to a single subscriber w/ single copy, this is not a public performance
4. Policy: This sucks because cablevision is getting around the need to pay public performance fees, BUT the alternative (everyone having a box in the living room) is way less tech efficient 
v. American Broadcasting Co. v. Aereo, Inc. (U.S.) 
1. Facts: Aereo provides a service that allows subscribers to watch (online) programs currently airing on network TV  OR record programs that will air in the future (using a bunch of tiny antennae to avoid legal issues of one transmission to the public) 
2. Issue: does a company “publicly perform” a © TV program when it transmits the program to paid subscribers over the internet? 
a. Aereo says it is not performing, just supplying equipment that emulates the operation of a home antenna (and then the subscribers perform) 
3. Held (BREYER):  Implicitly overturns Cablevision 
a. “When an entity emits the same transmission contemporaneously, the method is irrelevant. The underlying work is being transmitted to multiple people. It doesn’t matter that they are doing it via multiple communications.”

b. Aereo Performs ( shows images in sequence w/ accompanying audio
c. Aereo performs PUBLICALLY( those images/sounds are received beyond the place from where they are sent by a large number of unrelated ppl. 
4. Dissent (SCALIA): The question of volitional conduct should be appropriate bright-line test (Aereo plays no role in selection of content, so does not “perform” in any meaningful sense) 
5. Prof: it’s not clear which argument (Aereo or Cablevision) is better. 
6. Consequences: 
a. Dropbox and Amazon (cloud)(  are concerned about Aereo because using this aggregative view (warned against in Cablevision), even private transmissions of the underlying work is TO THE PUBLIC. 
b. Streaming( no longer a private performance b/c you’re not playing your own copy 
7. Is Aereo Hero or Villain? 
a. Monopoly of cable providers( really don’t have competitors, no consumer choice
b. Oligopoly of Programmers( make cable companies take up programs they don’t want to crowd out new programs....AND charge them more to put on popular shows
i. So cable companies pay more (screws the consumer) 
c. HERO: Aereo could break into the monopoly and oligopoly! 
b. Display 

i. § 106(5) in case of literary/musical/dramatic/choreographic work, pantomimes and motion pictures and other audiovisual works to display the copyrighted work publicly 

ii. De Minimus Use

1. if quantitatively insubstantial (short duration, 4.20 seconds in Ringgold) 
2. 109(c) Permits someone who owns a copy of a copyrighted work to publicly display that copy of the work, notwithstanding the public display right of the copyright owner

a. effectively limits the reach of the public display right to those displays that are made either by transmission or by in-theater performance of a film incorporating images of copyrighted works 
3. 113(c) adds a limitation for pictoral, graphic, or sculptural works reproduced in useful articles

a.  Copyright does not include any right to prevent the making, distribution, or display of pictures or photographs of such articles in connection with advertisements or commentaries related to the distribution or display of such articles. 

4. 110 limitations – non-profit educational purposes, religious services, non-profit performance

5. 110(5) exempts small businesses that play music through home-style equipment (stereo with speakers) or small retail business. 

iii. Online Display

1. Perfect 10, Inc. v. Amazon.com
a. Facts: Perfect 10 sued Google for infringing copyrighted porn pics (having thumbnails of images and directing ppl to full-size image copy)
b. Court: Display Right 
i. Thumbnails ( Google’s computers do store thumbnail versions of the copyrighted images and do transmit them to the public (but this is fair use) 
ii. Full Images( Google does not display a copy of full-size image, it just provides HTML instructions that direct the user’s browser to where the image is stored on a publisher’s computer 
iv. Limitations: Section 110

1. Nonprofit uses 

a. Educational uses, place of worship uses, shown without any direct or indirect profit, showing in private homes (as long as nonprofit), music in restaurants, government use, advertising use in vending establishment, blind/handicap use, 

b. 110(1) ( in face-to-face classroom setting, can display even infringing copies of paintings, etc. but not infringing copies of films or music 

VI. The Special Case of Sound Recordings and Musical Compositions

a. Introduction( Two different © 

i. Music Industry Overview

1. Songwriter( writes musical works (compositions). Can either be fixed in musical notation or a sound recording
2. Recording artist( makes a sound recording (fixed performance of music composition)
3. Music publisher( licenses from songwriter to other industry ppl 
a. Mechanical reproduction rights (§115) to Harry Fox
i. Recording artist will need to get license from Harry Fox or publisher
b. Public Performance rights (106(4)) to ASCAP, BMI, SESAC
i. Ex: for DJ or Radio goes through collective rights organizations
b. Music Compositions

i. § 115 Compulsory License (to make and distribute phono-records of the work)
1. Allows recording artists to record “covers” for small fee (songwriter has very small claim to money pot) 
a. Does not work for “covers” that are too different. They must maintain the basic melody or fundamental character of the work AND they are not eligible to be protected as a derivative work
2. However, most sound recorders actually obtain permission to use musical works though Harry Fox (who grants producers/sound recording artists a “mechanical” license) 
a. Policy: Harry Fox almost always negotiates below the statutory compulsory license fee. 
i. the statute just prevents hold-out 
b. Publishers want to use Harry Fox because there are lots of musical compositions competing for sound recorder attention, and easier for them if aggregated
3. (DOES NOT AUTHORIZE USE OF THE SOUND RECORDING)
ii. Public Performance 

1. 106(4) looks more like a liability rule than a property rule for music compositions. (You don’t need to ask to play the song, you’ll just have to pay) 
2. ASCAP, BMI, SESAC( performing rights orgs which administer performing rights for tens of thousands of musical compositions
a. “blanket licensing” = menu of prices, not individually negotiated (have relationships with music publishers that own the sound and then direct payments to them) 
c. Sound Recordings

i. §114(a) The exclusive rights of the owner of copyright in a sound recording are limited to the rights specified by (1), (2), (3), and (6) of §106
1. In other words, there is NO RIGHT OF PUBLIC PERFORMANCE 

a. If you play a sound recording, you might owe the copyright holder of the musical work, but you won’t pay the record company for playing the recording 
i. Ex: no license is required to publicly perform music in a night club, elevator music, jukeboxes, etc. 
2. Policy:  Don’t want to pay songwriter/recording artist twice if same person
a. Most of sound recording is licensed to radio, which BENEFITS musicians who make the recordings (promotes it)  
i. But writers don’t have another stream of income like performers do, so they still get paid (small amt from compulsory license when sound recorder’s album sells is not enough) 
ii. §114(b) limits rights in 114(a)  ( Sound-alikes allowed
1. §106(1) reproduction right is limited ( the right to duplicate the sound recording in the form of phono-records/copies that recapture the actual sounds fixed in the recording  (only protects against DIRECT duplication of recorded sounds by others)
2. §106(3) is also limited. Sound-alikes are allowed to be distributed as well. 
iii. Personal Copying( The Audio Home Recording Act 

1. Exemption from copyright infringement for consumers engaged in non-commercial use 
2. Allows first-gen copies but no more subsequent ones 
3. Does not apply to downloaded MP3 Files (computer industry exempt) 
4. Royalty pooling scheme( youtube content ID allows © owners to capture ad revenue associated w/ user videos that use their works 
iv. Property vs. Liability rules

1. §115, and most of © creates liability rule (you can’t exclude someone from using, but you have the right to get paid for the use of it) 

2. 114(b) creates property rule (cannot use the sounds in the recording unless negotiate for it) 
a. pro property rule( price of access determined by market negotiations
b. con property rule( sometimes transactions costs too high (new rappers can’t use sound recordings from popular works because can’t really negotiate)
v. Sampling
1. De Minimus Boundary
a. 3 notes not actionable (Newton) 
b. 3 notes actionable (Bridgeport) 
2. Newton v. Diamond (9th Cir.)
a. Facts: jazz flutist created “Choir” and licensed rights to ECM. Beastie Boys then got license from ECM to use sound recording portions in their song “Pass the Mic.” 
i. They sampled the opening 6 seconds and looped it. 
b. Issue: whether Beastie Boys unauthorized use of composition [as opposed to their authorized use of sound recording] was substantial enough to be infringement? 
c. Held: Beastie Boy’s use was de minimus 
i. Test: would the average audience recognize the appropriation? 
ii. Is the distinctiveness the audience would recognize be because of the composition or because of the performance? 
1. Filter out the licensed elements of the sound recording and look at the unlicensed elements of the composition
2. What is distinctive about it is the recording artist’s performance, which the Beastie boys have a license for.  All they took from the composition is a couple of notes. 
a. Plus, these notes are not the “heart” or “hook” of the piece
d. Prof: Composition vs. Performance?
i. In classical music, notation largely drives performance
ii. In jazz, performances are crucial to how the piece is perceived (score is just basic structure of the piece) 
e. Result: if you’re a songwriter and you want credit, must make notation very robust. 
3. Bridgeport Music, Inc. Dimension Films (6th Cir.) 
a. Facts: films has a license for the composition but NOT the sound recording, but used some of the sound recording
b. Held: No substantial similarity or de minimus inquiry should be undertaken at all when D has not disputed that it digitally sampled a copyrighted sound recording. If there is unauthorized sampling, there is liability. 
i. 114(b) The exclusive rights of the owner of copyright in a sound recording under clauses (1) and (2) of section 106 do not extend to the making or duplication of another sound recording that consists entirely of an independent fixation of other sounds, even though such sounds imitate or simulate those in the copyrighted sound recording.
ii. If a work is just a sound-alike and is entirely not from the sound recording, the sound recording © doesn’t control it. So, by reverse implication, if the sound recording doesn’t entirely consist of sounds not made from the recording, the © holder DOES get to control it. 
c. Prof: this is a bad case. 
i. Court view( if  getting advantage out of de minimus taking, get a license!
ii. Problems:
1. transaction costs( It might be difficult or not affordable to get a license, which would result in loss of creativity for new artists 
2. statutory arg( “entirely” doesn’t necessarily mean the de minimus  norm isn’t there at all. It is in background of other © so congress would have to explicitly disavow it. 
vi. Public Performance of Sound Recordings by Digital Transmission

1. 106(6) was added to control case of sound recordings. Two categories of treatment: 
a. Interactive Services

i. Rule: must privately negotiate individualized licenses
ii. Reason: more likely to substitute these for sound recordings purchases
iii. Examples = Spotify (algorithm that tries to predict user preferences)

1. Spotify must pay for:
a. Public performance of digital transmission
i. Private arrangements w/ record labels (b/c doesn’t qualify as non-interactive under 106(6))  ( not really arms-length b/c record labels own spotify
b. Underlying Composition 
i. Blanket licenses from the musical work CROs (ASCAP, BMI, SESAC)

c. Mechanical license (for reproducing and distributing musical works) 
i. (because allows users to load their playlists on their devices) (Harry Fox) 
b. Non-Interactive
i. Rule: can use statutory license
ii. Reason: more likely to be tool for discovery (like radio, promotes sales) 
iii. Examples= Pandora 
iv. To meet this definition, must abide by requirements: 

1. Must not announce broadcast of particular songs
2. Must include various info about recording if feasible
3. In 3 hour period, 
a. No more than 3 selections from same album 
b. No more than 2 consecutively or 4 selections from same recording artist  
4. Compilations limited in same way
5. Consecutive song limitations as well as time limitations
c. Policy
i. Digital Concerns
1. Digital copies don’t degrade and are easier to make copies of than analog (radio). 
ii. Problem for Artists
1. Congress also said that a certain amt. of this money has to go to artists, but record companies got around this by taking an equity position in service & making sure profits get paid to equity holders 
2. In Re Pandora Media, Inc.   
a. After prior antitrust case, BMI and ASCAP had to follow non-discrimination rule which said they cannot discriminate b/w similarly situated licenses (if they license anything, they have to license all) 
b. Facts: Sony mad about “massive unfair disparity” of what Pandora is paying the record labels for sound recording (by digital transmission) rights and what they are paying music publishers for composition rights. 
i. Neither Sony nor ASCAP would provide a list of songs Pandora needed to remove to avoid © infringement, to pressure Pandora 
c. Held: Pandora is like radio (promotional, not cannibalistic of music industry)  

i. There is a statutory prohibition on considering sound recording rates in settling a rate for a license for public performance of a musical work (114(j)), and there is no compelling reason why rate for sound recording rights should dictate any change in rate for composition rights. 
d. Take Aways: 
i. Musical publishing companies are threatening to take back power of digital/streaming licensing from ASCAP, BMI, and SESAC 
3. §110 Limitations, Revisited 

a. Exemptions from need to license Public Performance 
i. Classroom exception/ teaching purposes (face-to-face instruction), as long as copy shown isn’t infringing already 

ii. Performance of a non-dramatic musical work by a governmental body or an agricultural organization at a fair 

iii. Social function by veterans or fraternal organizations (rotary club) 

b. 110(5)(A) “home-style” exemption
i. permitting anyone to turn on radio or TV in public place as long as: 
1. public reception of transmission is on a single receiving apparatus of a kind commonly used in private homes
2. no direct charge is made to see/hear it 
3. transmission is not further transmitted to the public 
c. 110(5)(B) Fairness in Music Act

i. requires specific square footage and equipment for business to play radio/TV w/o license 
1. Food/drinking establishments get looser square footage max’s 
ii. (as long as royalty has already been paid to © owner by broadcaster (the cable network or radio) 
iii. Policy: result of lobbying by restaurant industry 
iv. Technically a violation of the TRIPS agreement (exceptions are supposed to be constrained)( don’t care, paid Europeans off. 
Direct and Indirect Infringement

I. Direct Infringement 
a. Volition

i. 504(c) direct infringement does not require intent, but willfulness is relevant to damages
ii. MAI v. Peak
1. Facts: Peak owns computers, MAI services Peak computers. K says MAI can’t service w/ anyone else. 
2. Peak becomes dissatisfied w/ MAI and hires independent servicer. 
3. Held: fixation of a copy in RAM of substantial portion of MAI’s software when other servicer turns it on is adequate fixation for copyright purpose (and still is) 
a. §117 essential step defense is not a defense b/c you can only make a copy of a software that you own (in this case it was just licensed) 
4. Result: Congress inserts into © Act an allowance for computer owners to turn on their computers w/o infringing 
iii. Religious Technology Ctr v. Netcom 
1. Issue: whether operator of computer bulletin board service AND internet service provider (Netcom) should be liable for © infringement committed by subscriber to bulletin board
2. Held: Only the subscriber should be liable, since the contributing actions of the bulletin board provider are automatic and indiscriminate. Should not be held liable when there is no knowledge of activity or infringement. 
a. According to MAI, there is fixation (copies were created on system once posted) 
i. But, mere fact that system incidentally made temp copies of P’s work does not mean that Netcom caused the copying. 
iv. Cartoon Network LP v. CSC Holdings, Inc. 
1. Facts: DVR subscriber selects program to record, and when that program airs, a copy resides on the hard disks of Cablevision’s Arroyo Server
2. Issue: Who made the copy- cablevision or the customer? 
3. Held: When a system automatically obeys commands & Cablevision does not have control over machine, there is no volitional conduct & thus no direct infringement.
a. Followed Netcom decision for volitional conduct( customer is direct infringer 
b. Reasoning: Cablevision designed/housed/maintained system to make copies, but it is the customer who decided to use it for an infringing work. 
v. Aereo Flashback
1. Aereo, which set up a network and transmits things over the internet and just made a copy for one customer (similar to Cartoon Network) WAS liable
2. Why is Aereo directly liable while Cartoon Network is not?
a. Cablevision already licenses the programs through the TV program provider to be able to transmit the programs to the premises of the customers
b. Aereo doesn’t have a license (just receiving broadcasts by antenna) 
3. Prof: basically courts just hated Aereo and wanted to kill it 
a. The trend is more that it is the consumer’s volition and is not infringing if they are the one who press the button to copy (Hopper/ DISH DVR that allows you to skip commercials, 9th Cir, says the same) 
vi. Infringement by Authorization
1. 506 +106( does not necessarily lead to the conclusion that a person who authorizes another to infringe is herself a direct infringer 
a. (really just to make sure can catch secondary liability infringer) 
II. Secondary Liability 

a. Can only exist if there is underlying direct infringement
i. Aereo Flashback
1. Congress also said that personal use of recorded TV programs is fair use (since there is no underlying direct infringement by customers, so secondary cannot exist) 
b. Includes both Vicarious and Contributory Liability (can be held liable for both) 
c. Vicarious Liability 

i. 106 “to do and to authorize any of the following” implies secondary liability 
ii. basis in respondeat superior
1. rationale: D should not profit from infringing of someone she has right & ability to supervise
iii. Requirements (Shapiro Test)
1. Control (Right and ability to supervise) +

2. Benefit (Direct financial interest in exploitation of copyrighted materials) 

3. even in the absence of actual knowledge
iv. Fonovisa v. Cherry Auction (9th Cir.) 
1. Facts: Cali corp. that owns ©s sues Cherry Auction swap meet, who is aware that vendors there are selling counterfeit recordings
2. Held: using Shapiro Test, court holds Cherry Auction vicariously liable
a. Control/power to police ( Yes. Cherry auction promoted the swap meet, owns land, and could boot independent vendors for any reason. 
b. Financial benefit( Yes. 
i. Substantial? ( Yes. Infringing items enhance the attractiveness of the venue to potential customers and results in more payment of rental fee, admission fee, parking, etc. 
ii. Direct? ( Court holds that payment of rental fee, admission fee, parking, etc. are direct (although Prof thinks they are indirect) 
3. Prof: any commercial landlord that rents space and has the clause “we can throw you out if you do something illegal” has power to police 
v. GOOGLE [Perfect 10, Inc. v. Amazon, Inc.] 
1. Facts: Google search results of Perfect 10 images (already saw thumbnails are fair use)
a. Control ( No
i. Unlike Fonovisa, Google does not contract w/ third parties websites that give them control.  AdSense is not control b/c only removes them from search results, does not stop the underlying infringement
1. Prof: this is wrong. Google can de-list infringing sites from its premises. Probably good call according to internet ideology, but need Congress to change this. 
b. Benefit ( No.  only makes money from search with Ads, not connected to content
vi. Perfect 10, Inc. v Visa 

1. Facts: Visa continues to process credit card payments to websites that infringe Perfect 10 (even after being notified) 
a. Control(No.  Just like google, defendants do not have the ability to directly control he activity. can merely withdraw the “carrot.”

i. Prof: court is being super literal about this( the best way to stop infringement is to take away payment options. Doesn’t make sense that locating images is more central to infringement than offering way to pay for them! credit card companies literally have to approve the transactions before they go through!
b. Benefit( (the court doesn’t discuss this, but Prof says it is obviously direct because credit card company takes a cut)
d. Contributory Liability 

i. Basis in tort law (not ©) principle that one who directly contributes to anothers’ infringement should be held accountable
1. Gershwin Pub. Corp. v. Columbia Artists

a. “one who, with knowledge of the infringing activity, induces or materially contributes to the infringing conduct of another, may be held liable.” 

i. Policy: it would be difficult for infringing activity to take place in massive quantities w/o support services
ii. Fonovisa v. Cherry Auction (9th Cir.) 
1. Facts: Cali corp. that owns ©s sues Cherry Auction swap meet, who is aware that vendors there are selling counterfeit recordings
a. Knowledge? Yes (not disputed)

b. Materially contributed? ( Although Cherry Auction argues they have just provided the rental space, Court says that they actively strive to provide environment and market for counterfeit recording sales (is not passive). 
iii. GOOGLE [Perfect 10, Inc. v. Amazon, Inc.] 
1. Facts: Google search results of Perfect 10 images 
a. Knowledge: No. 
i. Napster( redefined as “if computer system operator learns of specific infringing material available on his system and fails to purge, operator knows of and contributes to direct infringement” 
ii. Google wasn’t advised by Perfect 10 of the infringement, so Google did not know. 
b. Material Contribution: No. 
i. Google could be held contributorily liable if it had knowledge that infringing Perfect 10 images were available, could take simple measures to prevent further damages, and failed to take such steps. 
1. Here, too difficult to prevent. (different from Fonovisa because can’t just walk down the aisles, too difficult to scan)
iv. Perfect 10, Inc. v Visa 
1. Facts: Visa continues to process credit card payments to websites that infringe Perfect 10 (even after being notified) 
a. Knowledge( (obviously yes, were notified)
b. Material contribution( Credit card companies are not connected to the displaying of infringing images and they do not benefit the distribution of the images (Even if not paid for, they will be distributed). Also, no physical contact with images at all (distinguishable from Fonovisa & Google) 
i. They may make infringement more profitable, but do not contribute to the infringement itself 
III. Online Service Provider Liability [SAFE HARBOR]

a. § 512 ( establishes safe harbors that provide immunity from infringement liability under four circumstances for service providers that engage in: 
i. four circumstances
1. transitory digital network communications

a.  initiated by someone other than OSP and carried by automatic process (like emails)
2. system caching

a. material made avail. by someone else, transmitted from that person to recipient
b. ex: network that makes cache copies of websites (some of which have infringing works) – not liable
3. 512(c) storing info on systems at the direction of users 
a. shelters hosted material (blog entries, chat-rooms) 
b. ex: YouTube
4. providing info location tools like hypertext links
a. shelters OSPs that provide links, indices, or other directories that reference material
ii. Threshold preconditions for ANY safe harbor:
1. Must not interfere w/ any standard tech measure applied by © owners to protect works (encryption) 
2. Repeat infringer policy: must reasonably implement policy that terminates these accounts 
iii. To qualify for 3 and 4:

1. Online Service Provider must designate agent to receive notification of claimed infringement from © owners, file that designation with the copyright office, and make publicly available
2. OSP must not have actual knowledge of infringing material
3. If OSP knows of infringing material, must act to remove or disable access to it
4. OSP must not obtain financial benefit from infringing activity (when it can control material)
iv. How it works: Notice and Takedown System
1. If © owner sees infringing material, they send notice to service provider
a. Swearing they are authorized by © owner to file this notice
b. (512(m) there is no affirmative duty for OSP to seek out evidence of infringement)
2. Online SP then has to take down the content 
a. If they take down( immune from secondary liability 
3. SP then must generate notice to account holder whose content removed
a. Account holder can reply saying why it wasn’t © or it was fair use
i. SP puts the content back up and the content-holder and © owner will fight it out (SP will not be liable regardless) 
v. Policy: is this fair? 
1. Places burden on © owner
a. Con( Google already has content ID Manager that scans videos, easier to police?
2. Lowers barrier for entry for smaller OSPs who can’t do content management like Google
b. Safe Harbor vs. Secondary Liability

i. Viacom v. Youtube [Google] (2nd Cir.) 
1. Facts: Viacom claimed that YouTube infringed by performing, displaying, and reproducing Viacom’s works (SpongeBob SquarePants, Daily Show) 
2. Policy:
a. Might drive sales of viacom’s materials UP (like radio promotion)
b. Might drive sales down if people only want the clips 
3. Held: General knowledge of infringing activity is not enough to remove Safe Harbor, there must be specific knowledge of specific activity. 

a. Actual and Red Flag Knowledge?
i. The language of the statute requires action to remove or disable THE material at issue, implying specific knowledge of specific infringements. 
ii. Actual or red flag knowledge turns on subjective vs. objective distinction
1. Actual( whether provider actually or subjectively knew of specific infringement 

2. Red flag( whether the “facts and circumstances” were such that would have made specific infringement objectively obvious to a reasonable person 

iii. Here, there are emails from Youtube founders that said they were getting a lot of views on Viacom content (this would succeed, except none of the emails match the specific works named in case).  

b. Willful Blindness

i. A person is willfully blind when the person is aware of high probability of fact in dispute and consciously avoided confirming it

ii. Court reiterates 512(m) NO DUTY to affirmatively monitor, but if there was something really egregious they might call for willful blindness 

c. Control & Benefit

i. Control requires MORE than being able to remove 

1. Must shape, direct, channel activities of users (publicizing, editing things they post, encouraging). Not present here. 

2. Reasoning: 

a. Common law standard for vicarious liability: “the ability to take down” shows control, but using this standard in statute would be self-contradictory b/c 512(c)(1)(B) presumes that providers can remove the infringing material ( to be in compliance w/ safe harbor conditions, you HAVE to take down the material. 
b. Prof: But, if the standard also admits the ability to control the material, you would suddenly be vulnerable to vicarious liability. Cannot be right that you’re escaping contributory but running into vicarious! 
4. Prof: this case means that OSPs can simply comply w/ the predicates and then sit back and wait for notices to arrive (and will be out of the line of fire for secondary liability) 

a. Now, most of internet is user-generated content 

b. Still, Google created Content ID (private deals can req. more protection than statute) 

5. 512 puts onus on © holders to police their content, but all they have to do is send notice 

c. Section 512 and Internet Users

i. Suits BY users

1. 512(g) specifies the procedure by which a user objecting to a takedown notice may furnish a counter-notification (user can’t sue OSP if they followed 512(g) procedures) and sue party that issued takedown notice
2. Lenz v. Universal Music Corp. 
a. Facts: Lenz videotaped her kids dancing in kitchen to © song. Universal sent takedown and YouTube removed it. Lenz sent YouTube counter-notification asserting that her video was fair use. YouTube reposted it. Universal sues Lenz.
i. Lenz’s counterclaim 512(f)( © owner acted in bad faith by issuing a takedown notice w/o proper consideration of the fair use doctrine  
b. Does 512(c) require a © owner to consider fair use in formulating good faith belief that the use of the material in manner complained of is not authorized...? 
c. Held: Yes. The Owner of the © MUST evaluate fair use before proceeding under the DMCA. 

i. Because “fair use” is not just excused infringement, it is authorized use by law

d. Policy: purpose of 512(f) is to prevent abuse of takedown notice (unnecessary removal of non-infringing material would cause harm to public, esp. where material is time-sensitive or controversial subject) 
e. Result: companies can’t just automatically send out takedown notices
ii. Suits AGAINST users


1. 512(h) ( © owner can obtain a subpoena requiring OSP to reveal subscribers’ identity 
2. RIAA v. Verizon Internet Servs. 
a. Verizon refused to identify ppl (512(h) didn’t apply where OSP was mere conduit.) 
b. RIAA filed John doe cases, but this was expensive and resulted in negative press
i. Abandoned this strategy 
iii. New Enforcement Procedures to combat user-generated infringement 
1. some automated enforcement (YouTube Content ID)
2. graduated sanctions for infringers
a. “6 strikes” agreements w/ 5 major providers of internet service (if you’re an infringer, internet service might just stop working) 
i. Prof: this seems good but no data that it is working 

3. Interdiction Orders (permits court to order OSP to refuse access to an infringing subscriber( somewhat controversial) 
IV. Device Manufacturers and Inducement 
a. Sony and the Staple Article of Commerce Doctrine

i. Facts: © owners of TV programs sued VCR manufacturer
ii. Held: Betamax VCR is capable of commercially significant non-infringing uses, and therefore is not contributorily liable. 
1. Balance b/w © holder’s interest of protection and rights of others to engage in mostly unrelated commerce  (reasoning comes from Patent Act)
iii. Policy: Forward-looking (even if tech isn’t NOW being used for legit significant commercial uses, if it is CAPABLE of it, not liable). 
iv. Prof: they also couldn’t be vicariously liable because there is not enough control in this case.
v. This was a 5/4 decision, so if it went the other way, could have had a whole different regime. 
b. Peer-to-Peer (application of Sony & secondary liability rules difficult) 

i. Napster
1. Isn’t exactly P2P because ppl would connect with central servers (and then an automated system would show who had the songs that they wanted) 
2. Napster tried to say that they were just like a VCR (only tech distributors!) 
3. Held: Sony rules don’t apply when there is maintenance 
a. Also, Napster had both specific knowledge and ability to purge infringing files (and received direct benefit) 
ii. Aimster
1. Closer to true P2P network (no central directory, just provide lists of who’s on and has what) 
2. Held: their encryption based strategy amounted to willful blindness, resulting in burden shift to Aimster to show that its service had substantial non-infringing uses (AND show that it would be disproportionately costly to eliminate/reduce these uses
a. (did not meet this, so got an injunction) 
c. MGM Studios, Inc. v. Grokster  
i. Facts: Grokster distributed free software that allowed people to share © files. True P2P
1. Grokster did not see files being transferred, but could search its system 
2. Grokster has “OpenNap” that allowed users to search for Napster files

3. Grokster received revenue from posting Ads 

ii. Rule: when a distributor takes affirmative steps to foster infringement through use of its product, distributor will be held liable for that infringement by 3rd parties. 
iii. Held: Since the distributors did not have actual knowledge, did not partake, and did not monitor, they are not directly liable.  They are secondarily liable for the actions of the users of the products. 

1. Grokster tries to argue that they are like Sony, not like Napster  (they just distribute the product and walk away) 
2. Doctrine of Inducement: when a distributor promotes using its device to infringe copyright material, shown by affirmative steps to foster infringement, this is inducement and the distributor will be liable for 3rd party infringement 
iv. Dissent (Breyer): Hands-off. Case is no different from Sony (time-shifting = main purpose of users copying shows by VCR). Should not adapt Sony test by adding inducement
1. Policy: if you strangle new tech in the cradle, it will never become helpful for the world. Upstarts add more to social welfare than incumbents, so 10% non-infringing use should be enough to spare liability, as in Sony
v. Dissent (Ginsburg): Hands-On. Sony standard should be carefully reconsidered (What should constitute “capable of substantial non-infringing use”?) 
vi. Prof: 
1. In Sony, we had to look to “knowledge” to find intent, but here there is evidence of inducement so we don’t have to look anywhere else for intent to infringe: 
a. Co. aimed to satisfy market known for infringement (Napster) 
b. No attempt to develop infringement protection measures (not evidence in itself but can bolster if other bad behavior) 
c. Make money off ad space (also not alone in itself but can add to bad behavior) 
vii. Advice to anyone in this position:
1. SHUT UP (don’t advertise infringement) so that Sony will apply
2. Focus on substantial non-infringing uses to pass Sony 
d. Columbia Pictures v. Fung [BitTorrent]  (inducement liability for OSPs) 
i. Fung, owner of BitTorrent (P2P network) 
ii. Held: Fung had “red flag knowledge” of the infringing activity on his systems, and therefore IsoHunt was ineligible for DMCA safe harbor. 
1. Court looked at inducement liability to see if following fulfilled: 
a. Distribution of device or product

i. Despite Fung’s argument that this is a service and not a “product,” court said that © liability depends on the process of reproducing the © material, as opposed to the nature of the involvements 
b. Acts of infringement 

i. there is a huge percentage of infringement, easy to show evidence of it
c. Object of promoting its use to infringe copyright (requires “clear expression or other affirmative steps taken to foster infringement) 
i. Fung posted msgs encouraging users to upload torrent files of © materials 
1. Most damning
ii. Fung took no steps to develop filtering tools AND he generated revenue by selling ad space 
1. Both insufficient in themselves, but corroborate conclusion aht the acted w/ intent to cause © violations
d. Causation

i. Despite Fung’s arg. that inducement had to directly result in infringing acts, the Court decided that it was enough that third parties intentionally infringed after encouragement occurred. 
1. Policy: still limited in timeframe (can’t be infringement that is earlier or way after inducement communications) ( allows for rehabilitation of intent
2. DMCA Safe Harbor Analysis
a. Is DMCA 512(a) inherently incompatible w/ inducement liability? 

i. Court: not necessarily. It is possible that someone could be complying with 512(a) (7 out of 10 times), but he would still be liable for the 3/10 times he did induce it. 
ii. Prof: This doesn’t work because would not be compliant with repeat infringer policy and enforcement is necessary for 512
iii. Here, Court just said Fung had “red flag knowledge” so that he was completely ineligible for 512(c) safe harbor
Fair Use

I. Introduction
a. Folshom v. Marsh 
i. Foundational case that looked at work copying 353 pages from 12-volume work
ii. Held: NOT fair use because clear that market was being usurped 
b. §107( Limitations on exclusive rights: Fair Use

i. Notwithstanding the provisions of 106 and 106(a) (core copyright rights), the fair use of a copyrighted work, including such use by reproduction in copies or phono-records or by any other means specified by that section, “for purposes such as criticism, comment, news reporting, teaching, scholarship, or research” = not an infringement
ii. In determining whether the use made of a work in any particular case is a fair use, the factors to be considered SHALL include
1. purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes 
2. nature of copyrighted work
3. amount and substantiality of the portion used in relation to the copyrighted work as a whole, and 
4. the effect of the use upon the potential market for or value of the copyrighted work 
c. Policy

i. Why a standard rather than rules? 
1. More flexible, but also less predictable. Also creates opportunity to change/adapt. 
ii. Why fair use at all? 
1. Although they did not collide at first, in years since 1st amendment & © began, they have both expanded hugely. This helps accommodate the copyright clause to the first amendment. 
iii.  Default Rule v. Mandatory Rule

1. Fair use is a default rule. You can contract out of it (BUT unequal bargaining power issues).

2. Fair use should be a mandatory rule (can’t contract out). When they’re actually litigated, they create positive externalities. Sends a message about whether the activity is infringement or not. Beneficial.
iv. Courts balance social policy w/ author’s rights (instead of forcing every use to be licensed) b/c:

1. Three types of market failure for copyrighted works: 

a. Market barriers, such as transaction costs (why “home use” may be ok) 
b. Externalities, such as when transaction costs mean that transactions that would lead to an increase in social benefit may not occur (like in cases where that use is not easily monetized or the person is unable to purchase permission) 
c. Anti-dissemination motives owner would never license hostile review or parody
d. Prima Facie Case vs. Affirmative Defense

i. Statute( sounds like part of the plaintiff’s prima facie case to show that there has not been fair use so can therefore be an infringement of copyright
1. Statute says that it is not infringement, NOT that “the infringement that occurred was excused” 
2. Lenz didn’t quite say this, but implied it 
ii. Caselaw( developed as affirmative defense for the defendant
1. Used after the plaintiff carries the prima facie case showing infringement has occurred and burden shifts to D to use defenses 
2. (had already been like this before statute was enacted) 
iii. Policy: Which is better? 

1. If P bears the burden of proof on fair use, P must show that it’s more likely than not that the use is not fair (tie goes to D) 
a. In most cases, P has the data to get at heart of Q: whether D’s behavior has harmed P’s market and impacted P’s incentive to create
b. Risk/uncertainty lies with P and effects the number of claims brought
2. If D bears burden of proof, they must show that it’s more likely than not that the use is fair (tie goes to P) 
a. Could chill D’s use because risk/uncertainty lies with D 
3. One of these formulations implies that you are NOT an evil-doer, the other is rhetoric of toleration despite evil-doing 
II. The Four Factors
a. Factor 1 – Purpose and Character of Use 

i. Transformative?
1. “The single most important factor is transformativeness of the allegedly infringing use (Perfect 10 v. Amazon) 
a. The more transformative the new work, the less significant the other factors (like commercialism) will be (Campbell v. Acuff-Rose) 
2. Question is “whether the new work merely supersedes the objects of original creation or instead adds something new with further purpose or different character, altering the first w/ new expression, meaning, or message” (Dorling Kindersley) 
a. How to assess: what is critical is how the piece would be perceived by a reasonable observer (Cariou v. Prince, which found new aesthetic enough) 
i. Mere media transformation is not enough (Koons string of puppies case), needs to be a change in message/purpose/aesthetic
b. Ex: images in chronological order to commemorate historic events is different than promotional use (Dorling Kindersley) 
i. Form can be instructive of purpose. Here, images were much smaller and combined w/ prominent timeline and textual material (collage) 
ii. The extent to which unlicensed material is used in challenged work can also help determine if use of original is sufficiently transformative
c. Policy: transformation of purpose is less likely to usurp the market of original
3. Ex: trivia book from Castle Rock not transformative (wasn’t a comment or critique) 
a. Prof: this isn’t really the same kind of entertainment, even if purpose is still to entertain (it’s interactive) 
4. Ex: search function has different use than book from which it is drawn. Snippet view is highly transformative purpose of identifying books of interest to the searcher. (Google Books) 
5. Difficulties: jury is not equipped to decide what works are “transformative”, and it is difficult to predict if a “reasonable observer” would think that it is transformative 
ii. Commercial vs. non-commercial 
1. Is it commercial: Does user stand to profit w/o paying customary price? Harper & Row (where the Nation specifically stated its intent to benefit from being first publisher and did not pay serialization rights. Although, prof doesn’t agree that what they did was serialization, it was news reporting) 
2. Not all commercial uses are presumptively bad, the real question is whether the use usurps the market Harper & Row
3. Copying can be indirectly commercial but not directly exploitative (Sega v. Accolade, where copying was used to study the code, and then manufacture and sell compatible video games. Accolade was not copying computer code for sake of using the code in the market) 
iii. Published vs. un-published 
1. If work is unpublished, tends to negate finding fair use( “the author’s right to control the first public appearance of his undisseminated expression will outweigh a claim of fair use.”  (Harper & Row) 
a. Congress added to statute “the fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon consideration of all of the above factors.”
b. Factor 2 – Nature of Copyrighted Work 

i. Core (predominantly expressive) 
1. Anything Unpublished ( the scope of fair use is narrower (finalization rights) (Harper & Row) 
2. Songs (Campbell v. Acuff-Rose), but Souter explained this away by saying the nature of the work isn’t important when evaluating parody) 
3. Fictional nature of work is relevant (Castle Rock), but Prof is disturbed by this holding because retelling invented facts would also be considered public performance of expression in the TV show, which could become overbroad
ii. Non-copyrightable 
1. Historical facts (unless it is subjective descriptions expressed by author – Harper & Row)
2. Copyright should NOT restrict access to uncopyrighted work (or portions of work that are uncopyrightable (Sega v. Accolade), even if some copyrighted work must be copied to access it. 
3. Functional works
a. Code is entitled to less protection than traditional creative work (Sega v. Accolade) 
iii. Strength of this factor ( weak 
1. After Google Books, this is not dispositive and really combines with the purpose and character of the work to assess transformation (where Judge Leval places more importance on the defendant’s work even though it should be the plaintiff’s work’s nature we look at) 
c. Factor 3 – Amount and Substantiality of Work Used

i. Absolute vs. relative amount used 
1. Statute- the ratio to determine is “portion used” / “copyrighted work as a whole” (should not be looking at the potentially infringing work, only the copyrighted work) 
a. Prof: this is probably not right mathematically (if you copy 3 minutes of 2 hour symphony, that is still infringement) 
b. Statute basically says you can prove you didn’t do wrong by showing how much of the work you didn’t take
i. Harper & Row court didn’t decide according to the statute (200 words of 200,000 word manuscript should have been fine) 
2. Learned Hand( “you can’t prove you did not pirate by showing how much of the work you did not pirate” (Sheldon) 
3. Common Law- Can also look to defendant’s work to say that it is made up of mostly copied material (Harper & Row-newspaper article almost entirely made up of quotes from the book) 
ii. Qualitatively substantial- did they take the “heart of the work”? (Harper & Row) 
1. It’s OK to take heart of work if necessary (for parodic intent, like Campbell v. Acuff-Rose)
a. Must focus on whether the extent of the copying is consistent with vs. more than necessary to further the purpose and character of the use
2. Complete unchanged copying is fine when the copying is reasonably appropriate to achieve the copier’s transformative purpose and done in such a way that it was not a substitute (Google Books) PLUS, only copied that amount, didn’t display entire book to public
iii. Transformation( 
1. Did they take steps to push consumers to consume taken part not as expression but as something else? (Dorling Kindersley) 
2. Did they make it smaller/distort for purpose original image was meant for? (Perfect 10 v. Amazon) 
iv. Weight( this factor can weigh against the Defendant without being dispositive (Sega v. Accolade) 
d. Factor 4 – Effect of the Use Upon the Potential Market 
i. Most important factor (Harper) 
ii. Effect on P’s work 
1. Beneficial effects- not typically discussed or admitted 
2. Suppression of demand for original work based on effective critique is also not relevant (Campbell v. Acuff-Rose) 
3. If one work appeals to entirely different sort of person/collector, it does not usurp market (Cariou v. Prince) 
iii. Effect on licensing markets (derivs) 
1. Potential effect- “if challenged use should become widespread, it would adversely affect the potential market for the copyrighted work” (Harper & Row, where court found that Nation’s article directly competed for share of prepublication excerpts) 
a. If orig. author COULD fill a market for derivative works, law must respect choice of author to do this in the future (Castle Rock) 
2. Actual effect (Harper & Row- Time withdrew it’s offer to publish due to decreased value of serialization contract, so this had actual effect on author) 
3. If Transformative, does not usurp derive. markets “if work = transformative, no need to worry about deriv. markets b/c transformative markets are not under control of the orig. © holder” (Castle Rock) 
a. Parodies are not potential licensing markets (Campbell v. Acuff-Rose) 
4. P can’t prevent D from entering fair use market (Dorling Kindersley) 
a. Ex: even though Grateful dead already licensed photos and ticket stubs for similar uses (and had even started negotiations), since transformative uses are not within original author’s vision or skill set, P does not have control over these markets 
i. Prof: copyright has become like patent here (sequential innovators can improve on stuff that came before—good for progress/creativity)
iv. Weight
1. Should be balanced with its transformative nature: if it still takes the market, even if it is transformative, it skews towards not FU. (Google Books) 
2. For Tech: Underyling goal is promoting creative expression and if NOT allowing competitors in a market will be contrary, should not allow that monopoly (Sega v. Accolade) 
a. New creative competitive works in the market are fine, as long as they don’t require distribution of the code that was copied. (not DIRECT substitute) 
e. First Amendment( courts have generally declined to give this weight in Fair Use cases
i. Suntrust Bank v. Mifflin( “copyright and 1st amendment work together toward shared goal of preventing censorship, courts must remain cognizant of 1st amendment protections in ©”
III. Foundational Cases

a. Harper & Row v. Nation Enterprises
i. Facts: President Gerald Ford’s unpublished memoirs (7500) words were excerpted (300) in The Nation Magazine, when Time had already negotiated to have first publication 
ii. Court: Not FU. The basis for fair use is implied consent. 
1. knowingly exploited the work by improper means, took expressive, qualitatively substantial & financial harmed author by interfering w/ derivative market
2. First Amendment arg( D says it is public’s right to know! Court disagrees because it would destroy any copyright for the work of a public figure. 
a. Prof: not necessarily. In this case the manuscript was stolen, so it’s not typical. 
b. Court won’t look at 1st amendment as defense 
iii. Dissent- concerned about stifling dissemination of ideas 
b. Campbell v. Acuff-Rose
i. Facts: 2 Live Crew’s “Oh Pretty Woman” making fun of Pretty woman
ii. Held (SOUTER): In this case, the work is commercial, but since it is a parody (and thus obviously transformative), commerciality matters less 
1. Transformative ( The more transformative a new work, the less significant other factors
2. Parody

a. Threshold Q: can parodic character be reasonably perceived? 
b. No protectable derivative market for a parody (Policy: unlikely orig. creators would ever license a parody of their work) 
c. Necessary taking allowed ( parodies can take expression and heart but only what it has to evoke the original
IV. Reconciling Fair Use w/ Derivative Works Rights

a. Castle Rock Entertainment v. Carol Publishing
i. Facts: Castle Rock is owner of Seinfeld TV series. Carol Publishing made trivia book based on series
ii. Held: There is copying, and the copying done not fair use. 
1. Not transformative (just repackages Seinfeld), and usurps derivative market that Castle Rock could develop or license (even though they haven’t expressed intent to do so) 
2. FN 11: Copyright owners may not pre-empt exploitation of transformative markets, which they would not in general develop or license others to develop. 
a. Ramps up the Campbell holding and explodes later in Dorling Kingsley
b. Basically means “if work = transformative, no need to worry about deriv. markets b/c transformative markets are not under control of the orig. © holder” 
b. Bill Graham v. Dorling Kindersley
i. Facts: Dorling Kindersley published illustrated biography of Grateful Dead using images that were originally tickets or concert posters 
ii. Held: This was fair use.  There was a transformative purpose (used for historic value, not expression), images are expressive BUT not exploiting for expressive value (images are very small), used whole image but reduced size (consumers not consuming them as expression), no impact on primary market and © owner can’t prevent others from entering fair use markets
1. Prof: shift ( Before this case, it looked like the question about whether the market existed was within the control of the P. Here, the court says it doesn’t matter what the P does, if the work is transformative, then P can’t stop them from trying to enter fair use market. 

a. Policy: transformative works don’t harm creative incentives for orig. works. 
c. Cariou v. Prince
i. Facts: funky tribal art case
ii. Held: This is fair use. Transformative aesthetic (serene v. abstract); expressive work and published but doesn’t matter b/c transformative; unclear if took more than necessary; not competing for same market (different audiences) and there is no derivative market 
1. Prince’s work could be transformative w/o commenting on Cariou’s work or culture
a. Look at how artwork may be “reasonably perceived” in order to assess their transformative nature 
2. Expands meaning of what “transforming” is( Control over style also slips from grasp of copyright owner 
3. Policy: giving Cariou control over Prince would not affect motivation of Cariou and would deprive us of Prince’s work 
d. Authors Guild v. Google, Inc. (Google Books) 
i. Facts: Google Books project (digitized library of books uses data to create searchable database 
1. Snippet function allows small views of the actual book (can only reconstruct 10-16%) 
ii. Plaintiff’s Prima Facie case, violations:  
1. 106(1) Google copied the whole book to digitize it in the database
2. 106(2) creation of a derivative work (adapting book to search result system) 
3. 106(3) Google is distributing in the form of snippets
4. 106(5) publicly displaying works (non de-minimus copyrighted book portions) on internet
iii. Held: Google’s use is fair use. 
1. Google’s use is transformative and doesn’t provide substantial substitute, and commercial motivation does not outweigh transformative purpose and absence of substitutive competition
2. Difference b/w transformative works and derivative works: 

a. Derivative works involve changes in form, whereas transformative works involve changes in purpose 

i. Prof: this isn’t convincing distinction because 106(2) examples don’t always involve changes in form (translations, musical arrangements, abridgments can all have changes in meaning and not necessarily changes in form) ‘
b. Using the same word but using it differently 
3. An author’s derivative rights do not include an exclusive right to supply info ABOUT works
iv. Policy: helps w/research & discovery of books, useful for data mining, expands access/preservation
v. Note: no discussion about derivative works (Dorling Kindersley holding’s effect) 
1. Chipping away at the idea that the author owns every bit of the market. INSTEAD, they only own the immediate market and the derivatives that are not transformative
a. Prof: plaintiff should have to prove for 4th factor that this is a market the P had in mind, so it would have impacted their incentives ex ante (rather than just going from infringement ( damages) 
2. Prof: does a broad derivative work right make sense? 
a. Authorial motives aren’t necessarily affected by the ability to produce toy modeled after a movie at T= creation of movie 
3. Similarly, expansive fair use right (after Campbell grew from transformative use based)( does the unlicensed use of © work benefit public? This is moral judgment of © Law. 
vi. Orphaned Works Problem

1. Works that are still under © but can’t track down the owner 
a. Must clear rights, but often can’t. 
b. © trolls will buy up the copyrights for obscures articles and then sue people who have used them w/o permission 
2. Court here says Google isn’t liable for its use of orphaned works (but others might be if they used more or the work wasn’t transformative) 
V. Reverse Engineering/Online Search/Other Productive Uses 

a. Sega Enterprises, Ltd. v. Accolade
i. Facts: Accolade wanted to make its games compatible, so copied Sega’s code in order to dissemble it
ii. Held: fair use.  Where there is good reason for studying or examining the unprotected aspects of © computer system, disassembly for purposes of such study or examination is OK 

1. Copying was commercial but not directly exploitative
a. Policy: increase of independently designed games( more creativity= valued
2. © is not supposed to restrict access to un-copyrighted work or portions that are un-copyrightable (and some of the code is functional and would be filtered out of ©)
3. used entire code, this weighs against but doesn’t preclude finding of fair use
4. increases competition in same field but doesn’t usurp Sega’s market
a. an attempt to monopolize the market by making it impossible for others to compete runs counter to the purpose of promoting creative expression
iii. Prof: economics matters, and this opinion didn’t discuss: 
1. Two types of competition

a. Component( what J. Rhinehardt wants (game market is separate from console market) 
b. Platform( like Gillette, platform can only take certain brand of components. Creates a price discrimination policy to charge users more based on how many components they buy
2. Which is better? If it isn’t expensive to maintain a price discrimination (platform) scheme, then you can get a variety of platforms and that might be good for choice and social welfare
b. Perfect 10, Inc v. Amazon
i. Google’s use of images in thumbnails
ii. Held: yes, fair use.  
1. Transformative purpose of directing users where to find the full size version (it is a “pointer” rather than an image for aesthetic purposes) 
2. Creative work( weighs against Google
3. Entire image used BUT they reduced the size and the substantiality of the use was reasonable given the purpose. Neutral 
4. Doesn’t impact traditional market. There is a hypothetical harm of derivative market for reduced images on cell phones, but no evidence of this yet. Neutral. 
c. Authors Guild v. Hathitrust
i. Facts: same case as against Google, just suing the libraries that used Google Books service
1. Used for three purposes
a. Archive (digitally save library’s books from destruction) 
b. Provide sight-disabled people access to lit
c. Providing a catalog 
ii. Held: Fair Use. The archiving and cataloging are transformative in purpose, had to scan the whole thing for that purpose so no harm. 
1. The providing sight-disabled people access to literature is not transformative, BUT there is little market impact (market for sight-disabled books so small that publishers probably wouldn’t enter that market) 
d. Sony Corp. v. Universal City Studios (1984)
i. Facts: Betamax VCR
ii. Held (STEVENS): time-shifting was fair use because some producers actually wanted it to be allowed (was a substantial, legitimate, non-infringing use) 
Formalities, Duration, Transfers, Licensing

I. Formalities 
a. Historical (1790-1976)
i. © had strict requirements to secure protection [opt-in © ] 
1. Publication( must publish to receive protection under statute (unpublished only protected under common law) 

2. Registration w/ copyright office (including judgment of copyrightability) 

3. Deposit ( 2 copies of work w/ Library of Congress

4. Notice( including copyright claim + author, had to appear on printed copies or in a newspaper

5. Renewal ( have to re-register at the end of a 14 year term, and later was amended to be allowed even after the author’s death by the heirs
ii. Policy Rationale for the original system
1. Strict Registration

a. To promote literacy by wide dissemination of materials 
b. To determine if a work is valuable (© is there to protect the revenue stream, but the author is the one who must say if they think it will be commercially viable) 
c. To allow MOST works to circulate freely, & separate out few that should be ©ed. 
i. To maintain competitive pricing: Since copyrighted works would be limited in number, they would be more expensive to buy (uncopyrighted can be copied infinitely). Want to keep number of copyrighted works low.  
d. To limit protection b/c protection does cause deadweight loss (some people who would have consumed copyrighted works can’t because of the price)
i. Founders wanted to make sure they were only tolerating loss if the work was valuable in 1st place (ppl jump through hoops only if money involved)  
2. Renewal Policy
a. Again to separate out the situations where we have to tolerate deadweight loss 
i. Most books never renewed b/c commercial value exhausted( social value realizable at lower cost when released to public domain 
3. Duration Policy
a. Commercial value might only last a short period of time, so put it in public domain once commercially exhausted 
b. Now (1976 Act, eff. 1978)
i. “requirements” are just important/useful to follow [opt-out ©]: 
1. Publication ( no longer a requirement for statutory protection (changed to be fixation) 
2. Notice( no longer a condition of protection, but should still provide it to defeat defense of “innocent infringement” 
3. Registration( optional, but required to commence an infringement action (and pre-registration is possible for movies for extra protection) 
4. Deposit of copy ( work is not properly registered if a copy not deposited
a. Policy: enriches library of congress & facilitates record of © claims
5. Set terms with no renewal options (single, unitary term) 

ii. Policy( why the change? 

1. In order to get better treatment for US authors abroad, U.S. had to sign the Berne Convention, which prohibits formalities that refuse the exercise/enjoyment of copyright

2. Note: Still required to register to bring a claim for statutory damage. Is this allowed? 

a. Berne Convention 5.2 bans formalities that affect “enjoyment and exercise of these rights”, but says that “extent of protection as well as means of redress afforded the author...shall be governed exclusively by the laws of the country where protection is claimed” 

i. Yes, because it is just a “means of redress,” only necessary for a lawsuit 

b. Thus, if you don’t register, you will only get the damages of the cost of registration (b/c clearly didn’t value the work above that) ( aggressive policy  

i. Prof: could make less aggressive by giving expectation damages (but still no disgorgement or penalty for D) 
II. Duration
a. Under 1976 Act 

i. Natural authors: life + 70 years
ii. Joint authorship: count the life of the longer-living person
iii. Works made for hire, or anonymous: 95 years from first publication or 120 from creation, whichever comes first
iv. If © already expired, Congress didn’t extend: 
1. Pre-1923 stuff is all public domain
2. Pre-1964 works didn’t get automatic renewal
b. Policy

i. Became opt-out copyright system (Berne Convention disallowed formalities) 
c. Extension of subsisting copyrights
i. Eldred v. Ashcroft
1. Facts: 1998 Copyright Term Extension Act (now 70 years) applies both prospectively and retrospectively to works that are in their © term the day it was eff.
a. Gutenberg project argued that Congress cannot extend the © term for published works w/ existing/subsisting copyrights.  
2. Held (GINSBURG): this is constitutional. 
a. Congress acted w/in its authority in placing existing and future copyrights in parity with CTEA. 
i. Traditionally, congress has always done this when it enacts a new © statute
ii. According to Const., Congress can only give protection for a “limited” term
1. Court: as long as the term has a beginning and end, it is limited. 
iii. Policy reasons to enact statute
1. Increase uniformity w/ European system so U.S. authors benefit abroad
2. Promote progress preamble 
iv. Incentives properly calibrated (quid pro quo, creativity for protection)
1. Due to pattern of extensions, rational author would think they get life + years + whatever extensions Congress grants 
2. Prof: realistically, no one thinks about this or knows the term 
b. CTEA’s extension does not violate the First Amendment 

i. P’s Argument that CTEA substantially burdens speech by postponing opportunities for dissemination another 20 years. 
ii. Court: There is no real first amendment issue because 
1.  In view of founders, there is no clash b/c © and 1st amend (or else they wouldn’t have passed the copyright act after 1st amend.) 
a. Prof: but both of these areas have expanded! 
2. Built-in safeguards in © are enough to take care of any small problems between 1st Amend. & © Law
a. Prof: but idea/expression distinction only helps textual media, and fair use wasn’t very protective 
iii. “when, as in this case, congress has not altered the traditional contours of copyright protection, further 1st amendment scrutiny is unnecessary”
1. Prof: by reverse implication, if congress has altered traditional contours AND it inhibits speech, then scrutiny would be necessary. 
a. This happened! A lot of stuff that is irrelevant to the purpose of copyright is now being protected (since opt-out now)
3. Dissent (STEVENS, BREYER): CTEA amounted to grant of perpetual © that undermines public interests
a. This is actually quid pro nilo. The works were already created, they don’t need to still be incentivized 

b. Just because Congress did something before does not mean it is right

c. Uniformity w/ European laws wasn’t actually achieved so not a good justification
d. Advocates for 1st A test that isn’t too tough on Congress but isn’t what Ginsburg just did

III. Renewals
a. Policy
i. Originally, this was intended to release © of some works that had no continuing value (not worth the cost of renewal), and was only possible if the author survived to renew (1790 statute) 
1. This meant that 85% of works moved into public domain after 14 years/initial term
ii. Also gave authors a second bite of the apple and later protected the heirs (w/ 1909 statute) 
b. Inheritance & vesting of renewal rights

i. Stewart v. Abend
1. Facts: “It had to be murder” publication rights sold to Publication Co. and movie rights sold to production company (w/ agreement to renew when 28-year copyright expired). Later, movie rights bought by Stewart and produced by Hitchcock to be “Rear Window” 
a. Woolrich died before expiration of copyright, and estate sold the literary rights to Abend who refused to renew copyright and sued Stewart when movie shown 
2. Held (O’CONNOR): control of the work reverts to the author- or author’s successors – when renewal comes up. This protects the author (and heirs) from being deprived of the surprising value of the work. 
a. Original author can assign his own renewal term, but his heirs will not be held by that renewal contract
i. The successor can prevent continued use of the derivative work 
b. Rationale: it was Congress’ intent to give author control to renegotiate in case value drastically changes 
ii. Under the old renewal scheme, people who had made derivative works lost the ability to exploit the derivative works unless they worked out a deal for the renewal term 
IV. Termination of Transfer

a. Under 1976 Act
i. Only transfers of works of natural authors can be terminated (why companies want WMFH signed) 
ii. Who can terminate? 

1. A majority of ownership interest has to vote to terminate
2. If author dies, termination interest goes to spouse (or if both die, passes percentages onto kids, who pass percentages onto their kids) 
3. Now, derivative works made on reliance of a license can continue to be exploited 
iii. What can you terminate? 

1. Author can terminate transfers made by himself but NOT subsequent transfers made by his transferees 
iv. When can you terminate? 

1. 35 years from execution of transfer (window opens that lasts 5 years) 
v. How do you terminate? 
1. Notice: must be served not less than 2 but not more than 10 years form the date of the transfer 
vi. Consequences if terminated, 

1. All flows back to the grantor or their successor 
2. Transferee can continue to exploit derivative they made, but cannot make new derivatives 
b. Policy: Why do we have termination provision? 

i. Although renewal is gone under 1976 Act, this retains the “second bite at the apple” for authors 
ii. Concern about imbalance of bargaining power b/w artists and buy-side market 
1. Monopsony (only one buyer) could drive the price of products down 
a. Prof: there aren’t really publishing markets like this
2. Copyrights are inherently difficult to value  (but so are stocks and we manage that)
3. Paternalism
a. Prof: But not effective paternalism.
i. Vast majority of authors don’t benefit at all b/c their works aren’t that successful 
b. Economic Effect = regressive tax on unsuccessful authors! 

i. At start T0, price goes down because the publishing company is thinking they can only publish for 35 years (for sure) 
ii. For most authors, there is no 35 years later, because your book will go out of print by T1
iii. It is only the small number of authors that reach T1 that this might benefit 
V. Copyright and Contract (Transfer/Licensing)
a. Writing and Recording Transfers

i. §204: a transfer of copyright ownership, other than by operation of law, is not valid unless an instrument of conveyance, or a note or memorandum of the transfer, is in writing and signed by the owner of the rights conveyed or such owner’s duly authorized agent. 
1. SAME with licenses that are exclusive, for any right in the act, including geo/temp. 
2. BY IMPLICATION, the only sort of license that can be granted orally is a non-exclusive license
ii. Policy = because © is an incorporeal right, not necessarily connected to owning the object
1. Difficult to tell who possesses the transfer & don’t want two people claiming this
2. Copyrights don’t transfer just because you have the object (still can’t copy it) 
3. § 205© (recordation as constructive notice) = to provoke ppl to provide info about current existing transfers to avoid fraud or mistake in chain of title
b. Implied Licenses: It is possible to get licenses through conduct? 

i. Asset Marketing Systems, Inc. v. Gagnon
1. Facts: they have an agreement but it never gets signed

2. Held: a perpetual non-exclusive license arose here by implication

a. TEST( implied license granted when
i. A person (the licensee) requests creation of the work

1. AMS asked G to create a program to fit certain needs

ii. Creator (licensor) makes that particular work and delivers it to licensee who requested it

1. G admits that program was created specifically for AMS and AMS paid for it. Installation counts as delivery, company has constructive custody of code even if they don’t know where it resides on their system (it is in a program, not just code). 

iii. Licensor intends that licensee-requestor copy and distribute the work (for software: did the licensor intend that the licensee use, retain, and modify the programs?
1. Intent is objective. Look at: 
a. Short term discrete transaction vs. ongoing relationship
b. Creator’s use (or lack) of written K to express his expectation for the program 
c. Creator’s conduct during the creation or delivery indicated that use w/o creator’s involvement was possible
c. New uses (scope of license)

i. Boosey & Hawkes v. Walt Disney
1. Facts: Disney licenses B’s symphony for Fantasia and can record composition in “any manner medium or form” for use “in a motion picture” per K. Disney then puts a version on home videotape
2. Courts: generally try to read the K language and interpret (don’t give new use to either party as a matter of principle)
a. Standard: Can the K, reasonably read, be read to grant the right, at least when the new use was foreseeable at time of K? 
b. Held: if K is more reasonably read to convey one meaning, then one who has relied on meaning should benefit (“any manner, medium, or form” includes home video)
c. Progressive incentives: this promotes progress (b/c if licensees had to re-negotiate Ks for every new medium, they might not use new mediums)  
3. Prof: Iffy holding. The language in K is pretty vague and at t= K, motion picture meant theatre only. 
a. Policy: if home movie market explodes, symphony writer SHOULD get some share of that profit!
4. Result: this opinion does promote precise K writing. lawyers just make sure the K includes provision for new tech (subject to new license negotiations) 
5. Note on incentives: 
a. You CAN get anti-progressive incentives if you create doubts about licensing
b. Ex: Itunes creates platform and gets record industry to make deal on condition of digital rights management (b/c lots of artists had new media clauses), but then apple does digital rights management by composing file format only apple can read. 
i. Then, all artists locked into apple platform (monopsony), no other new platforms can compete
ii. Random House v. Rosetta
1. Facts: Rosetta sues RH for distributing e-books when K said only can distribute in book form 
2. Court: Rosetta has the license. The language of the K said they wanted a strict license, and according to the industry this means a book bound in pages (authors would withhold other ways of distributing the work) 
a. Policy: different book publishers have different capacities: some are good with physical books, some are good getting ebooks to readers. Authors should be able to choose the firms that have ability to do it well
3. Progressive incentives: contra Boosey, but no worries of anti-progressive incentives b/c Rosetta actually found the tech (regardless of K) and licensors still want to take advantage of it 

a. This court thinks that locking authors into Ks w/ traditional firms will deprive new/specialized firms from filling niches they can do better 
d. Defenses
i. First Sale Doctrine= affirmative defense, allows owners of copies of © works to resell those copies 
1. Vernor v. Autodesk, Inc. 
a. Facts: Autodesk distributed software to ad agency(CTA),sold to Verner, who then resold on ebay (he says he bought it so first sale doctrine exhausts the distribution right) 
i. Autodesk says they don’t sell the software, only licenses it 
b. Held (9th Cir.): the transaction is a license, so CTA was a licensee and was not entitled to resell. So, Vernor did not receive title to the copies from CTA 
i. Considerations deduced from MAI trio of cases: 
1. Whether © owner specifies that a user is granted a license

2. Whether © owner significantly restricts users ability to transfer software

3. Whether © owner imposes notable use restrictions 
ii. Here, autodesk retained title, said that license is nontransferable, and can’t use it for reverse-engineering. Also provided for termination of the license ( all these were significant for the above factors to be met 
c. Result: in digital environment, First Sale is basically optional (because pretty easy to opt out of it) ReDigi, enormous policy implications 
e. Jacobsen v. Katzer (2008)

i. Facts: K used J’s open source code for controlling model railroad trains, did not abide by License that conditioned use of code (that if you make mods, can only offer result on same open source terms). 

1. Prof: Two possible claims: 

a. K claims (breach of covenant, P can sue and collect K damages) 

b. Breach of precondition to the grant of the license in the first place (would make license null and create © liability as well as K liability) 

ii. Held: When conditions set forth in the License are limitations on scope of license, this is © infringement (and not just breach of K) 

1. Generally, © owner who grants nonexclusive license waives right to sue for © infringement (can only sue for breach of K) 

a. BUT, if license is limited in scope and licensee acts outside, licensor can bring both claims 

2. Here, license says “provided that....” conditions are met, licensee may use/distribute/modify work.  (these rights depended on those terms, thus preconditions) 

iii. Prof: Open Source
1. © Law can be used to enforce both openness and closed-ness 

a. Court counts scope of license as conditions because otherwise you wouldn’t be able to bring a © infringement suit for open-source licensing  (licensor made clear that license would not be granted but-for the satisfaction of the condition). 

i. If open source were only under K, would be hard to measure harm and wouldn’t get much K damages

2. Innovation logic( there are lots of ways to gain profit from innovation while keeping tech open source (sell you knowledge of the tech to clients to use it to the fullest) 

3. Creative commons licenses( non-commercial use is a condition of the license and will result in full © remedies available (ex: you can use my photo but can’t use it for profit, like in ads) 

iv. This case validated the use of conditions as a way to enforce openness (very imp. For future of ©) 

v. Lawyers should: Make clear that the license would not have been given without this condition 
Remedies

I. Overview

a. §501( If you violate any of the exclusive rights, you’re an infringer and the owner can bring a suit.

i. Registration prerequisite to filing inf. suit
b. Criminal cases do exist, but justice system has better things to do
c. Civil Liability is the focus. Most important aspects are:
i. Availability of injunction (including preliminary, can seize work temporarily) 
ii. Damages – can only get either: 
1. Actual + profits of infringer OR
2. Statutory (need not prove damages) 
II. § 502: Temporary/Final Injunctions
a. 502(a): Court may grant temporary and final injunctions on such terms as it may deem reasonable to prevent or restrain infringement
b. Pre-Ebay (courts were almost always granting injunctions upon a finding of infringement) 
i. Abend v. MCA 
1. Facts “rear window” film
2. Held: Courts don’t have to automatically award injunctions on finding of infringement. They have some discretion.  P has not shown irreparable injury. 
3. Here, not appropriate b/c success of film was due to more than underlying © story (lots of other talent). 
a. Injunction would deprive D from legitimate proceeds from “new material” which was inseparable from underlying work. AND public injury not to be able to see film. 
c. Ebay v. MercExchange

i. This was actually a patent case, but the S.Ct. said this is the rule for © 
ii. Courts must evaluate the four factors before granting an injunction:
1. Irreparable injury
2. Money damages are inadequate
3. Balance of hardships b/w P and D- remedy in equity is warranted
4. Public interest would not be disserved 
d. Post-Ebay
i. Christopher Phelps v. Galloway

1. Facts: infringement found for retirement home built based on © architectural design plans. P wants D to be permanently enjoined from leasing or selling (Why? P wants D to have to negotiate for share of profits- that is the value of an injunction) 
2. Held: no injunction. 
a. Probably irreparable injury 
i. while the house still stands, it continues to transgress © rights
ii. still, a sale of the house wouldn’t be a new copy
b. Difficult to determine money damages for future profit/sales
i. Prof: but courts determine future damages all the time in torts. The goal is to get the right amount of deterrence as averaged from all cases, not to get each individual case just right. 
c. Balance of public hardships is in D’s favor (EQUITY)
i. Injunction would be overbroad (would also be unable to sell land attached to house) 
ii. Injunction would not undo prior infringement, but it would be undue burden for D 
iii. © plans of house are predominately functional (D lives there, so his property rights trumps P’s) 
d. Public interest would not be served
i. Court reluctant to restrain alienability of real property
3. Prof: there are two ways to view property rights: 
a. Property rights lead to exclusion remedies, without flexibility (ejectment is the remedy) 
b. Remedy is not tied to right and is more flexible
i. Property right can be enforced by liability remedy (where transgression of property right triggers payment instead of only exclusion= compulsory license) 
1. Fair Use is a compulsory license set at $0 (Why? We don’t want to charge for parody. But maybe in Prince v. Cariou Price should have to pay some for each painting even though fair use) 
4. Note: this case shows that even post-Ebay (w/o irreparable harm presumption), courts are still thinking about whether and when they should make injunctions
ii. MGM v. Grokster

1. Facts: D openly wants to replace Napster, found to be inducing infringement 
2. Court grants injunction. 
a. “Irreparable harm must be more than just finding of past infringement or likelihood of future infringement, BUT, some qualitative features of the infringement could elevate it to irreparable harm” 
b. Irreparable Harm
i. Here, scope of infringement is so enormous that it would essentially kill owner’s rights. Two reasons sufficient to find irreparable harm: 
1. D has and will continue to induce more infringement than damages could redress
2. Ps copyright have and will be rendered vulnerable to continuing infringement 
a. Damages won’t properly address this harm, b/c there will be infringement outside of the program 
c. Inadequacy of Monetary Damages
i. Grokster suggests just paying damages as they go forward (wants court to set up a license for them) 
ii. Court thinks this is ridiculous because Grokster can never send big enough check to pay
1. Ability to pay isn’t typically foundation for irreparable harm, but here it is gross 
iii. Perfect 10 

1. Court denies injunction despite P’s arg that number of images has increased and company’s revenue has decreased
2. Perfect 10 failed to establish that Google’s operation would cause irreparable harm 
a. Very strict causal nexus b/w relief and helping company 
i. Court wants perfect 10 to bring in someone to say that before Google thumbnails, they would have bought perfect 10’s images
3. Prof: this is a lot to ask for a preliminary injunction, where Perfect 10 hasn’t even had a chance to establish case) 
a. Decision to make a strict causal requirement is aggressive and might be a problem in more difficult cases 
III. § 503: Impounding all copies
a. articles

i. §503(a)( At any time, all infringing copies and means by which they were made may be impounded
ii. §503(b)( upon final judgment, infringing copies can be ordered to be destructed or disposed of 
b. means of reproduction

IV. § 504: Damages, Profits 
a. 504(a) ( P can choose either actual damages + profits gained OR statutory damages 
b. Actual Damages
i. §504(b) ( (c) owner entitled to recover actual damages suffered and any profits of the infringer that are ATTRIBUTABLE TO THE INFRINGEMENT 
ii. Burden of Proof (heavily pro-P) 
1. Frank Music v. MGM
a. “Hallelujah Hollywood” had 1 infringing act out of 8-10 acts.
b. How to decide Damages
i. Apportion according to the infringing part versus the other parts

ii. Separate direct profit attributable to copied expression from contributions of expression

1. Consider value added by actors, director, etc. (benefit of the doubt should go to the plaintiff, D should prove) 
2. Don’t consider costs (E.g. staging), that will be deducted afterward if D proves the burden
iii. Consider indirect profits made (from people who came to see the show but spent money elsewhere)

1. MGM’s profits for hotel and casino from promotion of musical are also calculated towards damages
2. Court made a huge guess at how much the Act IV impacted these profits, but these guesses are only reviewable for clear error and rarely overturned

c. Prof: this is a contestable reading of the statute. “that are attributable” comes before the burden-shifting clause( meaning, plaintiff has the burden of attribution and attribution is NOT the same thing as deductible expenses. Establishment of the causal connection is the plaintiff’s job
2. Bouchat v. Ravens 
a. Facts: Baltimore Ravens “Flying Shield” sketch used w/o authorization of artist 
b. P wants protion of all D’s revenues, minimum guarantee, and free merch obligation
c. Court: P is only owed profit from merchandise revenue
i. 504(b) ( “any profits....that are attributable to the infringement” 
1. Constants (like minimum guarantee and free merch obligation) aren’t attributable to the infringement/logo itself 
ii. P argues that court failed to give him the benefit of presumption so that infringer has to show what should be excluded 
1. Court: No. Even though the statute puts the burden on D to prove that it wasn’t attributable to the © work, D does not need to prove it “with mathematical precision” 
iii. SJ for some streams of revenue may be appropriate if 

1.  there was no conceivable connection b/w infringement and revenue OR

2. even if there is a conceivable connection, P only offers speculation to the existence of a causal link 

iv. Here, Ds offered unrebutted evidence showing that the excluded revenue (sponsorships, broadcast licenses, ticket sales) were not attributable to infringing logo 
d. Prof: the way the court applies the presumption isn’t that surprising, but it is milder in favor of P (who has to establish SOME causal connection) than we saw in statute
3. L.A. News v. Reuters
a. LA News had footage of the LA riots and licensed them to NBC. NBC aired it. Visnews (who is associated with NBC) made a copy and distributed it abroad (leading to more dissemination).

b. ( © does not apply extraterritorially (aka abroad).

c. ( BUT, it may apply where an act of infringement is completely entirely within the U.S. and that such infringing act enabled further exploitation abroad.

d. ( Here, the infringement happened domestically, but there was not profit gained. No rational deterrent function is served by making infringer liable for © owner’s entire loss of value or profit from overseas infringement. 

i. The over deterrence might chill the fair use of copyrighted works. 

c. Statutory Damages 

i. 504(c)( © owner can elect statutory damages anytime before a final judgment is rendered for all infringements involved with any one work in a sum of not less than $750 or more than $30k
1. award of statutory damages is calculated per work infringed, not per right infringed 
2. no proof of damages required whatsoever 
3. number w/in range left to court’s discretion
ii. 504(c)(2)( willful infringement can bring max statutory damages up to $150k. If D can show that he was not aware and had no reason to believe that his actions constitute infringement, court may reduce statutory damages to no less than $200. 
1. Nonprofit educational/library or public broadcasting don’t have to pay any damages 

2. “innocent infringers” pay less 

iii. Prof: there is no concept of “efficient breach” in ©. © is not simply compensatory (like K and patent). Based on idea that infringement is malum in se (not just malum prohibitum) 
1. Courts can’t decide this by case, all of copyright has taken the moral standpoint that infringement is wrong regardless of the scenario. 
a. Prof: contestable( what about second creator’s incentive to create? 
iv. Zomba v. Panorama Records
1. Facts: karaoke songs. 
2. Held: the damages were appropriate and constitutional 
a. For infringement to be willful, it must be done w/ knowledge that one’s conduct constitutes infringement. If they 1) reasonably and 2) in good faith believe the contrary, it is not willful infringement 

i. Reasonable= objective standard, Good faith= subjective standard
ii. Here, it is obviously willful b/c D entered consent order agreeing to limit distribution but continued to distribute 
b. Disproportionate damages? 
i. Court said that statutory damages are not confined to punitive damages restraints. They do not have due process concerns attached to them. 
1. Policy: statutory damages are about compensation not punishment
2. St. Louis Railway v. Williams 

a. Statutory damages awards are held to violate due process only if they are so severe and oppressive as to be whole disproportionate to the offense and obviously unreasonable. 

V. § 505: Costs + Attorney Fees
a. Court may award full costs (i.e. cost of filing) to any party (but not the government). Court may also award a reasonable atty fee to prevailing party as part of costs. 
i. Discretionary. 
ii. But, practically speaking, prevailing party will get attorney fees absent a good reason not to.
1. Deters frivolous cases.
2. Encourages good claims to be brought (by increasing incentives).
a. But, really only for well-capitalized people.
b. This scheme increases risk and may deter litigation by small fries (who may have good claims). People are more sensitive to big losses than they are to big gains.
Technological Protection Measures

I. The DMCA 

a. Liability right (not a property right) to allow copyright holders to engage in self-help in protecting works 
	
	Access Protection Measures

(controls access)
	Rights Protection Measures (controls copying)

	Individual Acts of Circumvention
	1201(a)(1)
	Not Prohibited

	Manufacturing or offering devices that circumvent
	1201(a)(2)
	1201(b)


b. 1201(a)(1) ( No person shall circumvent a technological measure that effectively controls access to a work protected under this title. 
c. 1201(a)(2)( “trafficking provision” for access protection measures
i. no person shall traffick any technology that is

1. primarily designed or produced for the purpose of circumventing a tech measure that effectively controls access to a work protected under this title
2. has only limited purpose other than to circumvent measure that effectively controls access 

3. is marketed for circumvention a tech measure that effectively controls access to a work 

ii. What are access measures? 

1. Ex: code that limits viewing for 12 months, disallows printing of news article

2. © does not protect against accessing something, only copying, distributing, etc. 
d. 1201(b) ( “trafficking provision” for rights protection measures 

i. No person shall traffic a technology that is

1. (A) primarily designed to circumvent a technology that effectively protects a right of a copyright owner;

2. (B) limited purpose other than to circumvent; OR

3. (C) marketed with person’s knowledge (intent!) for use in circumventing protection

ii. What are rights protection measures? 

1. Ex: by-passing a code that prevents printing 

iii. Why have this be different than for individuals circumventing?

1. © already covers individual acts that transgress © rights (if it’s already unlawful under 106(1) or protected under fair use, no need to include it in 1201) 

2. trafficking, releasing a tool into circulation, means it can be used for non fair-use purposes even though person doing the trafficking might not be able to be held liable under © 

a. Normal © won’t help because the tech would be judged by the Sony factors (and technology would just adapt to be dual-use, in order to reach the “substantial non-infringing use” bar) 

i. Thus, needed 1201 for more encompassing ban on trafficking

iv. Policy: © draws a finely balanced line, which would be disturbed if rights holders could both put their work under electronic lock and key AND disallow users to access what they otherwise should be able to (Besides © rights)( Congress only partly listened to this arg. 

e. Still undefined by the courts

i. “controls access to a work protected under this title” (1201(a)(1))

1. Does that mean… if you circumvent a tech measure(that typically protects copyrighted works) to get access to a public domain work, you can meet liability under DMCA? It’s unclear. Hasn’t been litigated.

ii. “effectively protects” (1201(b))

1. We care about locks being picked in general. If there’s a lock-picking mechanism, we’re afraid that locks will be picked in general. Even if you limit it so that you can only use the lock-picking mechanism to locks guarding non-protectable works, not enough! That same type of lock guards protectable and non-protectable things. 

2. Counter: that lock you’re picking is not a lock that protects a right of a copyright owner (like if it’s in the PD).  Applies for both B and C. No intent for it to be used incorrectly. 

3. This stands to be undefined. We don’t know at this point how to interpret this. 

iii. “right of a copyright owner”

1. If fair use limits 106 rights of a © owner, then 1201(b) wouldn’t be able to exclude the right to fair use.

f. Universal Studios v. Reimerdes
i. Facts: DeCSS works to get around CSS, an encryption system that allows CDs to be read by the CD player. CSS is both code, licensing scheme, and agreement to design hardware a certain way. 
ii. Is CSS an access control or a copy control? 
1. Prof: 
a. Access arg( the leverage of having access to material is what made DVD player companies willing to build the hardware to work with CSS only
b. Copy control( this is the result of the agreement (due to lack of digital output on player hardware) and is what Hollywood really cared about 
iii. D args that they were just trying to make the CDs able to work with Linux computers, so it should be interoperability exception and fair use 
iv. Court: deCSS has violated 1201
1. “effectively protects” doesn’t mean that the encryption is unbreakable, just that there is some process necessary to undo the protection

2. the motivations for trying to circumvent the measure are irrelevant, as long as there was the purpose to circumvent it. 

a. 1201(a)(2) just says that “no person should manufacture any tech that is “primarily designed ...for the purpose of circumventing...”  
3. this does not fall under exceptions
a. 1201(f) Interoperability exception- “solely for the purpose of interoperability”
i. this exception is only allowed for individual access protection measures 1201(a)(1)
ii. their purpose isn’t just to promote interoperability, they’re trying to profit from distributing this tech and letting people use it for any purpose they want 
b. 1201(g) Good Faith Encryption Research is only for when you release the code to those who wrote it. They posted it online for everyone not just © owners. 
4. Fair Use does not excuse/provide defense for DMCA (only © infringement) 
a. There is no 1st amendment issue after Eldred, although practically it might seem that 1201 represented significant cut-back of fair use? 
b. 1201 is not a © issue at all, it is a violation of an anti-circumvention provision, not a violation of 106 rights 
i. Fair use is only a defense or exception to 106 
c. 1201(c) “nothing in this section shall affect rights, remedies, limitations, or defenses to copyright infringement, including fair use” 
i. supports the fact that 1201 and 106 are separate and fair use only belongs to 106 claims
ii. Prof: different arg: literally, the fact that it says “nothing affects the rights of fair use” could mean that if it was a complete defense before then it should be ok to use access circumvention to make fair use of copyrighted material 
1. Another reason: fair use is common law development, and should not construe statute against Common law unless really have to 
2. 1201(c) might just be saying “fair use is good, keep doing it the same way!” 
5. “Trafficking” = “to provide something in the sense used in the statute, to make it available or furnish it 

a. so, yes, linking to other sites is same as transferring code to the user themselves 
b. Remedy 
i. Injunction to remove offending links that download/execute deCSS code OR links to websites with just the code for DeCSS
1. But what about fringe cases like news article links to a cite that provides it for source material or a haiku teaching DeCSS, can these be enjoined?  Could run into 1st. Amend. Issues 
6. Access or Rights Protection? 
a. In this case, the court treated CSS as access protection, but it didn’t matter because they were trafficking it (so either way it would be prohibited) 
b. Prof: the court determined really important tech question in a case where it didn’t matter, but where it might be determinative in another case. 

c. Result: this means that 1201 provides an addt’l barrier for individuals that decrypt CSS (which has been deemed an access control), even if they are not infringing any 106 rights and it is fair use 
d. Scalia( maybe encryption code is “tertium quid” (not an access OR rights protection) 
i. CSS as price discrimination tool. 
1. The effect CSS has is similar to Kirtsang (price discrimination case) 
a. It provides regional coding so you can’t import CDs back into the US and sell them for profit (even though this wouldn’t be © infringement under Kirtsang, which said first sale exhausted © holder’s importation right) 
7. Film Prof. Hypo

a. Facts: film prof breaks encryption to get to an uncopyrighted work (fair use) 
b. Arg. against 1201 liability
i. “that effectively controls access to a work under this title” ( but public domain works aren’t protected under this title 
c. Arg. for 1201 liability
i. Prof is defeating the tech measure that allows access to a work even if the item being accessed isn’t the “work” 
1. CSS controls MANY movies that are protected under the tech measure, so more concerned about the destruction of the tech measure than the access to the specific underlying work 
ii. Not ok to tamper with a device that protects any © works, period. 
g. Chamberlain v. Skylink (can’t use DMCA as a sword to monopolize market) 
i. Facts: garage door openers, “rolling code” in remote. Code is very easy to crack, Skylink does that and sells its own remotes 
1. Chamberlain arg: Skylink is circumventing the rolling code software, which is an access control mechanism for getting at another part of the program (the opening part) 
ii. Court: 
1. P alleging violation of 1201(a)(2) must show
a. Ownership of valid © 
b. Effectively controlled by a tech measure which has been circumvented
c. That third parties now access
d. Without authorization
i. implied license: consumers aren’t told to continue replacing only w/ Chamberlain
e. In a manner that infringes or facilitates infringing a right protected by © 
i. S doesn’t want access to the copyrighted code, just want to open the door 
1. P must show nexus b/w defeat of access measure for the purpose of facilitating infringement 

a. 1201(a)(1) only deals w/ circumvention to access the protected (c) work 

iii. Prof: Reimerdes had no intent prong, but here, intent matters. Skylink doesn’t think for a moment that opening a garage door is infringing anything. They’re not trying to copy the computer, just run it. 

iv. Prof: it can’t be true that there HAS to be a nexus b/w access and the right under 106 because if you circumvent a movie in private you’re not violating 106 rights.

1. More accurate= circumvention has to do with the protected thing’s copyright status

h. Lexmark Int’l, Inc. v. Static Control Components, Inc. 
i. Facts: ink metering scheme run with two types of cartridges: 
a. Full-fair where user can refill themselves
b. Prebate that you cant refill, but that are much cheaper. 
i. Toner Loading Program so that another printer cartridge won’t work 
2. Static Control breaks the encryption and makes its own chip to get printer to work
ii. Claim: circumvention of access control (Toner Loading Program) 
iii. Court (bad opinion): DMCA only applies when product manufacturer prevents ALL access to the ©able material and the alleged infringer responds by marketing device that circumvents the protection 
1. Basically says that the Toner Loading Program and Printer Program aren’t encrypted, so super easy to get to the © printing program
2. Prof: Access is still unauthorized! The point is that the protection doesn’t really protect the © work, it’s only protecting the function of printing
iv. Sutton’s Concurrence: 

1. Offensive vs. Defensive Measures
a. Offensive( Lexmark tried to lock people out and create monopoly 
b. Defensive( use of tech measures intended to prevent ppl from gaining acces to copyright works that are used for their copyright purposes 
i. Here, ppl were just gaining access to get the printer to print, not for its code’s expressional value 
