

"Losing the trademark" = losing exclusivityPRIVATE 

Basis for TM suits
"Patent & Copyright" Clause ? NO - Commerce Clause

Lanham Act - (45 - Definitions

MARK= Trademark (not Tradename), Service M., Certification M., Collective M. 

Restatement (9 - "or other designation" - e.g. trade dress
Pre-1946 terminology: tradename= non-technical descriptive term- not protectible

NOW:tradename= name of busnss; TradeMARK= mark, design, sound of a good/service


TM could be descriptive, non-tech & have 2dary meaning

Copyright: protects the artistic element of artistic things

Design Patent: protects the artistic features of a functional item (e.g. Rolls-Royce hood cap, when it actually opened the hood)

Utility Patent: protects the utilitarian features of a functional item

POLICY: PURPOSE OF HAVING TMS
TRADEMARK: 1distinguishes 1 person's product from others' (if source is unknown); 2identifies source (if it's known)

Trademark indicats: (origin (if known); (prodcr's goodwill; (encourg quality (?); (demand-creation (through advertising) 

Good: people can get same good as friends

Bad:1irratnl decsns b/c of TM; 2comp. hurt( high barrier-to-entry devlpd (ad$) 

FAIR Competition: bringing out a similar product (NO TM a generic word)

UNFAIR Competition: compttrs confuse or dilute buyers' knowledge of the source

(43(a) protects UNregistered marks, incl. most T.D. (since it's unregistered) 

Purpose of TM: Protects against:

1Confusion: fraud & deceit through LOC - misleading source; unjust enrichment 

2Stealing the Property created by advertsng-

Commercial morality: reap where someone else sows (INS MISAPPROPRIATION Doctrine)

Only very strong commercially-celebrated marks (only state law):


ANTI-DILUTION (weaken marks); TARNISHMENT (hurts reputation)

Trademark owner's interest:

1Protects goodwll of existng business from diversn of sales (w/in 1 product line)

2Protects owner's reputation- for diff., but related, products from same source

3advertising value - demand creation

Harm of Infringment:

Same Good:






Related Good: 

(Unjust enrichment




(Prevention of Expansion

(Reputation damaged (if quality lower)

(Public Confusion 

(Loss of Sales - when Identical Goods

(Public Confusion

Public's interest: 1Ease of acquiring purchsng info; 2Avoid deception

Competitor's interest: Morality and Equity (might protect him someday)

Expansion & restriction of TM Rts

Expansion- (Possible expansion by senior user; (Reputation; (Loss of Patronage

Restriction- (Goodwill of Junior user; (Investment of J.U.; (Right to compete

At the moment, 2d Cir. is Restrictive - D-oriented
Can this word be registered as a TM?

2nd Cir. - very D-oriented

Composite words - often Suggestive

misspelling - generally will not create a TM

foreign descriptive word- change into English (Doctrine of Foreign Equivalent)

Coined- made-up words: Easiest to protect, but hardest to stick in people's minds

Arbitrary- real words, but has nothing to do with the product

Suggestive- real words that convey some impression of the product, but requires some imagination or thought to relate to the product

INHERENTLY DISCTINCTIVE = coined, arbitrary, suggestive

Descriptive ("Merely Descriptive") - real words that Immediately displays the characteristics or quality of the good

incl. 1geographic; 2slogans; 3surnames

cf. DECEPTIVELY MISDESCRIPTIVE mark - hard to tell it's misdescriptive (unlike arbitrary) -  SEE p.14 bot.

e.g. Geography - SEE p.15 top

DESCRIPTIVE v. SUGGESTIVE TEST:

1The dictionary; 2"imagination" standard - reltshp btwn. words of TM & the product

3TM terms needed by compttors to describe good? If so, not just "descriptive"

Even if TM=most common name, not dispostve. But, few synonyms helps "descriptive"

4Reviews the extent to which a term is actually used by competitors

Descriptive Meaning: Primary- generic descriptive values; Secondary- name brand

Descriptive w/SECONDARY MEANING? 

v. GENERIC: Primary sign. to relevant public Term=source or product??

Zatarain's Inc. v. Oak Grove (1983) (Ct.: Fish-fri TM OK)  

2ary meaning - "long used w/a particular product & has come to be known as designating that producer - BURDEN OF PROOF ON P
High degree of proof needed to establish secondary meaning

Factors: Direct proof: (survey & testimony from consumers 

Indirect Proof (only shows possbl effectvnss on public): 

(advert. $ ; (length and manner of use; (many competitors using the same word?

(presence of mark on various types of producer's products; (volume of sales; 

5 years of exclusive use- Prima facie evidence (may, not must, be accepted) 

Not acceptd: term= "Highly descrptve" (used by the TTAC)? ( basic quality or characteristic of the prod.

FAIR USE Defense ((33)- (DESCRIPTIVE only)- incl. comparisions IF no LOC
(term must be used in English language sense & In Good Faith only to describe to users the good/service or its geographic origin

Good Faith:No intent to TM infringmnt, e.g, not try to register TM or copyng T.D.

Stopping use during adjudication good faith or an admission of guilt ?

SECONDARY MEANING IN THE MAKING (Incipient Secondary Meaning)

Rejected by 2d & Fed. Cirs.

-would give protection to TMs that are copied before 2ary meaning has attached

Reasoning: Ps have spent $ trying to develop secondary meaning & D are trying to pirate something good

BUT: Why not protect secondary meaning in the making?

1this doctrine focuses solely upon the intent of the seller, not the perceptions of the consumers (not the intent of checking for 2ary meaning)

2Other competitors need to use the primary meaning to describe their product 

Generic - NEVER PROTECTIBLE Based on public's perception of the product

Why not register Genrc words? UNFAIR comp. advntge to TM owner -perception of market leadership that is not appropriate - Generic word=  protects open compet.

POLICY: Tension between TM law & marketing in product cycle

How does a term become generic?

(Orignly genrc (yoyo); (Patent ends & no other name for prod (Shredded Wheat)

(Owner itself misuses the mark (Bayer);(Others (e.g. public) misused (Thermos)

Is it Genrc?  Pre-1988, Genrc="common descriptive name"

NOT Relevant= Purchsr motivatn survey; Anonymity of source; prod.'s uniquenss 

Trademark Clarification Act of 1984 - b/c of Monopoly
Now, Genrc= PUBLC PERCEPTN: "Primry sign. to Relvnt publc-Term=source or prod?"

MONOPLY wrong: Single Anonymous Source Rule; can be BOTH descrptve term & a TM

How to decide?
(Other Genrc words? (1-800-injury) If no, term=genrc; If yes, ct. looks at word's meaning

(Do survey to find "market" -genus or species?? (Monopoly showed definition 
creates the result)

(How does the manufacturer use term; (How do rest of the trade use it?

Competitor cannot try to use a TM to turn word generic (Scrabble)

How to keep term from becoming generic?

1"use" - on product w/a generic

2educational advertising

3use trademark on all types of products

4police others

5use it in a distinctive mannner e.g., color, writing (T.D.)

6don't use it as a normal word

Genrc word gains 2dy meanng? YES, "De Facto Secondary Meaning"(NO legal benefit)

("the pill")  POLICY: Though useful in business

HOW? (while patent exists, product = producer (Shredded Wheat)

(so much advertising ("Lite" = Bud Lite)

Generic word can have diff. meanings to diff. groups (e.g., Bayer; Thermos)

Food & Drug Law required type of food (e.g. generic names) on package

"Lite" Beer Case PTO: "Lite" is just misspelling of "Light" - NOT protectable 

BUT: CCPA later held: "Lite" in fanciful script is protectable- more like T.D.

shows the different btwn. PTO and courts
Blinded Veterans case Even if the mark is generic, competitors still can't confuse the public (otherwise (43(a) charge possible).

(add other producer's name; (change name ever-so-slightly

1-800-Mattress case - bad faith shown.  Ct: should be protected - inconsistant 
w/Blinded Veterans?? 

Protectability 

& 

Registrability


Cts.: broader, more


PTO: uses very narrow standards  

equity-based standards
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if patent issues involved,







then the Fed. Cir. is used







but applies other Cir.'s law.

PTO
   >


TTAB     >
  cases involving registerability - follows technical rules 

Fed.Cir. >    (NOT EQUITY-BASED)

CCPA     > 


Other Courts - cases involving either registerability or protectability - 

   applies broad EQUITY priniciples

TRADE DRESS
-the design on the packaging; of the words; any pictures



the configuration of the packaging;  of the product itself

1. PROTECTABILITY & PRE-EMPTION

a. Use state law to protect the T.D. of product?
INS v. AP - "MISAPPROPRIATION" doctrine = quasi-property rt.

only:1real comptve harm;2unjust enrchmt;3only remedy poss. BUT:Bonito cited it 

Chaney Bros. (silk designs not copyrighted protctbl?) Ct.: NO- INS only news

Sears & Compco  States cannot protct > fed'l gov't in the same area 
Sears Roebuck (1964) No Patent right found; P sued under STATE unfair comp. law

S.C.: fed law pre-empted state law - if something is w/in the purview of fed. law, it was either protected or in the public domain

Fed'l pre-emption of state laws:

1. Protected by patent/copyright - NO state protctn

S.C.: boat hulls protctble by desgn patnt or copyrt, so NO state protctn

NOT a "constitutional" rule, just a supremacy clause rule 

2. Not protctd, but could be (complied w/reqs.) (Bonito) or 

precluded because (does not "  "  )- e.g.unnovel invention (Sears)

However: (43(a)- fed'l private ROA for NON-registered TMs- like a fed'l law of unfair competition
3. Not covered by Congress - outside scope of existing law - STATE LAW OK 
Goldstein (Sound recordings); Kewanee (Trade Secret Law) 

Compco state cannot protct against copying if no copyright-but can req.labels
(to protect consumers only)

Escada: Bottle design-patent protected.  But P is suing under NY's Dilution (of TM) statute. Ct.: A state may also give limited protection to a particular design in order to prevent consumer confusion.  However, NY's statute not for THAT purpose.  TF, statute is pre-empted by fed'l patent law in this case.

b.  Does PRE-EMPTION apply to other Fed'l laws?  NO!!!
Mogen David I (CCPA):  Design patents (protects inventor) & fed'l trademarks (protects consumers) serve different purposes and CAN co-exist


Mogen David II: reaffirmed, distinguishng Sears & Compco ( dealing with state law 

c. PROTECTABLE: 
1. 2DARY MEANING;




2. INHERENTLY DISTINCTIVE protectable (Two Pesos): 

Klondike Bars Inherently Distinctive = arbitrary/coined with respect to market
Chevron -         "           "  

"
w/respect to goods
NOT: (commonly done (lemon=yellow); (Mere refinement of common ornamentation

descriptive (nut-shaped package containing nuts); (has some use - utilitarian

Product-Product: less likely to find T.D. infingmnt - fair competition attitude; Packaging-Packaging: more likely

Paddington v. Atiki 2d Cir.: the Ouzo bottle T.D. = "inherently distinctive"

STANDARD: Look at TOTAL impression
1Custom of the industry?   2Descriptive of the product's purpose?

3Supply of designs, colors available?

2. FUNCTIONALITY - Is it essential to compete effectively ?

Even T.D.=inherently distinctive or 2dy meaning, FUNCTIONAL= NOT PROTECTABLE!! 

BOP on P: Secondary meaning "inherently distinctive" & LOC
BOP on D: Functionality Time v. Globe (S.D.N.Y. 1989) (Other view: see Merchant & Evans) (3d Cir. 1992)  

A. Mechanical Functionality
Morton-Norwich (1982)- CCPA reversed the finding of functionality of spray bottle

STANDARD ((NOT BOOLEAN)):

Is it...1essential to the use of the product? OR 2Superior in function? OR

3  Is it much cheaper to make? AND Is it essential to compete effectively?

POLICY: Otherwise, a monopoly would result

"Superior in Function factors: aA utility patent claim?; bOther alternatives?; cIs it comparatively simpler/cheaper than other alternatives?; dAdvertising - shown as a useful feature or a designation of source?

B. Aesthetic Functionality
Keene - Rejects Pagliero ("important ingrediant in the product's sucess" Test)

Keene Ct.: Pagliero= more appealing the design, less protectable (even if no showing of market foreclosure)? Makes no sense - provides disincentive to design

Keene Test: Extent to which design feature is related to the utilitarian function 
of product or feature?

Rogers Co. (7th Cir. 1985)- shape of stack trays (not make cheaper to produce)

Posner: TM = reduce cost of info to consumers

NO TM If:(few alterntve desgns; or (cost $$$ to avoid this version (effective comp. wanted)
BUT: what if cheap to avoid, but where the design may also enhance function (by increasing the pleasure of the product) (e.g. teddy bear w/heart)??

(To be aesthetically functional, a design feature must be pleasing in itself.
(Consumer motivation NOT relevant
(Decor compatibility (matching set) NOT relevant - 

(besides stack trays are cheap - an office manager would be willing to replace an entire stack if a more elegant design came along.)

Even IF it was needed in line of product before this one, not automtcaly Genr.

Wallace Int'l (2d. Cir. 1991)-

 "Baroque" silverware has 2dary meaning, but it's essential for competition

You must show harm to competitors, preferably market foreclosure
Value to product not important -- value to comp. is
How you define the market? Villeroy & Boch (china v. replacement china?)

Though Consumer motivtn NOT relevant, it gets in by back door 

Issue is elasticity of demand (to discover comptive need to copy)
Warner Bros. "General Lee" cars or "toy cars"?

L.A. Gear Ct: No likelihood of confusion at sale b/c different chanels, prices


sophistication of purchasers was a factor

If word mark is on the shoe: (trade dress is less important to avoid LOC
(Since Word Mark is permanent, likelihood of post-sale confusion (
Very well known word marks can overcome similr Trade Dress Excedrin v. Tylenol 

G.E.: sounds = servicemarks [????]  Bell chimes = trade dress

Here, no secondary meaning; Sound depletion, like color depletion?

Limited # of sounds? Yes. --- BUT, This one needed for competition? No!!

[so case was wrongly decided!?!!?]

Registration of an animated picture? No (cf. static)

Color and Shade Depletion 

Until now:  Single colors CANNOT be protected

BUT: Owens-Corning (pink = their fiberglass??).  Showed 2dary meaning & got TM!! -- VERY UNUSUAL

Pako (9th Cir.): Color Depletion was not convincing to court

Now, colors can be protected ????

(Still hard to show: 2dary meaning, not functional, difficult subj. & probably always a weak mark)

A scent can function as a TM (In re Clarke)

ACQUISITION & RETENTION OF TM RIGHTS
Common law & fed'l pre-1988: Bona Fide Commercial Use ONLY way to get TM REGIS

Prob.:(developing product & TM would be same time; Foreign companies no need to show use, So.....

TOKEN USE: One-time, commercial use before selling to allow TM applctn/save TM Though Bona Fide Use in Commerce still req. for Registration & to enforce rts.

Fort Howard High point of token use

Blue Bell v. Farah (1975) - both CL marks - "Time Out" mark

Issue? First Bona Fide commercial use
July 3: Farah sold 1 pair of pants to sales managers

Ct.: NOT commercial use b/c "not publicly distributed" - NO GOOD

July 5: Blue Bell sold pants w/both "Blue Bell" & "Time out" label

Ct.: Bad-faith attempt to reserve a mark (though two marks on a good allowed)

July 11: Farah gave samples to sales force to show to customers

Ct.: Not enough - no sale

Sept 1: First shipment of goods to customers by Farah

Ct.: 1st time customers associate "Time Out" w/a particular line of sportswear
- REALLY TRUE?? What about customers who saw the products samples & ordered? OR what about advertising? - W/servicemark, advertising shows "use"
Registration v. Protection Against Infringment
Use in Commerce -- See (45
Even intra-state commerce that affects interstate commerce is good enough  Back Plain Intrastate use can establish CL priority - You own it, but cannot regis it

Actual Use no longer required- "Intent to Use" created (1988 Amendmt) -Why? 

1End Foreign advtge; 2Business planning needs to know; 3Unfair to small businessperson (token use expensive); 4Register clogged w/unused marks

Two ways off establishing a TM:
1. 
BONA FIDE USE IN COMMERCE (Actual Use), then register for TM

abona fide intention

bordinary course of trade ("publicly distribued" Blue Bell) (real trade:tunafish) cnot merely to reserve the right in the mark

Bona fide intention- FIRM, though possibly contingent, intent to sell good   (Have docs incl. intrnal memos showing plan to use or delay reason; (How many marks asked for? (8-10 OK for marketing survey) (Done for defensive purposes? (prevent others from using)  OBJECTIVE TEST  [see p.215]

2.
INTENT-TO-USE APPLICATION filed (creates Constructive Use)

30 days from publishing of TM in Gazette (post-filing of appl.) to oppose objections taken care of, when approved ( NOTICE OF ALLOWANCE issued

BUT: TM not regist. until BONA FIDE USE IN COMMERCE (creates Construtv Notice)

within 6 months from date of notice of allowance

(1 extension as of right; 1 more in good faith; 3-year limit)

Application for mark may be narrowed but not broadened

CONSTRUCTIVE USE- Date of filing of ITU application
(BUT Only if you then make bona fide use in commerce & registration is issued)

Defeats CL rights, incl. good-faith local adoption

Constructive use wins unless prior (to applcatn.) user - (7(c) Zirco v. AT&T
cf. CONSTRUCTIVE NOTICE 

CONSTRUCTIVE NOTICE =date of REGISTRTN ((22)-after, NO Good-Faith Adoption 

ITU application NOT assignable to someone else - avoids a black market 

(unless you sell whole comp./good manfacturing) 

Example:

National Co.: July 1- facial moisturizer- itu filed

Local Co.: July 20- hair care products- itu filed   Use: Sept. 1 (!)

National Co.:  advertising blitz: Oct. 1   Use will be made in Dec.

EXCEPT (43(a), (39 requires, for fed'l jurisdiction, it must be "arising under the act" ( FOR REGISTRANTS ONLY (ITU APPL. NOT ENOUGH) - (Fila)

So National Co. has no basis for suing (yet? until Dec.? when it gets registration)  
registration - PTO looks at the literal meaning of the words
use/enforcement - COURTS look at equity (Blue Bell)
Use analogous to TM use - applied sparingly - 

party may have priority in right (but may NOT register the TM based on that use) 

Use of TM:

1in a "commercially reasonable period of time before selling of the product";

2in a non-technical TM sense (not on the goods, or on the goods' display) - e.g. advertising   AND   2dary meaning created

Token use NOT = Use analogous to TM use 
GEOGRAPHIC PRIORITY- Hanover Star Milling: CL TM protectn for remote geog. users 

CONCURRENT- in different geographic areas
Good-faith adoption: now, you must search both state & fed'l records
Right of a TM does not advance ahead of Bona Fide Use in Commerce (assumes discrete regional markets- probably makes less sense today w/natnwide adver.)

TM: owner Fed'l registration, but while no expansion, no LOC, so no injunction- if it plans to expand, it can gain an injunction

Corp. Answer: senior out-of-state user buy out the junior user

Mr. Donut case (good faith was different in that era)

(P) senior user = registration owner

(D) junior user began using TM after P's registration
senior user not selling in junior user's area or planning to 

Ct.: registrant cannot enforce rts. in an area it's not planning to go

Inchoate right useful only if nat'l use planned
Thrifty Rent-a-Car v. Thrift Cars, Inc.
P registration owner = applied for registration 

D began using TM:

after ITU (tf, P has constructive use and is senior user),

BUT: 1. before registration was issued (and constructive notice began)

     2. and has been using continuously since

(15 of the Lanham Act provides that a party like Thifty, which has successfully registered its mark and used it, has an incontestable right to use the TM throughout the U.S.
CL LIMITED AREA EXCEPTION- (33(b)  In remote geographic area, IF junior adopted TM w/no notice (i.e. pre-senior REGISTRATION) ( good faith adoption, so a junior user has the rt. to use an otherwise infringing mark
(Once Registration issued( Constrctve Notice, so no Good-Faith Adoption allowed)
Court:

1. barred P from going into D's area

2. allowed D to use mark but only in the area D was using it before P registered the mark

3. D may advertise w/in that region despite the likelihood of confusion

State-Fed'l registration conflicts - Fed'l registration wins

Weiner King - opposite than usual situation - EQUITY PRINCIPLE
Prior static registrant ( keeps local market

good-faith junior user expander ( gets other markets

SUMMARY

Post 1988:
Constructive notice: registration issued 



Constructive issue: filing date of application 



inchoate rt. - only protectable once real use

(1st applicant only loses rt. in geog. area where prior (to constructive use (filing)) good-faith junior user

(Where small static user got registration and junior user is growing, cts. will often limit the TM reg. to its geog. region - EQUITY PRINCIPLE

PRINCIPLE REGISTER Identifies & Distinguishes 1 source (cf. SUPPLMNTL Regist.)  1all inherently distinctive marks (coined/arbitrary/suggestive) &

2descriptive w/2dary meaning 

5 years of exclusive continuous use by applicant may be accepted by Commissioner as prima facie evidence of secondary meaning

TO REGISTER:

1. Search Report - since 1988

Ways: aKnock-out search - by computer in JD's office


  dangers: 1computer ( limited idea scope; 2only fed'l TM register


bFull search - search company


  will check:( CL, fed'l and all states, (all classes of products



(if any TMs, any oppos. was filed, etc.

2. Application
In Block letters - all forms of display are covered

If examiner is suspicious: Office Action (6 months to answer)

Priority Action- if you answer in two months, you'll get priority

You must respond to all arguments

If denied ( Appeal - motion for reconsideration

If accepted ( notice of acceptance & notice of publication


then:  Official Gazette (one can oppose w/in 30 of publication)

To maintain ((8), older registration must renew every 20 years




post-1988     "      "    "     "   10 years 

Btwn 5th & 6th year after Regist., must AFFADAVIT USE IN COMMERCE (3 mos grace)

(not necessarily continuous use)

DECLARATION OF INCONTESTIBILITY - After five years continuous use, mark becomes invulnerable to certain claims

WHY REGISTER TMs??
1Nation-wide protection from date of appl.

2Incontestibility- can't say TM shouldn't have been registered p.277

3Barring imports

4Protection against counterfeiting

5Treble Damages

SUPPLEMNTL REGISTR Capable of distinguisihng 1 source, but not yet been proven Descriptive only, but no 2dary meaning (GENERIC NOT allowed)

Must be in use ("lawful use in commerce"): NOT ITU or Use Analogous To TM Use 

Registration on Suppl. register does NOT constitute an admission of a lack of 2dary meaning ((27)
Advantages:  Can use R;  Appears on others' search reports

Not the advantages: (basically everything else)


Incontestability? NO;  Customs advantage? NO


Not published for opposition, but is subject to cancellation

ABANDONMENT
1TEST: Use discontinued w/intent not to resume w/an intent to resume use w/in a commercially reasonable period - inferred from circumstances -

Silverman: CBS policed use, kept copyrt. Ct:no showing of resumption, so NO GO

2 years of non-use is prime facie evidence of abandonment

2Act of omission or commission creates generic name for goods

CONSUMER MOTIVATION NOT Relevant

3Uncontrolled TM licensing - or lack of monitoring

TM owner must have standards of quality & methods of enforcement

4Improper use of the mark

5Failure to police others

6Assigning the mark w/o assigning or assuring the continuation of the goodwill [Supp. p.51] Clark & Freeman - is product substantially similar to original?

-similar quality? similar goods? (note: difficult to show. 

Here, men's and womens' shoes not similar enough for the court)

Assignments in gross - Heartland - must transfer goodwill, Not necess. assets

P & G v. Johnson & Johnson (1979)

P & G was stockpiling trademarks; J & J had present intent to use TM for prod.

Judge saw anti-competitive flavor

Token use= non-use for maintenance (not registration) of a trademark

1988 Amendment - To avoid stockpiling:

Look for bad faith, as in Intent-to-use

Application filed for 

....policed use of TM?

....many possible TMs to be used for a single product?

....many lapsed TMs?

....many ITU applications to register same mark for many more new products than are contemplated?

[see p. 215]

Exxon v. Humble Exploration Co. [p.254]

to determine use, look at total value or % value??

BUT: if there is residual goodwill (2dary meaning), does the abandoning party have any right?

(43(a) - misdesignation/misrepresentation of source


How long has it been?

> relatively short 



How much residual goodwill?
> time allowed 

SECTION 2 - Regisration (PTO: NOT Equity standards)

(2(a) 1. immoral, scandalous or disparaging:   Miller v. CA
legal ( "a substantial composite of the general public" (ACTUAL ( "vulgarity")

Examiner looks at mark itself not "in larger societal context" (Old Glory)


2. falsely suggests a connection w/person, living or dead, institutions, beliefs, etc.  - Deception - see below

(2(b)- flag (only the flag or simulation- "Old Glory" condoms OK), coat of arms 

(2(c)- name, portrait or signature identify or particular living individuals

Right of publicity (Common law right)- state by state

Law of the domicile when she died is applied

But in NY: right of publicity=right of privacy (only live people)

(2(d) - LOC;  Concurrent use (allows the trademark to split the country)

LIKELIHOOD OF CONFUSION w/similar mark 

Examiner - NOT EQUITY-ORIENTED

1appearance sound & meaning of the words

2connection of goods     [p.291]

Nutrasweet v. K & S Foods (1987) 

1. Both "Nutra-sweet" & "Nutra-salt" in block letters   

2. Both sold in same store; complementary products; possible product extention

Court: If you're going to argue others - 3rd-parties - use the marks, you must show that they are still in use.  Here, no showing & high LOC, so no regist.

Difference btwn. (2(d) & (2(a) - BOTH NOT REGISTERABLE

(2(a)-more limitd- "falsely suggest connection" to specific things req.'d

(2(d)-more broad- Regist., Previously used & Not abandoned req.


   likelihood that the 2nd product would cause source confusion w/1st prod.

Perhaps, intentional violation req.'d for (2(a)??  Notre Dame 

Citadel Court: No intent to recall the other, but still (2(a) violation

THIS MAKES NO SENSE!
(2(e)(1): "MERELY DESCRIPTIVE" OR "DECEPTIVELY MISDESCRIPTIVE" ?
In re Budge "Lovilamb" THREE-PRONG TEST:

1Is it misdescriptive of character, quality, composition or use of the goods?

If NO, "Merely Descriptive" ( go to 2dy meaning;  If YES, Go to #2.

2If so, are prospective purchasers likely to believe the misdescription (is the misdecription obvious)? (based on REASNBLE consumer usually, sometimes credulous consumer)  If NO, "Arbitrary";   If YES, Go to #3

3If so, is misdescription likely to affect decision to purchase ("material")?

If NO, (2(e) "Deceptively Misdescriptive" (Gold Seal Co.), Go To #4;

If YES, (2(a) "Deceptive"

4Has mark acquired 2dary meaning?  ((((NOT part of test)))) 

If NO, Not registerable;  If YES, Registerable under (2(f).


(2) PRIMARILY GEOGRAPHICALLY DESCRIPTIVE ?    

1Would people make Goods-Place Association (word as place goods are from) "primary significance to the majority of people" (Nantucket) (do surveys) ?

If NO, then it's arbitrary; If YES, then Go To #2.

2Is the association misdescriptive of the origin?

If NO, then it's PRIMARILY GEOGRAPHICALLY DESCRIPTIVE; If YES, then Go to #3

3Would consumers care whether the goods came from that place ("material")?

presumption of material if the location is principle source of the product
If NO, then it's PRIMARILY GEOGRAPHICALLY DECEPTIVELY MISDESCRIPTIVE, Go to #4;

If YES, then it's GEOGRAPHICALLY DECEPTIVE (under (2(a)) ( like Deceptive, and thus NOT registerable (In Re House of Windsor)

4Has mark acquired 2dary meaning? 

If NO, Not registerable;  If YES, Registerable under (2(f).
 

Waltham Watch (1899)

Ct.: 2nd user can use parts of geographic language that are accepted by custom, but limits to avoid confusion w/1st user

- LIMITED INJUNCTION (OFTEN GIVEN IN GEO CASES)
Surname - (2(e)(3)

Surname only - not given name or full name

"PRIMARILY merely a surname"

Not registerable UNLESS you can prove 2dary meaning then OK- (2(f)

Numbers, letters & initials
Descriptive, or indicates source or both

If it indicates source (or does both), then it's registerable

e.g. 747, Boeing or GE for General Electric

Service Mark - (45

Use in Commerce - used or displayed in the sale or advertising of services (like Use Analogous to TM use) that are presently being offered 

UNLIKE GOODS, where TM must be on goods or its displays

In re Carson TEST: 
Is this the principle activity?

Rendered to others? 

Ancilliary (or necessary) to sell goods? (In re Dr. Pepper Co. deciding factor)

Separate id?

What is a "SERVICE"?

In re Dr. Pepper Co. "Pepper Man"

Majority:   (ancillary to sale of goods



(ordinary & routine promotion for other goods



(not a principle activity of the company

DISSENT:
We want people to register marks



(independent activity



(not necessary to sell goods



(provides a different service than the good (sep. use)

Company names cannot be register under the Lanham Act

but company services are allowed (if it's come to 'xyz' and get xyz printing & xyz collating)

Collective Mark - NOT indicating source

Indicates membership in the group, coop, association   

"cajun" (probably merely descriptive at this point)

- create a collective organization

e.g. "Welsch's" grapes - owned by a co-op of owners

Create a organization that issues standards for a certification mark

Certification Mark- goods meet standards of its owner- e.g. UL

only used by people other than its owner - avoids origin v. quality confusion

(But the owner has the remedy)

If owner will use it, register as a TM and license it.

Section 8 - btwn. 5th and 6th year after registration


Affadavit/declaration stating present use in commerce (not necessarily 
continuous) OR stating non-use & request & reason for extra time needed

Section 9 - MAINTAIN mark: pre-1988: renew every 20 years; NOW: every 10 years

Section 14 - TO CANCEL a TM Registration:
(1)- w/in 5 years after registration -


(2(d) (Prior Registration w/likelihood of confusion or deception)


(2(e) - Merely Descriptive, Deceptively Misdescriptive, Primarily 

  Geographically Descriptive, Deceptively Geographically 

  

  Misdescriptive, Primarily merely a surname







  (all registrable under (2(f) if 2dary meaning)

(3)- Anytime- Generic, Abandoned, Obtained Fraudulently, contrary to 

  

  (2(a)(b)(c), not a certification mark.

(5)- Anytime- Certification Mark: (NOT CONTROLLED;(Used by registrant;(Used 

  for other purposes; (Discriminatory refusals of licensing

(15 DECLARATION OF INCONTESTIBILITY - 
- 5 years of continuous use in commerce, as long as no adverse decision or proceeding pending (like (8, but here continuous use)

Unless registration infringes CL rt. present before registration was granted, MARK BECOMES INCONTESTIBLE ((33(b)) - takes defenses away from an infringer

(If (8 & no (15 filed at 5-year:

    1.abandonment & then resurrection? OR  2. pending proceeding? )

2d Cir.: P STILL MUST PROVE LOC for infringement claim (Parents)

 
-does not automatically mean strong mark & broad scope protection


1Identical marks?  2Identical goods & services?

Registration -        PRIMA FACIE evidence of owner's exclusive rt. to use

(33(b)- INCONTESTIBILITY - CONCLUSIVE evidence   "        "   
Park 'N Fly (TM owner suing) 

9th Cir.: Incontestibility is a defensive rt. only

Sup. Ct.: Incontestibility/"Conclusive evidence" is SWORD as well as shield

 - P can use when suing for infringment 

Defenses to infringement claim for Incontestable mark ( so D can use also
(Fair use, (Concurrent use, (antitrust law violation by P (not often succ.), 

(Equitable Defenses:

(Latches- D:"you let it happen"- only future damages & injunction given

(Acquiesence- D:"said it was OK" -     "

"

"
  "

(Estoppel- D:"you said it was OK & I relied on it" - No injunction given 

If 7 years & NOT Incontestible,

D cannot petition to cancel registratn, but CAN use (2(d) and (2(e) to DEFEND

D could say: 5 years is only PRIMA FACIE evidence, so P cannot enforce right against D ( Both can use the mark

If Incontestible, registration is CONCLUSIVE evidence (Park 'N Fly)

D not only CANNOT defend using (2(d) & (2(e),

P can always enforce and can enjoin D (barring (14(3),(5), or 33(b) of course)

LIKELIHOOD OF CONFUSION
(32(a) - Registered marks only; 

(43(a)- UNREGISTERED marks, incl ITU APPL. (still must be use in commerce & LOC)

If you have a registered TM, why a (43(a) claim?
In case the regist. claim fails; if mark fails, try T.D./false representation 

Same Mark;  Identical Competing Products ( INJUNCTION ALMOST ALWAYS  

2d Cir TEST for NON-Identical: 1. LOC (Polaroid factors); 2. BALANCE OF EQUITIES
POLICY: What's a lawyer to do?: 1.say how it should come out, but why it might not; 2. Watch for Dilution issue in 2D CIR.

POLAROID Factors for LOC between NON-IDENTICAL goods/services (2d. Cir.)

Under (43(a) - also use Polaroid factors 
1Likelihood of P's bridging the gap

subjective CEO plans - does NOT go to LOC


(However, perhaps it relates to proximity)

2Similarity/Proximity of the goods/services (Mushroom Makers)

3Quality of the D's good/service (2d Cir. ONLY) How hurt will senior user be? 
(Presumes junior user's goods are inferior)

(NOT: if $2 v. $200 goods, not high LOC- though would be better reasoning)

4Good faith of D (no Intent to free ride) - when ct. finds bad faith ( injunction

But: how does this effect how consumers perception of the marks? 

(Trade Dress often helps; (A lot of advertising by D-shows no intent to piggyback

(If Fair Use defense, Stopping use during adjudictn show "good faith" or admissn of guilt ?]  Citrus ; ( did TM research relied on counsel Minute Gourmet

Black & White Cabs: Cannot infer Intent from Confusion;


Holiday Inn:Yes, you can


5Strength of senior user's mark (strong ( more protection)-NOT incontstblty issue

  (Marketplace strength (other users); (Conceptual strength (Arb. v. Descrptve) 

6Similarity of mark (sight, sound, meaning)- Does not look at T.D.(changable)


esp. PTO, TTAB registration decisions - (2(d) Nutrasweet

In Infringment (Use), in Cts., diffnt. T.D. could affect decision

7Evidence of actual confusion (other comp.'s consumer complaints, surveys)

8Sophistication of the buyers
       SEE NEXT PAGE for other factors      

Mushrooms Makers (1979) (Women's shoes compared to women's fashions)

Ct: Active and Constructive Notice - yet not bad faith (?!?)

"likelihood that an appreciable # of ordinarily prudent purchasers are likely to be misled, or indeed simply confused"

NO injunction b/c JUNIOR USER'S SALES ARE TRIPLE THE SENIOR USER even though 
LOC of confusion high 
Question of Law ("De Novo") or Fact ("Clearly Erroneous")? 

For: (Summary Judgment; (Appeals

2ND CIR.: Each factor: Fact; 
Overall LOC: Law
Fed Cir.:  Both are Questions of Law

Most Others: Both are Questions of Fact        

Sour Patch Kids (Strength of mark - sour=descriptive & no 2dary meaning

(Elements of packaging - under (43(a) for false advertising if not TM 



infringment (Yellow color(lemon(sour)

Other Factors in some courts (both related and competing goods):

(Other marks, like house marks, also used w/it?


PTO: doesn't care


Courts: used, but not given equal weight by all courts

(How quickly did P move to assert its rights?  If slow, less harm done by D and 
D is building up goodwill?

(Nature of the priority of senior user-How much time between senior & junior?

(Reasonableness over time   ??????????


(Channels of trade (how is this different than proximity of goods??????)
(Similarity of advertising medium

REMEDIES - Section 32(1) 

remedy for (1)(a) [use in commerce] - profits & injunction

remedy for (1)(b) [intent to use in commerce]- injunction only - unless intent 
to confuse shown

Section 32(2) -  Innocent infringers Bill of Rts.

(43(a)- for unregistered marks & false advertising- ways to stop infringement

I. SECONDARY CONFUSION
1. Post-sale Confusion: LOC by third person (other than the buyer)


(Really a "Commercial Morality" Unfair comp. Problem ?)

Mastercrafters Clock (2d. Cir. 1955)

P sought a declaratory judgment of LOC (P not design patent protected)

2D CIR.: The intent to copy gives rise to an inference of Secondary confusion and BOP shift (D must prove no LOC)  - it's an unfair competition 

(POLICY: NO!!  Absent design patent, lower-priced item allows poorer people a similar product)

2. "Subliminal, subconscious confusion" Controversial, but used (pretty bogus)


Koppers Co. v. Krupp-Koppers - reaching to find against the German company


Persons should NOT be restricted to purchasers - broader segment of public
II. REVERSE CONFUSION - Senior Party affected by Junior Party's reputation

Senior: small P;  Junior: big comp. defended

Senior user will worry that it looks like an infringer

Is the public harmed by reverse confusion? Yes

Also, e.g. if big comp.'s reputation goes bad, senior user is hurt.

Banff: Both Regular Confusion & Reverse Confusion can be claims at same time

Surnames
Before: "Sacred" Right to use surname exclusively

NOW: Balancing Test.  Also, cts try to accomodate both parties:

e.g. use first initial, disclaimer (useful?)

     EXCEPTION: If 1 party has sold its rights, then complete injunction given


Exception to the Exception:
Taylor Wine Co. v. Bully Hill

May use signature on label & advertising if it was accompanied by a 

disclaimer stating that he was not affliated w/the P's company

Designs & 43(a) - LOC

Is it a designation of source or merely ornamental?

Is T.D. protectable absent 2dary meaning if "inherently distinctive"?

Two Pesos
S.C.: If inherently distinctive, no 2dary meaning req. for protection

S.C.:What's "inherently distinctive"?  Not merely descriptive(not a good test)

Look at industry practice
Ouzo: #1 v. #12 - words marks are the number in ouzo, so confusion less

Tarkay: pattern applied to the front of the "product" (poster) - 

Is it even T.D. ? - source or product

Court: Inherently Distinctive - created distinctive visual impression, even though a primarily aesthetic product (More like Sears and Compco)

S.C. should have looked:

Is it trade dress (merely ornamental - or a source designation)????

Is it inherently distinctive?
The more you're dealing w/an aesthetic product, the less protectable it should be under TM - Bring it under copyright !!

You can register Trade Dress (45 - but rarely done

Issue Preclusion
Tonka Corp. (NJ Ct.)

cancelling proceeding - "Play-doh" v. "Fun-doh"

Fun-doh applies to register

Tonka opposed

Tonka won - registration was refused

Tonka sued for infringement

Fun-doh defense: "Play-doh = generic"

Tonka: Issue-Precluded (Collateral Estoppel) from Registration Proceeding

TM Registration Cancelling - to register a TM

Infringment - to use a TM

Registrability, then Infringment - Issue-Preclusion unlikely

Infringment, then Registration - Issue-Preclusion possible
D: P's mark was functional

(Functionality - T.D. - design or shape of package or good

Utilitarian - cheaper or better

Aesthetic - way the product looks (Appearance, not how it functions)

"If important to commercial appeal of product" (Pagliero) REJECTED

NOW: "Needed to compete"?

Rogers If your T.D. is so acceptable, it becomes generic ( you can lose from too much success!!

Ct:(14 - enumerates causes of action to cancel registration - functionality is NOT one  POLICY: P's owns registration, but mark is functional?   Stupid!! 

LIKELIHOOD OF CONFUSION
PTO: look/sound of TMs; proximity of goods

Cts.: Polaroid factors (+2 other factors if NOT in 2D CIR.)

TRADE DRESS
1. Is it primarily ornamental or source designation? or dual functioning?





(


similar to generic (e.g. design on T-shirt)


Ornamental + 2dary meaning ( De Facto 2dary meaning (no legal sign.)

2. If source designation,


Inherently distinctive (Two Pesos) or 2dary meaning? Tf, protectable.

3. Functional - Utilitarian/Aesthetic

4. Likelihood of Confusion


Including Secondary Confusion


Post-Sale Confusion


Reverse Confusion

​​​​​​​​​​​​​​​​​​​​​​​​​​​​​​__________________________________________________________________________

Section 43(a) - applies to FALSE ADVERTISING/REPRESENTATION (Lana Lobell)


show public deception through surveys

L'Aiglon:  (43(a) - not just TM, also P's dress

created fed. tort of false advertising - Must create a misrepresentation

NEW VERSION

1. "False or misleading designation of origin" marks unregistered/registered 

2. "Of fact" (not of opinion) - prevents political speech use

3. His or her or another person's goods

NOT COVERED: Omission about someone's else product



 comedy or satire (1st Am.)



 dilution or tarnishment (state only, remember)

If T.D. is slightly diff., but nothing distinctive & no 2dary meaning

- it's not material, so no harm

Coca-Cola v. Tropicana (2D CIR. 1982)

EXPLICITLY, literally false ( actionable per se
IMPLICITLY false (misleading, deceiving) ( you must prove consumer's understanding of the message - e.g. survey evidence

Scienter (intent) must be involved
NOT covered: (political speech; (statement of opinion, only fact;


(innocent disseminators (incl. media)

STANDING - (32(a) & (43(a)

"Person" = any comemrcial "Person"- trade associations sometimes have standing

Consumers do NOT have standing under (43(a)
No federal Dilution statute (only those states that give it)

No tarnishment or disparging claim-

To sustain claim, you must get the testing/research first
National Artists
New Act - has to be about goods/services (though not necessarily present -could be future)

Budweiser T-shirt - trade dress

Ornamental or source designation or dual functioning?

2dary meaning or Inherently distinctive?

Functional?

LOC-Confusion of source(made it)/sponsorship(did not make it, but did approve it)

Free Speech Issue - Parody based on intent of creator
Does a "performing style" create a rt. of action?

NOT under (43(a)  CA: yes - CL sound/style for advertising
Singing style is protectable in commercial - chills free speech

Use of (43(a) - artists, authors & performers

"MORAL RIGHTS" - Byrne Convention

1. Rt. of integrity- Rt. of creator not to have her work changed or destroyed 
w/o her permission

2. Rt. of attribution- Rt. to have name used w/your work when you want it to 
and not used when you don't 

Gilliam v. ABC (2D CIR.)

demonstrated rt. of integrity & attribution
Visual Artists Rts. Act
Covers Fine Arts only 

12/9/93

FIRST AMENDMENT
Coca-cola v. Gemini- "Coca-ine" on beach towel 

Ct.: 1st Am. was N/A where application was injurious to TM's owner

(D: intended to as a spoof - not to be taken at face value)

Ct.: TM = property right, incl. rt. to advertise
Tarnishment of TM;
Dilution

L.L. Bean v. Drake
Spoof of catalogue in magazine labelled spoof/parody "editorial"

Summary Judgment: Tarnishment, Dilution

2D CIR.: Parody Rts. conflict w/anti-dilution statute
TM NOT = Property rt.
Parody: communication of pt. of view - "non-commercial" use

Mutual of Omaha - T-shirts w/Mutant of Omaha

8th Cir.: afffirmed injunction

Mutual's TM = property
1. other ways to make statement since the parody was not of Mutual

- editorial of nuclear war

2. T-shirt is commercial product

Farmer's Almanac - No evidence of confusion ("New York" label on magazine)

New York Magazine - joke of thrift

P: argued prop. rt.- free ride on 2dary meaning 


Purpose of suit: To preserve licensing service

D: argued LOC or dilution


1. It was a joke!; 2. No LOC; even if LOC, no dilution

Ct.: where TM is used for "expressive" purposes, OK - even if joke is not clear

1st Am. v. TM balance - NY Mag.  wins

Factors:

(Part of product or whole product? 

(Actual confusion? Surveys
(Tarnishing use of the TM?

(Media - primarily commercial or expressive? 


Printed word get additional protection (L.L. Bean different than Gemini)?


T-shirt is commerical product (Mutual of Omaha)
(Alternatives?


other ways to make pt. since the parody was not of Mutual(Mutual of Omaha)

(Use for parody or to communicate a message 


For Parody more direct mention needed for intentional inital confusion 

(The D's own TM is used as well (as in T.D.)- less LOC (New York Magazine)

Individual values implied (like in "scandalous" = vulgar in TTAB)

Summary
I.

Covered the competitive conerns of TM:

types 

registration 

infringment

freedom of speech

TM exception to gen'l rt. to compete freely 

Different ideas of commercial morality

Pro-competitive & Pro-TM


Anti-TM competitive
protect as source designation


encourages false TM

quality





don't guarantee quality

rewards advert.




cause irrational purchasing

LOC avoided





lower prices w/( comp.

INFRINGMENT


1. CL tort of fraud & deceit


2. Property - trespass - dilution - only state law

TM owner and junior useer

Word Marks - coined, arbitrary, suggestive, merely descriptive, generic

"York" - surnames - only 2dary meaning

"Get the sensation!" slogan -  "

Generic terms - Primary understanding of public

NOT: genus or species, public's motivation, uniqueness

If generic, but acquires 2dary meaning- only "De Facto 2dy" - NOT PROTECTABLE

TRADE DRESS - packaging or product design


Mechanical functionality


Aesthetic       "



Depends on size/description of market

OWNERSHIP RTS.


Pre-1988 - Use needed (though, to file, only token use)


For CL purposes: use in commerce - any use, incl. in-state


Post-1988-token use no good;
ITU now OK


nationally  >
Constructive USE - from filing application


known

>
Constructive NOTICE - from registration 


ITU application - cannot be assigned except to sale of on-going business


Use Analogous to TM Use- not token, but not applied to goods (e.g. 

advertisng)


-cannot give you registration, but can give you CL priority over someone 
else


CONCURRENT USERS - Geographic scope 


Who was first?  Who was first where?


CL - 1st user in each Geog. area was 1st


Lanham Act- Rts. based on 1st to file ITU


Dawn Donut: Registrant cannot enforce rts. in an area it's not planning 
to go into


Inchoate right only useful if nat'l use planned


Where junior party is growing senior is stagnant, ct. looks at equity

ABANDONMENT


intention not to resume


uncontrolled licensing


assignments in-gross


improper policing

SECONDARY MEANING

2(e) - 2dy meaning cures 2(d)

Service marks: must be for real services, not just ancillary to sale of goods


Registration must say what services are

Goods-Place association? If not, geographic is just arbitrary

Surname

limited injunctions common- but rare if rts. have been sold: only info context

Certification marks cannot be used by owner himself

p.344-45

INCONTESTABILITY - (15

Defenses - (33

Incontestability - ability to use "conclusive evidence" of rts. 

If not filed, "prima facie"

You still need to LOC

Incontestable - does not automatically mean TM is "strong"

INFRINGMENT - POLAROID factor

(32(1) - registered marks only

(43(a) - registered or UNREGISTERED - misstatements in COMMERCIAL ads

2nd Cir.: Polaroid, then equity balance

FIRST AMENDMENT




