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Overview












( ( law – one form of property law, but mostly deals with intangible property (not 

objects) limited by time

( ( law – provides protection for expression of ideas in tangible form
( several approaches to ( law:

( personality or rights theory – emphasizes the natural right of an author to 

his/her work (e.g., alteration after publication); person’s moral right to reap the 

fruits of one’s labor; John Locke – the law should confer an exclusive property 

right in an author’s work & vindicate the natural right of individuals to control 

their works  – similar to authors’ moral rights (France); in US – ( law is an 

artificial form of scarcity; but the goal of fair compensation is vague

( public benefit theory – give the author as much as it takes to allow the author 

to continue on working but nothing more; popular in US esp. among economists 

– shouldn’t create monopolies; everything the author receives should be to 

promote the public good – but how to calculate that?

( just deserts theory – honor the economic rights by rewarding for doing smth. 

valuable; give as much benefit as the market can bear; a person is given a 

property right in her creation whose worth will ultimately be determined by the 

market; rationale – to promote the public welfare thru private market incentives; 

if the author cannot exclude others from her work – the result will be either non-

production or non-disclosure; ( law represents a trade-of between optimal 

creation of works & their optimal public use

( fair use exception – based on public benefit 

( these approaches push the law in diff. directions; the push is strong in favor of 

economic rights (just deserts)

History












( ( – not a big issue before the printing press; with the advent of the printing press and 

literacy – authors had to submit manuscripts to the crown and only then could publish

( printers agreed not to publish each other’s work – until the 17th century when 

censorship was ended ( wild competition

( The Statute of Anne (1710) – origins of US and British (; the first time when authors 

were recognized:

( original ( – 14 years; if alive – could renew for another 14 years; had to 

register w/ stationers’ co. & lease 9 copies

( protection against: copying w/o permission; members of public could sue for 

overcharged items (later withdrawn); protected only domestic owners in England

( Donaldson (1774) – protection expires w/ statute; no protection until published; before 

then – common-law ( (early US system)

( after the Revolution – 13 States w/ diff. ( laws; US Con. – see Sec. 8, clause 8 – gives 

Cong. authority to make a ( law to promote progress of science & arts

( 1790 – first ( statute – limited protection to US nationals & almost none to foreigners; 

protected only books, maps & charts

( the Federalist Papers – stated the goals of a public good, benefit to owners & 

uniformity; Jefferson – limited public benefit position; J. Breyer – compensate authors 

for the costs & incentice for the future but limited in duration

Other forms of IP










( patents vs. (

( works either (-table or patentable except in computer software – both

( patents protect things that are new & useful (designed for use) while ( 

protects ideas in tangible form (not necess. useful but used for communication)

( ( – long-term protection; need non-trivial variation; may be more than 1 

author of the same final product if one’s own work, not a duplication but 

protection only for one’s contribution; req. of originality – does not have to be 

innovative or unique – thinner type of protection

( patents – afford more protection; much closer to a genuine monopoly (only one 

person gets it) but short-term; more diff. to get; more restrictive on competition; 

tough standards of patents – not applicable to ( – would stifle creativity

( several criteria for patents (cf. w/ (’s 2 req’s):

( useful

( non-obvious

( work of invention or innovation


( trademarks vs. (


( acquisition of trademark – by using it for a long time; now can also get a 

trademark w/o using it – have to register + intent to use it; lost if failed to use it 

for a # of years



( trademarks were generally protected by state law but now are also covered by 



Lanham Act (federal)


( protects manufacturer of product from others pretending to be them and also 


protects the consumer who relies on the manufacturer as a sign of quality - can 


often get a trademark in things which you couldn't get a © on (titles, for ex.)


( trademark protection is only for certain purposes whereas © protection is for all 


purposes – i.e. trademarks aren't exclusive - protect only in settings where 


consumer confusion created or would be easy to mistake manuf., etc.


( person claiming trademark doesn't have to be author, etc. - just has to be one 


affected - see Frederick Warne case where Ct. said that the inquiry had to be 


whether the Peter Rabbit design had acquired secondary meaning, identifying 


Warne as the publisher of the books and if whether the D's use was likely therefore 


to create confusion


( Frederick – Lanham Act §43(a) – false advertisement provision (prevents 

others from attributing their products to producer’s product)

( law of unfair competition protects titles of ©-ted works against potentially confusing use by another – test is whether public would assume some connection between the works designated by the same name (or similar name) - titles may also be subject of trademark

(-ABLE SUBJECT MATTER








Basic Concepts












( §101 – definition of terms in §102; provides protection for literary works; pictorial, 

graphic & sculptural works; motion pictures & audiovisual works; sound recordings

( §102(b) – no protection to concepts, principles, ideas, discoveries, etc.

( no protection for systems – since system is knowledge & we do not want to 

stop progress; w/o form a system is useless; we want to foster competition & 

encourage advancement

( present statutory period – life + 50; EC – life + 70; after publication ( belongs to 

whoever received it from author


( §102 requires:

( fixed in tangible medium - what about live broadcasts? - if it's broadcast live and simultaneously recorded, then it's considered fixed and ©-able - also video games are ©-able although they were challenged for a while since they vary by player (however, Cts. found they were "fixed" on the circuit board)

( an expression that is the original work of the author -  not easy to define - 102(b) 

lists some things NOT ©-able - novelty not required - means only that the work 

was independently created by the author and that it possesses some minimal degree 

of creativity
( requirements: §102(a):  © is available for "original works of authorship fixed in any 

tangible medium of expression, now known or later developed from which they can be 

perceived, reproduced, or otherwise communicated, either directly or with the aid of a 

machine or device"; so 3 req’s – suffices to show that author refrained from copying & 

contributed more than a minimal amount of creativity:
( (1) writing – fixed in tangible form

( an unfixed work of authorship would still be subject to protection 

under State common law or statute but not under the fed. © Act

( reasons for the fixation req. – a good way to establish intent (people 

who make effort to mix work); fixed works can be easily disseminated 

to the public in the future – public benefit rationale

( fixation – “either directly or w/ the aid of a machine or a device”

( (2) authorship – work has to represent mental conceptions (can 

machines/computers have mental conceptions?) in tangible form

( (3) originality (standard rather low)

( Burrow-Giles (U.S. 1884) (O. Wilde case)

( does a photograph constitute a writing? USSC – yes – in tangible form 

+ work of unique authorship (lighting, pose, clothing) – enough 

rearrangement so that the basic reqs. (writing + authorship) are met


( "writing" is merely fixing a concept/idea in concrete form and 



( "author" – anyone embodying his concept/idea in a tangible form; 



to whom anything owes its origin
( Bleistein v. Donaldson (U.S. 1903) – work does not have to be imaginative, 

realistic depiction ok for mental conception; does not have to be a work of art 

(advertisement also protected by ()
( recent trend – ask for some degree of originality (Catalda, Feist)

( Catalda – req. of originality – smth. new like changing the medium; 

focus on the contribution – need “nontrivial alteration”; J. Frank – 

alteration has to be “substantial”; but cf. J. Douglas – the Con. requires 

originality



( split ( & physical object:




( purchaser gets the object; author retains the ( – Thorogood case – 

transfer of a physical object (demo tape) does not mean transfer of (



( not always; sometimes purchaser gets more than a copy – first sale 

doctrine – free to do anything w/ one’s copy except for making copies




( under common law – perpetual ( – when person gets the object – then 

also gets the (

( elements of a ( infringement claim:



( (1) ownership of a valid ©
( (2) copying of P's work by D (need not have been intentional (probative similarity permits an inference of copying)



( (3) D's work is substantially similar to P's
( if P makes the above showing, then it has made a prima facie showing and the burden shifts to the D to justify its conduct by application of a relevant statutory exception to © infringement



( remedies include injunctions, impoundment and destruction of copies, and 


damages

( Chapter 11 – deals w/ musical performances – infringer is anyone who records a live 

performance w/o performer’s permission (video/audio) – indefinite protection & does 

not matter whether the work is (-ted or published

( Magic Marketing (W.D. Pa 1986)– lack of the minimal degree of creativity necessary 

for ( (no originality) in phrases on an envelope w/ a black stripe (but cf. compilations – 

( ok); so no © for fragmentary words and phrases, forms of expression dictated solely by 

functional considerations, and cliched language and expressions communicating an idea 

which may only be conveyed in a more or less stereotyped manner

( Sebastian Int’l (D.N.J. 1987) – consumer product instructions – (-able but barely over 

the threshold of originality; generally, catch phrases, mottos, slogans, and short 

advertising expressions not ©-able

( Baker v. Selden (U.S. 1879) – blank form not protected by ( – can’t have ( in ideas 

or systems described in language & design – otherwise long-term protection to smth. 

w/in the realm of patents – but can ( one’s expression; no claim to ( when there’s a lot 

of conformity between the idea and the expression. So 3 possible explanations:



( (1) merger problem – degree of conformity between utility/communication – 



this is an expression, but one which can only be expressed in so few ways so as to 



not allow a © b/c to do so would effectively give a © in the underlying idea 



expression/concept merged (merger doctrine is only invoked by ( as a defense to 



© infringement)


( (2) borderline between utility/communication – ledger pages were useful 



objects (this distinction undermined by Maiser v. Stein which involved a lamp w/ a 



statue that held up the light, so that it was a useful object but the Ct. also said it 



could be ©-ted)
( (3) facts – not (-able; only their expression

( Bibbero Systems v. Colwell (9th Cir. 1990)



( Ct. treats the blank medical "superbills" as blank forms (useful objects theory)

( Ct.. says blank forms are useful objects and non-expressive and also merger problem exists - therefore not ©.


( Morrissey v. Proctor & Gamble (1st Cir. 1967)

( Ct. says was expression but that there are only a few ways to state such basic rules (merger theory), so gave it © protection - Ct. here automatically finds a merger and solves the problem as a matter of law (as if the solution were merely a Q of © law)

( Continental Casualty (2d Cir.) – merger problem is a matter of fact for the jury – 

allows individual judgment, but criticized for being expensive (lots of litigation) & 

vague (cf. Morrisey –  matter of law); notion of protection here is a "thin" ©: the © 

protects against only exact rendition of the precise wording

( Harcourt Brace – no merger problem; could have changed the design – but where to 

draw the line?

Compilations and Fact Works (§103)









( fine line between compilations and derivative works - usu. a compilation is just gathering 


together some previously ©-ed works whereas a derivative work involves some 


transformation or manipulation of a previous work


( © in these materials only extends to the new material contributed by the author, such as 


selection, arrangement, and coordination – must be independently created w/ a de minimis 


amount of creative, intellectual or aesthetic labor

( protection for collecting & putting together of materials that previously existed (e.g., 

antologies of poetry)

( does not apply to original works (e.g., public domain works) – makes the protection of 

databases a hot topic
( compilation cases are difficult to win b/c creative element (originality) in compilations is 

usually lacking, but can’t get a © in underlying facts.
( NBA case – state law is preempted by the fed. statute; but in the INS case the S.Ct. 

recognized the common-law doctrine of misappropriation of a newswire – possibly 

inconsistent w/ Feist
( 2 distinct views / sharp divide between the circuits – resolved by Feist:


( protection is afforded to compilation and organization; need to show selection 

and organization – but affords only thin protection esp. since can be easily 

transformed & then no infringement; but ignores efforts spent on research

( ”sweat of the brow” approach – people must be compensated for their labor; 

must show one’s own research or fair use


( Feist (U.S. 1991) (telephone book case) – reversed the 10th Cir. – no to “swear of the 

brow” approach:


( facts are not ©-able but can © compilations of facts but © has to be in something 

else besides the labor it took to compile the facts (no "sweat of the brow" theory -

effort not protected); need some originality (minimal degree of creativity)

( 3 elements to qualify as a ©-able compilation: (1) collection and assembly of preexisting facts, material, etc. (2) selection, coordination, and arrangement of those materials and (3) creation, by virtue of the particular selection, coordination, and arrangement, of an original work of authorship

( arguments for protection:




( P claimed ( in the act of gathering & assembling the info

( data are expensive to collect; infringers should put in their own effort

( the expressive element is usually the least important; add. issues – cost 

& competition

( arguments against protection:

( there’d be a greater burden on the 2nd comer; P had access – knew its 

subscribers

( compilations should be protected only if original; simple hard work – 

not a basis for ( protection; must meet the standard of originality; 

otherwise would allow ( in the underlying facts

( no ( protection for white pages organized in a traditional way

( ct’s approach – not the right kind of subject-matter & fails the 

originality requirement; also 1st Amend. concerns and “hot news” 

exception – ought to be protected (based on INS)

( Roth Greeting Cards (9th Cir. 1970) 

( P wins in postcard infringement case; how to distinguish from Feist? – does 

not rely on facts, a non-fictional compilation

( there's no originality bar to © here b/c these cards are not dictated in any way as 

are phone books - they are much more open ended - many ways to express - so can 

© (as long as you agree that can © the whole even though can't © all of parts) 

( Bellsouth (11th Cir. 1993)

( yellow pages case – require more organization (use of codes, business 

headings & graphical material)

( Ct says no © infringement b/c ( copied no original element of selection, coordination, or arrangement - no requisite originality
( while the acts of selection in this case were arguably more than those present in 

Feist, the Ct refuses to see them as sufficiently original to merit © protection – 

there were elements of merger doctrine here in that with the headings there is only 

a limited universe of proper headings to use
( CCC Info Services (2d Cir. 1994)



( D. input used car guide into a computer database; Ct: no merger problem & P’s 



work was sufficiently original & ©-able
( D argued that this is no different from Feist, because P merely compiled prices of used cars into a blue book (facts).  In addition, D transformed P’s data into electronic database (new medium) and added 2 new columns

( here the Ct. is bending © law to accommodate P’s economic concerns
( Mason v. Montgomery (5th Cir. 1992) – maps case – P won; ct. – lots of ways to express (merger inapplicable) & plot maps, not facts but original expressions – the ct. is perhaps sympathetic to the “sweat of the brow” rule; very high standard – need to do all the work – is it correct when even P copied those maps?


( West v. Mead Data


( P claimed ( in page #’s – ©-able (P won) – Lexis no good unless person can get 



official (West) cite from it - Ct probably concerned about economic health of West 



(fear that Lexis will supplant need for West's physical volumes)

( thus this case driven by economic concerns which can't really be reconciled with © law as seen through Feist (ct. bending © law to accommodate economic concerns)
( now – legislature to protect computer databases – 25 yrs. + fair use or license but could 

be counter-productive for research & science; EU – database protection directive; should 

we treat databases differently? smth. special about info. products – easy to take 

advantage w/o much investment – but doesn’t this revive the “sweat of the brow” rule? 

do we need more protection? perhaps yes – they’re easy to copy & no need for big capital 

investment to start making $$ on someone else’s work (economic argument)
Factual Narratives











( Nash v. CBS (7th Cir. 1990) (Dillinger story)

( Ct. says CBS only used his analysis of history and not his expression - key is that © will only protect the expression and not the underlying ideas, esp. here where it's a historical work which Ct. will take extra measures to not insulate from others who want to continue to build on such materials

( Cts have often said that "explanatory hypotheses", despite the selection, coordination, and arrangement of facts from a potentially unlimited # of such historical facts, are just as much in the public domain as are "documented facts" - perhaps reason is to spur others to examine these hypotheses and write on them in search for a greater truth

( generally, in works of history and biography, cts have only given the thinnest of © (in only the particular ordering and choice of the words themselves) – in one is allowed to © such research, then everyone’d have to start from zero (inefficient)
( no protection to fact patterns; but is it possible to see a fact pattern not as a fact 

but as a form of expression?

Derivative Works










( §103 – provides protection to compilations & derivative works
( in a derivative work – ( but only in the original part (original expression) – §103(b) 

( there may be 2 ( interests – writer & movie-maker 

( so – 2 sets of issues – underlying ( and derivative (

( cases where derivative works were made from ©ed works in public domain & claimed © 


protection for such derivative works.

( so 4 approaches to ( in derivative works are possible:

( (1) de minimis – any distinguishable variation – difference in more than a 

minimal way (dissent in Baltin) – low threshold; “thin” ( for additions

( (2) artistic skill & talent standard – may be diff. or same as long as took a lot 

of skill – likely to be majority’s view in Baltin


( Alva – can have a ( even if the work is the same as original as long as 

it took some skill to reproduce it; the “skill rule” (e.g., in reducing & 

changing the medium – suff.?)

( (3) significant difference (non-trivial) – moderate view


( reason for higher standard: giving a © to a derivative work (esp. if it is a 
close copy of the original) is like giving the copier a © in the original work 
b/c any others who want to do a derivative work from the original, even if





use the original as a model, will be close to the first copy and thus infringe 


his © if we give him one! - this is why we generally want a higher std. for 


derivative works so that we're giving the person a © in something that is 


truly identifiable as his which deserves protection from others copying his 


changes – hold-up problem


( L. Baltin v. Snyder (2d Cir. 1976)

( P is prevented from importing his plastic Uncle Sam toys 

& tries to invalidate D’s (; standard – a suff. distinguishable 

variation; dissent – any difference is suff.; majority – no, 

variations were trivial & insuff. original to support a ©

( easier if look at this as an anticompetition case - taking a public 

domain work, making small changes to it, and then trying to 

monopolize it - Ct. won't let this inequitable result happen
( (4) sufficiently gross difference – greatly different; even original w/ an 

element of novelty

( Gracen case (Dorothy in Oz from movie stills) – case by J. Posner – 

P has no ( in her work – no suff. gross difference; problem of a hold-up 

by one derivative author (even though D admitted he copied) - very high 

threshold; but the 2d Cir. would instead apply the “skill rule” from Alva 

( Eden Toys – problem – similarities between derivative works – often 

the result of the same source of inspiration ( potential problem of hold-

up by one of the derivative authors (see Gracen); J. Posner is concerned 

about expensive & counter-productive disputes, derivative author’s 

power – similar to merger ( then should require a lot of originality
( is it an appropriate role for ( law? ZIMM – these cases are an embarassment

Pictorial, Graphic & Sculptural Works







( Mazer v. Stein – changed the law – a work of art (statute) does not lose its ( protection 

due to its utilitarian role; © in their form but not their mechanical or utilitarian aspects


( Mazer – reaction to the longstanding dissatisfaction with the protection of designs 


afforded by patents (qualifications were inappropriate – had to be novel and non-obvious, 


judicial hostility, too expensive, and took too long to get)
( 1976 Act – §101 incorporates the Mazer rule – (-able as long as form (design 

features) can be separated from the utilitarian function; applies to 2-D and 3-D works of 

fine, graphic, and applied art, photographs, prints, and art reproductions, maps, globes, 

charts, diagrams, models, and technical drawings, incl. architectural plans
( there’s a great deal of resistance to protection outside the ornamentation area; ZIMM – 

Amer. ( law reflects important social choices w/ important ramifications in designer 

cases

( costumes – useful; but masks – expression (in their portrayal & appearance) – 

Masquerade Novelty (3d Cir. 1990)

( Kieselstein (2d Cir. 1980)

( belt buckles; the (conceptual) “separatability” test – §101 – list of protected 

objects – must be identifiable & separate from the utilitarian aspects of the work 

& may exist on its own (Mazer rule); important concern – avoiding the merger 

problem – don’t want to give ( in buckles 

( J. Weinstein – dissent – add-on decoration test – if can physically separate & 

can conceptually stand on their own – then applied ornaments should be 

protected by ( – but may not be suff.

( Carol Barnhart (2d Cir. 1985) – problem of giving protection in mannequins – also the 

merger problem; yet here more than a mere utilitarian purpose – muscles, etc. – but here 

the design of the forms was dictated by their function as mannequins while in Kieselstein 

the sculpture on the buckles was not dictated by functional considerations; dissent – the 

article must stimulate in the mind of the beholder a concept which is entirely separable 

from the utilitarian functions
( Brandir (2d Cir. 1987) – if artistic expression uninhibited by functional considerations 

– deserves protection; need to look for the predominant reason for design (design vs. 

functionality)

( conceptual separability has developed into a form vs. function test – possible choices for 


cts. in shaping doctrine:


( (1) decide by aesthetics - no one wants this - too subjective



( (2) any functionality in design = no © (Brandir) - easier - no aesthetic judgments



( (3) only physically/conceptually separable "applied decoration" gets © 



(J. Weinstein) - easier


( (4) Kieselstein - conceptual separability must mean something more than mere 


applied ornamentation (getting close to aesthetics & subjectivity)

( goal – to provide protection to the aesthetic features of an object w/o unduly extending the monopoly to its functional or mechanical devices

( tension here – we want some protection for this type of artistry but we also don't want 


extremely long periods (that of ©) during which no one can compete and further develop 


the functions that are intertwined with the artistic form

Architectural Works










( 1988 – US signed the Berne Conv. – including protection for architectural works 

( Demetriades v. Kaufmann – pre-Berne case; P wanted damages & destruction of the 

work; ( protection – unlikely for the whole house if rebuilt but possibly for some 

decorative elements; © protection extends only to the plans but not the use of ©-ed plans 

(the construction of the house) – so could take pictures & use them in construction; yet 

copying drawings of plans – infringement

( §102(8) & §120 – extended ( protection; not all architects are happy about the 

changes; protection for overall form and allocation of space – both internal & external, 

but not for standard or functional features; exclusive rights in such works may be limited 

by local landmark or zoning regulations; new provisions:

( new plans & buildings (built on or after 12/1/90) – protected

( pre-1990 if published – no protection

( pre-1990 if unpublished – protected if completed by 2002

( duration – life+50 or 100/75 (if author owns the ©)
( §120 – scope of rights – can take photos & paintings but not a 3-dim. model; 

building’s owner can make modifications, destroy the building w/o permission from © 

owner; but protects against 3-dim. representations (scale models, etc.)

( protection extended to “diagrams, models, and technical drawings, including 

architectural plans”; the design of a work of architecture is a “writing”

(  one argument – architectural works are deliberately not encompassed as pictorial, 

graphic, or sculptural works – so the separability test is inapplicable

( method of analysis:


( (1) examine the work to determine whether there are original design elements 

present including overall shape and interior architecture

( (2) examine whether the design elements are functionally required

( §113 – w/ regard to (-ted elements that are modified/torn down

Characters











( ( protection varies; sequences of events – not protected; possible plot-line 

infringement

( ©-ability of characters - important b/c there's a lot of $$$ attached to characters

( 2 tests here:



( characters should constitute the story (Warner Bros. test)



( sufficiency of delineation (Hand test from Nichols)


( Nichols (2d Cir. 1930) (literary characters) – the Hand test – character can be protected 


if sufficiently delineated (i.e. if the character is specifically developed enough to be 


immediately recognizable - would not give protection to more generalized sets of traits)
( Warner Bros. v. CBS (9th Cir. 1954)

( Sam Spade case – 9th Cir. skeptical that need to define characters – they are 

embedded in a story; J. Hand’s view – characters must be suff. distinct 

( 9th Cir. says it's possible to © characters in "theory" b/c the character may not simply be a vehicle for telling the story, but may be the story itself (© holding)

( Ct. refuses to infer that characters are automatically conveyed with the conveyance of a story absent some explicit delineation in the contract (Ct wants to see evidence of intent to convey rights to character in the contract) 

( to hold for Warners would be to freeze out the original author from using the character in later works and Ct does not want to do this
( 9th Cir. – too focused on authors & protecting their interests, yet characters 

often get recycled; also important to leave things in the pub. domain for the 

public to enjoy 

( Anderson v. Stallone (9th Cir. 1989) – Rocky image – (-table:

( Ct decides that the story line written by P was not violated as a matter of © b/c the similarity involved resulted from independent creation

( Ct also says the original characters were ©-ed - thus any use of them by P is un©able since it would be an infringement of Stallone's © to create a derivative work, thus voiding any claim of P's

( here – image tied to a particular actor; not simply the appearance but a set of 

characteristics/traits

( this case suggests we now have a valid © in characters
( Walt Disney v. Air Pirates (1978); Detective Comics (2d Cir. 1940) – same w/ regard 

to cartoons – (-table
( if characters protected – what goal? may restrict the # of works – cost to the society; 

should trademark & unfair competition step in?

Government Works










( gov't works - © not available for any work of the U.S. Gov't but the gov't not precluded 

from receiving and holding © transferred to it by assignment, etc. – work of gov't = work 

prepared by an officer or employee of the gov't as part of that person's official duties
OWNERSHIP











Initial Ownership










( 1909 Act – no ( until publication, but ( vested in the owner/proprietor at the 

time of publication

( 1976 Act – displaces common law ( – it’s  ( as soon as fixed in tangible form; vests 

in the author (who puts the idea in a fixed expression)

( author – no clear definition – originator of expression, creator? who has the idea 

+ a particular mode of expression?

( Adrien v. Southern Ocean (3d Cir. 1991)

( map dispute – printer’s work – mechanical transformation | (but was it at all 

mechanical – she’s still an artist)



( this Ct (and today's dominant view) prefers intellectual/creative to the 



muscular/skillful contribution to creation 
( need to strive to reward the creative person; maybe recognize multiple authors 

w/ joint ( rather than decide who the author is or work for hire defense -- but 

this is not how Adrien was framed

“Works for Hire” -- §201(b)









( another solution – “work for hire” doctrine – §201(b) – author is the party at whose 

discretion the work is done – unless the parties agree otherwise in a signed document
( did not come into law until 1909

( early cases – encyclopedias since otherwise would have numerous (
( S. Ct. – whether it was “work for hire” – issue of supervision & control over the 

process; look at the rules of agency – employer/employee status 

( an attractive escape route for cases like Adrien to avoid the issue of authorship
( 2 competing views – (1) economic rationale – need to protect investors (works for 

hire); (2) want to leave property right w/ the author (joint works)

(1976 Act – reshaped the doctrine:

( §101(a)(1) – a work prepared by an employee within the scope of his employment OR
( §101(a)(2) – specific kinds of works considered as “work for hire”; only works 

specially ordered or commissioned for use such as – part of a collective work,

 
movie, translation, supplementary work, compilation, instructional text, test, 

answer material for a test, or an atlas



( IF the parties expressly agree in a written instrument signed by them that the 



work shall be considered a work made for hire; §101(2) – requires a written 



agreement – a cut-back provision on the “work for hire” – need to give it away 



in writing; so that one possibility is that Cong. wanted to insure that in some 



specific contexts work for hire only if consented to in writing

( one definition of employer – control & direction, active supervision – that’s 

what Cong. had in mind


( CCNV v. Reid – S.Ct. rejects the “creative employer” notion; §101(a) did not apply – 

sculpture not one of the categories; so employer/employee distinction – general common 

law factors of agency; S.Ct. emphasized the issue of certainty of who owns ( – Cong’s 

interest & intent in certainty & clarification | but perhaps the worst possible outcome – 

these factors introduce uncertainty & decisions after CCNV – all over the map 

( after CCNV – 2d Cir. – need to look at benefits & taxes – not a clear standard; 

employers are likely to adopt a rule of thumb – when in doubt insist on an assignment of 

( from the prospective employee

( add. problem – before the 1976 Act there was an exception for journalists & 

academics – “teacher exception” – owners of (, but no explicit recognition in the Act – 

drafting error?
Joint Authorship










( in CCNV – work determined to be joint authorship – could be a way out in 

situations w/ multiple contributions
( joint authorship under the 1909 & 1976 Acts:


( pre-1976 works – 1909 Act applies


( §101 in 1976 – definition of joint authors – a work prepared by 2+ authors with 



the intention that their contributions be merged into inseparable or interdependent 



parts of a unitary whole – but the 1909 Act did not define joint authorship – so 



case law tried to define it

( analogous to co-tenancy – same rights; both & other persons can use the 

property; both can license but exclusive licenses – only if license together; 

profits must be shared – classic co-tenancy law; parties must work well together

( but in IP – may be inconvenient – can partition property but not IP 

rights; need express agreements or cooperative spirit; otherwise – 

problems as in CCNV (CCNV still retained exclusive physical possession)

( 12th Street – original music + later lyrics – joint authorship even though 

composer did not intend to have lyrics – otherwise would have ( in diff. 

parts of the work esp. w/ regard to ( renewal – too complicated

( Childress (2d Cir. 1991)

( script case/ 2 playwrights – ct. looks at the intent of the parties; (1) need 

mutual intent – use objective evidence – actions of the parties to establish that 

the authors in Q intended to be joint authors and to share the © (and not the intent 

to combine works into a final product) & (2) the degree of contribution necessary 

for joint authorship that each person has to contribute something that is 

independently ©-able – fails here on both counts

( ct. actually requires showing of subjective intent of the parties – intent that 

their work will be merged as “inseparable or interdependent parts of a unitary 

whole” (parties need to be clear about the status of their relationship) – but may 

be diff. from the customary practice; there are also issues of fairness & abuse 

under this rule – may ignore the rights of those who came up w/ the original idea

( Ct is concerned that editors and research assts. will add little and be able to rob some © from true authors - Ct also points out a preference for saving © law for true authors and requiring other contributors to rely on K law for protection of their < ©-able contributions
Transfers of Rights










( 1909 Act – could give out certain rights as licenses but only one owned ( which was 

indivisible

( after 1976 Act – ( has lots of diff. sticks in the bundle of property rights – 

anyone who has such exclusive rights owns a ( (doesn’t include nonexcl. licenses)

( §201(d) – © can be transferred by any conveyance, by operation of law, by will, or by 

intestate succession
( §204 – assignment is in writing; have to record it w/ the ( office – any transfer 

of exclusive rights – this will establish the priority of rightholders (he who records first is 

thus first in priority) - if you fail to record, then you have no action against a good faith 

purchaser of the same rts. (even though supposedly excl.) – recordation = constructive 

notice of © transfer
( 1909 Act – transfer of ( only; must record after transfer since otherwise ( may 

not be valid; the first to enter a record – given priority; 

( licensing agreements – need to be careful about the effect of later technological 

changes on the grant of rights – lots of disputes here (see, e.g., Maytime)

( royalty agreements – §501(b) – rights of beneficial owners; most agree that this 

is a very narrow category – merely protection of the ongoing stream of property


( Effects Assoc. v. Cohen (9th Cir. 1990)

( Ct. says should've agreed in writing and therefore only transferred nonexcl. license which means no © remedy - only remedy is possible breach of K



( formalities thus only apply to excl. rights - can orally transfer nonexcl. license
Duration, Renewal & Termination of Transfers




Duration & Renewal










( 1976 Act – life+50 yrs. but debates in Cong. whether to extend to 70 yrs.

( history of duration periods: (14+4); (28+28); (life+50); (life+70?)

( arguments for/against longer protection:

( direction of the law – longer protection so that the authors could reap the 

benefits but unclear whether this incentive structure is needed

( J. Breyer – argues that it is unnecessary to have such safeguards – econ. 

benefit is often captured in the first 2-5 yrs. – average duration

( but perhaps should not stop protecting long-term sellers & works capable of revival – issues of fairness; longer than life – authors also labor for their families; but not clear ( that authors will create more for people they may not even know & ( is not always in the author’s descendants

( but in many cases authors sell their ( – so not a satisfactory explanation

( many corps. push for longer protection – e.g., Disney

( a lot of int’l pressure -- many countries have gone to life+70 and some fear conflicts of trade, etc.  -- however, is uniformity that important and necessary compared to how much material we are removing from the public domain for so long? (probably not)

( many argue that problems from monopoly represented by © outweigh the relatively little benefit provided by the extra 50 (let alone 70) yrs.
( 2 devices to solve this problem – renewal and termination of transfers – 

statutory devices, a 2nd crack at recapturing add. profits; has a lot to do w/ 

predictions as to the expected value of the work – puts the author in a 

position to resell his/her work

( 1909 Act – applies up to 1/1/78 – ask was it (-ted? was it renewd 28 yrs. later?

( 1976 Act:

( if work created in 1978 – then life + 50 yrs. unless work for hire – 75 yrs. from 

publication or 100 yrs. from creation; also applies to anonymous or 

pseudonomous works – have to determine whether the work was published

( §302 – duration of ( after 1/1/78; §302(e) – presumption that 100 yrs. after 

creation / 75 yrs. after publication & ( Office has no records --> work in the public domain; even if not – one’s use of the work will be protected

( Cong. tried to revive works in the public domain; under NAFTA, GATT, 

TRIPS – revive ( which in works still protected in home countries but not in US

( §104(a) – people could register their intent to revive & after notice ( comes 

into full force (e.g., CA district ct. decided to revive ( in Escher’s works in US); 

then users must pay a fee – but possibly a problem w/ the takings clause – 

constitutes a taking of a property interest?


( purpose of renewal was to allow author to renegotiate deals and thus recapture the value 


of a work which may have been undervalued in its original deal + Cong. wanted to give the 


descendents of the author these benefits if the author was dead + acted as a housecleaning 
mechanism which swept low-value works into the public domain - thus the renewal period 
was seen as a "new estate" and not just a continuation of the earlier period


( an author could alienate this right (the renewal period) (see Fred Fisher Music case) but 


it would only pass to the assignee if the author was alive to make the renewal and did 


indeed make the renewal - if the author is dead, then the rights go to the spouse, children, 


legatees, and heirs in that order regardless of intent of author – see §304(a);  today, with 


auto renewal, the rights vest in the assignee upon renewal if the author is alive and makes a 


voluntary renewal (manual) but they vest in the assignee only if the author remains alive 


through the end of the first © period if the © is merely automatically renewed


( 2 problems with renewal system:



( entire © would lapse if formality not followed in 28th yr.


( author's rights were defeated by free alienability of renewal right

( 3 special situations: works for hire, corp. ©, and posthumous works:


( in these cases, person entitled to renew is one who owns © when it comes up for 


renewal (rather than the author which is the case where author is a known, live 


person)
- this can be key b/c if wrong person files for renewal then renewal invalid 


and © lapses

( def'n of "posthumous" remains unclear - used to be if work published after 


author's death but Bartok case (which is still good law) said that that's not 


necessarily true, at least where the piece was performed publicly before the 


author's death, the K for publication was signed before author's death, etc.)



( the Uruguay Round Agreement, which will apparently become effective as of 


1/1/96 and which is a result of Nafta and Gatt treaties, will revive U.S. © in any 



work that didn't retain its U.S. © b/c of U.S. formalities (will be returned to 



protection for as long as it would have been protected had renewal been obtained) 



(see Sec. 104(a)) - presents interesting Const'l Q concerning whether this will 



constitute an unCon. taking re: exploiters of public domain works



( is a notice of renewal = renewal? Cts have split, some saying notice = renewal 



and some saying that author had to live through first term - 1992 Amendment 



solves (prospectively only) with auto. renewal

Duration & Renewal: Derivative Works








( how does author's renewal of © in original, underlying work affect rights of those who 


have © in the derivative work?


( one view -- Rohauer -- making a derivative work extinguishes the underlying ©, so that 


further use of the derivative work in the second term of the underlying © needs no 


permission (but see Abend -- US S.Ct.) 
( if original authors dies, derivative author has to bargain w/ heirs (Stewart v. 

Abend); but danger that a derivative work may go out of circulation; 2d Cir. (J. 

Friendly) – makes no sense to take the work out of circulation; 1990 S.Ct. – 

renewal rights trump the rights to a derivative work


( what if derivative work is significantly more popular and better than the underlying work 


(i.e. the derivative work creator added A LOT)? - doesn't matter, they're frozen out if they 


don't get the renewal rights in the underlying work - in these cases, the result very harsh - 
( Cong. in 1992 changed the law to allow derivative works to be exploited during the 


renewal term if the underlying © owner fails to actively file notice of intent to renew (i.e. if 


only auto. renewal takes place) (doesn't extend to creation of additional derivative works); 
to sell rights – must affirmatively renew 

Termination of Transfers









( 2 sets of things that can be terminated – under the 1976 Act – life+50 yrs. (see 

§203); 1909 Act – 28+47 yrs. (see §304)

( need to allow the author/successors to terminate their rights – come back & 

trump the K; author’s successors can terminate a license or conveyance; but one 

cannot sell the right to terminate in advance (inalienable)


( who can terminate -- if joint authors, must be majority of granting authors (§203) 


(same for §304(c)?) - if author dead, then his share can be voted by his surviving 


spouse, children, and grandchildren with rule being majority action by per stirpes principles
( reqs. for termination – must give notice & file it w/ the ( office – must be given 

2-10 yrs. in advance; there’s a 5-yr. period when termination can occur – at the 

end of 23 yrs. (1909) & at the end of 35 yrs. (1976) – notice must coincide w/ the 

window


( termination of derivative works -- applies only to derivative rights not yet exercised - i.e. 
no termination is effective as to existing derivative works (only to rights not yet exercised, 


i.e. rights to make further derivatives) - HOWEVER, parties can limit the use of derivative 


works by setting limits in the granting K + © owner can still terminate your exclusive grant 


and make another grant (i.e. you can still use your work but now may have competition)

( §203 applies to grants made by the author only - also there is no term. as to dispositions 
made by will (so the length of © passed on by will is 50 yrs. for © under the 1976 Act)


( in case of joint authors under §203, need majority of those who made grant to term. and 


then term is effective as to all (i.e. maj. decision binds all) ** to make an exclusive grant 


requires all but to term. it only requires a majority **


( if an author is dead, his share is divided as follows: 100% to spouse if surviving and there 


are no surviving children or grandchildren, otherwise spouse gets 50% and other 50% 


divided equally among children - if one of the children is dead, then that child's share is 


divided equally among the dead child's children (author's grandchildren)


( each interest must be voted by a majority - spouse has an interest, each child has its own 


interest (whatever the %) but grandchildren don't have their own interest, they all combine 


to vote the one interest which is their dead parent's - there are no further successors past 


grandchildren - i.e. if there are two grandchildren splitting their parent's interest, then they 


must both vote to term. b/c each interest must be voted by a majority (i.e. the parent's share 


is one interest which must be voted by a majority of the grandchildren)


( siblings have no interests

( §304(c) is different - each vote is effective as to their own share - can lead to crazy results 
- for ex. A,B, & C grant to D and then later A & B vote to term. but C says no - then the 


grant is term. as to A & B's interests but not to C and the © is thus owned by A, B, and D - 


also as to successors terminating, only need maj. of successors if grant made by author 


BUT if successors were ones who renewed/granted then need ALL of them 

FORMALITIES










( Pre-1976 (1909 Act) – 3 requirements:
( (1) notice (§10 – explicit about such req’s; the only person w/ ( is whose name 

appears in the notice – otherwise lapses & goes into the public domain)

( (2) registration
( (3) deposit

( very strict requirements; otherwise no statutory protection

( definition of “publication” – very unclear, no bright-line rule; a lot of cases trying to 

strike this balance of interests since no definition



( public performance -- usually not publication
( Creative House (9th Cir. 1991) -- Oscar case – no notice on the original Oscar, 

an unrestricted transfer (no condition on further use); used it to promote the film 

industry; a lot of 2-dim. copies made & published in ads; but no publication 

since distributed to a select group of people – limited publication – 2 reqs.: 1). 

limited purpose -- to honor distinguished persons; 2). select group

 ( adherence to formalities under the 1909 Act – resulted in a large # of works left w/o 

statutory protection but protected by common-law (
( Cts. have attempted to help © owners by using a dual standard: demanding a more 

convincing showing of extensive and unrestricted distribution for LOSS of © (divestiture) 

than would be required of an author who has given notice and is attempting to SECURE © 

in his work

( performances & phonographs – did not fall under the 1909 Act – possible exploitation 

w/o infringement

( 1976 Act
( intermediate position; not as strict; has certain catch-up provisions

( 1988 – Berne Convention – U.S. had to change its formalities law; as of March 1, 1989 

– new statute

( attempts to solve problems w/ the 1909 Act:

( eliminates common-law (
( statutory ( attacks at succession

( “publication” defined to exclude certain forms of distribution

( but did not completely eliminate formalities – must > may – can cure formal 

deficiencies in 5 years


( notice (1978 to March 1989)


( retains the incentive to follow formalities – “innocent infringer” defense 


§504(c)(2) – no liability until actual notice of registration; not req’d to go & look 


for it; can be awarded statutory damages only


( §406(a) – error in name (name in ( not true ( owner’s name); §406(b) – error 


in date; §406(c) – omission of name and/or date; if incorrect ( notice – then 


infringer is on constructive notice – has to go & look up for the registration


( Hasbro Bradley (2d Cir. 1985) – even an intentional omission can be cured

( why is notice important – to know who the ( holder is; doubtful in some cases 


– e.g., no notice of original author in derivative works; so notice fails in some 


contexts; maybe only for purposes of registration



( §402 allowed for a different symbol for phonorecords (P inside of a circle) - this 



continued the distinction b/t a © in the sound recording and the underlying music, 



etc. which was recorded



( §404 makes an exception to the general rule of notice on each individual item - 



in the case of a collective work, notice is satisfied by EITHER an individual © on 



each individual part of the collection OR one © on the collection as a whole 



(however, there is an innocent infringer defense in Sec. 406(a) for anyone who 



mistakenly deals with the wrong party b/c of the confusion regarding the name of 



the proper © owner as a result of this exception)



( §405(a) - omission of notice doesn't invalidate © if 

( (1) notice was only omitted from a relatively small # of copies (no clear 


answer as to what will fall under this provision so it's always best to 


register and try to add notice by (2) below) OR


( (2) registration is made before or within 5 years after publication AND 
reasonable effort is made to add notice (if it's impossible to add notice then 


most cts will waive this part of the requirement) OR

( (3) notice was omitted in violation of an express requirement in writing 


that the © owner required printing of notice as a requirement of 


transferring the public. rights (encourages authors to K with publisher to 


include notice so they are protected if publisher errs in omitting notice)


( §405(b) - any person who innocently infringes a ©, in reliance upon a copy 
without notice, incurs no liability for actual or statutory damages for any infringing 
acts committed before receiving actual notice that registration for the work has 
been made, if such person proves that he was misled by the omission



( §406:



( (a) - validity and ownership of © not affected by error in name in the 



notice on copies - however, if there is an error in the name in the notice, 


any innocent infringer has a complete defense to any infringement action 


if such person proves that he was misled by the notice and began the 


undertaking in good faith under a purported license from the person named 

in the notice, UNLESS before the undertaking was begun (1) registration 


for the work had been made in the name of the owner of the © OR (2) a 


document executed by the person named in the notice and showing the 


ownership of the © had been recorded (thus the infringer is put on 



constructive notice 



( (b) if year in notice is earlier than public. date, then all periods will be 


computed from the date in the notice - if the year in the notice is > 1 yr. 


later than public., then the work is considered to have been published 


without any notice and Sec. 405 curing provisions govern




( (c) complete omission of name / date is covered by curing provs of §405 
( registration (§411):

( when work is published, need to register it w/ the ( office w/in 3 months – 

maybe defensible as a tracking device – central location for conducting research

( cannot sue for ( infringement until registered; if the D infringed first w/o 

registration – will lose statutory damages & attys. fees

( if claim under the Berne Conv. – need not register but no statutory damages or 

attys. Fees


( so currently, registration is voluntary but there are powerful incentives to register 


and limitations for those who don't
( deposit (§412):

( submit copy of the work to the Lib. Of Cong. – used to be very strict, but 

penalties still remain (see §§407-8)

( some authors are exempt from this req. for security reasons – 2 diff. situations 

– 1). standardized tests – argued that should not have to deposit – under §407 

Libr. has discretion; 2). computer software designers – asked the ( office to 

relieve them of this req. – allowed to deposit only a certain # of pages

( why have the deposit req. – allows Cong. to retain all published works; how 

can one claim ( in smth. which is not disclosed to the public? would be very 

diff. to know whether you’re infringing someone else’s (
( 1989 statute (pursuant to the Berne Conv.)
( notice and other req’s dropped – can no longer draw assumptions from lack of notice


( there are still incentives to notice – giving notice now dispels any defense based on 


innocent infringement


( notice is still usually given out of habit and the possibility of increased deterrence + 


registration usually still done b/c of litigation incentives (it's a pre-requisite to infringement 


actions involving U.S. works)
The Right to Make Copies









( §106 – basic exclusive rights of a ( holder (4&5 apply only to certain specified works):


( (1) the right of reproduction


( (2) the right to create derivative works


( (3) the exclusive right to distribute the work


( (4) the right to perform the work publicly


( (5) the right of display

( §106(a) – works of visual art only -- provision for moral rights:

( one add. right of attribution and integrity
( there’s a move towards limiting injunction in ( law – as in the 1st Amend. 

( 2 diff. situations: 1). embedding pieces of the original work in the new work; 2). problem of non-literal copying – reusing the material in a very similar form – e.g., movie based on a book or copies by translation -- infringement since 1870 -- “comprehensive nonliterary similarity”
( Arnstein v. Porter (2d Cir. 1946) – method of analysis:


( (1) need to establish a valid ( -- registration may establish prima facie case of valid (

( (2) evidence of copying (including circumstantial evidence) -- unless D admits:

( access – P must show that D had a reasonable opp. to view/copy the work; the 

evidence must be suff. for the trier of fact to infer a reasonable probability of 

access; a mere possibility of access (based on conjecture or speculation) – 

insuff.; but access may be inferred from the work’s widespread popularity 

(Bright Tunes)

AND / OR

( similarity – need to show a subst. amount of similarity so that mere 

coincidence is not likely – then a summ. j. for P may be ok; the stronger the 

similarity – the easier it is to prove copying & may not need to show access; if 

no similarity -- then does not matter that D had access

( ordinary observer test – J. Hand in Peter Pan Fabrics – if an ordinary 

observer is overwhelmed by similarities – there’s an infringement; 
where a design contains both protectable & unprotected elements -- the 
observer should ignore those aspects of the work that are unprotectable 
in making the comparison -- Laureyssens (2d Cir. 1992); see also ETS 

case (3d Cir. 1986) -- copying & subst. similarity ok but comes very 

close to giving ( in an idea

( but merger problem – exception – no infringement – Herbert 

Rosenthal – so strong circumstantial evidence of copying is not 

dispositive when both works were lifelike representations of a common 

object (a bee) – the idea & expression are mixed; can’t have monopoly; 

see also Banana Republic (animal heads) – no infringement b/c of 

idea/expression merger

( (3) copying must be illicit – an illegal appropriation – similar  to (2):



( test – was there a subst. similarity to the (-ted expression? are there signif. 

similarities between the infringed work & the infringing work?



( should be analyzed from the perspective of the audience that was intended by 



the author to constitute the commercial market; “ordinary observer test” should 



be displaced only when the intended audience has specialized experise (Dawson 



-- 4th Cir. 1990); ultimate test – whether the infringing work would have the 

same appeal to the relevant audience for the works



( evidence of copying – expert testimony is highly controversial; in favor – J. 


Frank in Arnstein; J. Learned Hand in Nichols – rarely if ever; but in computer 


software cases – may be necessary; but will juries overvalue expert testimony? 


but also concern that w/o expert testimony juries will see things out of 


proportion



( in cases of factual works no ( in the facts; the similarity must go to expression



( illicit copying = infringement; one view – appropriation of P’s just profits; 


another – displacement of the work’s intended audience; but may also need to 



protect the essence of the work – its “look & feel”

( literary works & works of art -- standards for judging substantial similarity:

( overarching theme standard / abstraction test (J. Hand in Nichols): 

( pull out similarities & see at what level of generality they occur; 

if very specific – then more like expression; general – ideas; overarching 

themes -- not (-able since ideas, not expression; similar to the 

compilation theory

( a concept of concentric circles from idea to expression – an ad 

hoc inquiry (“I know it when I see it”) – but where to draw the line?



( compilation/sequencing test – J. Hand in Sheldon – lots of similarities 

& differences – a compilation rationale since D placed the details in the 

same sequence – but both works based on the same story & one can’t have 

a ( in the underlying facts; yet if too many fictional similarities + sequencing -- 

infringement; also issues of notice to D



( “look & feel” test – an attemp to reformulate J. Hand’s test in Nichols – 

see whether the 2nd work’s author has abstracted enough? does the whole work 

have the same appearance/style? not clear that a better test – e.g., “West 

Side Story” would clearly not infringe; Alt v. Morello -- infringement in copying 

of design of an ad for pens -- subst. same look & feel

( filtering (Alexander) test / dissection test – ct. refused to follow J. Hand’s 

approach; instead – eliminated certain common scenes & looked at the rest of 

the work – whether subst. similar; so no protection for common plot devices;

this test makes it diff. for a P to prove infringement in cases w/ such plots;

Kaplan – argues that the law should stop protecting plots or bad results -- but 

may overlook the particular treatment or placement of these elements

(copying of style test – Steinberg v. Columbia Pictures – D. took artist’s 

style; but is it really expression protected by (? if artist sells the work – can still 

paint a similar work – Gross v. Seligman; cf. Kisch v. Ammirati & Puris – 

2 photos in the same spot w/ 2 figures & musical instruments – ( 

infringement – but how is it diff. from taking a photo of the Eiffel tower?


( Bright Tunes – case of unconscious copying – like the sleepwalker’s defense; 

may also argue that this is a merger problem; another defense – original creation (cts. reluctant in requiring novelty) – diff. people could independently create the same thing – but after this case hard to see where originality fits in


( we always have the desire for new works, but people must always build on the past - to 


what extent do we want to restrict this process by having strict enforcement stds.?


( concentrating on nonliteral elements as expression makes finding infringement easier 


BUT all creation builds upon the past to some extent?
( ZIMM – Kisch & other cases – highly protective regime now even in cases of 

non-literal copying – more like derivative works; no clear econ. justification for 

this regime; also not clear at what point the new work is safe from liability

The Right to Make Phonorecords









( §114 and §115 (2 kinds of ( -- for sound and music) -- limit §106; no 


protection until 1970; 1971 amendment -- effective in 1972 (phonorecords and 


laser copies)

( §114 – for sound recordings -- protection against commercial duplication (very 


limited rights):



( distinction: recorded composition different from the recorded performance of 



such composition - the latter, called a "sound recording", is the subject of the © act


( covers sound recordings made for distribution to the public -- cannot 



reduplicate sound from an existing recording; but ok to hire a musician w/ 



the same music -- only the exact sounds are protected (immitation ok; re-



recording -- no)



( Audio Home Recording Act of 1992: addressed private copying - expressly 



prohibits infringement actions for home audiotaping (b/c non-commercial, 



problems of enforcement, etc.) 


( chapter 10 of the Act -- clarifies §114 -- ok for people who want to make 



recordings for their own use 



( sound sampling -- usually protected -- a judicial effort to compensate the 



owners



( §108 – not a ( infringement to sell devices that can duplicate; w/ 



regard to digital equipment



( digital equipment -- small fee + can’t buy/sell more than 1 copy


( §115 -- covers music -- separate from the captured sound:



( a musical composition that has been reproduced in phonorecords with the 



permission of the © owner may generally be reproduced in phonorecords by 



another person, if they notify the © owner and pay a specified royalty


( creates a compulsory licensing scheme -- ( holder may not refuse once 



the first recording is made; recipient pays a fee -- NEED NOT ASK



( rationale -- to prevent monopoly by allowing it to be fair game to anyone willing 



to pay once it's out (© owner can't refuse) 


( person may obtain a compulsory license only if his primary purpose in making 



phonorecords is to distribute them to the public for private use (excludes 



commercial uses such as jukeboxes, broadcasting, etc.)



( permits arrangement of the work -- so long as it does not change the basic 



melody or fundamental character of the work - §115(a)(2); provision also prohibits 

the compulsory licensee from claiming an independent © in his arrangement as a 



derivative work without permission (express consent) of the © owner


( must provide notice to ( holder before release + accounting system; 



1909 Act -- ¢2 per composition; debates about cost of living vs. the real 



income of composers/authors; Cong. -- compromise -- created the ( 



Royalty Tribunal -- no longer exists; now CPI is the benchmark; Harvey 



Fox Agency -- handles licenses of small rights (uses boilerplate K’s instead of 



the statutory scheme)



( this is a legislated transfer of the license; but not clear whether consistent 



w/ the Berne Conv.?



( 1909 Act -- concern about access to music & concentration of econ. 



power in the industry (monopoly); but by 1976 -- no such concerns; both 



songwriters and record companies wanted the provision to remain



( to get a sound recording from a piece of music -- must obtain permission 



(also for parodies?)



( 1996 Amend. to the statute -- compulsory license scheme still applies to 



digital delivery (Internet)
The Right to Make Derivative Works









( §106(2) gives owner of © exclusive rights to prepare derivative works based upon the 


©-ted work - to be a violation, a work must incorporate a portion of the ©ed work in some 


form (thus a musical composition based on a novel would not be a violation)


( everything builds on everything else, so must allow some use to spur independent 


creation of other works - where to draw the line? somewhere b/t idea and the exact 


expression used by the author

( §109 -- first sale doctrine -- can sell, rent or give away one’s own copy of the 


work -- i.e. the © owner only gets the benefit from the first sale of the item in any 


particular market 


( such reuse ok as long as not a derivative work -- see, e.g., National Geographic 


(D.Mass. 1939)(D’s compilation of P’s articles into books for sale -- infringement); 


Mirage Editions (9th Cir. 1988)(use of P’s images on tiles -- infringement) -- the works 


there had a transformative quality -- so 2nd works were derivative requiring permission

( but cf. Nintendo (9th Cir. 1992) -- a derivative work has to have form or permanence; 


here -- no incorporation of the underlying work -- D merely enhanced the audiovisual 


display of the video game


( however problems arise when owners of copies use them in new markets untapped by 


author -- Horgan v. MacMillan (2d Cir. 1986) -- D. infringed on P’s (-ted 


choreography by using still shots -- clearly a new market being exploited here; but 


ZIMM -- very diff. from using film clips -- a puzzling analogy

Moral Rights












( in general:



( consists of:




( (1) right to integrity against distortions and mutilations




( (2) right not to have the work falsely attributed or take one’s 




name off the work




( (3) right to protect oneself against non-attribution



( (4) right of reputation protection (no bad light case on author)



( French law -- can remove works from the market but have to buy them 



( right of attribution -- can be protected under sec. 43(a) & defamation law



( largely -- only protection of econ. rights



( can’t sell moral rights; even if transfers econ. rights, still retains moral 



rights -- can potentially enjoin ( holders from further use of the work


( §106A (VARA):



( effective on 6/1/91 -- applies only to works created after this date OR prior 



if author had not transferred title/sold copies of the work


( §106A -- the only section on point; US is also a signatory to the Berne 



Conv.; along w/ §113(d) & §301(f)(preemtion of state law) -- very limited 



protection



( limitations:




( does not apply to works of hire



( §101 -- covers only paintings, drawings, etc. which have to be unique 




or limited editions (200 copies or less)



( does not cover posters or applied art



( waiver of rights allowed


( offers protection against:




( (1) improper attribution



( (2) integrity right ( damages or injunction if the work is of a 

recognized stature (a meritorious work recognized as such by experts)


( §106A(a)(3)(A) – mutilation that is prejudicial to the author’s 

honor or reputation that it intentional


( §106A(a)(3)(B) – intentional or grossly negligent destruction 

of work


( §504 – only statutory damages allowed for VARA


( §501 – can get an injunction




( rights are not alienable but can be waived


( rights last for life of artist (if created on or after effective date) or length 


of © (if work created before effective date to which artist had not yet 


transferred title)



( so VARA splits econ. and moral rights - can transfer all econ. rts. and still 



maintain some control over subseq. treatment of work


( yet Cong. unwilling to expand moral rights; moral rights -- in conflict w/ 



the US emphasis on econ. rights



( individual States had comparable statutes before the fed. VARA; not 



clear whether such state laws were preempted by VARA; §301 -- 



preemption provision -- possible to interpret it as overriding state laws; 



preemption became a hot topic



( Wojnarowicz v. AFA -- P received damages & injunction for using his 



works in mailings -- but what about 1st Amend. concerns? (NY statute)



( Gilliam (2d Cir. 1976) -- Monty Python shows; the first case in US law 



protecting moral rights; ct. was asked to look for a common commercial 



understanding of the K terms; instead -- looked at it as a matter of ( law -- 



protection of artistic integrity (against offensive editing) -- but this is not in 



§106A

Right to Distribute under §106(3)









( derivative works -- another way to approach the issue (see Faucett)

( §109 -- limitations on exclusive rights (1st sale doctrine):



( right to distribute one’s work only for the first time; once distributed -- further 



distribution does not require owner’s permission for resale; §106(3) only covers 



initial distribution/first publication.


( one can lend out the work to several people even for a fee


( a lot of opposition to this section from ( owners -- limited success

( exceptions -- §109(b) --computer programs, recordings, photos, etc.:



( must get © owner's permission to rent or lend works 



( reason -- 1st  sale doctrine already limits profits of © owner to first 



distrib. so don't rob of further profits by allowing copying thru rental and 



taping; very easy to copy such works (piracy concerns)

( arguments for/against §109:



( not fair to deprive ( holders of the sales – easy to copy thru renting – 

undercuts the ( holders’ market



( other countries provide compensation for works that are lent out -- e.g., 



libraries (usually taxpayers pay)



( but concern about accessibility of works to the public -- some people may not 



be able to afford them; a public good argument for distributive justice



( ( owner should not be entitled to all econ. surpluses -- only to that portion of 

the value which is enough to cover the costs & provide an incentive to continue; 

( owners may not then claim all of the profits coming from the public



( one approach – differential pricing – charge rental stores higher prices



( congressional intent argument -- companion bill to VARA (changing the 1st 

sale doctrine so that authors could receive part of the value from the increasing 

value of their work) -- defeated; but can rely on similar state laws -- e.g., CA 

(“droit de suite” kind of law)


( “graygoods” -- covered by the 1st sale doctrine? (see L’Anna interpreting §109 and 

§602 -- importation rights) -- split between Circuits: 3d Cir. -- yes; 9th Cir. – no


( 1st sale doctrine -- unauthorized importation of copies of a work that have been 

acquired outside U.S. is an infringement of © owner's exclusive right to distribute

( applies only when goods are reimported; manufactured abroad -- no



( Sebastian (3d Cir.) -- issue of price competition -- ok to import items that had 



been sold in the U.S. and then sent to a foreign country b/c of first sale doctrine; 



should there be an artificial edge? 


( L’Anza Research (9th Cir) - similar holding to Perez - §109 does not trump §602 


- goods sold abroad may not be imported to U.S. w/out © owner’s permission - 


§602; see also Perez (9th Cir)(same holding)
Rights of Public Performance & Display under §106(4)(5)






( BMI & ASCAP – active & effective collective rights organizations – license 


music performances thru a grant of non-exclusive licenses

( 1909 Act – limitations on public performances for profit; if non-profit or 

private – ok; but diff. to distinguish – e.g., music performances in restaurants (Herbert v. Shanley)


( §106 – performance rights; some are subject to certain limitations -- §110

( 1976 Act – no longer focused on for-profit performances but rather on public 

performances; all public performances are protected unless explicitly exempted
( ask whether:



( (1) is it a “performance”?



( Jewell-LaSalle – hotel playing the radio = performance



( after 1968 – Fortnightly (U.S. 1968) & Teleprompter (U.S. 1974) – 




cable operators retransmitting local signals – not a performance but a 




simple passive transmission; S.Ct. – ( holders get paid thru 




advertisement; irrelevant how the signal arrived at the audience – 




otherwise would be paid twice; real issue – who gets the surplus – 




consumer or the ( holder; S.Ct. – consumers should receive it (public 




benefit rationale)




( this rationale also applies to distant signals (Teleprompter); is Cong. 




the right place to determine whether ( holders were paid enough?




( Aiken (U.S. 1975) – radio in a fast-food store – not smth. that a ( 




holder should control; §110 – attempt to adopt the Aiken rule


( these results however were all changed by the 1976 Act:




( under 1976 Act, you need a license for a public performance which isn't 



exempted



( represented reintroduction of multiple performance doctrine

( more than just broadcasting, all listeners and watchers are performing 


the work every time they turn on the TV or radio (but usu. is private and 


no need to license) 




( eliminated the "for-profit" distinction


( (2) is it “public”? -- possible definitions of a public performance:



( public accomodation = public – Columbia Pictures v. Aveco (3d Cir.) – 


ct. rejected D’s argument that booths reserved for temporary private use 


so no public performance -- 3d Cir. places the emphasis on place, but it 


seems to make more sense here to focus more on the people viewing

( performance or display at a place open to the public or at any place 


where a substantial # of persons outside of a normal circle of a family and 


its social acquaintances is gathered


( (3) is it exempted?



( group of related persons in public accomodation = not public – 9th Cir. 


– private even in places of public accomodation & need no license

Performing Rights Societies










( Ocasek v. Hegglund (D. Wyo. 1987)



( ASCAP is a clearinghouse which protects and enforces rights of artist members 



& acts as their agent

( Ct. here says you can't require actual artist to come to be deposed - must depose ASCAP agents responsible for the suit - need to efficiently & effectively protect © owners' rights - without these agencies too diff. to get permission

Right of Public Display §106(5)









( §106(5): © owner has the exclusive right, in the case of literary, musical, dramatic, and 


choreographic works, pantomimes, and pictorial, graphic, or sculptural works, incl. the 


individ. images of a motion picture or other audiovis. work, to display ©-ted work publicly


( limited by §109(c) exempting owner of a copy (allows him to display his copy)

( §106 rights further limited by §§107-120 - these sections and the definitions truly define 


the scope of the © owner's rights


( §110(5): Aiken ("homestyle") exemption -- an exemption for places of public 


accomodation playing a single TV set/radio unless retransmitted w/in one’s 


establishment or uses equipment not commonly found in homes – but where’s the line 


separating such uses?

( Edison Bros. Stores v. BMI (8th Cir. 1992)



( Ct. looks at each store individually and not the chain as a whole - each store 



individually met the exception; no license necessary for D’s stores; but other 



cases looked at the size of the establishment – a lot of litigation

( §111 (cable TV) & §119 (satellite TV):



( if you transmit to consumers via satellite or through cable (from a distance), you 



must pay a compulsory license fee - broadcasters don't like this permissive 



approach b/c they see cable as competition



( several other sections set up compulsory licenses for other situations (public TV, 



jukeboxes, etc.) if individual bargaining fails

Fair Use §107











( not an add. right but rather a limitation on a ( owner’s right

( treat FU as an affirm. defense – P. first has to prove infringement

( a judiciary doctrine; first codified in the 1976 Act in §107


( §108 – general exemptions for libraries; certain acts are legitimized


( §107 – codified pre-existing law but the statute changed its direction & 

interpretations by the cts. (cts. did not run thru the 4 factors; but still a lot of 

discretion):


( certain reproductions are ok (enumerated exceptions)



( 4 factors of §107 – purpose & character, nature, effect & substantiality (see 

Sony discussion below):




( (1) purpose and character of use? -- commercial or non-commercial?



profit or nonprofit?




( (2) nature of the ©-ted work? -- often doesn't tell much BUT may be key 




in the case of "disposable" works, unpublished works, etc.




( (3) amount and substantiality of the portion used in relation to the ©-ted 




work as a whole? -- cts. sometimes also looks at D's work to see how 




much of his work is actually P's work




( (4) effect of the use upon the potential market for or value of the ©-ted 




work?


( other factors which cts. often consider:



( cts. more lenient when unauthorized use was "incidental", i.e. where P's 


work was captured as part of a larger permissible reproduction or 



performance




( cts less lenient when D's conduct betrays a callous disregard for P's 




interests




( whether D asked for permission first (BUT should they ask this?  should 




it matter if it's a fair use?)



( presence or absence of a convenient vehicle for securing licenses 



(absence of easy licensing should probably militate toward more fair use 



but should presence of easy licensing really be taken into account if use is 



fair - i.e. why pay for it if it's a fair use?)

( Pacific & S Co. v. Duncan (11th Cir. 1984) – FU exceptions not limited to academic 


works; may cover videoclips; have to evaluate all 4 factors in §107 but examples in §107 


are not exhaustive -- does not preclude consideration of other factors

( several possible rationales for FU


( (1) economic rationale:




( early cases – Folsom (1841)– (-ted letters by GW used in a biography 




– FU ok as long as owner’s econ. interests are not affected; so 1st work’s 

econ. interests -- key factor; but back then ( protection was very limited


( (2) public interest rationale:




( Rosemont (2d Cir. 1966) – biographer used an article about H. Hughes 

in which Hughes had a (; ct. – P can’t prevent people from talking 

about him – public interest rationale for FU -- depends on nature of 

materials - fair use if their distribution would serve the public interest in 

the free dessemination of info; Ct willing to subordinate max. econ. 

benefit for the greater public interest


( under both approaches (1) & (2), D's use had to be "productive", i.e. D 


had to build on work of P by criticism, elaboration, etc. BUT the use also 


had to be relatively small, b/c as the use increased, the 


productivity/originality of D's work decreased


( (3) privilege rationale:




( analogy to cases of necessity – a way of balancing author’s econ. 

interests & other social interests (Arthur Miller)



( (4) consent rationale:




( FU – viewed as a case of implied consent – helps avoid 

transactions costs in cases where authors would not object to such 

use (e.g., book reviews)

( but fails to explain most cases where authors in fact object – FU 

does not seem to reduce transactions costs; by allowing FU to 

some extent ( holder lost control – e.g., in book reviews can’t 

control the context in which the quotes are being used – almost an 

anti-moral rights provision (!); this rationale can’t explain parodies


( (5) speech ownership accomodation rationale:




( this is a case of judicial adjustment between 2 competing Con. 

rights – freedom of speech & ownership in speech -- lessens interference 




with the free flow of info; but FU may also protect those authors who wish 




NOT to speak (can control their work which may be unpublished)

Judicial Application of  §107










( Sony v. Universal (U.S. 1984) 
( copying is done by owners of VCR’s; P sued for Sony for contrib. infringement – facilitation in the making of illicit copies (implications for service providers on the Internet)

( as long as the predominant use is not an infringement of ( (time-shifting) – P can’t prevail (same approach as in patent cases); so "time shifting" (taping to watch at a later time and then erasing) – falls w/in FU
( distinction b/t time shifting and library – Ct. focuses here on ONLY possibility of time shifting being a fair use

( video libraries – some or all may be an infringement


( 4 factors analysis:




( (1) purpose and character – commercial vs. non-commercial
( non-commercial use – presumptively fair; but commercial use – presumptively unfair (no FU)
( (2) nature of ©-ted work

( TV shows – free to watch & time shifting merely enables person 
to see what was free anyway

( (3) amount and substantiality of use

( considered above - doesn't militate against b/c of nature of work 


(free to watch in the first place) – despite copying the entire work 


& a lot of precedent in P’s favor – so copying the whole work is 


not necessarily dispositive; see also §107 – exceptions copying the 


entire work for some uses w/ high public value (e.g., academic); 


here – entertainment has high public value & productive use



( (4) effect on the market of 1st work 

( if D’s use presumptively fair (non-commercial) – then P bears the burden of proof – that the particular use is harmful or that it would adversely affect the potential market for the 1st work if the use should become widespread





( majority's requirement of proof is difficult to meet b/c it's hard 





to show likely harm when tech. and secondary markets are so 





speculative & why should P's have the burden?

( FU can't protect all possible markets b/c then there would be no FU – majority looks at present & future sales
( so one view – if P can’t show that D’s use interferes w/ the present market – then FU; but shouldn’t © holders have a right to exclusive exploitation? – but © owners may not be able to fully satisfy the market – secondary market failure; Sony fills in the void & consumer benefits & FU is appropriate (temporary doctrine – but once © holder develops such capabilities – no FU?



( Dissent:

( use not productive & no added benefit to the public; yet unproductive uses may be OK if no harm to © owner but standard of proof should be lower for © owner (should only have to prove there's a potential for harm)




( potential market for multiple viewing of P’s TV programs – taken by 




Sony & no longer available to P’s – otherwise D is displacing P’s sales 




& potential revenue to P – but isn’t this true of FU in general?



( FU should not protect purely consumptive uses (esp. whole works)




( ZIMM – dissent ignores the basic rationale for FU – public benefit

Fair Use w/ regard to Unpublished Works








( Harper & Row v. Nation Enterprises (U.S. 1985)

( Ford's memoirs (unpublished manuscript) – to what extent does FU sanction the unauthorized use of quotations from a public figure's unpublished manuscript?

( traditionally, under common law there was no FU of unpublished works but this changed with 1976 Act b/c both published and unpub. got stat. protection and were both subjected to limitation of FU – applies in the same way?

( allowing others to build upon unpublished works effectively diminishes the value of publishing those works providing the building blocks – but doubtful that can demonstrate econ. damage in this case

( fact that P's work is unpublished is a factor militating against FU b/c it infringes P's right to decide if and when the work will become public

(  "newsworthiness" is not an independent justification for unauthorized copying of expression prior to publication; Ct. refuses to create public figure exception to ©; "heart of the book" was taken (focuses on the qualitative nature of taking) - 



( Therefore no fair use here - © infringement



( Dissent:




( fears effect on free dissemination of important public info
( would allow freer use of literary expression to convey the ideas as news here - doesn't want to protect historian's labor in gathering the facts

( presumption against fair use in cases of unpublished works unfair and unwarranted - must only go by the factors in Sec. 107

( in balancing, must distinguish b/t literary expression and the information involved and then it's clear that news reporting use is OK b/c little used


( amend to §107 in 1992 (adding sentence at end stating that the status of a work as 
unpublished does not necessarily bar fair use and that the ct must do a full 4 factor inquiry) 


– so now §107 applies to both published & unpublished works; Cong. intended FU to apply 


to unpub. works but still unclear how to treat them 
The 4 factor analysis in the cases following Harper & Row






( (1) purpose and character


( in all of the cases, the uses were commercial (against a finding of fair use)


( (2) nature of the underlying work (key issue for §107)



( all the works were unpublished – need more protection:




( right of first publication at risk




( big issues of potential w/ unpublished works

( BUT the "fair uses" are supposed to be small & partial & thus not impact these rights as much




( issues of privacy (i.e. why haven't they published?)




( issue of control over when to publish (right NOT to pub.)



( so unpub. works ARE different & deserving of more protection but how?
( (3) amount & substantiality of portion used


( cts. have looked at qualitatively as well (i.e. can't take "heart" of the work)



( definitely influenced by the unpub. nature of the work



( cts have held that use of 200-300 words and paraphrases too much - strict limit 



(Harper & Row; Salinger)

( is ct essentially protecting labor here? i.e. they don't want the "value" of the unpub. work robbed by another by pub. parts of it first?  (thus this inquiry has little meaning once we see the work as unpub. b/c that effectively ends the inquiry!)

( once work seen as unpub. then cts are much more willing to find a taking of expression (b/c they don't want to make it look too much like they're protecting labor by not allowing taking of facts)

( one alternative: some cts have developed a dichotomy b/t taking for the purpose of enlivening the text (not ok) v. taking for accuracy, to show author's style, or to lend credence to your claims of what another said (OK) - BUT this is a very difficult line to draw 

( another alternative: don't enjoin publication if use too great, but instead impose a licensing fee as damages - reaction against use of injunctions under © law (1st Amend. problems)


( (4) effect on markets


( supposedly the most important factor – concern that FU may affect the derivative 



works market 



( what should the standard be?

( is harm to the market the appropriate test to apply?  if econ. is the only concern, then test should merely be one of market substitution - However, if there are other values we want to protect, maybe test should change to reflect those other values

( should the content of the work matter? - i.e. are there cases where the work is so important that we should allow all to use it freely?


( cases following Harper & Row which seriously limited use of unpublished works:



( Salinger v. Random House (2d Cir. 1987)


( ct. put much weight on the unpublished nature of the letters – no FU; cf. 


Harper & Row – only econ. interests involved; the work would have been 


published anyway


( although the taking was relatively small, the ct found it excessive both 
quantitatively and qualitatively




( potential in the unpublished letters was also found to be harmed by the 



publication




( but can the econ. rationale alone explain Salinger? (P only tried to 




control his public image); anything else to protect there – privacy, moral




rights? – can be used to decrease the scope of legitimate use




( is there a 1st Amend. to FU – so that almost nothing gets published? 




( D could argue this is “news” – like in Harper & Row – public should 




be entitled to receive info on public figures (public interest arg.)


( other cases:


( New Era Pubs. v. Henry Holt & Co. (2d Cir. 1989) (L. Ron Hubbard’s 


biography) – no FU rejecting a distinction b/t quotation to enliven the text 


and quotation to buttress a controversial claim


( New Era Pubs. v. Carol Pub'g Group (2d Cir. 1990) Hubbard's 


published works – not as much protection as unpublished works




( Wright v. Warner Books (2d Cir. 1991) – although unpub. works get 




more protection but other factors weighed in favor of FU


( Craft v. Kobler (SDNY 1987) – seems to give more latitude to an 
author when using quotation to bolster claims rather than to merely 
enliven text

Parody













( parody is entitled to FU protection – Acuff-Rose (U.S. 1994)


( serves social purpose to the extent that it's a critical analysis

( justifications: 



( usually no plagiarism b/c parodist usually identifies work (or recognition is 


the goal)



( usually no market substitution


( © owner is not likely to license or create another derivative parody (see, e.g., 



Campbell)



( for parody to be effective, parodist will have to copy parts of the original to 



achieve recognition



( but concern that parodies may absorb the derivative works market & 



sometimes diff. to tell the difference from a derivative work



( so if a parody damages the market for derivative works – no longer FU?



( S.Ct. – made it clear that if it’s a parody – then not a derivative work under 



§106 & a fair amount of copying can be accomodated

( parody tests:



( (1) the appropriation by the 2nd author should be no greater than necessary to 



“conjure up” the original – Berlin v. E.C. Pubs. (2d Cir. 1964); see also 



discuission in Campbell v. Acuff-Rose Music (U.S. 1994)(“Pretty Woman” case):




( any parodic use is NOT presumptively fair
( the more transformative the use, the more fair (& the less important are other factors like commerciality)

( the more a use criticizes the original, the more need to conjure up the original and thus the more fair the use

( threshold Q is whether a parodic character can be reasonably perceived (whether it is in good taste is irrelevant) & Ct says YES here

( Ct says cannot give dispositive weight to commercial nature of use - that's only one factor to be considered under factor 2

( must take consideration of quantity and quality but parody is a special case b/c parodist must be able to conjure up original & this often requires taking the original's most memorable aspects (i.e. the "heart") - so not presumptively unfair if takes the heart

( parodist allowed to take heart if necessary to conjure up, but beyond that the ct must look into substantiality of further copying, keeping in mind the extent and nature of the parody and market effects



( (2) is the parody a substitutes for the original in the market? (Berlin); see also 



Campbell:

( if the parody is transformative – unlikely to affect the original’s market

( need hard evidence given about market effects




( must look at the possible effects on the market for derivative works of 




the original should the work of the D become widespread (rap versions?)




( Ct admonishes to weigh everything and to take a broad view instead of 




adopting presumptions about fair use



( Walt Disney v. Air Pirates (9th Cir. 1978)


( limited "conjuring up" test – just enough to conjure up the original but 


not necessarily enough to make the best parody


( (3) purpose of the parody – criticism of the underlying work vs. broader 
social criticism – focus on the reason for picking the work; MCA v. Wilson 
(2d Cir.) – no FU unless parody of underlying work; took too much for 


general social criticism); see also Koons

( (4) "content/decency" factor - probably shouldn't matter, but cts. look 
down on parodies that use profanity, obscenity, or scatalogical references



( such standard – diff. for parodists to follow; very diff. to predict




( Rogers v. Koons (2d Cir. 1992)



( Ct finds against D here b/c he created sculptures for great $ gain and they also 



found bad faith in that he tore the © notice off the photo before sending it to his 



workers



( Ct says NO parody here b/c they require that the original work be an object of the 



parody and here the D was using the P's work to comment on society at large 



( D took too much here; but cf. w/ Cambell – also lots of copying; should cts. be 



able to pass moral / artistic judgment on parodies?


( other factors also militate against a finding of fair use – photo was expression, D 



copied it in toto, and D harmed the P's market for derivative works of his photo 

( but ZIMM – D has transformed the original picture, added some new features; what’s the role of FU in this area? should artists get a license?


( Q's of scope:



( how to instruct the jury on fair use and parody? i.e. how to define parody?



( are the parodist's intentions relevant?



( exactly what is protected under the rule?


( how to distinguish b/t parody and other uses?  (maybe we should concentrate on 


what the S.Ct. believes is the most important factor: market substitution)



( fact that took "heart" of work apparently irrelevant with parody b/c taking the 



heart may be necessary to conjure up the original


( this area in much turmoil today!! many unanswered Q's!!

New Technologies of Copying for Research and Education






( current © law doesn't deal well with this issue b/c photocopiers not used much in 1976


( very difficult to monitor and control - hard to police

( 1976 Act §108 – responds to Wilkins, allowing FU copying of a limited # of copies by 


library for customers personal use; deals with libraries (copying must be done without any 


purpose of direct or indirect commercial advantage) – lets them off the hook for certain 
purposes:




( archival



( uses of articles & books – at the request of users for personal use



( §108(f)(2) - leaves open the possibility that person receiving copy may 



be sued if they're not entitled to FU exception (so must go to §107 to look 



at users b/c §108 only covers the libraries) 


( the info. superhighway threatens to erode this delicate balance as more libraries 


begin to scan their holdings and put them on-line in digital form


( §107:



( mentions photocopying as a possible FU; lists things where FU is ok


( pp. 614-16 "Agreement on Guidelines for Classroom Copying in Not-for-Profit 


Educational Institutions" ("Guidelines") - attempt at some easy to follow numerical 


guidelines to guide teachers' use


( Guidelines have unclear legal status b/c Cong. didn't really debate or discuss 


them before enacting (not sure whether they are maximum limits, minimums, or 


meaningless); lots of lobbying by puvlishers & views of educators not reflected


( Guidelines – not very generous – set low limits on use & only apply if you don't 


have the time to seek permission for use - also can't copy consumable books at all; 


also can't create your own anthologies


( unclear – whether anyone exceeding these guidelines can still claim FU

( NYU settled – surprisingly Guidelines set as the ceiling – precedent

( Basic Books v. Kinko's (SDNY 1991)



( not FU since for profit & was merely copying w/o transforming (merely 



repackaging) 

( D's actions definitely affect the market for the originals; also Guidelines specifically prohibit personally created anthologies

( unclear whether professors could do the same under FU

( Texaco (2d Cir. 1994)

( photocopying articles from scientific journals for use in research – no FU


( D was a corporation (not an educ. institution) but copying not for commercial 



use; still characterized as factors of production in the production process 



(intermediate position)



( nature of use -- copying here was archival & not spontaneous or transformative 



or for time-shifting



( substantiality of copying – D copied entire articles


( impact on the market – publishers afraid that such practices may undercut their 



publications; but current evidence – no loss of sales or market displacement


( Ct notes that it's appropriate to consider the loss of licensing fees since CCC has 



made it easier to license & therefore this factor goes against D 

( is the commercial/academic line defensible?

( maybe not b/c academia is an inustry itself which doesn't always educate 
(professors writing their own books for profit)



( nonprofit status leans toward FU but volume of copying leans the other way – 



substitution of copies for buying originals is clearly a violation 

( possibly – what was FU before the CCC may not be FU if CCC makes licensing easy; also as a result of Texaco – if P can show:


( (1) commercial connection

( (2) for the purpose of a library – then NO FU

( Michigan Document (6th Cir.)



( ct. recognizes the mechanism for licensing – so now must get a license as long 



as related to a commercial activity

( one view – one should pay for one’s use; but © law is a balance of interests – 


should we protect students, artists and others under FU?

( BUT maybe it should be a fair use if you can show you're not substituting for any sales? Ct. in Texaco assumes a zero-sum game where everything we copy for free costs © owner something BUT this is NOT TRUE + publishers have failed to show real economic harm - - look for alternative mechanisms to make system work (keeping in mind public benefits of research) - this is what the Ct. did in Sony - spread the costs instead of socking it to individual users

CH. 7: © Protection of Computer Software








( §101 – a computer program is “a set of statements or instructions to be used directly or 


indirectly in a computer in order to bring about a certain result”; §101 – “literary works” 


are expressed in words or numbers – and computer code is a human creation; can be in 


binary form


( §102 – software may be considered a literary work under §102(a)(1) “pictorial, 


graphic, and sculptural work” or under §102(a)(5) but it does not appear in §117 (yet this 


section is illustrative and not limitative)


( can’t rent software programs – 1st sale doctrine does not apply

( novel subject matter - does it belong under © at all?  should © law be changed?


( is software merely functional (and thus should be protected by patents) or there’s smth. 


different (©-able) about software?

( until early 80-s (S.Ct. decision in 1981) – patent protection – unavailable to software; 


after 1981 – some patent protection but standard for patents is high

( © Office followed the “rule of doubt” – when in doubt, register ©


( arguments that software is different from other © works b/c:



( written version of the program in source code (at least partially a writing); but 



source code – usually not the most valuable piece; the contentious point is the 



visual component


( source code ( object code (thru compiling) ( screen display


( so 3 versions of “software” – textual, functional & visual

( is software functional or constitutes a writing? does the process of compiling 


change the software product from a writing into a functional work? – then no 


protection


( does the © in the source code give one a © in the screen display? but other 


programs may create similar display (e.g., spreadsheet programs) – how to tell 


whether there’s an infringement, a derivative work or an independent work?


( so what does or should © protect?


( literal language of the program? (YES)



( visual aspects on the computer screen?



( organization and functional aspects of the program?



( user interface (its interactive component)?


( 3 issues arise in this analysis:


( (1) what’s ©-able?


( (2) what constitutes an infringing copy? what are the limits on similarity?



( (3) anything not ©-able? when looking at the overall ©-ted program, are there 



still pieces which are not ©-able?


( §117 re-written in 1980 to clarify protection of software (didn't help!) – until then Cong. 


was passive; a big time lag – very general (vague) protection to software:



( drafted by the CONTU commission – focused on databases & photocopying & 



computer programs were a side issue


( almost anything you do with software is copying – says nothing about copying to 



the harddrive – potentially infringement



( but users allowed to make archival/back-up copies – compromise between user 




necessities & risk of piracy – e.g., software programs easily corrupted 



( users can make minor adaptations to the program


( otherwise protection is broad


( BIG Q: does anything past literal lang. of prog. qualify as a "writing"?  if no, §117 may 


be invalid


( MAI  (9th Cir.) – D infinged P’s © by copying into the RAM; but on the Internet – 


loading into the cache – what result? 


( Apple v. Franklin (3d Cir. 1983)

( D takes parts of P's OS to make its computer Apple-compatible - clearly copying
( D claimed object code is a machine part & NOT a writing (strong argument)

( Ct. disagrees and says object code is protectable; foundation here – Baker v. Seldon; Ct. treats this writing & its transformation as a translation – so makes no difference whether it’s built in or not; so no difference between an application & a program that performs a function; does not depend on the form (source or object code) or whether it’s designed as an application; literal program – all ©-able; but ZIMM – these are hybrids – have elements pf both a writing and a function


( D then argues that protected if object code is part of communicative aspect to user BUT unprotected machine part if object code part of an OS (pure function - no interaction with user)

( Ct rejects these args., giving protection to P's software even as it is b/c both applications and OS are the same extension of the underlying source code

( D argues that expression and function had merged here, but Ct rejected – D could have expressed themselves differently & still created an operating system; D should not be able to take advantage of the market created by Apple; yet public would benefit from this – cheaper computers; args. about the danger of unfair competition – on both sides


( in short – Franklin – broad grant of © in computer software; very strict standard for 


those adapting it – no merger allowed here; now early entrants – protected but late comers 


– have a more difficult time

( even if computer software has broad © – still vulnerable to user piracy (which may be 


more damaging); so this broad © does little for the manufacturer; early on – manufacturers 


had technical fixes – but the industry had to give them up due to public pressure


( currently – a move to amend the UCC that will make shrink-wrap licenses enforceable; 


cts. often refused to enforce such boilerplate provisions against consumers – this is an 
attempt by manufacturers to receive some benefit but cause for concern
 
( so must we protect by © then to increase creativity and productivity? OR does software 


deserve its own special law, tailor-made to its own protection?

2nd generation of cases – Whelan and Altai

( focus on the “look & feel” aspect of the program; issue here – non-literal copying since 

it’s possible to achieve the same effects w/ diff. programs

( Whelan (3d Cir.)


( bookkeeping program rewritten in a diff. computer language but similar in 

structure & organization; so fixation in tangible form – but in a diff. format


( Ct. – can find infringement here since it’s a classic derivative work thru 

translation

( Ct. – should treat these non-literal similarities (that have no reference in the 

real world) as creative works (e.g., poetry) – so apply the Nichols/Sheldon test – 

look for similarities & identify at what level of generality they occur
( Ct. draws a distinction between idea/expression – idea is the general structure 

or sequence, purpose & function of the work (abstraction test) but anything short 

of the overall purpose & function = expression
( then look at the nature of expression to determine whether there was an 

infringement; so if the same function/purpose – better achieve it in very diff. 

steps (since only broad purpose is excluded from the definition of expression)

( Altai (2d Cir. – J. Walker) (after Altai – Whelan’s approach not as popular)



( literal copying in D’s program later redesigned (no longer literal copying) – 

but problem of “reverse engineering”


( 2d Cir. also adopts the overall “look & feel” test but should also ask WHY 

these programs have the same look & feel
( (1) 1st step – ABSTRACTION TEST – test for abstraction & compare 

similarities – but not as permissive as 3d Cir. in Whelan (narrower scope of 

expression)

( (2) 2nd step – FILTRATION TEST – need to engage in filtration:


( some common elements are dictated by efficiency – so should ignore 

since likely to be indep. creation

( look out for stock devices (like common plot elements in Sheldon) – 

likely to be dictated by programming necessities




( exclude elements that are in the public domain


( (3) 3rd step – COMPARISON TEST – after filtration see if:




( similarity occurs at a high level of peculiarity (the “golden nugget" of 

©-ted material) AND/OR




( evidence of copying – then infringement


( difference in approach here – since 2d Cir. does not perceive computer 

programs as creative works – so offers them less protection (not a strict test); so 

focuses on the function & some expressive overlap (with some exceptions)

( Altai – may undercut a lot of market advantage of the original designer; major 

erosion of the econ. protection of software

Recent cases – Borland and Lotus
( involved user interfaces; move from to interactive literal expression – ©-able despite 

their transitory or semi-fixed nature – screen display is suff. for the fixation req.
( importance of © here – users will invest time in learning how to use them – then won’t 

switch

( Borland (J. Keaton)


( a very diff. program but similar interface


( Ct. used the Altai test but modified it (not as harsh)


( (1) compare similarities & level of generality


( (2) some of these similarities – are unavoidable (if only 1 way to do 

smth. – then ok) – unless a merger problem – can’t copy P’s expression
( (3) so if several possibilities – then infringement (so have to 

change the interface)


( Lotus (1st Cir.)



( literal copying here but the issue is why user interface should be ©-able – this 

is not expression

( P was trying to maintain its econ. competitive advantage but then probably 

should get a patent, not ©

( but shouldn’t people be able to build upon what happened in the past; we need 

improvements in expression, not necessarily new expressions / products; these cases 

demonstrate difficulties w/ fitting software w/in existing doctrines

( on the Internet – paying for products available online – but what about FU?

( currently lots of fights between manufacturers but the industry is undergoing a lot of 

change since users too can copy & rely on FU
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