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I.
Concepts of Trademarks

Restatement (3d) of Unfair Competition § 1(a)(2)

cause of action for harm to commercial relations of another by engaging in a business or trade involving infringement of trademarks or other indicia of identification

societal interests in preventing consumer confusion:

1.
shields public from misleading information in market, thereby reducing consumer's costs of shopping and making purchasing decisions by quickly and easily assuring potential consumer that the item with TM is made by same producer as other similarly marked items that consumer liked (or disliked) in the past

2. prevents unjust enrichment of infringer who adopts trademark owner's identity and reputation as its own

3. insulate trademark owner from possibility that infringer will pass off inferior products as those of owner and thereby harm owner's reputation among consuming public

International News Service v. Associated Press (S.Ct. 1918)

quasi-property right against misappropriation of commercial value in dissemination of uncopyrightable news reports, enforceable against competitors but not against public at large

Bonito Boats v. Thundercraft Boats (S.Ct. 1989)

Florida statute offering patent-like protection for unpatented, functional boat hull conflicted with federal patent law, which requires free competition in the exploitation of unpatented designs and innovations; state regulation of intellectual property must yield to the extent that it conflicts with federal patent laws' balance between public right and private monopoly
· law of unfair competition developed from common-law tort of deceit; primary concern is protecting consumers from confusion as to source, not protection of producers as incentive to product innovation; limited to protection against copying of nonfunctional aspects of consumer products which have acquired secondary meaning

Hanover Star Milling v. Metcalf (S.Ct. 1916)

no property right in trademark per se, only appurtenant to existing business or trade in connection with which the mark is used

15 U.S.C. § 1051(b) permits federal trademark rights to be acquired upon demonstration of bona fide intent to use mark in commerce; allowed 6 months for actual use, extensions up to 3 years

Mishawaka Rubber & Woolen Manufacturing v. S.S. Kresge Co. (S.Ct. 1942)

infringement found despite lack of evidence of actual deception of purchasers, only reasonable likelihood that some purchases might have been induced by purchaser's belief that was obtaining TM owner's product

Yale Electric Corp. v. Robertson (2d Cir. 1928)

TM owner may have sufficient economic interest in use of mark outside field of own exploitation because whenever another uses it, carries TM owner's name and reputation whose quality no longer lies within own control; unlawful unless other's use is so foreign to owner's as to insure against any identification of the two

Stork Restaurant v. Sahati (9th Cir. 1948)

where no direct competition between parties, confusion of source found in imitation of attractive or reputable TM not for purpose of diverting trade but rather for securing for infringer's goods some of the owner's good will, advertising and sales stimulation of TM, i.e., reaping where one has not sown
· disparity in size of businesses not relevant

· geographical distance does not eliminate likelihood of confusion

· actual loss of trade not required to be shown

· no commercial necessity or justification for appropriation of fanciful or arbitrary trade name

Stahly, Inc v. M.H. Jacobs Co.(7th Cir. 1950)

trademark laws concerned not only with property right of individual but also with protection of public from fraud and deceit, so defective razors not permitted to be sold under TM though owner had waived all right to TM when defaulted on loan

Alfred Dunhill Ltd. v. Interstate Cigar Co. (2d Cir. 1974)

TM owner bears burden of notifying public concerning variations in quality and does not have right to impose upon party further down chain of distribution an obligation to decrease value of the goods

National Basketball Association v. Motorola (2d Cir. 1997)

sports scores paging device not misappropriation of NBA basketball games because independent information collection and dissemination; INS hot news protection limited to cases where: (I) P generates or gathers information at a cost; (2) information is time-sensitive; (3) D free-rides on P's efforts; (4) D is in direct competition with P's product or service; and (5) ability of other parties to free-ride would so reduce incentive to produce product that its existence or quality would be substantially threatened

II.
Subject Matter of Trademark Protection

A.
What may serve as TM

Restatement (3d) of Unfair Competition § 9

A trademark is a word, name, symbol, device, or other designation, or a combination of such designations, that is distinctive of a person's goods or services and that is used in a manner that identifies those goods or services and distinguishes them from the goods or services of others.  A service mark is a trademark that is used in connection with services.

1. color 

Qualitex v. Jacobson Products (S.Ct. 1995) (green-gold color on pads for dry cleaning presses)

color alone may serve as a TM after it has acquired secondary meaning and therefore identifies and distinguishes a particular brand, and is not functional
· whether something may be TM depends on its source-distinguishing ability, not its ontological status as color, shape, fragrance, word or sign

· product feature which is essential to the use or purpose of the article or affects cost or quality of the article so that exclusive use of the feature would put competitors at significant non-reputation related disadvantage, cannot serve as TM; only color not essential to product can be TM (therefore answering potential color scarcity or color depletion problems)

2. sound

In re General Electric Broadcasting (T.T.A.B. 1978)

sound as mark:  maritime bells telling time as service mark for radio broadcasting services

· preamble to § 2: No trademark by which the goods . . . may be distinguished . . . shall be refused registration on the principal register on account of its nature
· unlike graphic trademark that creates visual and lasting impression, sound mark depends upon aural perception of listener unless the sound is so inherently different or distinctive that it attaches to subliminal mind of listener to be associated with the source

· commonplace sounds or those to which listeners have been exposed under different circumstances must be supported by evidence to show that listeners do recognize and associate the sound exclusively with single source, i.e., show secondary meaning

3. fragrance

In re Clarke (T.T.A.B. 1990)

fragrance as mark:  fresh floral fragrance reminiscent of Pumeria blossoms as mark for sewing thread and embroidery yarn

· fragrance may serve as trademark when it is not an inherent attribute or natural characteristic of goods and does not provide any utilitarian advantage but is rather an applied feature emphasized in advertising 

4.
numerals, letters and initials

a work, symbol, numeral or letter which merely differentiates between various grades, styles, colors or types of products, and does not designate their source, is not a protectable trademark; grade designations are analogous to descriptive terms in that they serve primary function of describing or supplying information about the product to the consumer

· if, in addition to specifying the quality, style or type of product, also and primarily designates the source of the goods, grade or style designation may warrant protection as a trademark
· fact question based on manner of use, intent of user, and meaning understood by consumer

B.

Categories of Distinctiveness

Abercrombie & Fitch Co. v. Hunting World, Inc. (2d Cir. 1976)

4 categories of trademark eligibility/protection: 

1. generic - common descriptive name of article referring to genus of which particular product is a species; cannot serve as trademark even upon showing of secondary meaning

policy: in effect would confer monopoly not only of the mark but of the product by rendering competitor unable effectively to name what it was endeavoring to sell

2. merely descriptive - conveys immediate idea of the ingredients, qualities or characteristics of the goods; can serve as trademark only upon showing of secondary meaning, distinctive of applicant's goods in commerce

3. suggestive - requires imagination, thought and perception to reach a conclusion as to the nature of the goods; entitled to registration without showing of secondary meaning

4. arbitrary/fanciful - no relation to goods/services to which it is applied; entitled to registration without showing of secondary meaning

1.
Generic

Kellogg v. National Biscuit (S.Ct. 1938)

· use of the name shredded wheat is generic term for the product, term by which biscuit is known by public, so original maker of the product acquired no exclusive right to use it

· product, process and machinery involved in making the product all were dedicated to the public upon expiration of patent, as along with public ownership of the device there must necessarily pass to the public the generic designation of the product made by the device

· to establish trade name in term requires a showing that the primary significance of the term to the consuming public is not the product but the producer; if only subordinate meaning then merely entitled to require others to use reasonable care to inform public of the source of their products

· pillow-shaped form of biscuit not exclusive after expiration of design patent for machines; form is functional and cost of production would be increased and high quality lessened if some other form were substituted

· fairness requires that others use of generic term and form of product be done in a manner which reasonably distinguishes products from that of producer, such as different packaging and appearance of products when received by public not in packaging

2.
Descriptive

a. descriptive vs. suggestive

Labrador Software v. Lycos (D.Mass. 1999)

proliferation of terms related to retrieval and dogs for internet search engines indicates that mark Labrador is descriptive rather than suggestive

· in determining whether a particular word has a descriptive or suggestive significance consider extent to which it has been used in trademarks by others in same field

b. secondary meaning

Restatement (3d) of Unfair Competition § 13 

Distinctiveness, Secondary Meaning

(a) the designation is "inherently distinctive," in that, because of the nature of the designation and the context in which it is used, prospective purchasers are likely to perceive it as a designation that, in the case of a trademark, identifies goods or services produced or sponsored by a particular person, whether know or anonymous, or in the case of a trade name, identifies the business or other enterprise of a particular person, whether known or anonymous, or in the case of a collective mark, identifies members of the collective group or goods or services produced or sponsored by members, or in the case of a certification mark, identifies the certified goods or services; or

(b) the designation, although not "inherently distinctive," has become distinctive, in that, as a result of its use, prospective purchasers have come to perceive it as a designation that identifies goods, services, businesses or members; such acquired distinctiveness is commonly referred to as secondary meaning
Aromatique, Inc. v. Gold Seal (8th Cir. 1994)

pillow-shaped package with gathered cellophane, tied cord and oval label as trade dress for potpourri not inherently distinctive and only protectable if acquired secondary meaning

· in determining whether there is secondary meaning, chief inquiry is whether in the consumer's mind the mark has become associated with a particular source

· advertisements cannot establish secondary meaning for trade dress alone unless trade dress separated from other identifying names and marks

International Kennel Club of Chicago v. Mighty Star (7th Cir. 1988)

factors to be considered in determining whether descriptive term has acquired secondary meaning include circumstantial 

evidence of amount and manner of advertising; volume of sales; length and manner of use and direct evidence of consumer testimony; consumer surveys

· absence of consumer survey not per se fatal 

3.
Suggestive

Reynolds Metals Co. (C.C.P.A. 1973)

brown-in-bag for transparent plastic film bags informational as to one purpose for goods but not merely descriptive because goods may serve other functions as well

C.
Service Marks

15 U.S.C. § 1053 (Lanham Act § 3)

service marks registrable in the same manner and with the same effect as trademarks

15 U.S.C. § 1127 (Lanham Act § 45)

mark used or intended to be used to identify and distinguish the services of one person, including a unique service, from the services of others and to indicate the source of the services, even if that source is unknown.  Titles, character names, and other distinctive features of radio or television programs may be registered as service marks notwithstanding that they, or the programs, may advertise the goods of the sponsor.

· unlike a trademark, service mark is used when displayed in advertising of services, as well as in their sale. first use of a service mark for purposes of securing registration must be in connection with sale, rather than advertising, of services

In re Forbes Inc. (T.T.A.B. 1994)

magazine publisher's activity of providing advertising services by sale of advertising space for others in its periodicals constitutes a service in connection with which a service mark, different from any of the marks used to identify periodicals, can be registered 

· although ordinary promotional activities of one's own goods do not constitute a registrable service, sale of advertising to promote goods or services of others constitutes service
· selling advertising space in periodicals is performing labor for the benefit of advertisers, while publishing periodicals benefit purchasers/readers

· in considering whether a designation functions as a service mark for advertising services: 

(i) whether the advertising services are sufficiently separate from the subject of the advertising; and 

(ii) whether the mark has been used to identify the advertising services, not merely to identify the subject of the advertising

· service may be defined as "performance of labor for the benefit of another"

III.
Acquisition of Trademark Rights

A. Adoption and Use

1. Use in Commerce

15 U.S.C. § 1227 (Lanham Act § 45)

Commerce means all commerce regulated by Congress

Trademark includes any word, name, symbol or device used or with bona fide intention to use in commerce to identify and distinguish goods, including unique product, from those manufacture or sold by others to to indicate source of goods, even if source is unknown

Use in Commerce means bona fide use or mark in ordinary course of trade, and not made merely to reserve right in a mark; on goods when

(a) placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, or if the nature of the goods makes such placement impracticable, then on documents associated with goods or their sale, and

(b) goods are sold or transported in commerce, and on services when it is used or displayed in the sale or advertising of services and the services are rendered in commerce, or the services are rendered in more than one State or the United ?States and a foreign country and the person rendering the services is engaged in commerce in connection with the services

Procter & Gamble v. Johnson & Johnson (S.D.N.Y. 1979)

bona fide commercial use:  P&G's "minor brands program" designed to establish and maintain ownership rights over registered trademarks which have not been assigned to commercially marketed products by repackaging products sold under other brands and distributing small number of units to small number of states not sufficient to constitute commercial use

· trademark rights not created by sporadic, casual and nominal shipments of goods bearing a mark; must be active and public attempt to establish trade in goods sold under the mark and put product on the market in meaningful way 

· must be present intent to market trademarked product, so brand may be reserved in connection with product and marketing development if likely to come to market within reasonable near future

2.
Intent to Use

15 U.S.C. § 1051(B) (Lanham Act § 1(b))

bona fide intention to use the mark in commerce; verification that no other person to the best of applicant's knowledge and belief, has the right to use the mark in commerce either in the identical form of the mark or in such near resemblance to the mark as to be likely, when used on or in connection with the goods of such other person, to cause confusion

· bona fide intention should be firm, though may be contingent on the outcome of an event such as market research or product testing

· circumstances that cast doubt on bona fide nature of intent:  

· numerous intent-to-use applications to register same mark for many more new products than are contemplated;

· numerous intent-to-use applications for a variety of desirable trademarks intended to be used on single new product;

· numerous intent-to-use applications to register marks consisting of or incorporating descriptive terms related to a contemplated new product;

· numerous intent-to-use applications to replace applications which have lapsed because no timely declaration of use has been filed;

· excessive number of intent-to-use applications to register marks which ultimately are not actually used;

· excessive number of intent-to-use applications in relation to the number of products the applicant is likely to introduce under the applied-for marks during the pendency of applications; 

· applications unreasonably lacking in specificity in describing proposed goods; or

· additional applications for marks intended for use on or in connection with same product that has already been marketed under one mark

Salacuse v. Ginger Spirits (T.T.A.B. 1997)

objective evidence of lack of bona fide intention to use in filing numerous applications to register same mark for wide variety of goods
Commodore Electronics Ltd. v. CBM Kabushiki Kaisha (T.T.A.B. 1993)

absent other facts which adequately explain or outweigh the failure of an applicant to have any documents supportive of or bearing upon its claimed intent to use its mark in commerce, the absence of documentary evidence for applicant's claimed intention to use mark is sufficient objective proof of applicant's lack of bona fide intention to use

Zirco Corp. v. American Telephone & Telegraph Co. (T.T.A.B. 1991)

constructive use provision fixes a registrant's nationwide priority rights in its mark from filing date of application whether the application is based on use or intent-to-use; legal effect comparable to earliest use of a mark at common law

· constructive notice provision essential to intent-to-use system to protect against theft of mark or innocent use of mark after filing, and encourage early filing and searching of trademark records prior to adoption and investment in new marks

· applicant's right to rely upon filing date as first use date of its mark effective upon filing not perfection of rights through use and registration

Shalom Children's Wear v. In-Wear A/S (T.T.A.B. 1993)

prior use analogous to trademark use, if perceived by prospective purchasers as proprietary or source-indicating, though insufficient basis for filing use-based application and not "technical" trademark use, may establish priority as against intent-to-use applicant

Warnervision Entertainment v. Empire of Carolina (2d Cir. 1996)

other party's commercial use of mark subsequent to filing of intent-to-use application does not prevent ITU applicant from going on to make use necessary for registration

· only if other party demonstrates that it used the mark before ITU application filed or that filing was for some reason invalid will ITU applicant be enjoined from perfecting rights through commercial use

3.
Priority

a.
public use

Blue Bell v. Farah Manufacturing (5th Cir. 1975)

sale and shipment of slacks bearing trademark to regional managers was merely internal transaction and not sufficiently public to secure trademark ownership

· primary purpose of trademark is to provide means for consumer to separate or distinguish one manufacturer's goods from those of another; personnel within a corporation can identify an item by style number or other unique code, so internal use cannot give rise to trademark rights

· attachment of secondary label to older line of goods demonstrated bad faith attempt to reserve a mark

b.
quantum of use

Paramount Pictures Corp. v. White (Fed. Cir. 1997)

small number of sales and gifts of board game with no business records of sales insufficient to establish ownership of mark; use must be more than sporadic, casual and nominal, and must reflect a continual effort to create a viable business in the goods 

· Revision Act of 1988 provided for registration based on use or intent to use the mark and therefore eliminated token use as basis for registration and instituted requirement that use be in ordinary course of trade, according to industry practice

c.
tacking

Brookfield Communications v. West Coast Entertainment Corp.(9th Cir. 1999)

(priority in The Movie Buff's Movie Store not permitted to be tacked onto moviebuff.com)

tacking first use date in earlier mark onto subsequent mark permitted if two marks create the same, continuing commercial impression, and later mark does not materially differ from or alter the character of the earlier mark; consumers should regard them as essentially the same as new mark serves the same identificatory function as the old mark

· policy: without tacking a trademark owner's priority in a mark would be reduced each time slightest alteration was made, and would discourage owner from altering mark in response to changing consumer preferences, evolving aesthetic developments or new advertising and marketing styles

d.
analogous use

T.A.B. Systems v. Pactel Teletrac (Fed. Cir. 1996)

analogous use of service mark in advertising, brochures, catalogs, newspaper ads, and articles in newspapers and trade publications, of such a nature and extent as to create public identification of mark with product or service, before service itself available, may establish priority rights to support opposition to application

· direct evidence of consuming public's source identification not required, indirect evidence may support inference if activities have substantial impact on purchasing public (i.e., reach more than negligible share of potential customers, depending on size of market, customers reached must see more than a few references to mark)

· advertising must be sufficiently clear, widespread and repetitive to create the required association in minds of potential purchasers between the mark as an indicator of particular source and the service to become available later

· actual number of potential customers reached, not the strength of the linkage for some reasonable potential customer

Maryland Stadium Authority v. Becker (D.Md. 1992)

advertising and promotion, without sale or shipment of goods in commerce, are sufficient to establish use of and secure rights in a mark as long as they occur within a commercially reasonable time prior to actual rendition of service and as long as the totality of acts creates association of the goods or services and mark with the user

4.
Concurrent Use

United Drug v. Theodore Rectanus (S.Ct. 1918)

common law trademark protection for remote junior users
· adoption of trademark does not project the right of protection in advance of extension of trade, or operate as a claim of territorial rights over areas into which it thereafter may be deemed desirable to extend the trade; wherever the trade goes, attended by use of the mark, the right of the trader to be protected against use by others 

· policy underlying rule of priority to first user is that purchasers have come to understand the mark as indicating origin of goods so that is use by second producer amounts to an attempt to sell goods as those of competitor; does not extend to case where same mark happens to be employed simultaneously by two producers, each in goods faith without notice of prior use by others, in different markets separate and remote from each other so that the mark means one thing in one market and entirely different thing in another

· to grant common-law ownership rights in remote area where junior user established would be to establish right of senior user as a right in gross, deprive remote junior user of benefit of good-will resulting from long-continued use of mark, substantial expenditures in building up trade, enable senior user to reap substantial benefit from publicity that junior user has given to mark in locality, and confuse if not mislead public as to origin of goods thereafter sold in locality

Thrifty Rent-A-Car System v. Thrift Cars (1st Cir. 1987)

15 U.S.C. § 1115(b)(5) (Lanham Act § 33(b)) "limited area" exception to incontestability, confers upon junior user the right to continued use of otherwise infringing mark in a remote geographical area if that use was established prior to other party's federal registration; junior user permitted to maintain a proprietary interest in mark even though it has no general federal protection through registration, if used continuously in remote location and initially in good faith without notice of infringing mark

· protection only in geographical location where user has established market penetration as of date of registration; expansion into new market areas not protected

· junior user challenging federal registrant has burden of showing continuous and actual market presence

Dawn Donut v. Hart's Food Stores (2d Cir. 1959)

no injunctive relief under Lanham Act when no likelihood of confusion from concurrent use of mark in sufficiently distinct and geographically separate markets, and no present likelihood of expansion of use of mark into junior user's market area, unless registrant should expand into junior user's area

· Lanham Act provides that registration of trademark on principal register is constructive notice of registrant's claim of ownership; by eliminating defense of good faith and lack of knowledge, grants nationwide protection to registered markets, regardless of the areas in which registrant actually uses the mark

· length of time it takes registrant to learn of junior user's use is indication of likelihood of confusion

· length of time for which registrant inactive in junior user's area is indication of likelihood of expansion

IV. Loss of Trademark Rights

A. Genericism

15 U.S.C. § 1125 (Lanham Act § 45)

A mark shall be deemed abandoned when . . . (2) any course of conduct of owner, including acts of omission as well as commission, causes mark to become generic name for goods or services on or in connection with which it is used or otherwise to lose its significance as a mark.  Purchaser motivation shall not be a test for determining abandonment.

1.
general consuming public, not specialized group

Bayer v. United Drug (S.D.N.Y. 1921)

determination of whether term is understood to refer to kind of goods sold or to indicate source of those goods must look to general consuming public not educated class with specialized knowledge (here, manufacturing chemists, physicians, and retail druggists); court enjoined use of mark on goods to specialized class but permitted on sales to general public for whom term was generic

· failure to use term in trademark fashion or adequately to police others' use of term may result in term's loss of trademark significance

2.
primary significance test

King-Seeley Thermos Co. v. Aladdin Industries (2d Cir. 1963)

thermos entered public domain beyond recall

test is not what is available as alternative to public, but what public's understanding is of the word that it uses

mark is not generic merely because it has some significance to the public as indication of nature or class of article but only when its primary significance to the public is indication of nature or class rather than indication of origin

· because some members of public and trade recognize term as trademark, to balance competitive disadvantage arising out of exclusive use of term and risk that those who recognize term as trademark will be deceived, court imposed substantial restrictions on use of term: preceding use by possessive of manufacturer's name; confine use to lower-case, never use words original or genuine in describing its product

Anti-Monopoly v. General Mills Fun Group (9th Cir. 1982)

trademark had become so identified with good as name of the good as to be generic, even if only one producer ever made good so that public necessarily associates good with that particular producer

· court relied on results of motivation survey seeking explanation of purchaser's motivation in purchasing product as either wanting product regardless of producer or wanting particular producer's product 

Trademark Clarification Act of 1984

overruled Anti-Monopoly decision on four major grounds:

· trademarks may have dual purpose of identifying goods and services and indicating source of goods and services

· mark may identify unique product or service so long as mark serves also to identify a single source of the product or service

· single source of goods may be unknown
· prohibition of use of purchaser motivation test in determining genericism, and reaffirmation of use of primary significance test
Blinded Veterans Association v. Blinded American Veterans Foundation (D.C.Cir. 1989)

term "blinded veterans" not protectable trademark because generic but protected against passing off

· term need not be the sole designation of an article in order to be generic, test is whether the public perceives the term primarily as the designation of the article, whether another term of reasonable conciseness and clarity could be used

· if term is generic, competitor's use does not give rise to unfair competition claim unless consumer confusion is likely from failure of competitor to identify itself as source of product; competitor cannot be prevented from using the generic term to denote itself or its product but may be enjoined from passing itself or its product off as the first producer or its product

· passing off does not require proof of intent, only that likely effect of act to be deception of the public

Harley Davidson v. Grottanelli (2d Cir. 1998)

hog generic for large motorcycles before public began using it to refer to HD motorcycles, and public has no more right than manufacturer to withdraw generic term from language and give it a trademark significance

· dictionary definitions, newspaper and magazine use of a word to denote a category of products are significant evidence of genericness because usually reflect the public's perception of its meaning and its contemporary usage
3.
misuse of term by owner not third parties

Stix Products v. United Merchants & Manufacturers (S.D.N.Y. 1968)

trademark misuse not by proprietor or its licensees but by competitors to destroy value of trademark and force it into public domain does not render trademark generic if purchasing public does not recognize or use term as indication of nature or class of product 

· third party use of trademark to capture cachet associated with mark by using mark as shorthand way of denoting particular quality that third party wishes to impact to its goods or services

4.
de facto secondary meaning

when public identifies term with single source of origin but nonetheless the term is not accorded trademark status

(1) public does not recognize the term as a brand name but may know that there is a single source for the goods (due to producer's patent monopoly, or because others are otherwise unable or unwilling to compete, and the producer has not been using the term in proper trademark fashion)

(2) producer selects as a trademark a term that is deemed to have been already commonly recognized, or generic, name of the goods, but through substantial advertising, proper trademark use and market dominance, succeeds in establishing public trademark recognition for otherwise common name

· policy:term must be free for competitive use if it is in fact commonly recognized name of the goods

5.
consumer confusion over generic term

Dial-a-Mattress Franchise Corp. v. Page (2d Cir. 1989)

although M-A-T-T-R-E-S was generic for mattresses, prior user retained right to use number and correlating letters due to consumer confusion over concurrent local and 1-800 numbers

Holiday Inns v. 800 Reservations (6th Cir. 1996)

no violation in consumer confusion over vanity number 1-800-HOLIDAY and frequently misdialed complementary number because confusion was preexisting, not created; number was not publicized but merely reaped benefits of consumer misdialing

Hoffman-LaRoche v. Medisca (N.D.N.Y. 1999)

use of a generic term may avoid source confusion when there is distinguishable packaging and labelling between products using the same generic term, and prominent use of tradename
B.
NonUse

15 U.S.C. § 1125 (Lanham Act § 45)

A mark shall be deemed abandoned when (1) use discontinued with intent not to resume, inferred from circumstances.  Nonuse for three consecutive years shall be prima facie evidence of abandonment.  Use means bona fide use of mark in ordinary course of trade, and not merely to reserve a right in a mark. . . . .
Silverman v. CBS (2d Cir. 1989)

however laudable CBS's motives were in discontinuing use of marks for 20 years in response to societal pressures, motives do not overcome facts that CBS had not used marks for more than 20 years and had no plans to resume in reasonably foreseeable future

· intent not to resume refers to reasonably foreseeable future, as would be virtually impossible to establish relevant intent circumstantially if relevant intent were never to resume

· concepts of "deemed" and intent "not to resume" rather than abandon contemplates distinction based on duration of non-use and avoid subjective inquiry on issue of abandonment

· owner who temporarily suspends use of a mark can rebut presumption of abandonment by showing reasonable grounds for suspension and plans to resume use in reasonably foreseeable future when conditions requiring suspension abate, but bare assertion of possible future use not enough; nothing in statute protects intent not to resume based on worthiness of motive

· challenging infringing uses and sporadic licensing for essentially non-commercial uses are not sufficient to forestall abandonment because do not rekindle public's identification of mark with owner

· distinction between artistic and non-artistic marks in avoiding public confusion; interest not as weighty as in non-artistic product whose trademark is associated with high quality or other consumer benefits

NOTE:  good will may take on life of its own, independently of producer, such as in case of relocation of sports teams when institutional continuity between old and new teams despite name and city change 

Rust Environment & Infrastructure v. Teunissen (7th Cir. 1997)

abandonment of mark after merger and adoption of new mark for new company distinguished from continuous use of mark confusingly similar to abandoned mark

· relevant comparison is between new name adopted by third party and new name adopted by holder of abandoned mark, not abandoned mark

· subsequent use of abandoned mark may evoke continuing association with prior use; appropriation of abandoned mark might be permitted if subsequent users take reasonable precautions to prevent confusion

C.
Assignment in Gross

Clark & Freeman v. Heartland (S.D.N.Y. 1993)

where trademark has been assigned in gross, without accompanying goodwill, then assignment is invalid and assignee must rely upon own use to establish priority

· policy:  use of mark by assignee in connection with different goodwill and different product would result in fraud on purchasing public who reasonably assume that mark signifies same thing as prior use

· transfer of goodwill not mechanistic concept, requires more than forbearance by assignor; key question is whether assignees produced product substantially similar to that of assignor such that customers would not be deceived or harmed

· in determining whether goodwill has been transferred, substantial similarity requires more than merely the quality of the product; even minor differences can threaten consumer deception

· assignment in gross found in circumstances of transfer, that assignees were using mark before assignment indicates that sought only ability to use name not goodwill, that assignees did not attempt to obtain assignment until after assignor threatened to prevent use
D.
Naked Licensing
Yocum v. Covington (T.T.A.B. 1982)

prior owner lost trademark rights through unsupervised licensing in gross of mark, agreements to allow use of the mark without adequate supervision and quality control
· involuntary forfeiture of trademark rights, because mark owner probably has no subjective intent to abandon mark; but causes symbol to lose its meaning as trademark

· while lack of intent to abandon would be relevant to voluntary relinquishment of mark, not a sufficient defense against naked licensing activity

Stanfield v. Osborne Industries (10th Cir. 1995)

licensing without providing for quality control:  absent special relationship between parties (close, long-term working relationship; manufacture of majority of goods and utilization of own quality control procedures by licensor), licensor not entitled to rely upon licensee for quality control

Kentucky Fried Chicken v. Diversified Packaging (5th Cir. 1977)

duty to oversee quality of licensees' products imposed on trademark licensors to prevent public from being misled due to reliance upon owner's reputation in selecting trademarked goods, and loss of utility of trademark as informational device.

· retention of trademark requires only minimal quality control, for court does not sit to assess quality of products sold on the open market

· no requirement of trademark owner to oversee use by concurrent owners in separate geographical territories

E.
Failure to Police
University Bookstore v. Board of Regents (T.T.A.B. 1994)

· owner is not required to act immediately against every possibly infringing use to avoid abandonment; only when marks lose significance as indications of origin

· rather than constituting uncontrolled use by third parties which resulted in marks losing all source indicating significance, royalty-free, nonexclusive implied license to use marks which principally signified applicant in mind of consuming public

· inference of abandonment is not drawn where satisfactory quality maintained and no deception of purchasers occurred, even without essentially a formal system of quality control over clothing and other imprinted merchandise marks were not abandoned because quality of apparel imprinted remained at acceptable level 

V. Trademark Registration

A.
Advantages of Trademark Registration on Principal Register

(1) Nationwide Protection from Date of Application, priority against a party adopting same or similar mark after that date; if mark is unregistered, common law protection may be limited to those areas in which mark had actually been in use or become known

(2) Incontestability. if registered mark used continuously for 5 years, limited challenges to registrant's right to use mark

(3) Constructive Notice to others, prevention of registration of any mark that PTO considers likely to cause consumer confusion

(4) Treble Damages for deliberate infringement of registered mark

(5) Evidentiary advantages as registered mark is prima facie valid
(6) Confirms ownership and validity to simplify auditing and clearing title in sale of product line or company.

Notice of Registration.  failure to display notice of registration with mark results in a bar to award of profits or damages in infringement suit absent a finding that infringer had actual notice of registration.

Renewal of Registration 15 U.S.C. § 1059 (Lanham Act § 9)
registration may be renewed for periods of ten years from end of expiring period upon showing of current use of mark in commerce.  Special circumstances, such as government regulation or prohibition, illness, fire or other catastrophe, may excuse non-use of mark where registrant did not have intent to abandon.

B.
Bars to Registration 

1.
Deceptive v. Deceptively Misdescriptive Terms

15 U.S.C. § 1052 (Lanham Act § 2) prohibits registration of a mark that 

(a) consists of or comprises immoral, deceptive or scandalous matter, or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute

(e)(1) when used on or in connection with the goods is merely descriptive or deceptively misdescriptive of them ((f) may be registered when used by applicant and has become distinctive of the applicant's goods in commerce; prima facie evidence is exclusive and continuous use for five years)

In re Budge Manufacturing Co. (Fed. Cir. 1988)

(mark LOVEE LAMB for automobile seat covers made from synthetic fibers found deceptively misdescriptive)

· that a mark or part of a mark may be inapt or misdescriptive as applied to goods does not make it deceptive

· explanatory statements on advertising or labels disclosing actual nature of goods does not redeem deceptively misdescriptive mark, as it is the word of the mark, not the statement of advertisement, that is to be registered

· unlike merely descriptive marks, deceptively misdescriptive marks cannot acquire distinctiveness

· 3 part standard for deceptiveness:

(1) whether the term is misdescriptive of the character, quality, function, composition or use of the goods

(2) whether anyone would be likely to believe the misrepresentation actually describes the goods, and

(3) whether the misrepresentation would materially affect a potential purchaser's decision to buy the goods

Gold Seal Co. v. Weeks (D.D.C. 1955)

(mark Glass Wax for glass cleaner and polish found not to be deceptive but to be deceptively misdescriptive and therefore registrable only upon showing secondary meaning)

· consumers not misled when product satisfies needs and average consumer cares and knows little about scientific composition of product; evidence did not show that consumers were influenced to purchase product on account of misrepresentation; deception found when essential and material element is misrepresented, distinctly false, and the very element upon which the customer reasonably relies in purchasing one product over another

· still mark that fails to describe the true nature, quality or function of the good is deceptively misdescriptive

2.
Scandalous, Disparaging

15 U.S.C. § 1052 (Lanham Act § 2) prohibits registration of a mark that 

(a) consists of or comprises immoral, deceptive or scandalous matter, or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute

In re Bad Frog Brewery (T.T.A.B. 1999)

(not to be cited as precedent) gesture might be scandalous if given by human as opposed to animal; to be scandalous, obscene gesture must be directed at particular person or group
Harjo v. Pro-Football (T.T.A.B. 1999)

(registrations of "redskins" cancelled as disparaging and contemptuous of Native Americans, though not scandalous)

· decision on registrability under § 2 pertains to time periods when subject registrations were issued

· two-step analysis: (1) meaning of the matter in question, as it appears in the marks and as those marks are used in connection with the services identified, and (2) whether meaning is scandalous to substantial composite of general public or disparages referenced group

scandalousness:

· whether mark, including innuendo, comprises scandalous matter

(1) shocking to the sense of truth, decency, or propriety to, or give offense to the conscience or moral feelings of, excite reprobation, or call out for condemnation of not necessarily a majority, but a substantial composite of the general public, and 

(2) in the context of contemporary attitudes; 

· meaning of mark must take into consideration not only dictionary definitions but also (1) relationship between questionable matter and any other element that makes up mark in its entirety, and 

(2) goods and/or services and the manner in which the mark is used in the marketplace in connection with those goods and/or services

disparagement; matter which may bring persons into contempt or disrepute

· unlike scandalousness, not based on American society as a whole but different focus on identifiable object, persons, living or dead, institutions, beliefs or national symbols, views of referenced group as reasonably determined by views of a substantial composite thereof

· "may disparage" avoids requiring showing of intent to disparage, shifts focus to whether matter may be perceived as disparaging

· determined by reference to particular goods in connection with which mark is used

· to ascertain meaning, refer not only to dictionary definitions but also :

(1)
relationship between subject matter and other elements that make up the mark in its entirety;

(2)
nature of the goods and/or services; and

(3)
manner in which the mark is used in the marketplace in connection with the goods and/or services

3.
Confusion

15 U.S.C. § 1052 (Lanham Act § 2) prohibits registration of a mark that

(d)  consists of or comprises a mark which so resembles a mark registered in the PTO, or a mark or trade name previously used in the U.S. by another and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive . . .

Nutrasweet v. K&S Foods (T.T.A.B. 1987)

(NUTRA SALT as mark for salt with trace minerals)

· though artificial sweeteners and sale are obviously different products, likely to be sold in same sections of grocery stores and appear side by side in restaurants and kitchens of ordinary consumers; low-cost impulse type items where purchasing decision is not likely to be as careful as it would be with higher-priced product; closely related, complementary products

· different format of marks not persuasive here for reason the drawing in application not in special form

Marshall Field v. Mrs. Fields Cookies (T.T.A.B. 1992)

no likelihood of confusion between mark for department stores which also sell some bakery goods and mark for retail bakery store services

· common surname and purchasers are accustomed to distinguishing between such common surnames by whatever slight differences may exist in marks as whole; given fame of parties for respective services, public likely to readily recognize differences in the marks as used and not likely to be confused as to sources of goods sold thereunder; famous marks normally deserve wider scope of protection, but here both marks have achieved significant degree of fame in marketplace, though not for same goods and services except to extent that bakery goods sold within department stores

4.
Geographic Terms

15 U.S.C. § 1052 (Lanham Act § 2) prohibits registration of a mark which

(e)(2) consists of a mark which when used on or in connection with the goods of the applicant is primarily geographically descriptive of them, except as indications of regional origin ((f) may be registered when used by applicant and has become distinctive of the applicant's goods in commerce; prima facie evidence is exclusive and continuous use for five years)

(e)(3) when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them

American Waltham Watch v. United States Watch (Mass. 1899)

first comer may put later comers to trouble of taking reasonable precautions as are commercially practicable to prevent lawful names and advertisements from deceiving public to first comer's harm

· importance of indicating place of manufacture and discrediting effect of distinguishing words on the one side balanced with importance of preventing deceitful diversion of public 

In re Nantucket (C.C.P.A. 1982)

(NANTUCKET not primarily geographically deceptively misdescriptive because no evidence that purchasing public would be deceived in their expectation of the shirts' origin when seen in market under that mark)

· a mark is primarily geographical if it is the name of a place which has general renown to the public at large and which is a place from which goods and services are known to emanate as a result of commercial activity

· of primary consideration is whether or not there is an association in the public mind of the product with the particular geographical area; registration will not be refused where the geographic meaning is minor, obscure, remote or unconnected with the goods

· mark must be evaluated as applied to the goods of the applicant, and registration denied only when the mark is geographically descriptive or deceptively misdescriptive of the goods

In re London and Edinburgh Insurance Group Ltd. (T.T.A.B. 1995)

combination of geographic terms still may be primarily geographically descriptive

· when mark is primarily geographically descriptive:

(1) mark is name of a place generally known to the public
(2) public would make a goods/place association, i.e., believe that the goods with which mark is to be used originate in that place; goods/place association presumed when geographical significance of a term is its primary significance and where the geographical place is neither obscure nor remote; stricter test when term could be considered to be noted for goods/services

· natural association between cities, not odd or incongruous combination, therefore geographical significance not lost

In re Bacardi (T.T.A.B. 1997)

additional term added to HAVANA does not detract from primary geographic significance of composite mark
because Havana is a major city in which rum is a significant product, goods/place association likely to be made, therefore primarily geographically deceptively misdescriptive

NOTE:  Geographically Suggestive marks

place names may convey general qualities with which a trademark proprietor might wish to associate her goods or services; such marks do not describe goods' origin

5.
Surnames

15 U.S.C. § 1052 (Lanham Act § 2) prohibits registration of a mark which

(e)(4) is primarily merely a surname
· test is mark's primary significance to purchasing public
· surname that has become distinctive within the meaning of § 2(f) is entitled to registration

· in the past, personal nature of business transactions ensured that commercial use of the same name by two individuals did not adversely affect the public because consumers associated individual's name with specific trade through personal contact within particular geographic locality

· now transformed economy has lost personal element and is marked by corporate activity, mass production and national distribution, so that consumers must rely on reputations created by advertising rather than personal knowledge

· courts still recognize that an individual has some legal right to use own name in business

In re Cazes (T.T.A.B. 1991)

BRASSERIE LIPP for restaurant services

evidence of surname usage of mark; large number of listings not required, as even a rare surname is unregistrable if its primary significance to purchasers is as a surname
· addition of generic term does not alter primary significance of mark as surname

a. Limited Injunction

L.E. Waterman v. Modern Pen (S.Ct. 1914)

· balanced right of individual to use own name in business against right of public to be free from confusion resulting from concurrent use of similar names

· if first user's personal name had acquired secondary meaning, if the public had come to associate and identify particular goods with a particular source, and if the potential effect of the concurrent use of the names was confusion, later user's use could be enjoined

· limited injunction which allowed later user to use surname with first name and notice of disclaimer of surname, merely requiring later user to differentiate the business name so as to eliminate potential confusion while not taking away individual's identity

Taylor Wine v. Bully Hill

later user permitted to use signature on labels and advertising if accompanied by disclaimer of affiliation or succession to first user

b. Absolute Injunction

David B. Findlay v. Findlay 

absolute injunction against use of surname, even with first name, on same street, but permitted to use initials on same street or own name in another location

fraud or deliberate intention to deceive or mislead public not necessary; sacred right in use of own name in business not unlimited; court emphasized inequity of allowing someone to benefit unfairly from another's years of effort in establishing business reputation

Levitt Corp. v. Levitt

absolute injunction granted against use of surname after sale of business and goodwill, to prevent public confusion, prevent dilution of goodwill

C.
Incontestability

15 U.S.C. § 1065 (Lanham Act § 15)

except to the extent to which use of mark registered on principal register infringes a valid right acquired by use of a mark or trade name continuing from a date prior to the date of registration of such registered mark, the right of the registrant to use such registered mark, the right of the registrant to use such registered mark in commerce for the goods or services on or in connection with which such registered mark has been in continuous use for five consecutive years subsequent to the date of such registration and is still in use in commerce, shall be incontestable; may be canceled if becomes generic, abandoned, used to misrepresent source of goods or services, or obtained fraudulently

Park 'N Fly v. Dollar Park & Fly (S.Ct. 1985)

incontestable mark cannot be challenged as merely descriptive because while registration provides only prima facie evidence of registrant's exclusive right to use mark and may be challenged, incontestable status provides conclusive evidence of registrant's exclusive right to use mark subject to limited conditions/defenses

· no distinction between offensive and defensive use of incontestable status of mark; holder of registered mark may rely on incontestability to enjoin infringement as well as protect against cancellation

VI. Infringement

15 U.S.C. § 1114 (Lanham Act § 32(1))

without consent of the registrant--use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark in connection with the sale, offering for sale, distribution, or advertising of any goods or services on or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive 

· likelihood that appreciable number of ordinarily prudent purchasers are likely to be misled, or simply confused, as to source of goods

A.
Likelihood of Confusion

Polaroid v. Polarad Electronics (2d Cir. 1961)

eight factors for evaluating likelihood of confusion between non-identical goods or services as well as same or similar goods

1. strength of original mark

2. degree of similarity between marks
3. proximity of products or services

4. likelihood that original trademark owner will bridge the gap
5. evidence of actual confusion
6. second-comer's good faith in adopting the mark

7. quality of second-comer's product or service

8. sophistication of the buyers

· where marks used are identical and products are directly competitive or closely related, there is obvious harm to original trademark owner, for a second-comer is using the same mark on substitute goods

1. similarity of marks

a.
Sight, Sound and Meaning

· similarities weigh more heavily than differences

· initials require less degree of similarity because by their nature they are abbreviations to be comprehended at a glance

· similarity of meaning is use of a designation which causes confusion because it conveys same idea, or stimulates the same mental reaction

b.
House Mark in connection with Disputed Mark

in many cases use of house mark, or addition of allegedly distinguishing term to disputed mark, has been held not to avoid confusion; but in cases of trade dress infringement, use of prominent, recognized mark given great weight (see L.A. Gear v. Tom McAn Shoe)

2. proximity of products

Vitarroz v. Borden (2d Cir. 1981)

(no likelihood of confusion in use of BRAVO'S for crackers and tortilla chips when products differ in non-trivial respects, including presentation of mark on packaging, and share only some areas of competing use, with no significant risk of injury to senior user)

· equity considerations: any injury to senior user's interest far outweighed by D's interest in retaining good will developed as a result of substantial investment

· senior's user's right not based solely on similarity of marks and proximity of products; balance of equities based on consideration of all Polaroid factors applies even to virtually identical marks used on competing products

· Lanham Act protects senior user against 3 types of injury: loss of patronage, loss of reputation, and limitation on business expansion

· when user of mark exhibits little regard for it (e.g., by misspelling mark on price list), may infer that mark means little to others

· parties' use of their respective, well-known house marks on their packaging would help avoid confusion

Munsingwear v. Jockey International (D.Minn. 1994)

horizontal-fly mens underwear; distinction between pre-sale product packaged and sold to consuming public, and post-sale product consisting of actual product itself, determination as to which products are to be compared in likelihood of confusion analysis depends upon how consumers will encounter products
· whether products are sold side-by-side is irrelevant in market controlled by only a few producers where it is inevitable that one brand will be located near another due to efficiency and customer assistance 

3. intent of later user

defendant's intent to cause confusion is strong evidence that confusion is likely

Fleischmann Distilling Corp. v. Maier Brewing (9th Cir. 1963)

BLACK & WHITE for scotch held infringed by same mark for beer; inference of intent to infringe inferred from adoption of mark without seeking legal advice, only possible purpose must have been to capitalize upon popularity of name chosen

Holiday Inns v. Holiday Out in America (5th Cir. 1973)

intent to infringe not inferred from confusing similarity of marks alone, when business and advertising not conducted in a manner suggesting a connection between two businesses, because would require court to assume that which is to be proved

Academy of Motion Picture Arts v. Creative House Promotions (9th Cir. 1991)

likelihood of confusion inferred where evidence shows that one company deliberately adopted another's mark to obtain advantage from other's good will

Mobil Oil v. Pegasus Petroleum (2d Cir. 1987)

· inference of bad faith in actual or constructive knowledge, though presumption extends only so far as goods noted in registration
· intent to free ride upon reputation of well-known mark inferred where freedom of choice exists with full knowledge of senior user's mark

Munsingwear v. Jockey International (D.Minn. 1994)

· prominent indication of manufacturer on packaging and product shows that marketing of product is form of competition for market share rather than attempt to pass off as product of another manufacturer

Playboy Enterprises v. Universal Tel-A-Talk (E.D.Pa. 1998)

incorporation of word and design marks in website, which included hyperlink to P's authorized website, found to be effort to capitalize on P's established reputation in disputed marks

Sands Taylor & Wood v. Quaker Oats (7th Cir. 1992)

use of Gatorade is Thirst Aid found to infringe THIRST-AID mark on beverage products as creating reverse confusion
· intent irrelevant in reverse confusion case because junior user by definition is not intending to palm off its products as those of another or otherwise attempting to create confusion

W.W.W. Pharmaceutical v. Gillette (2d Cir. 1993)

(no likelihood of confusion found between Sportstick lip balm and Right Guard Sport Stick deodorant)

· selection of mark which matched image it was trying to project as well as shape of the product indicates good faith, despite actual knowledge of another's prior registration because no evidence of intention to promote confusion between products or to appropriate good will

B. Types of Confusion

1.
Initial Confusion

Mobil Oil v. Pegasus Petroleum (2d Cir. 1987)

likelihood of confusion found between use of mark Pegasus and "flying horse" symbol in connection with petroleum industry not in fact that third party would do business with D believing it related to P, but in likelihood that D would gain crucial credibility during initial phases of deal; initial confusion sufficient as trademark injury

· while words and their pictorial representations should not be equated as a matter of law, may be equivalent as a factual matter

· arbitrary marks deserve broadest protection; famous or well-known mark receives larger cloak of protection than lesser know mark because of the tendency of the consuming public to associate a relatively unknown mark wit one to which they have long been exposed if the unknown mark bears any resemblance thereto 

· diversification makes it more likely that a potential customer would associate non-diversified company's services with the diversified company, even though two companies do not actually compete

Blockbuster Entertainment Group v. Laylco (E.D.Mich. 1994)

use of Video Busters found confusingly similar to Blockbuster Video even if customers renting video tapes were not confused

· Lanham Act protection not limited to confusion at point of sale, at time when actual purchases take place, but also protects against confusion among potential customers and protects reputation among general public of trade mark holders

Brookfield Comm. v. West Coast Entertainment (9th Cir. 1999)

infringement found in West Coast Video's use of MOVIEBUFF in the metadata of its website due to initial confusion resulting from search engines routing consumer requests for MOVIEBUFF to West Coast website even if customers came to realize prior to making any purchases that site was not P's 

2.
Relevant Public/Secondary Confusion

Mastercrafters Clock & Radio v. Vacheron & Constantin-Le Coultre Watches (2d Cir. 1955)

while purchasing public may not have been deceived, secondary confusion still would exist; clock design copied to attract price-conscious customers who wanted to own copy of luxury design clock for purpose of acquiring prestige gained by displaying what many visitors at customers' homes would regard as prestigious article

· in secondary-meaning case, harm may result either from likelihood of loss of customers or loss of reputation, or both, from customer's belief that competing article derives from same source as that of party complaining, regardless of whether customers know source

Munsingwear v. Jockey International (D.Minn. 1994)

· because general public does not ordinarily see underwear in same manner and to extent that it views outerwear, lack of post-sale exposure of product to general public reduces risk that any customers will be confused as to source

3.
Reverse Confusion

Sands Taylor & Wood v. Quaker Oats (7th Cir. 1992)

use of Gatorade is Thirst Aid found to infringe THIRST-AID mark on beverage products as creating reverse confusion
· forward confusion occurs when customers mistakenly think that junior user's goods or services are from the same source as or are connected with senior user's goods or services; junior user attempts to capitalize on senior user's good will and established reputation by suggesting that its product comes from same source as does senior user's product

· reverse confusion occurs when large junior user saturates the market with a trademark similar or identical to that of a smaller, senior user; junior user does not seek to profit from good will associated with senior user's mark, but senior user injured because public comes to assume that senior user's products are really the junior user's or that the former has become somehow connected to the latter, with the result that senior user loses the value of the trademark--its product identity, corporate identity, control over goodwill and reputation, and ability to move into new markets

· closely related product, one which would reasonably be thought by consuming public to come from same source, or thought to be affiliated with, connected with, or sponsored by, trademark owner, also protected to enable trademark owner to enter product markets in which it does not now trade but into which it might reasonably be expected to expand in the future; protecting trademark owner's interest in new markets particularly important in cases of reverse confusion where junior user so overwhelms senior user's mark that senior user may come to be seen as infringer

· in reverse confusion case, may make more sense to consider the strength of the mark in terms of its association wit junior user's goods

· junior user's use of brand name in conjunction with mark considered aggravating, not mitigating, factor in creating confusion
· intent irrelevant in reverse confusion case because junior user by definition is not intending to palm off its products as those of another or otherwise attempting to create confusion

W.W.W. Pharmaceutical v. Gillette (2d Cir. 1993)

(no likelihood of confusion found between Sportstick lip balm and Right Guard Sport Stick deodorant)

· modest sales, low national recognition, and extensive third party use of components of mark weigh against strength of mark

· similarity of marks determined by considering general impression created by marks, including all factors  which the buying public will likely perceive and remember, such as products' sizes, logos, typefaces and package designs

Harlem Wizards Entertainment Basketball v. NBA Properties (D.N.Y. 1997)

(no likelihood of confusion found between NBA competitive basketball team and show basketball team)

· meaningful differences between products and services tend to negate reverse confusion even when the products are superficially within same general category

Dreamwerks Production Group v. SKG Studios (9th Cir. 1998)

reverse confusion found between Star Trek convention organizer's mark and entertainment studio

· no question of palming off in reverse infringement case since neither junior nor senior user wishes to siphon off the other's goodwill; question is whether consumers doing business with the senior user might mistakenly believe that they are dealing with junior user

· sci-fi merchandise and movies found to be complementary goods in that conventions dependent on output of entertainment studios

· focus on whether D's customers are likely to associate conventions with the studio; due to market structure where large entertainment studios control all aspects of merchandising and related industries, likelihood of reverse confusion found 
VII.
Trade Dress
Restatement of Unfair Competition §§ 16, 17

§ 16 Configurations of Packaging and Products: Trade Dress and Product Designs

The design of elements that constitute the appearance or image of goods or services as presented to prospective purchasers, including the design of packaging, labels, containers, displays, décor or the design of a product, a product feature, or a combination of product features, is eligible for protection as a mark if (a) the design is distinctive and (b) the design is not functional

A. Packaging/Advertising

Two Pesos v. Taco Cabana (S.Ct. 1992)

fast food restaurant trade dress that is inherently distinctive protectable like any other trademark without showing of secondary meaning

· no basis in Lanham Act for requiring secondary meaning for inherently distinctive trade dress protection but not for other distinctive words, symbols or devices capable of identifying a producer's product, would undermine purpose of Act

Paddington v. Attiki Importers & Distributors (2d Cir. 1993)

trademark distinctiveness classification applicable to trade dress

· since possible varieties of advertising display and packaging are virtually endless, typically a trade dress will be arbitrary or fanciful and thus inherently distinctive, and the only real question will be likelihood of confusion, provided that trade dress is not functional

· where it is the custom of an industry to package products in a particular manner, a trade dress in that style would be generic and therefore not inherently distinctive (e.g., packaging lime-flavored soda in green cans)

· trade dress may also be descriptive (e.g., illustration of shining car on bottle of car wax)

· while each individual element of trade dresses, which often utilize commonly used lettering styles, geometric shapes, colors or descriptive illustrations, may not be inherently distinctive, it is the combination of elements and the total impression that the dress gives to observers that should be focus of analysis of distinctiveness

Fun-damental Too, Ltd. v. Gemmy Industries (2d Cir. 1997)

(packaging for novelty toilet banks) traditional trademark classifications, not Knitwaves test, still apply to product packaging, as opposed to configuration

· a store display of a product's packaging style creates an image of the product more readily separated from the product itself,

· virtually infinite variety of packaging alternatives for a given product

· consumers are more likely to rely on packaging of a product rather than product's design as indication of source 

B. Product Configuration/Design


1.
Inherently Distinctive

Duraco Products v. Joy Plastic Enterprises (3d Cir. 1994)

(Grecian urn-shaped plastic planters trade dress of product itself)

traditional trade dress doctrine does not apply to a product configuration because, in contrast to product packaging, a product configuration differs fundamentally from product's trademark as it is not a symbol according to which one can relate the signifier (trademark, or perhaps the packaging) to the signified (the product)

· traditional trademark classifications are unsuited for application to product itself, which being constitutive of the product itself and having no dialectical relationship to the product, cannot be said to be suggestive or descriptive of the product, or arbitrary or fanciful in relation to it

· to be inherently distinctive, product feature or product configuration (combination or arrangement of features) must be

(i) unusual and memorable
unique individualized appearance so that a consumer informed of all the options available in the market could reasonably rely on it to identify a source; and apt to be impressed upon minds of consumers

(ii) conceptually separable from product itself

recognizable by consumer for its symbolic character as signifier of origin rather than a mere decorative symbol or pattern as component of the good

(iii) likely to serve primarily as a designator of origin of product

source's intent in adopting the particular configuration is highly probative; unlike secondary meaning inquiry, focuses on likely consumer perception of feature as something that renders product intrinsically more desirable regardless of source of product or primarily as signifier of product's source, rather than actually acquired mental associations

· Lanham Act protection of product configuration extends to the total image of a product, including features such as size, shape, color or color combinations, texture, graphics, or even particular sales techniques; law of unfair competition in respect to trade dress requires that all of the features be considered together, not separately

Landscape Forms v. Columbia Cascade (2d Cir. 1997)

industrial design of line of outdoor furniture including benches and trash cans not protected as trade dress because aspects of its product designs not claimed with sufficient particularity, failed to indicate what unique combination of features makes trade dress inherently distinctive, likely to be perceived by consumers as bearing stamp of their maker

· underlying purpose of Lanham Act is to protect consumers and manufacturers from deceptive representations of affiliation and origin; strong federal policy in favor vigorously competitive markets

· granting trade dress protection to an ordinary product design would create a monopoly in the goods themselves

2. Functional

Restatement of Unfair Competition § 17 Functional Designs

A design is functional for purposes of § 16 if the design affords benefits in the manufacturing, marketing, or use of the goods or services with which the design is used, apart from any benefits attributable to the design's significance as an indication of source, that are important to effective competition by others and that are not practically available through the use of alternative designs.

· evidence relating to advantages inherent in particular design is relevant to issue of functionality, which may be inferred from advertising or other promotional efforts that emphasize benefits of design, pursuit of utility patent, discussions of the design in trade literature; but the fact that other manufacturers have rejected the design in favor of other designs is evidence that it is not functional

· protection of overall design will not preclude others from adopting functional components

Thomas & Betts v. Panduit (7th Cir. 1998)

no per se prohibition against trade dress protection for product configurations disclosed in expired patents; safeguard against impermissible extension of patent monopoly by trademark is functionality doctrine

a. Utility

In re Morton-Norwich Products (C.C.P.A. 1982)

(container configuration for spray bottle not functional because same functions can be performed by variety of other shapes) 

· protection of product or container design limited to those designs or features thereof that are nonfunctional

· design of the thing (in the sense of its external appearance, not internal mechanisms) and not the thing itself which is analyzed in terms of functionality, because by definition the thing functions as a thing and has its utility, while its appearance may not

· need to copy design element in order to exercise one's right to compete effectively

· factors indicating functionality:  

· expired utility patent disclosing utilitarian advantage of design; 

· promotion of design's utilitarian advantages in advertising; 

· design is result of comparatively simple or cheap method of manufacturing article; 

· best or one of few superior designs available; 

· whether design is dictated by functions performed or merely accommodated to functions

In re Babies Beat (T.T.A.B. 1990)

baby bottle design found de jure functional based on evidence of manufacturer's literature touting functionality as purpose of design elements and lack of competitive products that offer same advantages

· not mere existence of utility but degree of design utility
Brunswick v. British Seagull Ltd. (Fed. Cir. 1994)

color black for outboard motors de jure functional not in the sense of better engine performance but desirability to consumers for color compatibility and decreasing apparent object size; therefore competitive need to use black on outboard engines)

· product feature is functional if it is essential to use or purpose of the article or if it affects the cost or quality of the article

· de facto functional features have a function but may be entitled to trademark protection; de jure functional features are in their particular shape because they work better in that shape, and are not entitled to trademark protection; de jure functionality rests on utility determined in light of superiority of design and rests upon foundation of effective competition

· distinction between de facto and de jure functionality based on design's effect on competition; not whether feature contributes to product's commercial success

· color depletion theory cautions against protecting colors as trademarks, subsumed under functionality limitation

b. Aesthetic

Duraco Products v. Joy Plastic Enterprises (3d Cir. 1994)

(Grecian urn-shaped plastic planters trade dress of product itself)

· consumers usually appreciate a product's configuration for its contribution to the inherent appeal of the product, not (in the absence of secondary meaning) its signifying function

· if product configuration makes product more desirable to consumers rather than signifying source, then trademark law not permitted to extend protection once patent expired and design donated to public domain

· trade dress inquiry into functionality resembles genericness inquiry in trademark law in broad rationale of preserving effective competition; because product configuration has finite competitive variations that are equally acceptable to consumers, unfair competition exists not in copying nonfunctional but desirable designs and copying nonfunctional designs representing to consumers the source of the goods to trade off another's good will

Knitwaves v. Lollytogs (2d Cir. 1995)

sweater designs do not qualify for protection of trade dress because objective was primarily aesthetic rather than source identifying; test for inherent distinctiveness is solely whether claimed dress is likely to serve as a source designator

W.T. Rogers v. Wendell R. Keene & Keene Manufacturing (7th Cir. 1985)

aesthetic functionality may be found in molded plastic stacking office trays with hexagonal sides 

· if the feature is ornamental, fanciful, decorative, then manufacturer can use it as name, symbol, identifying mark, because not in short supply so that appropriating one of them does not take away from any competitor something needed in order to compete effectively; but if feature is somehow intrinsic to the entire product consisting of this manufacturer's brand and rivals' brands, functionality principle denies trademark protection

· functional feature is: 

· one that is common to entire product so that different brands share rather than one designed to differentiate the brands; 

· one which competitors would have to spend money not to copy but to design around, costly to do without rather then costly to have 

· the best, or at least one, of a few superior designs for its de facto purpose, protection will hinder competition so is denied

· pleasing in itself; not enough that a person who owns two items with that feature wants a matched pair

· if giving aesthetic pleasure is considered a function, then functionality would swallow up much of trademark law, for rare is the manufacturer who will not try to choose a pleasing mark

· trade names, symbols and design features often serve dual purpose, one part of which is functional in the sense of making the product more attractive, and is distinct from identifying the manufacture or brand to the consumer

· beauty is function, so manufacturer would have to seek a reward for developing a pleasing design under the design-patent law rather than under trademark law

· décor compatibility defense (that any manufacturer or certain type of trays be allowed to use the same shaped end panel as any other because whatever shape the first manufacturer adopted would establish a norm from which other manufacturers could not depart with any hope of competitive success) rejected because here not first maker of stacking trays and easy enough to replace all

· protecting design features that are functional in the aesthetic sense would impose undue costs (which will often be greater than the added information costs of not being able to use a brand name that has become generic) of engineering around a feature that the consumer has come to value for its own sake rather than for its role as an identifier of origin

Wallace International Silversmiths v. Godinger Silver Art (2d Cir. 1990)

typical elements of Baroque style silverware (scrolls, flowers, curls) not protectable as functional features

· protection denied because sought not for precise expression of decorative style, but for basic elements of a style that is part of the public domain, important to competition in the silverware market

C.
Infringement

Essie Cosmetics v. Dae Do International (E.D.N.Y. 1992)

square, labelless nail polish bottle protected because not functional (vast number of bottle and cap designs currently used successfully), protection will not hinder ability of competitors to market own products, survey evidence demonstrates that trade dress has acquired secondary meaning; bad faith indicated by use of identical trade dress in light of many different available alternatives and inconspicuous label

· limited private labeling does not negate finding of secondary meaning, as trade dress was for these simple bottles the absence of trade dress
· secondary meaning demonstrated for relevant purchaser group, not end-user that may view private label

· balance of hardships in P's favor because D's business devoted to products other than nail polish whereas P's is almost entirely nail polish sales

Toy Manufacturers of America v. Helmsley-Spear (S.D.N.Y. 1997)

location, time and manner of TOY FAIR registration procedures protectible as trade dress

concept of trade dress is expansive, focuses on entire selling image, rather than narrower single facet of trademark, and has been held to include such things as décor, menu and style of a restaurant and distinctive performing style of rock music group

L.A. Gear v. Tom McAn Shoe (Fed. Cir. 1993)

conspicuous and prominent placement of well-known trademarks on athletic shoes, and sophistication of consumers, outweigh similarities in shoe design

Conopco v. May Department Stores (Fed. Cir. 1994)

new bottle shape and label for Vaseline Intensive Care Lotion not infringed by retailer's private label product directly competing because packaged in a manner to make it clear that product is similar and intended for same purposes while clearly marked with prominently placed private logo and expressly invites consumer to compare with that of national brand 

· relevant consumers have had extensive experience with D's private label brand and distinguished between products over extended time period

McNeil-PPC v. Guardian Drub (E.D. Mich. 1997)

trade dress infringement found despite inclusion of house brand and "compare to" statement and disclaimer

· use of virtually identical packaging and advertising draw confusion not comparison; signs and advertising can be read as claiming that D's product is same as P's, only cheaper

· confusion not limited to point of sale, also initial stage of product selection

· distinguished Conopco on basis of extended time period during which brands had competed without consumer confusion

VII. False Representations

15 U.S.C. § 1125(a)(2) (Lanham Act § 43(a)(2))

Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which --

(2) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of own or another person's goods, services, or commercial activities

· applies only to false and misleading statements of fact in commercial advertising or promotion for business purposes, whether conducted by for-profit, non-profit or individuals; 

· excludes political speech or statements by consumer groups and commentators

A. Explicit v. Implicit


1.
Explicit/Literal Falsehood

· when representation is literally or explicitly false, injunctive relief may be granted without reference to advertisement's impact on buying public

Coca-Cola v. Tropicana Products (2d Cir. 1982)

false representation that D's orange juice is unprocessed and fresh-squeezed unlike other leading brands when in fact it is pasteurized and sometimes frozen prior to packaging

· evidence of likelihood of misleading consumers and irreparable harm in consumer reaction survey

Southland Sod Farms v. Stover Seed (9th Cir. 1996)

bar chart representation of slower growth rate of turfgrass, which grows more slowly than other brands in the spring but at a comparable rate by the summer, could be found literally false as representation of year-round growth rate and insufficient support for claims made as to lower cost and upkeep, which claims could be found literally false in themselves

· while product superiority claims that are vague or highly subjective often amount to nonactionable puffery, misdescriptions of specific or absolute characteristics of a product and specific and measurable advertisement claim of product superiority based on product testing (here, "50% less mowing") are actionable, even without direct comparison to competitor

2.
Implied Falsehood

· when implicitly rather than explicitly false, tendency to mislead, confuse or deceive must be tested by public reaction
Polar v. Coca-Cola (D.Mass. 1994)

television commercial showing polar bear tossing Coke can into trash can labelled "Keep the Arctic pure" and contently drinking Polar soda enjoined because implies that Coke is not pure with no evidence supporting such representation as to quality and nature of Coke

Coors Brewing v. Anheuser-Busch (S.D.N.Y. 1992)

television and radio commercials regarding transport of P's brew from Colorado to Virginia where filtered with local water and bottled for Northeast consumers not literally false and implied falsehood not sufficiently supported with reliable extrinsic evidence

United Industries v. Clorox (8th Cir. 1998)

(advertisement showing roach infestation with claim that roach bait product would kill roaches within 24 hours)

· not literally false because not explicit visual messages and audio message emphasized only 24-hour timeframe for kill not complete infestation control so commercial open to interpretation

· not implicitly false because no consumer reaction evidence presented

Mead Johnson v. Abbott Laboratories (S.D. Ind. 1999)

infant formula advertisement that product is "1st Choice of Doctors" misleading because market research on doctor's views not consistent with consumers' actual and reasonable interpretations of claim

· only plurality (fewer than half) of doctors consistently choose product, while consumers reasonably interpret claim as referring to a majority of doctors

· survey upon which claim based not designed to distinguish doctors' choice based on professional judgment and that based simply on product or advertising recall, while consumers reasonably interpret claim as based on doctors' professional judgment as to relative quality of products

B. Commercial Advertising/Promotion

Health Care Compare v. United Payors & United Providers (N.D. Ill. 1998)

false representations in materials distributed to health care providers by health care network actionable as commercial advertising, though providers not direct customers of network's services, because network's contracts with payor clients directed to providers dependent upon success of network's contracts with provider clients

· test is whether willingness to enter into contracts would be affected by misstatements

C.
Standing

Conte Bros. Automotive v. Quaker State-Slick (3d Cir. 1998)

retailers lacked standing to bring false advertising suit against manufacturer of product competing with products sold by retailers because no competitive harm to retailers in loss of ability to compete or detraction from reputation or good will 

· existence of identifiable class of persons (here, manufacturers of competing products) diminishes justification for allowing more remote party to bring suit

VIII.
Dilution

· recognizes harm of uses of trademark by others than its owner even when parties do not compete and consumer confusion as to source or sponsorship is unlikely
· protects only those trademarks that are sufficiently well-known to be considered distinctive

Federal Trademark Dilution Act of 1995

The owner of a famous mark shall be entitled to an injunction against another person's commercial use in commerce of a mark or trade name, if such use begins after the mark becomes famous and causes dilution of the distinctive quality of the famous mark. 

dilution means the lessening of the capacity of a famous mark to identify and distinguish goods or services regardless of the presence or absence of --

(1) competition between the owner of the famous mark and other parties, or

(2) likelihood of confusion, mistake, or deception

not actionable: 

(A) Fair use of a famous mark by another person in comparative commercial advertising or promotion to identify the competing goods or services of the owner of the famous mark

(B) Noncommercial use of a mark

(C) All forms of news reporting and news commentary

A. Types of Dilution
1. Tarnishment
use undermines the positive image the owner has built up for it; appearance of the mark in a distasteful or inappropriate setting will lessen its commercial appeal

2. Blurring
use lessens the distinctiveness of the mark; weakens the mark's ability to bring to mind a particular product, that of the trademark owner

B.
Elements

1. Distinctive and Famous Mark

Federal Trademark Dilution Act of 1995

In determining whether a mark is distinctive and famous, a court may consider factors such as, but not limited to--

(A) the degree of inherent or acquired distinctiveness of the mark;

(B) the duration and extent of use of the mark in connection with the goods or services with which the mark is used;

(C) the duration and extent of advertising and publicity of the mark;

(D) the geographical extent of the trading area in which the mark is used;

(E) the channels of trade for the goods or services with which the mark is used;

(F) the degree of recognition of the mark in the trading areas and channels of trade of the mark's owner and the person against whom eht injunction is sought;

(G) the nature and extent of use of the same or similar marks by third parties; and

(H) whether the mark is registered 

Ringling Bros. v. Celozzi-Ettelson Chevrolet (7th Cir. 1988)

(car dealership enjoined from using slogan "The Greatest Used Car Show on Earth," deceptively similar to P's entire mark, in manner of lettering designed to evoke the circus)

· distinctiveness of mark may be shown by 

(i)
length of time mark has been used

(ii)
scope of advertising and promotions

(iii)
nature and extent of business and scope of first user's reputation

· fact that mark is widely used phrase rather than coined term not dispositive

· irreparable harm:  by its nature injury caused by dilution almost always unquantifiable and therefore irreparable, as no effective way to measure loss of audience of potential growth through insidious gnawing away at value of mark

Hershey Foods v. Mars (M.D. Pa. 1998)

orange, yellow and brown trade dress for peanut butter candy pieces found to be not famous due to numerous third party uses of trade dress in food industry, and failure to register mark (because person would be expected to register famous mark) despite other factors weighing in favor of distinctiveness

Nabisco v. PF Brands (S.D.N.Y. 1999)

(likelihood of dilution by blurring of goldfish shaped puffed crackers found in fish shaped crackers based on children's show)

· in analysis of distinctiveness, certain degree of third party use of mark may indicate a weakened mark, but owner of a mark is not required to police every conceivable related use; here aquatic-shaped animal crackers such as guppies, dolphins and whales do not take away distinctiveness of goldfish crackers

2. Likelihood of Dilution (State) or Causes Dilution (Federal)

Mead Data Central v. Toyota Motor Sales (2d Cir. 1989)

use of LEXUS for luxury automobile unlikely to dilute LEXIS for computerized legal research service

· requirement of substantial similarity in relevant context before dilution doctrine applied; here, no substantial similarity found between terms when considered not in everyday speech but in the field of commercial advertising where television and radio announcers are more careful and precise in pronunciation

· two elements of state dilution: (1) mark possesses distinctive quality capable of dilution, defined as uniqueness or having acquired a secondary meaning in relevant market, and (2) likelihood of dilution, meaning some kind of mental association, even subtly or subliminally, in reasonable buyer's mind between the two marks

· distinctiveness of mark in limited market insufficient when allegedly blurring mark promoted to general public for which mark has no distinctive quality; due to recognized sophistication of market for Lexis service, no likelihood of dilution

· concurring opinion six-step analysis for state dilution claims:

(a)
similarity of marks

(b)
similarity of products covered by the marks

(c)
sophistication of consumers

(d)
predatory intent

(e)
renown of senior mark

(f)
renown of junior mark

Ringling Bros. v. B.E. Windows (S.D.N.Y. 1996)

no dilution found in bar's use of "The Greatest BAR on Earth" 

· no tarnishment, since alcohol also served at circus venues

· no blurring based on balance of factors, including low similarity since most important word in slogan different between two uses, difference between products, no showing of bad faith or predatory intent, and lack of fame of junior mark despite low level of circus attendee sophistication and renown of senior mark

Ringling Bros. v. Utah Division of Travel Development (4th Cir. 1999)

no dilution found in State of Utah's use of "The Greatest SNOW on Earth" for winter sports attractions due to lack of consumer survey evidence

· federal act, unlike state statutes, provides remedy only for actual dilution, not mere likelihood of dilution, that causes harm to mark's selling power, not its distinctiveness as such

· federal act (narrower than state statutes) requires for proof of dilution 

(1)
sufficient similarity between junior and senior marks to evoke instinctive mental association by relevant universe of consumers which 

(2)
is the effective cause of 

(3)
an actual lessening of the senior mark's selling power, expressed as its capacity to identify and distinguish goods or services

· some junior uses may not cause economic harm, may have no effect at all due to lack of exposure, general consumer disinterest in both marks' products, or may enhance senior mark's appeal by drawing renewed attention to it through imitation

· loss of selling power might be shown in actual loss of revenues, skillfully constructed consumer survey designed not just to demonstrate mental association of the marks but further consumer impressions from which actual harm and cause might be inferred; or relevant contextual factors such as extent of junior mark's exposure, similarity of the marks, and firmness of senior mark's hold

Nabisco v. PF Brands (2d Cir. 1999)

(likelihood of dilution by blurring of goldfish shaped puffed crackers found in fish shaped crackers based on children's show)

· inclusion of other shapes with fish shape may lessen confusion between products in trademark infringement context, but irrelevant in trademark dilution context
· rejected 4th Cir.'s requirement of actual harm; allow injunction before harm occurs; not necessary that harm be shown through actual loss or revenues or consumer survey, or that junior user already be established in marketplace in order to cause dilution; would result in uncompensable harm because statute provides only for injunction not damages

Panavision International v. Toeppen (9th Cir. 1998)

federal and state dilution found in cyber pirate's use of mark as domain name as part of scheme of obtain money from trademark's owner

· commercial use found in offer to sell domain name, even if mark not attached to a product, because business was to profit from resale or licensing of domain names to rightful trademark owners, though registration in itself not a commercial use

· courts need not rely on traditional definitions of dilution such as blurring and tarnishment; but may find dilution in diminishment of capacity of mark to identify and distinguish goods and services on the Internet, as a domain name mirroring a corporate name is valuable corporate asset facilitating communication with customers

· search engine not effective means of locating company's web site because turns up too many sites and might frustrate potential customers

· use of mark as domain name puts mark owner's name and reputation at mercy of domain name holder who might associate mark with unimaginable amount of images and messages on web site

IX.
Lawful Unauthorized Use

A. Comparative Advertising

Smith v. Chanel (9th Cir. 1968)

(single advertisement in trade journal claiming exact duplication of expensive perfume at lower price)

· one who has copied unpatented product sold under a trademark may use the trademark in advertising to identify product copied, so long as it does not contain misrepresentations or create a reasonable likelihood that purchasers will be confused as to the source, identity or sponsorship of advertiser's product

· if exclude notion that are selling competitor's goods, then not trying to get the good will of the name but the good will of the goods
· difficult to see any other means of informing public of the true origin of the design

· legal protection limited to trademark's source identification function, not expanded to embodiment of consumer good will created through extensive, skillful and costly advertising, due to public policy favoring free, competitive economy

· imitation is life blood of competition but public benefit would be lost if imitator could not tell potential purchasers that its product was equivalent to imitated product; practical effect would be to deprive consumers of knowledge of equivalence and extend monopoly of trademark to monopoly of the product

· free ride of good will serves important public interest by offering comparable goods at lower prices

August Storck K.G. v. Nabisco (7th Cir. 1995)

candy packaging proclaiming fewer calories than P's brand candy, with registered trademark notice and disclaimer of affiliation

· use of rival's mark that does not engender confusion about origin or quality is permissible when beneficial to consumer by informing them of type of product for sale and how it differs from a known benchmark

· nutritional comparisons to market leaders preferable because comparison to product not recognized is useless because not falsifiable and not informative

B.
Fair Use

15 U.S.C. § 1115(b)(4) (Lanham Act § 33(b)(4)) Fair Use

Use of mark which is descriptive of and used fairly and in good faith only to describe to users the goods or services or their geographic origin, not as a trademark 

United States Shoe v. Brown Group (S.D.N.Y. 1990)

fair use of "feels like a sneaker" for women's dress shoes, no infringement of advertising campaign slogan "Looks Like a Pump, Feels Like a Sneaker" because merely claiming virtue of the product and not using phrase as an identifier or trademark to indicate origin or source, which function is performed in ad by logo and own slogan

· a user of a descriptive word may upon developing secondary meaning acquire the exclusive right to use that descriptive word as an identifier of the product or source, but does not justify baring others from using the words in good faith for descriptive purposes pertinent to their products

· descriptive advertising claiming a product's virtues is likely to be understood as such rather than as an identifier, therefore no confusion should be presumed from shared use

Sunmark v. Ocean Spray Cranberries (7th Cir. 1995)

"sweet-tart" to describe cranberry juice drinks not infringement of "SweeTART" for candy

· because SweeTART is incontestable, irrelevant whether that mark is descriptive because validity is no longer subject to challenge with respect to goods to which it is applied, not to any related goods

· for a word or mark to be considered descriptive it merely needs to refer to a characteristic of the product; not arbitrary simply because term does not appear in dictionary because language often outpaces dictionaries

· showing of confusion shows that words are being used, de facto, as a trademark so defense would be unavailable

C.
Nominative Fair Use

use of trademark to describe trademark owner's product, rather than other party's product, provided:

(1) product or service not readily identifiable without use of the mark (to protect would render newspaper articles, conversations, polls and comparative advertising impossible)

(2) only so much of the mark or marks is used as is reasonably necessary to identify the product or service

(3) user must do nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the trademark holder

New Kids on the Block v. News America Publishing (9th Cir. 1992)

(nominative fair use of New Kids name in newspaper public opinion polls re popularity of individual members, no implied sponsorship)

· where use does not imply sponsorship or endorsement, that fact that it is carried on for profit and in competition with the trademark holder's business is irrelevant; trademark laws do not give trademark owners the right to channel their fans/customers' enthusiasm (and dollars) only into items licensed or authorized by them

· many goods and services are effectively identifiable for purposes of comparison, criticism or point of reference only by their trademarks; such use does not imply sponsorship or endorsement of the product because the mark is used only to describe the thing rather than to identify its source

Playboy Enterprises v. Welles (S.D.Ca. 1998)

nominative fair use of term Playmate of the Year in the title of the home page and link page, PMOY '81 in background, and terms Playboy and Playmate in the meta-tagging of web site because title Playboy Playmate became part of Welles' identity and added value to her name

· no bad faith attempt to trick consumers into believing that they are viewing Playboy-endorsed web site due to insertion of clear disclarimers, lack of use of classic Playboy bunny logo, and use of different font

· fair use of trademarks in meta-tags to reference not only her identity as PMOY '81 but only to reference the legitimate editorial uses of the term in the text of the web site

· no other way that D can identify or describe herself and her services without venturing into absurd descriptive phrases

D.
Parody

L.L. Bean v. Drake Publishers (1st Cir. 1987)

(no dilution in noncommercial use of mark in sexually explicit parody of camping gear catalog; article labeled as humor/parody, took up only two pages in 100 page issue, neither article nor trademark was featured on front or back cover of magazine, so mark not used to identify or promote goods or services to consumers)

· trademark rights extend only to commercial uses and do not entitle owner to quash  unauthorized use of the mark by another who is communicating ideas or expressing points of view

· first amendment prevents anti-dilution statutes from being applying to noncommercial uses of trademarks; since trademark may be most effective means of focusing attention on the trademark owner or its product, exclusive rights encompassing unflattering, unwholesome or negative speech would stifle unwelcome discussion

· threat of tarnishment arises when trademark is linked to products which are of shoddy quality or which conjure associations that clash with the associations generated by the owner's lawful use of the mark; law of trademark dilution developed to combat unauthorized and harmful appropriation of a trademark for the purpose of identifying, manufacturing, merchandising or promoting dissimilar products or services

Mutual of Omaha Insurance v. Novak (8th Cir. 1987)

infringement found in use of design and logo similar to trademark on T-shirts and novelty items, advertised and offered for sale, based on surveys demonstrating consumer confusion

· injunction extends only to use of mark to market, advertise, or identify services or products, not to present editorial parody or other avenues of expression

Cliffs Notes v. Bantam Doubleday Dell Publishing Group (2d Cir. 1989)

Spy Notes parody found not to infringe Cliffs Notes study guides due to significant differences in covers and prominent statement "A Satire" and use of own trademark and logo, as well as different subject novels, therefore no ordinarily prudent purchaser would be confused as to source

· parody must convey two simultaneous--and contradictory--messages: that it is the original, but also that it is not the original and is instead a parody; poor parody that conveys only the former is vulnerable under trademark law due to consumer confusion

· greater latitude for works such as parodies, in which expression and not commercial exploitation of another's trademark, is the primary intent, and in which there is a need to evoke the original work being parodied

13

