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I. THE CONCEPT OF TRADEMARKS


Elements:


-Trademarks concern commercial origin identifications; Copyrights concern literary and artistic expressions; Patents concern functional and design inventions.


-Trademark: word, design or combination thereof used to identify and distinguish goods, included brand names, service marks, certification marks and collective marks.


-State trademark rights can be useful in addition to federal, but federal take precedent.


-TM and SM are the informal signals for trademarks, and ® signifies statutory trademark registration.


-Trademark rights continue indefinitely with use. With a federal trademark you have to file after six years that you’re still using it, and every 10 years thereafter. After three years of non-use it’s considered abandoned.


-It is infringement for someone to use a same or confusingly similar term on the same or closely related goods within the same geographic area. Infringement is also a form of unfair competition.


-Sometimes there are criminal penalties for infringement; civil remedies include an injunction, the infringer’s profits, damages for past infringement, destruction of materials bearing the infringing mark, and costs and attorney’s fees.


-International rights are generally acquired on a country-by-country basis, and are done by registration rather than use.


-The focus of early trademark was the prevention of deception rather than the protection of property rights.


-The Lanham Act does not recognize dilution, but about half the states do.


-Dilution is the taking away of the uniqueness of the mark, the blurring of distinctiveness and harming of reputation. It occurs in two ways: 1. it may lessen distinctiveness of mark; 2. may undermine the positive image the owner has built for his trademark. Dilution is a state law doctrine and has not been incorporated into the Lanham Act.


-As of 1989, federal trademark protection can be acquired not only through proof of use but also through demonstration of intent to use the mark in commerce.


-When the term designates the product but not the producer, it is considered generic and not amenable to trademark protection.


-Slogans can be protectable.


-Copyright lasts for 50 years after the death of the creator; patent last for 20 years; trademark can last indefinitely based on use.


-You can register a trademark and also get it through use, or now through intent to use if registered that way.


-If you register a word in block letters it will cover all fonts and styles. Sometimes, though, a particular style or font will be trademarked.


Cases:


Hannover Star Milling Co. v. Metcalf: Court said trademark is a protection of goodwill and not the subject of property.


Mishawaka Rubber v. S.S. Kresge: Plaintiff had a registered trademark in a red plug in the heel of a shoe. D had a similar mark on inferior shoes. No evidence of deception, but it was a reasonable belief. Court said P had redress.


Yale Electric v. Robertson: Court said that even if a merchant did not divert sales or cause confusion there was an injury if a mark was out of an owner’s control. There is value in being able to control your reputation.


Stork Restaurant v. Sahati: P had world-famous club in New York; D used name and insignia for tiny bar in San Francisco. Stork Club had nation-wide reputation. Court was worried about confusion of source and dilution of good will. Court said disparity of size did not bar injunction, nor did geographical distance and actual loss of trade need not be shown. D had a number of other names they could have chosen.


Stahly, Inc. v. M.H. Jacobs Co.: P sold razors with its trademark. It had to pledge 45,000 razors as security on a debt, and when it turned out the razors were defective it tried to enjoin their sale. Court prohibited sale not so much to protect P as to protect public from being deceived by thinking that P’s razors could not be defective.


Alfred Dunhill v. Interstate Cigar: Dunhill’s cigars water damaged in transit. When it set them aside for insurance claim, insurance company sold cigars under Dunhill name without indicating that they’d been damaged. Court refused to enjoin sale, saying it would be unfair for one party to impose obligations on another further down the line of distribution.


Kellogg v. National Biscuit: Both companies making shredded wheat. Prior user Nabisco said Kellogg was trying to pass off name and shape of its breakfast cereal. Court said shredded wheat was generic term with no secondary meaning. As far as the pillow-shaped form, the design patent had expired, and the form was functional. Kellogg was using a distinctive carton so it was fairly using the name shredded wheat and its sharing of the goodwill was not unfair.


Wrinkles:


-Many courts are reluctant to find dilution and will instead stretch to find confusion because they think dilution is a heavy handed doctrine.


-Even though you can’t trademark rights to a generic term, you can register it in a particular font or style.


-Trademark can hurt the little guy by monopolizing the language.


-Consumers may pay a higher price for the establishment of a brand name.


-Something can be generic but still be protected under unfair competition if the junior user is passing off.


Policy:


-Trademark protects a producer’s franchise.


-A prohibition against confusion protects the public from misleading information; prevents the unjust enrichment of the infringer; and protects the trademark owner from passing off of inferior products.


-Dilution is sometimes not favored because it can be hard to quantify and because it was thought to extend the trademark owner’s property rights too far.


-Posner says the benefit of trademark is that it encourages expenditures on quality, the costs are minor and there is also a linguistic benefit by making it easier to identify things by shorthand names.


-Cohen argues that in establishing inequality in the commercial exploitation of language, courts are creating economic wealth and property but that is not necessarily a good role for courts. “Without a frank facing of these and similar questions, legal reasoning on the subject of trade names is simply economic prejudice masquerading in the cloak of legal logic.”





�
II. SUBJECT MATTER OF TRADEMARK PROTECTION


A. WORD MARKS


Relevant Rules:


Sec. 2: Marks Registrable on the Principal Register


(can’t register if it)


		(e) Consists of a mark which, (1) when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them, or (2) when used on or in connection with the goods of the applicant is primarily geographically descriptive of them, except as indications of regional origin may be registrable under section 4 of this title, (3) when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them, or (4) is primarily merely a surname.


		(f) Except as expressly excluded in paragraphs (a), (b), (c), and (d) and (e)(3) of this section, nothing herein shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant’s goods in commerce. The Commissioner may accept as prima facie evidence that the mark has become distinctive, as used on or in connection with the applicant’s goods in commerce, proof of substantially exclusive and continuous thereof as a mark by the applicant in commerce for the five years before the date on which the claim of distinctiveness is made.


Sec. 33(b)(4): Fair Use Defense


That the use of the name, term, or device charged to be an infringe is a use, otherwise than as a mark, of the party’s individual name in his own business, or of the individual name of anyone in privity with such party, or of a term or device which is descriptive of and used fairly and in good faith only to describe the goods or services of such party, or their geographic origin; 


Sec. 14(3) Cancellation


At any time if the registered mark becomes the common descriptive name of an article or substance, or has been abandoned, or its registration was obtained fraudulently or contrary to the provisions of section 1054 of this title or of subsections (a), (b), or (c) of section 1052 of this title for a registration hereunder, or contrary to similar prohibitory provisions of said prior Acts for a registration thereunder, or if the registered mark is being used by, or with the permission of, the registrant so as to misrepresent the source of the goods or services in connection with which the mark is used; . . . A registered mark shall not be deemed to be the common descriptive name of goods or services solely because such mark is also used as a name of or to identify a unique product or service. The primary significance of the registered mark to the relevant public rather than purchaser motivation shall be the test for determining whether the registered mark has become the common descriptive name of goods or services in connection with which it has been used.


Sec. 45: Definitions (trademark and service mark)


		The term “trademark” includes any word, name, symbol, or device or any combination thereof adopted and used by a manufacturer or merchant to identify and distinguish his goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown. . . . 


		The term “service mark” means a mark used in the sale or advertising of services to identify and distinguish the services of one person, including a unique service, from the services of others and to indicate the source of the services, even if that source is unknown. Titles, character names and other distinctive features of radio or television programs may be registered as service marks notwithstanding that they, or the programs, may advertise the goods of a sponsor.


Elements:


-Ascending order of protectability: generic (camera, bank), descriptive (describes functions or ingredient of product but is not name of product), suggestive (Playboy, Roach Motel), arbitrary (Camel, Shell), fanciful (Exxon, Kleenex).


-Generic term refers to the genus of which the particular product is a species. Once a name becomes generic its mark can be canceled, and even secondary meaning won’t save it. It can never be protected.


-A term is descriptive if it forthwith conveys an immediate idea of the ingredients, qualities and characteristics of the goods but is not the name of the product itself. It is protectable if it becomes distinctive.


-A term is suggestive if it requires imagination, thought and perception to reach a conclusion as to the nature of the goods. It is entitled to registration without proof of secondary meaning.


-Trademark infringement claims may be brought in federal court if it’s a federally registered mark or violation of 43(a) of the Lanham Act. Federal courts can also hear state claims that are pendant to federal claims and diversity claims. 


 -Registrations proceedings claims must first be brought within the Patent and Trademark Office. Refusals can be appealed to the Trademark Trial and Appeal Board. Appeals from there go to federal court.


-The burden of proof on secondary meaning rest at all times with the plaintiff.


-Under Section 23 slogans are registrable on the supplemental register. A descriptive slogan can acquire secondary meaning just like a descriptive mark can.


-When the consuming public comes to recognize the term as identifying goods or services coming from a single, if anonymous, source, the term has acquired secondary meaning.


-Typically, you want your mark used as a verb and not as a noun or adjective.


-If the public does identify the term with a single source, it still may not have secondary meaning, de facto secondary meaning, which has two types. In one, the public may recognize that the term is a brand name but not realize it comes from a single source and where a producer tries to trademark a term that already has been genericized.


-Secondary meaning in the making affords protection to terms or trade dress that are copied before secondary meaning attaches. The doctrine has equitable appeal, but courts have been reluctant to acknowledge a claim based solely on secondary meaning in the making.


-The way a courts frames genericism question often may determine the outcome. If a generic name is the common descriptive name of goods or services, the court’s definition of the relevant class of goods or services will strongly influence the decision.


-A generic term is the brand name and the name of the product.


-Reaction to Anti-Monopoly was so virulent that the Lanham Act was revised to make it clear that trademarks can apply to unique products, the single source of origination may be unknown and purchaser motivation shall not be a test for loss of trademark.


-Primary inquiry is whether principal significance of mark is to indicate that the product comes from a source rather than to identify the product itself. You don’t have to know the actual source for trademark protection.


-Key question: What is product? 


Cases:


Abercrombie & Fitch v. Hunting World: Case discussed protectability on the generic through fanciful scale.


Application of Reynolds Metals: Court overturned trademark board’s refusal to register “Brown-in-Bag” on ground that mark was merely descriptive. Court said it was suggestive of one use and besides competitors would only be deprived of three words used in this way.


Zatarain’s v. Oak Grove Smokehouse: Challenge to terms “Fish-Fri” and “Chick-Fri.” Courts used several tests for descriptiveness: dictionary meaning, does term require imagination, will competitors need mark to describe products and has it been used by others to market a similar product. Court said “Fish-Fri” descriptive but had acquired secondary meaning but opponents entitled to fair use. Court said no secondary meaning on “Chick-Fri” and canceled registration.


In re Application of Synergistics Research: TTAB appeal of denial of registration to “Ball Darts” as descriptive term. Court said term did not have dictionary significance. It was not so highly descriptive that its registrability could not be determined by the evidence of at least five years of continuous and exclusive use.


Bayer v. United Drug: Aspirin case. Did buyers understand it to mean a kind of drug or a particular drug that came from a single, if anonymous, source? General consuming public relevant audience so even though druggists knew it was an indication of source that didn’t matter. Term became generic because that’s how consumers asked for the product. Court did not grant injunction in terms of buying public, but it did to the trade because those people still saw aspirin as a source indicator.


King-Seeley Thermos v. Aladdin Industries: Court found “Thermos” generic. Plaintiff had actually tried to make it generic in the early 1900s and had done a poor job of policing it thereafter. Court said majority of public unaware that thermos was a trademark so it didn’t matter that the alternative term vacuum bottle was available. Nonetheless, court put some restrictions on D, such as only using a lowercase “t” with thermos, not calling it the genuine or original and calling it the Aladdin thermos.


Anti-Monopoly v. General Mills Fun Group: P sought declaratory judgment that Monopoly was a generic term. It definitely was an economic term, but the court also found that it was not a designation of source in the public’s eye. The court looked at a motivation survey and concluded that Monopoly signified product rather than source. It was generic and its registration was no longer valid.


In re D.C. Comics: “A word, name, symbol or device indicates ‘source’ . . . if it indicates goods of one producer to the public, and it indicates ‘goods’ if the public does not identify the asserted mark with goods from a particular source.” Court also said the reason the public is motivated to buy a product matters to marketers but is not relevant to whether a designation is generic. If you define too narrowly, your mark will almost always turn out to be generic.


Miller Brewing v. G. Heileman Brewing Co.: Could “Lite” be trademarked? Court said it was generic. Court was worried that a manufacturer could remove a common descriptive word from the public domain.


Blinded Veterans Assoc. v. Blinded American Veterans: BVA wanted to enjoin BAV from using “blinded” and “veterans” in its name. Court held that BVA’s name was not protectable because “blinded veterans” is generic (there was really no other way to say that phrase), but BVA could prevent BAV from passing off. BVA did not need to show actual confusion or intent to prevent passing off


Wrinkles:


-A term can be generic in one market and descriptive, suggestive or fanciful in another.


-Federal courts do not have exclusive jurisdiction over federal trademark infringement claims, unlike patent and copyright claims.


-Misspelling a name does not render a mark more protectable.


-The Stix decision suggests that competitors cannot genericise each other’s marks, but the purpose of genericism is to permit competitors to call competing goods and services by commonly known names.


-To keep a trademark from degenerating into a generic term the product’s generic term should always accompany the trademark (i.e. Xerox copier). The trademark is an adjective and should never be used as a noun or a verb.


-Telephone numbers are usually protectable, but if you’re trying to protect a certain word protecting numbers may lead to depletion. In the “INJURY1” case the court said the term would be descriptive if the genus were lawyers but generic if the genus were personal injury lawyers. Court said in this case competition could use INJURY in their advertising or as part of their phone numbers.


-The difficulty in using a descriptive term as your mark is that even if you establish secondary meaning you may lose on fair use.


-Miller Lite took a name that was born generic and through a bunch of advertising turned it into a trademark. It has now registered stylized Lite.


-The Teflon-Eflon test is whether it is a brand name or common name.


Policy:


-The 1984 amendments fix four major errors in Anti-Monopoly decision: 1. it clarifies that a mark may have a dual purpose of identifying goods and indicating source; 2. clarifies that a mark may identify a unique product or service so long as the mark also serves to identify source; 3. clarifies that identification of a mark with a source need not require that the identity of the producer be known to the consumer; 4. prohibits use of motivation test and reaffirms use of primary significance test.





B. TRADE DRESS AND DESIGNS


Elements:


-Trade dress refers to a product’s overall image. The earliest trademarks were pictorial symbols so trademark law has always recognized more than words.


-Design trademark protection is generally limited to those features that are nonfunctional.


-One test for trade dress protection is: 1. the the imitated feature is non-functional, 2. that the imitated feature has acquired a secondary meaning and 3. that consumers are likely to confuse the source of the plaintiff’s product with that of the defendant’s product.


-Four considerations for aesthetic functionality under Paraflex: 1. essential to utility; 2. affects purpose, action, performance or meaning; 3. important ingredient of the product’s success; 4. design related to function.


-Functionality is always done in reference to the design of the thing under consideration and not the thing itself.


-De facto functionality means it is accommodated to a function, whereas de jure functionality is the degree to which competitors need to copy something in order to compete.


-The most important factor in functionality is really the existence of alternatives--do competitors need it to compete.


-If something serves a useful function and is not patentable, then it is not trademarkable.


-Under LeSportsac functionality is an affirmative defense. The burden is on defendant to prove that design features are functional, but this depends on the court.


-Generally a single color cannot serve as a trademark (too easy to deplete colors and also concerns about shade differentiation), but a combination of colors in an arbitrary design could. The more complicated a design is, the more protectable it is.


Cases:


Cheney Brothers v. Doris Silk: D copied P’s silk. Designs came out too often to be patented, and P wanted protection for the season. Court said it couldn’t do it. “To exclude others from the enjoyment of a chattel is one thing; to prevent any imitation of it, to set up a monopoly in the plan of its structure, gives the author a power which the Constitution allows only Congress to create.”


INS v. Associated Press: INS was stealing AP’s news off the wires. Court announced a quasi property right in uncopyrightable information. AP was protected during period of initial dissemination of news.


Sears, Roebuck v. Stiffel: Can state’s unfair competition law protect an article that is protected by neither copyright or patent? Court felt state would be encroaching on federal laws to give protection where federal laws did not; if federal law said it belonged to the public then state law could not ban it. “because of the federal patent laws a State may not, when the article is unpatented and uncopyrighted, prohibit the copying of the article itself or award damages for such copying.”


Compco v. Day-Brite Lighting: Companion case to Sears. Said state law can’t forbid copying, but it can make copiers identify copies as their own.


Bonito Boats v. Thundercraft Boats: P wanted to enjoin D from using direct molding process to duplicate P’s unpatented boat hulls. Court said that state could not give protection over federal patent law under Supremacy Clause. Court didn’t want state law limiting range of ideas available, particularly when they were not open to federal patent law. Pretty direct collision with federal law.


Escada v. The Limited: Escada had special glass bottles that it had registered as a trademark and had filed for a design patent for. It filed suit against the Limited for dilution under New York statute. “When the subject matter is potentially patentable the state interest in protecting the manufacturer from dilution must yield to the national interest in uniform patent law.”


In re Mogen David Wine: In Mogen David I, decided before Sears/Compco, and the question was whether appellant could register bottle design as a trademark during the life of the patent. Court said federal trademark rights that happen to extend beyond the life of the patent do not extend the patent monopoly but exist independently of it. In Mogen David II the court said there is no potential conflict between federal patent and trademark laws. Court said the purposes of federal trademark and patent laws were different, and appellant could seek federal protection for what the public recognizes as a trademark.


In re Morton-Norwich Products: Appellant had a design patent on spray container and wanted to register configuration as trademark. PTO rejected on functionality. Court reversed on functionality and remanded for fact-finding on distinctiveness. Functionality is determined in light of utility, which is determined in light of superiority of design and rests upon being essential to effective competition. Effect on competition is the crux of the matter. Court said this was not de jure functional, there were a number of ways to design a spray bottle.


Merchant & Evans v. Roosevelt Building Products: P said D copied its “standing seam” roofing system. There were basically two types of structural standing seams, and the court could not allow for a functional shape to be monopolized.


Abbott Laboratories v. Mead Johnson: Abbott said Mead had infringed the trade dress for the bottle. Court said Mead needed to prove that there were no other ways to compete without copying the bottle, and they hadn’t looked into whether placement of the label was functional.


Keene v. Paraflex Industries: Paraflex had copied design of its outdoor light from Keene, so Keene went for 43(a) and state law. Court said that products that have not qualified for patent protection and are functional are fair game for copying. Court said focus should be on whether design itself is significantly related to function of product. Court said light was functional to the extent that interest in free competition would allow copying. There weren’t enough other designs to give protection to this one.


Time v. Globe Communications: Celebrity Plus was copying People covers and said they were functional. Court said elements were functional, but cover as a whole was not and therefore protectable.


Wallace International Silversmiths v. Godinger Silver Art: Wallace brought 43(a) action against D for trademark infringement on its Grand Baroque line of silverware. The design was not patented, and the trademark application was pending. Court held that baroque silverware uses essentially the same flowers and scrolls, and that P’s were not mere indicia of source but requirements to compete in the silverware market. Even if there were secondary meaning it could be avoided by functionality. There was a question whether functionality could apply to strictly ornamental features. “Where an ornamental feature is claimed as a trademark and trademark protection would significantly hinder competition by limiting the range of adequate alternative designs, the aesthetic functionality doctrine denies such protection.” The court does not say a direct copy is allowable, though.


Brunswick v. British Seagull: De jure functionality case. Mercury Marine wanted to get protection for black engines because it said color had acquired secondary meaning. Court looked at difference between de facto and de jure functional features. “In essence, de facto functional means that the design of a product has a function, i.e., a bottle of any design holds fluid. De jure functionality, on the other hand, means that the product is in its particular shape because it works better in this shape.” The crux is the design’s effect on competition. Court said there was a competitive need for the color black and to trademark it would hinder competition, therefore no protection.


Warner Bros. v. Gay Toys: P went under 43(a) after D copied Dukes of Hazard cars with only slight exceptions. D said markings were functional because without them you couldn’t play Dukes of Hazard (big question of category at work here). Court said, though, that these were not useful objects meant to be protected. Markings were arbitrary and nonfunctional.


Qualitex v. Jacobson Products: Can you register a color? Qualitex used green-gold pads on dry cleaning. Curt said there was no rule absolutely barring color alone. Functionality does not create an absolute bar. Court said not to worry about color-depletion until it actually happened.


Wrinkles:


-Owens-Corning allowed pink to be trademarked, but other courts have not followed it.


Policy:


-The worry in giving design trademarks is that someday all the designs would be appropriated.





C. OTHER IDENTIFYING INDICIA


Relevant Rules:


Sec. 2: Marks Registrable on the Principal Register


No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principal register on account of its nature unless it. . . .


Cases:


In re General Electric Broadcasting: GE applied to have a service mark for the ship’s bell clock it used to identify it’s radio broadcasting services. Examiner said no service mark. TTAB looked at Lanham Act provision that no mark shall be denied protection on account of its nature. Basically, with a sort of common mark like a clock, the court said it had to have acquired secondary meaning. Court said it could be a mark in a radio environment, but that was a question of fact.


In re Clarke: Clark wanted to register scented thread. Court said it could serve as a trademark to identify product, and it didn’t present a significant obstacle to competitors wishing to offer scented yarns. Court also said there was a prima facie case for distinctiveness.


Wrinkles:


-Professor Kevlin thinks they should have looked into functionality more in In re Clarke.


�
III. ACQUISITION AND RETENTION OF TRADEMARK RIGHTS


A. ADOPTION AND FIRST USE


Relevant Rules:


Sec. 1(b): Applications to Register Based on Intent to Use


		(b) A person who has a bona fide intention, under circumstances showing the good faith of such person, to use a trademark in commerce may apply to register the trademark under this Act on the principal register hereby established:


		(1) By filing in the Patent and Trademark Office--


		(A) a written application, in such form as may be prescribed by the Commissioner, verified by the applicant, or by a member of the firm or an officer of the corporation or association applying, specifying applicant’s domicile and citizenship, applicant’s bona fide intention to use the mark in commerce, the goods in or in connection with which the applicant has a bona fide intention to use the mark and the mode or matter in which the mark is intended to be used on or in connection with such goods, including a statement to the effect that the person making the verification believes himself or herself, or the firm, corporation, or association, to the best of his or her knowledge and belief, has the right to use such mark in commerce either in the identical form of the mark or in such near resemblance to the mark as to be likely, when used on or in connection with the goods of such other person, to cause confusion, or to cause mistake, or to deceive; however, except for applications filed pursuant to section 44, no mark shall be registered until the applicant has met the requirements of subsection (d) of this section; and 


		(B) a drawing of the mark.


		(2) By paying in the Patent and Trademark Office the prescribed fee.


		(3) By complying with such rules or regulations, not inconsistent with law, as may be prescribed by the Commissioner.


Sec. 45: Definitions (use in commerce)


The term “use in commerce” means the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark. For purposed of this Act, a mark shall be deemed to be in use in commerce--


		(1) on goods when--


		(A) it is placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, or if the nature of the goods makes such placement impracticable, then on documents associated with the goods or their sale, and 


		(B) the goods are sold or transported in commerce, and


		(2) on services when it is used or displayed in the sale or advertising of services and the services are rendered in commerce, or the services are rendered in more than one State or the United States and a foreign country and the person rendering the services is engaged in commerce in connection with the services.


Sec. 7(c): Constructive Use Priority


(c) Contingent on the registration of a mark on the principal register provided by this Act, the filing of the application to register such mark shall constitute constructive use of the mark, conferring a right of priority, nationwide in effect, on or in connection with the goods or services specified in the registration against any other person except for a person whose mark has not been abandoned and who, prior to such filing--


		(1) has used the mark;


		(2) has filed an application to register the mark which is pending or has resulted in registration of the mark; or 


		(3) has filed a foreign application to register the mark on the basis of which he or she has acquired a right of priority, and timely files an application under section 44(d) to register the mark which is pending or has resulted in registration of the mark.


Elements:


-Technical trademarks are inherently distinctive.


-A descriptive term will not be deemed a trademark unless the source demonstrates secondary meaning.


-Several factors can screw up bona fide intent to use: numerous ITU applications to register the same mark for more new products than are contemplated; numerous ITUs for trademarks on the same product; numerous ITUs incorporating descriptive terms for a new product; numerous ITUs used to replace applications that have lapsed, generally excessive use of ITUs.


-An applicant’s intent to use must be firm, although it can be contingent on the outcome of things like market testing, and you could in certain situations have more than one ITU for the same good.


-You can’t broaden an ITU after filing it, but you can limit it somewhat.


-Under 7(c) the filing of an ITU counts as constructive use.


-Constructive use is not meant to replace equity, and it doesn’t foreclose defenses on things like descriptive or geographic.


-Token use is technical trademark use on a small quantity of goods in commerce with the express purpose of providing the basis for an application to register the mark under the Lanham Act.


-Use analogous to trademark use is nontechnical use of a trademark in connection with the promotion or sale of a product under circumstances which do not provide the basis for an application to register.


-With goods the mark must be used in commerce on the goods, advertising is irrelevant; with services, however, advertising or sale is sufficient. Therefore, in this area the difference between goods and services is significant.


-After the 1988 TLRA, token use was no longer sufficient to gain or retain trademark rights.


Cases:


Fort Howard Paper v. Kimberly-Clark: So-Dri paper towels vs. Hi-Dri. So-Dri contended that Hi-Dri had not had bona fide use in commerce. Court said token use for federal registration purposes was not damning per se where the record shows there was intent to continue use of the mark, and use in fact did continue.


Blue Bell v. Farah Manufacturing: Two companies developed Time Out line of men’s clothing at roughly the same time. Who had first use? Farah developed name May 16, presented its fall line June 5, shipped to regional managers on July 3 and first shipment to customers in September. Blue Bell got name June 18, tagged another line “Time Out” July 5 with regular shipment in October. Neither mark was registered. Court said ownership of a mark accrues when goods are placed on the market, actual use in trade, but what was use in trade? The court said Blue Bell acted in bad faith when it put Time Out labels on another line of clothes, and Farah’s July 3 shipment to managers was insufficient. Farah’s September shipment won out.


Larry Harmon Pictures v. Williams Restaurant: Bozo the Clown opposed registration of the mark Bozo’s for restaurant services. Bozo said that one restaurant in Tennessee did not constitute use in commerce for Lanham Act protection. Restaurant had been reviewed in other states, served interstate customers, etc., and court said there was sufficient contacts to satisfy interstate requirement. Court basically defines commerce as that which can be regulated by the commerce clause.


Zirco v. AT&T: Zirco, using Datacell for cellular adapter, opposed AT&T’s mark of Datacel for portable cellular. Case turned on constructive use. Court said that filing of an intent to use application constitutes constructive use of the mark under section 7(c). This is a case of an ITU trumping common-law rights.


Maryland Stadium Authority v. Becker: Use analogous to trademark use. Case suggests that in appropriate circumstances use may be discerned before the commencement of services or sale of goods. Becker was using name Camden Yards before stadium was built, and MSA filed suit under 43(a). “Advertising and promotion is sufficient to obtain rights in a mark as long as they occur within a commercially reasonable time prior to the actual rendition of service.”


Shalom Children’s Wear v. In-Wear: In-Wear filed ITU for Body Gear Nov. 17, 1989. Shalom filed for Body Gear on Dec. 14, 1989. Shalom was rejected so it opposed In-Wear. It said its actual use was May 1, 1989, when it showed drawings of clothes to customers. Court said the advertising was use analogous to trademark use and might be sufficient to establish priority.


Wrinkles:


-The Lanham Act covers goods sold in interstate commerce, but what about purely intrastate commerce? The TTAB has on occasion turned down what it thought was purely interstate.


-You can’t assign ITUs unless you actually sell the business.


-43(a) does not require a defendant to have engaged in interstate commerce.


-Although you may have an ITU, you can’t sue for infringement until you get a registration.


-Secondary meaning in the making applies only to descriptive marks whereas use analogous to trademark applies to all marks.


Policy:


-An arbitrary, fanciful or suggestive trademark need not show secondary meaning because the nature of the term indicates that the public will perceive it as a trademark and because it still leaves the field open for a bunch of other trademarks. Also, first users and potential competitors require certainty regarding trademark status of term.


-Reasons for federal registration: mark’s existence is easily ascertained, affords notice to potential adopters of mark; confers nation-wide rights.


-The changes in ITU law were in part to standardize with foreign laws because it was thought American citizens were being discriminated against. The U.S. was the only country that required actual use. It was also done to lessen uncertainty because people didn’t want to put money into a mark if they couldn’t get it.


-Token use was only half cutting it because in some industries it was almost impossible to have token use, and it left the register clogged with unused marks.


-Courts generally are not generous toward token use, but it probably does not survive an expanded role for intent to use anyway. 





B. GEOGRAPHIC SCOPE; CONCURRENT USE


Relevant Rules:


Sec. 33(b): Defenses to Incontestability (limited territory defense)


(5) the mark whose use by a party is charged as an infringement was adopted without knowledge of the registrant’s prior use and has been continuously used by such party or those in privity with him from a date prior to (A) the date of constructive use of the mark pursuant to section 7(c), (B) the registration of the mark under this Act if the application for registration is filed before the effective date of the Trademark Law Revision Act of 1988, or (C) publication of the registered mark under subsection (c) of section 12 of this Act: Provided, however, That this defense or defect shall apply only for the area in which such continuous prior use is proved . . . 


Elements:


-A big question with a 33(b)(5) defense is when the registration was applied for. You also have to be able to prove continuous prior use in the area.


Cases:


United Drug v. Theodore Rectanus: In early 1900s Rexall drug stores began to spread across the country. Meanwhile Rectanus was marketing Rex drugs in Louisville, not knowing about the other mark. Court said Rexall couldn’t claim territory until it went there, and it was the junior user in Louisville. Court said trademark not a property right in gross and that to give it to Rexall in Louisville would piggyback and deprive Rectanus of his good will. Therefore, they were enjoined from using Rexall in Louisville.


Dawn Donut v. Hart’s Food Stores: Dawn Donut had a federal trademark and wanted to enjoin junior user D from using “Dawn” in six-county New York area. Court said P’s operation was no closer than 60 miles to D’s operating area. D ignorant of P’s operation. Court said geographically distinct markets meant little likelihood of confusion. Court allowed concurrent uses.


Mister Donut v. Mr. Donut: D and P both using Mr. Donut unaware of the other. D asserted a good-faith, junior user objection to P’s expansion into its territory.


Thrifty Rent-a-Car System v. Thrift Cars: Thrifty dated from 1958 and got a service mark in 1964.  Thrift began in East Taunton in 1962 in a slightly different market. They clashed in Nantucket. Thrifty had an incontestable mark under Section 15, but there is a limited area exception.Section 33(b)(5) confers upon a junior user the right to continued use of an otherwise infringing mark in a remote geographic area if that use was established prior to the other party’s federal registration.


Wrinkles:


-Court said some confusion was allowable in Thrifty Rent-a-Car because the Lanham Act doesn’t require the complete elimination of all confusion.





C. ABANDONMENT


Relevant Rules:


Sec. 45: Definitions (abandonment)


A mark shall be deemed to be “abandoned” when either of the following occurs:


		(1) When its use has been discontinued with intent not to resume such use. Intent not to resume may be inferred from circumstances. Nonuse for three consecutive years shall be prima facie evidence of abandonment. “Use” of a mark means the bona fide use of that mark made in the ordinary course of trade, and not made merely to reserve a right in a mark.


		(2) When any course of conduct of the owner, including acts of omission as well as commission, causes the mark to become the generic name for the goods or services on or in connection with which it is used or otherwise to lose its significance as a mark. Purchaser motivation shall not be a test for determining abandonment under this paragraph.


Sec. 5: Use by Related Companies (Licensing)


Where a registered mark or a mark sought to be registered is or may be used legitimately by related companies, such use shall inure to the benefit of the registrant or applicant for registration, and such use shall not affect the validity of such mark or of its registration, provided such mark is not used in such manner as to deceive the public. If first use of a mark by a person is controlled by the registrant or applicant for registration of the mark with respect to the nature and quality of the goods or services, such first use shall inure to the benefit of the registrant or applicant, as the case may be.


Elements: 


-Two elements in abandonment: non-use and intent not to resume use. Three years of non-use creates a rebuttable presumption of abandonment.


-A crucial element in licensing is control--is the licensor still exercising a degree of control over the licensee, in order to protect its mark and the public?


-When you purchase the license for a product, you also have to get the goodwill to keep it from being an assignment in gross.


Cases:


Procter & Gamble v. Johnson & Johnson: P claimed rights in Assure and Sure and D was using Assure and Sure & Natural. Court said P did not own its marks. P had tried to maintain the marks through its “Minor Brands Program” of maintaining 127 different brand names. Court said trademark rights are not created by sporadic casual and nominal shipments of goods.


Silverman v. CBS: CBS challenged Siverman’s use of Amos ‘n’ Andy characters for musical. CBS had not used them for more than 20 years. Court said big question was what intent not to resume meant. Did it mean intent never to resume or not to do so within the reasonably foreseeable future. Court also influenced by First Amendment issues of not keeping this out of the hands of an artist, and the court therefore determined that the mark had been abandoned.


Dawn Donut v. Hart’s Food Stores: Did licensing to a baker constitute abandonment? Under the Lanham Act controlled licensing does not work an abandonment while naked licensing does. Court said P had exercised sufficient control. Dissent said there was insufficient inspection and control.


Yocum v. Covington: Court said Yocum lost trademark rights to big-band name “The Pied Pipers” through inadequately controlled licensing of the mark. He hadn’t monitored sessions or asked what was being recorded. Uncontrolled licensing is akin to abandonment.


Clark & Freeman v. Heartland: Both companies claimed Heartland name. P had begun using name after D but claimed priority because it had obtained an assignment of the name. D said the assignment was in gross so Sears could not tack. Court said it was an assignment in gross because P was not making the same kinds of shoes as Sears had been. You can’t say you were assigned the goodwill if you’re not making the same product.


Wrinkles:


-Now that you can file an ITU, P&G’s efforts to maintain its trademarks would not be so necessary. Also, after the 1988 TLRA this kind of use would have no chance of surviving. 


-In the Colts case, Judge Posner said the mark Colts survives of urban affiliation so that Indianapolis  had not abandoned Baltimore Colts when it left.


-In the Brooklyn Dodger case, the court held that non-use for 32 years constituted abandonment so defendants were entitled to keep using the mark.


-You can sometimes be justified by abandonment, in which case you might not lose your mark.


Policy:


-If the licensor is not compelled to take some reasonable steps to prevent misuses of his trademark in the hands of others, the public will be deprived of protection against misleading uses. 





�
IV. REGISTRATION OF TRADEMARKS


A. THE PROCESS


Relevant Rules:


Sec. 8: Term; Affidavit of Use in Commerce


		(a) Each certificate of registration shall remain in force for twenty years: Provided, That the registration of any mark under the provisions of this Act shall be canceled by the Commissioner at the end of six years following its date, unless within one year next preceding the expiration of such six years the registrant shall file in the Patent and Trademark Office an affidavit setting forth those goods or services recited in the registration on or in connection with which the mark is in use in commerce and attaching to the affidavit a specimen or facsimile showing current use of the mark, or showing that any nonuse is due to special circumstances which excuse such nonuse and is not due to any intention to abandon the mark. Special notice of the requirement for such affidavit shall be attached to each certificate of origin.


Sec. 9: Renewal


		(a) Each registration may be renewed for periods of twenty years from the end of the expiring period upon payment of the prescribed fee and the filing of a verified application therefore, setting forth those goods or services recited in the registration on or in connection with which the mark is still in use in commerce and having attached thereto a specimen or facsimile showing current use of the mark, or showing that any nonuse is due to special circumstances which excuse such nonuse and it is not due to any intention to abandon the mark. Such application may be made at any time within six months before the expiration of the period for which the registration was issued or renewed, or it may be made within three months after such expiration on payment of the additional fee herein prescribed.


		(b) If the Commissioner refuses to renew the registration, he shall notify the registrant of his refusal and the reasons therefore.


		(c) An applicant for renewal not domiciled in the United States shall be subject to and comply with the provisions of section 1(e) of this Act.


Sec. 23: Registration on the Supplemental Register


		(a) In addition to the principal register, the Commissioner shall keep a continuation of the register provided in paragraph (b) of section 1 of the Act of March 19, 1920, entitled “An Act to give effect to certain provisions of the convention for the protection of trademarks and commercial names, made and signed in the city of Buenos Aires, in the Argentine Republic, August 20, 1910, and for other purposes,” to be called the supplemental register. All marks capable of distinguishing applicant’s goods or services and not registrable on the principal register herein provided, except those declared to be unregistrable under subsections (a), (b), (c), and (d) of section 2 of this Act, which are in lawful use in commerce by the owner thereof, on or in connection with any goods or services may be registered on the supplemental register upon the payment of the prescribed fee and compliance with the provisions of subsections (a) and (e) of section 1 so far as they are applicable.


		(c) Marks Registrable on Supplemental Register. For the purposes of registration on the supplemental register, a mark may consist of any trademark, symbol, label, package, configuration of goods, name, word, slogan, phrase surname, geographical name, numeral, or device or any combination of any of the foregoing, but such mark must be capable of distinguishing the applicant’s goods or services.


Elements:


-The best way to find out whether a conflicting mark is being used is to order a search report through a private company. It won’t, however, necessarily turn up an unregistered mark.


-Requirements of an application: identify the mark; specify to which class it belongs; give applicant info; identify goods or services; dates, methods and specimen of use if it’s already in commerce; other factors for intent to use; color features of mark; declaration; drawing.


-Attorney usually reviews application within six to 12 months of filing.


-Reasons why application may be unregistrable: 1. immoral, deceptive or scandalous matter or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs or national symbols or bring them into contempt or disrepute; 2. a name, portrait or signature identifying a particular living individual except by his written consent; 3. a mark which so resembles a mark registered in the PTO or a mark previously used in the United States by another and not abandoned, as to be likely to cause confusion when applied to your goods or services.


-If no opposition filed, certificate will issue about three months after publication in the Official Gazette of the U.S. Patent and Trademark Office.


-Marks in foreign countries must be done on a country by country basis.


-In the sixth year of registration, you must file an affidavit stating that the mark is still in use, and then every 20 years of registration you must register again.


-Marks not registrable on the principal register can be put on the Supplemental Register. This is good for descriptive, geographic or surname marks. Also, you can use the ® symbol.


Wrinkles:


-Sometimes people will file in states because federal registration takes so long.


Policy:


-Reasons to register on the Principal Register: 1. nationwide protection from the date of application; 2. incontestability (after five years it becomes incontestable); 3. warning to others; 4. barring imports (goods with infringing marks can be barred at customs); 5. protection against counterfeiting; 6. treble damages (with deliberate infringement); 7. evidentiary advantages; 8. facilitates settlement; 9. use of ® symbol; 10. confirms ownership and validity (can be important asset for company targeted for acquisition).








B. BARS TO REGISTRATION


Relevant Rules:


Sec. 2: Marks Registrable on the Principal Register


No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principal register on account of its nature unless it--


		(a) Consists of or comprises immoral, deceptive, or scandalous matter; or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute.


		(b) Consists of or comprises the flag or coat of arms or other insignia of the Untied States, or of any State or municipality, or any foreign nation, or any simulation thereof.


		(c) Consists of or comprises a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by the written consent of the widow.


		(d) Consists of or comprises a mark which so resembles a mark registered in the Patent and Trademark Office, or a mark or trade name previously used in the United States by another and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive. . . .


		(e) Consists of a mark which, (1) when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them, or (2) when used on or in connection with the goods of the applicant is primarily geographically descriptive of them, except as indications of regional origin may be registrable under section 4 of this title, (3) when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them, or (4) is primarily merely a surname.


		(f) Except as expressly excluded in paragraphs (a), (b), (c), and (d) and (e)(3) of this section, nothing herein shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant’s goods in commerce. The Commissioner may accept as prima facie evidence that the mark has become distinctive, as used on or in connection with the applicant’s goods in commerce, proof of substantially exclusive and continuous thereof as a mark by the applicant in commerce for the five years before the date on which the claim of distinctiveness is made.


		Nothing in this section shall prevent the registration of a mark which, when used on or in connection with the goods of the applicant, is primarily geographically deceptively misdescriptive of  them, and which became distinctive of the applicant’s goods in commerce before December 8, 1993.


Elements:


-2(a) does not ban misdescriptive terms unless they are also deceptive.


-Three-part test for deceptiveness: 1. whether the term is misdescriptive of the character, quality, function, composition or use of the goods, 2. if so, whether anyone would be likely to believe the misrepresentation, and 3. whether the misrepresentation is likely to affect the decision to purchase.


-Burden on PTO in ex parte prosecution to show why mark is deceptive.


-A section 2(e)(2) geographical refusal may be overcome by showing that the mark has become distinctive.


-Marks that deceptively misdescribe the goods themselves are actionable under  2(e)(1) and those that deceptively misdescribe the geographic origin are actionable under 2(e)(3).


-Test: does place have known geographic meaning? if so, is there a goods-place association?


-If the public makes a goods-place association it’s primarily geographically descriptive. If the public does so and the good is not from that place it’s deceptively primarily geographically misdescriptive. If the goods-place association is not made, the mark is arbitrary.


-As a general rule, a word, symbol, numeral or letter which merely differentiates between various grades, styles, colors, or types of products, and does not designate their source, is not a protectable trademark. There are some number trademarks like 747, DC10 and 501 as well as initials like GM, GE, RCA and NBC.


-Despite exceptions, the registration scheme of the Trademark Act is one more inclined to inclusion than exclusion.


-Marks that tend not to be allowed under the immoral standard are those that are particularly vulgar.


-There may still be a need to make a distinction between 2(a) and 2(e)(3) because you lose some claims after five years with 2(e)(3). Still, it’s easier to prove 2(e)(3) because you don’t need to prove intent to deceive as you do with 2(a).


Cases:


In re Old Glory Condom Corp: Flag design on condom box. TTAB review of refusal to register on account of scandalousness under 2(a). TTAB found it not scandalous and said flag had been used so much it couldn’t enjoin it. Also, there was not a realistic depiction of the flag. Court said to look at the entire context to determine whether it was scandalous.


In re Mavety Media Group: Appeals court overturned denial of registration for Black Tail magazine. Court said it would allow the application, then if another group found the mark scandalous it could bring an opposition proceeding.


Harjo v. Pro Football: Native Americans sued for the cancellation of Redskins mark because of its pejorative nature, that it violated 2(a) by bringing people into contempt and that it violated 2(a) by comprising scandalous matter. D said it was a free speech issue. TTAB said there might be a cause of action on the contempt issue.


In re Budge Manufacturing: Faced with prima facie case against registration, Budge needed to come forth with countering evidence and was unable to do so. The mark standing alone must pass muster.


Gold Seal v. Weeks: Gold Seal wanted “Glass Wax” on principal register. It was misdescriptive because it was not in fact a wax, but it was not deceptive because people used it and it worked. Then court had to decide whether it was merely descriptive or deceptively misdescriptive under 2(e). Court said mark was fanciful.


Nutrasweet v. K&S Foods: Nutrasweet opposed registration for Nutrasalt. Nutrasweet had put a lot into marketing its mark, and they were shelved near each other in stores. Court said there would be confusion, thereby banning registration under 2(d).


Notre Dame v. J.C. Gourmet Food: The school opposed D’s application to register Notre Dame cheese under 2(a) for falsely suggesting a connection and under 2(d) for likely to cause confusion as to source. “Likely to cause confusion means more than the likelihood that the public will recall a famous mark on seeing the same mark used by another. It must also be established that there is a reasonable basis for the public to attribute the particular mark of another to the source of goods or services associated with the famous mark.” Court allowed registration. On 2(a) the court said there had to be some intent to trade upon the goodwill of the university and violate its privacy.


American Waltham Watch v. United States Watch: P made Waltham watches and wanted to enjoin D from advertising its watches as Waltham Watches. Court said P was the senior user so D had to put something on its watches to distinguish them from P’s watches.


In re Nantucket, Inc.: Nantucket appealed from denial of registration on shirts on grounds that they were primarily geographically misdescriptive. A product is primarily geographically misdescriptive if a primary consideration is whether there is an association in the public mind of the product with the particular geographic area, for example potatoes with Idaho or rum with Puerto Rico. This is the goods-place association. Court said there was no reason people would expect men’s shirts to be from Nantucket so there was no reason they would be deceived.


In re House of Windsor, Inc.: Appeal from denial of registration as primarily deceptively geographically misdescriptive. TTAB said it was primarily deceptively geographically misdescriptive but then asked whether it were deceptive under 2(a) deceptiveness because it used to be that you could register 2(e)(2) under 2(f) if it had become distinctive. Now 2(e)(2) is 2(e)(3), and neither it nor 2(a) can be registered with proof of distinctiveness.


Application of Harris-Intertype: Application denied as primarily a surname. Harris said it had a lot of non-surname secondary meanings and pointed to all these other things named Harris. Court said these things were all named after people named Harris, though, and Harris had not rebutted prima facie evidence that it was primarily a surname.


Wrinkles:


-How many listings in a phone book does it take for something to be primarily a surname?


-When someone registers a mark, you have to oppose in the trademark office or bring an infringement suit.


-Surnames are tricky. You could register Douglas, for instance, because it’s not primarily a surname. You could also take a combo like Calvin Klein and register it without showing secondary meaning, because it too is not primarily a surname.


-Mrs. Smith’s and Mrs. Field’s are primarily surnames because Mrs. is generic. In those cases, the generic term would be disclaimed, and you’d need secondary meaning to make it registrable. If you can’t prove secondary meaning, you can go to the supplemental register.


-Certification marks are those used to show quality of goods or region where they come from, and collective marks are those used to show membership in a trade group.





C. SERVICE MARKS


Relevant Rules:


Sec. 3: Service Marks Registrable


Subject tot the provisions relating to the registration of trademarks, so far as they are applicable, service marks shall be registrable, in the same manner and with the same effect as are trademarks, and when registered they shall be entitled to the protection provided herein in the case of trademarks. Applications and procedure under this section shall conform as nearly as practicable to those prescribed for the registration of trademarks.


Sec. 45: Service Mark


The term “service mark” means any word, name, symbol, or device or combination thereof--


		(1) used by a person, or


		(2) which a person has a bona fide intention to use in commerce and applies to register on the principal register established by the Act, to identify and distinguish the services of one person, including a unique service, from the services of others and to indicate the source of the services, even if that source is unknown. Titles, character names and other distinctive features of radio or television programs may be registered as service marks notwithstanding that they, or the programs, may advertise the goods of the sponsor.


Elements: 


-In an ex parte contest the applicant is trying to get registration. It’s the examiner against the applicant. The appeal is called ex parte because the party on the other side is the trademark board.


Cases:


In re Dr. Pepper: Dr. Pepper appealed from denial of Pepper Man as a service that it used to promote its drinks. Was conducting a contest to promote sale of goods a service? Court said service must be rendered to others, not just to promote your own goods. You can’t get a service mark for each and every service performed as an adjunct to the sale of goods.





D. MAINTENANCE OF REGISTRATION; INCONTESTABILITY


Relevant Rules:


Sec. 33(b): Incontestability is Conclusive Evidence; Defenses 


To the extent that the right to use the registered mark has become incontestable under Section 15, the registration shall be conclusive evidence of the validity of the registered mark and of the registration of the mark, of the registrant’s ownership of the mark, and of the registrant’s exclusive right to use the registered mark in commerce. Such conclusive evidence shall relate to the exclusive right to use the mark on or in connection with the goods or services specified in the affidavit filed under the provisions of section 15, or in the renewal application filed under the provisions of section 9 if the goods or services specified in the renewal are fewer in number, subject to any conditions or limitations in the registration or in such affidavit or renewal application. Such conclusive evidence of the right to use the registered mark shall be subject to proof of infringement as defined in section 32, and shall be subject to the following defenses or defects:


		(1) That the registration or the incontestable right to use the mark was obtained fraudulently; or


		(2) That the mark has been abandoned by the registrant; or


		(3) The the registered mark is being used, by or with the permission of the registrant or a person in privity with the registrant, so as to misrepresent the source of the goods or services on or in connection with which the mark is used; or


		(4) That the use of the name, term, or device charged to be an infringement is a use, otherwise than as a mark, of the party’s individual name in his own business, or of the individual name of anyone in privity with such party, or of a term or device which is descriptive of and used fairly and in good faith only to describe the goods or services of such party, or their geographic origin; or


		(5) That the mark whose use by a party is charged as an infringement was adopted without knowledge of the registrant’s prior use and has been continuously used by such party or those in privity with him from a date prior to 		(A) the date of constructive use of the mark established pursuant to section 7(c), (B) the registration of the mark under this Act if the application for registration is filed before the effective date of the Trademark Law Revision Act of 1988, or (C) publication of the registered mark under subsection (c) of section 12 of this Act: Provided, however, That this defense or defect shall apply only for the area in which such continuous prior use is proved; or


		(6) The mark whose use is charged as an infringement was registered and used prior to the registration under this Act or publication under subsection (c) of section 12 of this Act of the registered mark of the registrant, and not abandoned: Provided, however, That this defense or defect shall apply only for the area in which the mark was used prior to such registration or such publication of the registrant’s mark; or 


		(7) That the mark has been or is being used to violate the antitrust laws of the United States; or


		(8) That equitable principles, including laches, estoppel, and acquiescence are applicable. 


Elements: 


-The infringer has the burden of pleading 33(b) defenses.


-Review of 33(b) defenses


-Fraud: Even if fraud is proven, which seldom happens, the trademark owner retains his common-law rights and can use them to enjoin infringing activities.


-Abandonment.


-Source misrepresentation: Like an unclean hands defense, includes intentionally false and misleading designations of origin.


-Fair-use defense: Term used in good faith primarily to describe a product, rather than to identify it with a particular source.


-Limited Territory Defense: Available to a junior user who continuously employed senior user’s mark, without knowledge of its prior use, in a different geographic location. Defense is limited to area of continuous prior use by defendant.


-Prior Registration by Defendant: Only within the area it was used prior to registration by plaintiff.


-Equitable principles.


-These are the eight enumerated exceptions under 33(b), and they incorporate others to give a total of 22


-Genericism will kill an incontestable mark.


Cases:


Park ‘N Fly v. Dollar Park & Fly: Can infringement of an incontestable mark be defended on the grounds that the mark is merely descriptive? Descriptiveness is not recognized in the Lanham Act as a basis for challenging an incontestable mark. Court felt it furthered goals of act to encourage incontestability. Besides generic marks could still be challenged. Dissent said there was no public interest in giving incontestable status to a mark that should not have been given in the first place.


Wrinkles:


-As Justice Stevens points out in his Park ‘N Fly dissent it’s a little confusing to talk about incontestability when there are more than 20 exceptions to the rule.


-Courts differ on whether incontestability makes a weak mark strong.


Policy:


-Incontestability encourages people to invest in the goodwill of their mark because they have more of a stake in it.


-In 1988 the Lanham Act was amended to provide for re-registration every 10 years instead of 20 years in order to remove the deadwood from the trademark register and to harmonize the U.S. system with those of foreign countries.
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V. INFRINGEMENT


A. LIKELIHOOD OF CONFUSION


Relevant Rules:


Sec. 32: Infringer Liable in Civil Action


		(1) Any person who shall, without the consent of the registrant--


		(a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark in connection with the sale, offering for sale, distribution, or advertising of any goods or services on or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive; or


		(b) reproduce, counterfeit, copy or colorably imitate a registered mark and apply such reproduction, counterfeit, copy or colorable imitation to labels, signs, prints, packages, wrappers, receptacles or advertisements intended to be used in commerce upon or in connection with the sale, offering for sale, distribution, or advertising of goods or services on or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive, shall be liable in a civil action by the registrant for the remedies hereinafter provided. Under subsection (b) hereof, the registrant shall not be entitled to recover profits or damages unless the acts have been committed with knowledge that such imitation is intended to be used to cause confusion, or to cause mistake, or to deceive. 


		(Section 2 deals with innocent acts by printers, publishers and broadcasters)


Sec. 43(a): Unregistered Marks; False or Misleading Descriptions and Representations


		(a) Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which--


		(1) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person, or


		(2) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person’s goods, services, or commercial activities, shall be liable in a civil action by any person who believes that he or she is or is likely to be damaged by such act.


Elements:


-Polaroid Factors help determine likelihood of confusion: 1. Strength of plaintiff’s mark; 2. Degree of similarity between plaintiff’s and defendant’s marks; 3. Proximity of products and services; 4. Likelihood that plaintiff will bridge the gap; 5. Evidence of actual confusion; 6. Defendant’s good faith in adopting the mark; 7. Quality of defendant’s product or service; 8. Sophistication of buyers.


-Polaroid calls for balancing of the equities.


-Generally the addition of a house mark or another distinguishing term has not been held sufficient to avoid confusion.


-Mushroom Makers had a two-part test: 1. does junior users use create a likelihood of confusion and 2. does the senior user’s interests outweigh the legitimate interest of the junior user in sharing the mark.


-Uniform factors in confusion tests across circuits are: similarity between the marks, proximity of the products, defendant’s intent in selecting allegedly infringing mark, evidence of actual confusion, strength of plaintiff’s mark.


-The First, Fifth, Seventh, Ninth, Eleventh and Federal circuits look at parties’ channels of trade or distribution. The First, Fifth, Seventh, and Eleventh  circuits also look at similarity of the advertising media. The Second concentrates on the likelihood of bridging the gap and the quality of the defendant’s product.


-Similarity in marks is determined by sight, sound and meaning. You don’t have to win on all three to get confusion. Even if such similarity is established, though, there may not be confusion.


-Defendant’s intent is a big factor, but can it be proven simply from the fact that the marks are indeed similar?


-Ordinary confusion is the misimpression that the senior user is the source of the junior user’s goods; reverse confusion is the misimpression that the junior user is the source of the senior user’s goods.


-You have to own a registration in order to be able to sue on it, and it has to be used in commerce.


-Good faith is important to fair use.


-You don’t have to have a registered trademark to bring a 43(a) suit.


-The first prong of 43(a) is trade dress, and the second prong is false advertising.


Cases:


Polaroid v. Polarad Elects: Eight-factor test.


Mushroom Makers v. R.G. Barry: Mushroom Makers was making women's clothes, and Barry was making women’s shoes under Mushrooms trademark. Court said there was likelihood of confusion, no evidence of actual consumer confusion, junior user adopted mark in good faith, no likelihood of bridging the gap. Therefore, the court said junior user’s interest in continuing to use trademark outweighed any injury to senior user.


Vitarroz v. Borden: Senior user Vitarroz sold Bravo’s crackers to bodegas. Junior user Borden sold tortilla chips under Bravos name and had spent a lot of money promoting it. Not only did court consider all Polaroid factors, it also added to them. Court decided not to enjoin Borden’s use, and seemed particularly influenced by how much money Borden had spent.


E. & J. Gallo Winery v. Consorzio Del Gallo Nero: P brought infringement action against D for calling itself Gallo Nero based on its symbol, the black rooster. Court went through factors and said: plaintiff’s mark was exceptionally strong, the terms were significantly similar, the goods were substantially similar, similarity of marketing channels, wine is an impulse buy to the average buyer, surveys indicated some likelihood of confusion, defendant was aware of other trademark even if not intending to infringe. Court gave P summary judgment.  


The Citrus Group v. Cadbury Beverages: P had a drink called “Main Squeeze,” and D’s advertising referred to its products as “your new main squeeze.” D brought up fair use defense. Court said main squeeze is a common slang term. There was no need to determine confusion, because there was no evidence that D had used it as a mark. There was no injury, but there was a public interest in allowing use so the court denied the motion for the injunction.


Mastercrafters Clock & Radio v. Vacheron & Constantin-Le Coultre Watches: P moved for declaratory judgment that its watches did not in fact unfairly compete with D’s watches. Court said actual harm in a secondary meaning case can come from the likelihood of (a) loss of customers, (b) loss of reputation or (c) both. Problem was not that the buyer could distinguish between the two clocks but that a visitor to the buyer’s home would be unable to do so, so use was enjoined.


Koppers v. Krupp-Koppers: Both companies were making coal-gasification plants, what was the relevant audience? Court said of course the incredibly small group of purchasers of billion-dollar coal plants would not be confused, but it said the relevant audience should include not just actual purchasers but also members of the general public.


Munsingwear v. Jockey International: Horizontal fly underwear. P said 43(a) infringement of trademark rights in “H-Fly.” Big question was whether to apply likelihood of confusion test to pre-sale or post-sale product. Court said that with underwear they were more likely to be seen in package rather than on someone so it applied pre-sale. Under this standard, packaging was so radically different that D passed confusion test.


Banff v. Federated Department Stores: What do you do when the junior user is wrongly viewed as the source of the goods in question? Senior user Banff made “Bee Wear,” and Bloomingdales made “B Wear.” Court upheld an injunction of broad scope and held reverse confusion actionable under 43(a).


Policy:


-Fair use comes up because it is undesirable that words in common use be given a monopoly under the trademark laws.





B. SPECIAL APPLICATIONS OF THE CONFUSION DOCTRINE


Elements:


-In the late 19th and early 20th centuries courts safeguarded all names, not just senior users, because businesses were so local that use of the same name by two businesses did not hurt the public. Now courts give less weight to the right of an individual to use his own name.


-Under the sacred right doctrine, courts described the right of the second user of the same name as sacred, absolute, fundamental, inherent and inalienable. A person would only be prohibited from using his own name if there were evidence of fraud or bad faith.


-After Waterman Pen in 1914, the Court held that if the first user’s name had acquired secondary meaning the infringer’s use could be enjoined, usually this required use of initials with a name or a disclaimer.


-Acquired distinctiveness is called secondary meaning.


-The general rule regarding distinctiveness: an identifying mark is distinctive and capable of being protected if it either (1) is inherently distinctive or (2) has acquired distinctiveness through secondary meaning.


-Generic and descriptive marks are not inherently distinctive. Suggestive, arbitrary and fanciful marks are inherently distinctive. A generic mark cannot become protectable, but a descriptive mark can if it acquires secondary meaning, aka distinctiveness. Suggestive, arbitrary and fanciful marks do not need to acquire secondary meaning to be protectable because they are inherently distinctive.


-Three-part test for trade infringement: 1. the trade dress, whether a single feature or a combination of features, must be non-functional; 2. the trade dress must have acquired secondary meaning; and 3. there must be a likelihood of confusion among consumers as to source. 


Cases:


Basile v. Francesco Basile: P sold high-cost clothing and was planning to introduce watches in the U.S. D did business in Italy and had sold a few watches in the U.S., but he was the second-comer on the Basile name in the U.S. Could D modify use of his name on watches to prevent confusion? Court said no and that disclaimers were not sufficient. There was evidence that D could not use Basile in Italy, and he had to change it here, too.


Two Pesos v. Taco Cabana: Could trade dress of restaurant be protected under 43(a) based on a finding of inherent distinctiveness without proof that the trade dress has secondary meaning. Court said trade dress that is inherently distinctive need not show secondary meaning. Court said rules should not be different for trade dress. No proof of secondary meaning necessary where trade dress is inherently distinctive.


Paddington v. Attiki Importers & Distributors: Court said trade dress for bottle of ouzo was inherently distinctive. Court also said that it was possible to package something in a descriptive or generic manner. Here, though, “the tone and layout of the colors, the style and size of the lettering, and, most important, the overall appearance of the bottle’s labeling, are undeniably arbitrary.” 


Romm Art Creations v. Simcha International: Artist was sort of knocking off another artist’s work. Tarkay had a distinctive style that court said had acquired secondary meaning. Court then applied Polaroid test and said there was confusion so D was enjoined.


Wrinkles:


-What makes trade dress inherently distinctive as opposed to merely descriptive?


-Trade dress gets confusing because you don’t have a dictionary you can look at for the meaning of the term.





C. §43(a): FALSE REPRESENTATIONS & OTHER MISREPRESEN-TATIONS


Relevant Rules:


Sec. 43(a): Unregistered Marks; False or Misleading Descriptions and Representations


		(a) Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which--


		(1) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person, or


		(2) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person’s goods, services, or commercial activities, shall be liable in a civil action by any person who believes that he or she is or is likely to be damaged by such act.


Elements: 


-False advertising requires a use in commerce and any false description.


-Typically consumers do not have standing to sue for false advertising.


-You can have a 43(a)  violation when authorship or a similar credit is credited improperly to a third party.


Cases:


L’Aiglon Apparel v. Lana Lobell: P brought 43(a) false advertising claim against D for using pictures of its dresses in its ads. “This complaint states about as plain a use of a false representation in the description of goods sold in commerce as can be imagined. 


Coca-Cola v. Tropicana: Coke brought 43(a) false advertising suit against Tropicana for an ad that said juice was fresh from the orange and pasteurized. “The Lanham Act plaintiff must, however, offer something more than a mere subjective belief that he is likely to be injured as a result of the false advertising; he must submit proof which provides a reasonable basis for that belief.” Court said a Burke test showed that people were misled by ad. Once initial showing of irreparable harm has been made. When the ad is literally false there’s no need to show ad’s effect on public, but when the ad is implicitly false it must be tested by public reaction. Court said this was false on its face.


Castrol v. Quaker State: Quaker State said its oil was superior, and Castrol filed under 43(a)(2), claiming that ad was literally false. Plaintiff bore the burden of proving ads were in fact false. Defendant had to identify cited tests. Court said Castrol had met its burden


Coors v. Anheuser-Busch: Coors sued Busch under 43(a) for false advertising because it said its beer was fresher than Coors’. In order to prove false advertising, you must demonstrate either that: 1. an advertisement is literally false or 2. that the advertisement, though literally true, is likely to mislead and confuse customers. Coors lost on its claim of two literal falsehoods. Coors said three implied falsehoods. Court refused to enjoin ad, said survey evidence inconclusive and Coors unable to prove other claims’ falsity. 


National Artists Management v. Weaving: Weaving left NAMCO and she and her husband started trashing them in the industry. Had P stated a claim under 43(a) for unfair competition for federal jurisdiction? Court said P had to prove: 1. that defendant made false or misleading factual representations about the nature, characteristics or qualities of P’s services; 2. that D used the misleading representations in commerce; 3. that D did so in the context of commercial advertising or promotion; 4 that D’s actions made P believe it was likely to be damaged. Big question, though, was whether it was in context of commercial advertising or promotion. Court said it was commercial speech in terms of Lanham Act.


Gilliam v. ABC: Rights of attribution case. P wanted injunction to prevent D from airing edited versions of programs. P brought 43(a) suit saying there was a false attribution of origin because the shows were too garbled as shown, and court agreed.


King v. Innovation Books: King did not want possessory credit or based upon credit on movie version of Lawnmower Man. Court said King likely to succeed on challenge to possessory credit. Court allowed based-upon credit and said King might have been pissed had they not included such a credit.


Wrinkles:


-Gilliam is sort of a droit moral case, one that protects the moral rights of authors. Such rights, however, traditionally are not recognized in the U.S. It’s really a European thing, and has been recognized under the Berne Convention for the Protection of Literary and Artistic Works, which the U.S. recently signed on to.





D. TRADEMARKS AS SPEECH: PARODY & CERTAIN REFERENTIAL USES


Cases:


Coca-Cola v. Gemini Rising: Coke sued to enjoin poster that took its trademark and wrote “Enjoy Cocaine.” D said there was no attempt to sell merchandise similar to P’s. Court, however, said P used posters in advertising. It said standard for confusion was ordinary purchaser, not expert, and this “includes the ignorant, the unthinking and the credulous.” Court said P’s good will and business reputation are likely to suffer. Court dispelled First Amendment issues.


L.L. Bean v. Drake Publishers: High Society published parody of Bean’s catalog. Trial court gave Bean summary judgment on trademark dilution claim under Maine law, and appellate court reviewed to see whether this violated First. “Trademark rights do not entitle the owner to quash an unauthorized use of the mark by another who is communicating ideas or expressing points of view. Tarnishing view of anti-dilution not allowable under First Amendment. The harm occurs when the mark is used by other market actors, and that’s not what happened here, where it was done for noncommercial purposes. If anti-dilution were construed as permitting an owner to enjoin the use of the mark in any negative noncommercial context, it could do so to shield itself from criticism. 


Mutual of Omaha Insurance v. Novak: Mutant of Omaha. Court looked at it as a likelihood of confusion issue and analyzed Squirtco factors. Survey evidence showed that some people though Mutual of Omaha was somehow involved in the parody. Court said Novak’s First rights were not license to infringe rights of Mutual.


Anheuser-Busch v. Balducci Publications: Snicker magazine ran a parody of Michelob Dry ad and was sued for infringement, unfair competition and dilution. Court said some people were confused and that Snicker should have put the parody in a less confusing location, altered the protected marks or used an obvious disclaimer.


Yankee Publishing v. News America Publishing: New York magazine did a knock-off of Farmer’s Almanac on cover. Court said there was no confusion in the marketplace, and even if there were it was protected by First Amendment. “Mere unauthorized use does not by itself make out a cause of action; likelihood of confusion is also an essential element.” “The First Amendment confers a measure of protection for the unauthorized use of trademarks when that use is a part of the expression of a communicative message (and not as a source identifier).” “Courts are ill equipped to pass literary judgments.”


Wrinkles:


-Under the de minimus doctrine, the court will sometimes discount one or two confused people.
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