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1. Concepts

1.1. Subject Matter

Definition of trademark

§ 45 of Lanham Act, S p. 272: “… any word, name, symbol, or device, or any combination therefof-

(1) used by a person, or

(2) which a person has a bona fide intention to use in commerce and applies to register on the principal register established by this Act

to identify and distinguish his or her goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown.”

Definition of trade name

§ 45 of Lanham Act, S p. 272: “… any name used by a person to identify his or her business or vocation.”

Trademark protection is

· for commercial identity of product

· protects against labeling of good or service

· indefinite

· obtained by application to the PTO

· territorial

International New Service v. Associated Press p. 32
There is a general common law property right against “misappropriation” of commercial value.

Sears, Roebuck & Co. v. Stiffel Co. p. 35
A State’s unfair competition law cannot impose liability for or prohibit the copying of an article which is protected by neither a federal patent nor a copyright.
What is a Trademark?

A word, logo or package design, or a combination of them, used by a manufacturer or merchant to identify its goods and distinguish them from others.

Includes

· brand names identifying goods

· trade dress consisting of graphics, color or shape of goods/packaging

· service marks identifying services

· certification marks identifying goods or services meeting specified qualifications

· collective marks identifying goods, services or members of a collective organization

Hanover Star Milling Co v. Metcalf p. 58
Primary and proper role of trademark is to identify origin of article. Common law trademarks arise from use. Property right only with established business or trade. Not the subject of property except in connection with existing business.

Stork Restaurant v. Sahiti p. 60

Controlling principle: "confusion of source" with corollary, "dilution of goodwill".

1. "Reaping where One has not Sown"

2. Disparity in size of businesses will not bar injunctive relief

3. Mere geographical distance does not obviate danger of confusion

4. Actual loss of trade need not be shown to warrant an injunction

Stahly v. MH Jacobs (7th Circuit) p. 65

Defendant could not sell defective razors, acquired in default on a loan, without removing trademarks as this would confuse the public.

Alfred Dunhill v. Interstate Cigar Co. (2nd Circuit) p. 67

Dunhill could not force insurer to mark tobacco as water-damaged as it had missed its opportunity. [This may be because the risk to consumers is less.]
Champion Spark Plug v. Sanders (Supreme Court) p. 68

Reconditioned sparkplugs must be clearly and distinctly sold as such. The reseller can get some advantage from the trademark provided the manufacturer is not identified with inferior qualities of product.

Kellogg v. National Biscuit p. 84

If a term is generic, the original maker of a product acquires no exclusive right to use it, particularly if it is the subject of an expired patent. A particular manufacturer cannot assert exclusive rights in a particular form of a product. A generic name and form must be used in a fair way. 
Qualitex v. Jacobson Products (Supreme Court) p. 96
A color may meet ordinary legal trademark requirements and when it does so, no special legal rule prevents color alone from serving as a trademark. The language of the statute is not restrictive and color can be used to identify or distinguish. It can be used where it has attained “secondary meaning”. Functionality does not create an absolute bar. 
Musical chimes and fragrances may be trademarked. 
1.2. Distinctiveness

Abercrombie & Fitch v. Hunting World (Second Circuit, 1976) p. 108
Categories of trademarkable terms:
1. generic: refers to genus of which particular product is a species. Cannot be trademarked. Symbols can be generic.
2. descriptive: conveys immediate idea of the ingredients, qualities or characteristics of the goods. Protected if it acquires secondary meaning.
3. suggestive: requires imagination, thought and perception to reach goods. 
4. arbitrary and fanciful: invented or used in a unfamiliar way. 
No clear lines. Term may in different categories for different products. May shift.

Technical Trademarks, p. 112
Arbitrary, fanciful, and suggestive marks may be registered without proof of secondary meaning. 

Application of Reynolds Metals Co. (CCPA, 1973) p. 112

A mark that is descriptive may still be registrable if it is not merely descriptive.
In re Application of Quik-Print Copy Shops (CCPA, 1973) p. 114

If the quality or characteristic of appellant’s service comes immediately to mind, the mark is merely descriptive.
International Kennel Club v. Mighty Star (Seventh Circuit, 1988) p. 118

Secondary meaning will be acquired when most consumers think of a word not as descriptive but as the name of the product. Long use, advertising and publicity will tend to establish secondary meaning.
Rock & Roll Hall of Fame v. Gentile Prod. (Sixth Circuit, 1998) p. 126

A building is not fanciful in the way a coined word. There must be consistent and repetitive use as an indicator of source to be a trademark.
2. Acquisition

Through

1. use

2. intent to use

3. foreign owner’s country of origin application filed during previous six months
2.1. Adoption and Use

Proctor & Gamble v. Johnson & Johnson (SDNY, 1980) p. 134

Trademark rights are not created by sporadic, casual, and nominal use. 
Definition of ‘Use in Commerce’

§ 45 of Lanham Act, p. 147: “the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark. …

(1) on goods when – 

(A)  it is placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, … and

(B) the goods are sold or transported in commerce, and
(2) on services when it is used or displayed in the sale or advertising of services and the services are rendered in commerce, or the services are rendered in more than one State or the United States and a foreign country and the person rendering the services is engaged in commerce in connection with the services.
Buti v. Impressa Perosa (Second Circuit, 1998) p. 151

The mere advertising or promotion of a mark in the United States is insufficient to constitute “use” of the mark “in commerce”, where that advertising is unaccompanied by any actual rendering in the US of the services in connection with which the mark is employed.
Intl. Bancorp v. Société des Bains (Fourth Circuit, 2003) S p. 18

It does not follow that if a mark has not been rendered in commerce in the US that the mark has not been used in the US. Services rendered abroad can constitute sufficient use in commerce to be regulated by US law.
2.2. Priority

Blue Bell v. Farah Manufacturing (Fifth Circuit, 1975) p. 162

Secret, undisclosed internal shipments are generally inadequate to support the denomination “use”. The goods must bear the mark allegedly used and it must be on the goods which are to bear that mark. 

Lucent Info. Mgt. v. Lucent Technologies (DDel, 1997) p. 168
A single sale is often not enough to establish priority.
Shalom Children’s Wear v. In-Wear (TTAB, 1993) p. 170

A priority date can be established by use analogous to trademark use, i.e. nontechnical use in connection with the promotion or sale of a product under circumstances which do not provide a basis for an application to register.
Maryland Stadium Authority v. Becker (Fourth Circuit, 1994) p. 174
Advertising and promotion is sufficient to obtain rights in a mark as long as they occur “within a commercially reasonable time prior to the actual rendition of service…” and as long as the totality of acts “create[s] association of the goods or services and the mark with the user thereof."
1800 Contacts v. WhenU.com (SDNY, 2003) S p. 12

Including a URL in a database that triggers pop-up advertisements is a use in commerce. Construing “use” as “to identify or distinguish” is too narrow.
U-Haul v. WhenU.com (ED Va., 2003) S p. 14

Pop-up advertisement do not constitute “use in commerce” because they are in separate windows, trademarks can be simultaneously visible to a consumer, URLs are not trademarks when used to identify a business entity, and there is no interference with the use of the plaintiff’s website.
Wells Fargo v. WhenU.com (ED Mich., 2003) S p. 16

Similar to U-Haul. The use of URLs to identify a website is not a use in commerce because it is not used to indicate anything about the source of the products and services it advertises.
2.3. Concurrent Use

United Drug v. Theodore Rectanus (Supreme Court, 1918) p. 177
A trademark is not a right in gross. There is no property in a mark except as a right appurtenant to an established business or trade in connection with which the mark is employed. The owner of a trademark may not make a negative and merely prohibitive use of it as a monopoly. In general, priority of appropriation determines between conflicting claimants to the right to use the same mark  but this is because the purchasers have come to understand the mark as indicating the origin of the wares.
Thrifty Rent-A-Car v. Thrift Cars (First Circuit, 1987) p. 182

§ 33 (b) allows a “limited area” exception to incontestability, which requires that
1. the mark was adopted before the senior user, without knowledge

2. the mark was used in a specific trade area before the senior user

3. the mark was continuously used in the trade area

V & V Food Products v. Cacique Cheese (ND Ill., 2003) S p. 32

A junior user may be permitted to advertise in the senior user’s trade area if it is necessary in order to compete.
Dawn Donut v. Hart’s Food Stores (Second Circuit, 1959) p. 188

If both parties use the same mark in connection with retail sales in distinct and separate markets and there is no present prospect that one will expand its use of the mark into the other’s area, there is no likelihood of public confusion.
Emergency One v. Am. Eagle Fire App. (Fourth Circuit, 2003) S p. 34

Injunctive relief is appropriate only in those areas where the senior user can show sufficient actual use.
2.4. Intent to Use

The US required use before registration. The ITU system attempts to redress this.
§ 1 (b) (1) A person who has a bona fide intention, under circumstances showing the good faith of such person, to use a trademark in commerce may apply to register the trademark …

(c) At any time during examination of an application filed under subsection (b) of this section, an applicant who has made use of the mark in commerce may claim the benefits of such use for purposes of this chapter, by amending his or her application to bring it into conformity with the requirements of subsection (a) of this section.

(1) Within six months after the date on which the notice of allowance with respect to a mark is issued under section 1063(b)(2) of this title to an applicant under subsection (b) of this section, the applicant shall file  … a verified statement that the mark is in use in commerce and specifying the date of the applicant's first use of the mark in commerce and those goods or services specified in the notice of allowance on or in connection with which the mark is used in commerce. Subject to examination and acceptance of the statement of use, the mark shall be registered in the Patent and Trademark Office, a certificate of registration shall be issued for those goods or services recited in the statement of use for which the mark is entitled to registration, and notice of registration shall be published in the Official Gazette of the Patent and Trademark Office. …

(2) The Director shall extend, for one additional 6-month period, the time for filing the statement of use under paragraph (1), upon written request of the applicant before the expiration of the 6-month period provided in paragraph (1). In addition to an extension under the preceding sentence, the Director may, upon a showing of good cause by the applicant, further extend the time for filing the statement of use under paragraph (1) for periods aggregating not more than 24 months …

(4) The failure to timely file a verified statement of use under paragraph (1) or an extension request under paragraph (2) shall result in abandonment of the application ...

§ 7 (c) Contingent on the registration of a mark on the principal register provided by this chapter, the filing of the application to register such mark shall constitute constructive use of the mark, conferring a right of priority, nationwide in effect, on or in connection with the goods or services specified in the registration against any other person except for a person whose mark has not been abandoned and who, prior to such filing--

(1) has used the mark;

(2) has filed an application to register the mark which is pending or has resulted in registration of the mark; or

(3) has filed a foreign application to register the mark on the basis of which he or she has acquired a right of priority, and timely files an application under section 1126(d) of this title to register the mark which is pending or has resulted in registration of the mark.

Medinol v. Neuro Vasx (TTAB, 2003) S p. 35

Knowledge that a mark is not in use on a particular product, or reckless disregard for the truth, is all that is required to establish fraud in the procurement of a registration.
Zirco v. American Telephone & Telegraph (TTAB, 1991) p. 198

The right to rely upon the constructive use date comes into existence with the filing of the intent-to-use application and the intent-to-use applicant can rely upon this date in an opposition brought by a third party asserting common law rights. 
WarnerVision v. Empire of Carolina (Second Circuit, 1996) p. 201

As long as an ITU applicant’s privilege has not expired, a court may not enjoin it from making the use necessary for registration on the grounds that another party has used the mark subsequent to the filing of the ITU application.
Shalom Children’s Wear v. In-Wear (TTAB, 1993) p. 209

The question of mere descriptiveness cannot be resolved at summary judgment.

Application of American Psych Association (TTAB, 1996) p. 209

Examiners are required to examine intent to use applications under the same procedures and standards as use-based applications.
Racing Champions v. Mattel (TTAB, 2000) p. 210

An indicator of scale with a pre-existing meaning may be descriptive.
2.5. Foreign Application

§ 44 (d) An application for registration of a mark under section 1051, 1053, 1054, or 1091 of this title or under subsection (e) of this section, filed by a person described in subsection (b) of this section who has previously duly filed an application for registration of the same mark in one of the countries described in subsection (b) of this section shall be accorded the same force and effect as would be accorded to the same application if filed in the United States on the same date on which the application was first filed in such foreign country: Provided, That--

(1) the application in the United States is filed within six months from the date on which the application was first filed in the foreign country;

(2) the application conforms as nearly as practicable to the requirements of this chapter, including a statement that the applicant has a bona fide intention to use the mark in commerce;

(3) the rights acquired by third parties before the date of the filing of the first application in the foreign country shall in no way be affected by a registration obtained on an application filed under this subsection;

(4) nothing in this subsection shall entitle the owner of a registration granted under this section to sue for acts committed prior to the date on which his mark was registered in this country unless the registration is based on use in commerce.
(e) A mark duly registered in the country of origin of the foreign applicant may be registered on the principal register if eligible, otherwise on the supplemental register in this chapter provided. Such applicant shall submit, within such time period as may be prescribed by the Director, a true copy, a photocopy, a certification, or a certified copy of the registration in the country of origin of the applicant. The application must state the applicant's bona fide intention to use the mark in commerce, but use in commerce shall not be required prior to registration.
§ 66 (a) A request for extension of protection of an international registration to the United States that the International Bureau transmits to the United States Patent and Trademark Office shall be deemed to be properly filed in the United States if such request, when received by the International Bureau, has attached to it a declaration of bona fide intention to use the mark in commerce that is verified by the applicant for, or holder of, the international registration.
3. Loss of Trademark Rights

3.1. Genericism

A generic word cannot be a trademark.
Bayer v. United Drug (SDNY, 1921) p. 312

The question in genericism is: what do the buyers understand by the word? Does it indicate the thing or the source?

Stix v. United Merchants (SDNY, 1968) p. 315

Competitors may not “genericise” each other’s marks.
King-Seeley Thermos v. Aladdin (Second Circuit, 1963) p. 328

A mark can become generic but not require de-registration although its trademark use may be restricted as a consequence.
DuPont v. Yoshida (EDNY, 1975) p. 332

Surveys should focus on the trademark significance of a word. To be generic, there must be a clear and convincing showing that the principal significance of a word is as a descriptive term rather than as a trademark.

3.2. Secondary Meaning

When the public comes to recognize a term as identifying goods or services coming from a single, if anonymous, source, the term has acquired “secondary meaning” and is entitled to trademark status.

When the public identifies a term with a single source of origin, either

1. not recognizing it as a brand name, but knowing there is a single source (for example, a monopoly); or

2. when the producer selects a term that is already generic and establishes public trademark recognition,
there is de facto secondary meaning and no trademark protection.
America Online v. AT & T (Fourth Circuit, 2001) p. 336

Using a phrase in a functional manner does not entitle it to trademark protection. The farther a would-be mark falls from the heartland of common meaning and usage, the more “distinctive” the would-be mark can become.
Microsoft v. Lindows.com (WD Wash, 2003) p. 73
Commercial, media, dictionary and linguistic evidence assist the court.
Harley Davidson v. Grottanelli (Second Circuit, 1999) p. 346
The public has no more right than a manufacturer to withdraw from the language a generic term and accord it trademark significance, at least as long as the term retains some generic meaning.

Otokoyama v. Wine of Japan Import (Second Circuit, 1999) p. 349

A word that is generic in a language other than English cannot be used.
Hoffman-La Roche v. Medisca (NDNY, 1999) p. 349

If a generic name becomes associated with a particular producer, a competitor cannot use it in a way that causes confusion and must take reasonable means to distinguish its product from the senior user.
Dial-A-Mattress v. Page (Second Circuit, 1989) p. 354

The lack of protection for generic terms does not require that a competitor remain free to confuse the public with a telephone number.
Holiday Inns v. 800 Reservation (Sixth Circuit, 1996) p. 354

Taking advantage of confusion, while not creating it, is not a violation of the Act.
3.3. Abandonment

§ 45 A mark shall be deemed to be “abandoned” when either of the following occurs:
(1) When its use has been discontinued with intent not to resume such use. Intent not to resume may be inferred from circumstances. Nonuse for three consecutive years shall be prima facie evidence of abandonment. “Use” of a mark means the bona fide use of that mark made in the ordinary course of trade, and not made merely to reserve a right in a mark. 

(2) When any course of conduct of the owner, including acts of omission as well as commission, causes the mark to become the generic name for the goods or services on or in connection with which it is used or otherwise to lose its significance as a mark. Purchaser motivation shall not be a test for determining abandonment under this paragraph.
Two elements: non-use and intent not to resume.

Silverman v. CBS (Second Circuit, 1989) p. 356

“Intent not to resume” means intent not to resume use in the reasonably foreseeable future, not never. Challenging infringing uses is not use, and sporadic licensing for essentially non-commercial uses of a mark is not sufficient use to forestall abandonment.
Exxon Corp. v. Humble Exploration (Fifth Circuit, 1983) p. 363

An intention to resume use after consolidating in a single brand is use.
Indianapolis Colts v. Baltimore Football (Seventh Circuit, 1994) p. 364

If the mark changes, or can be seen as the unchanging part, the old mark is not abandoned. Appropriation of an abandoned mark might be allowed if the subsequent users take reasonable precautions to prevent confusion.
Baseball Props v. Sed Non Elet Denarius (SDNY, 1993) p. 364

If the mark changes, or can be seen as the changing part, the old mark is be abandoned.

Rust Environment v. Teunissen (Seventh Circuit, 1997) p. 366

Where the new mark is not confusingly similar, the old mark is abandoned. 
Clark & Freeman v. Heartland (SDNY, 1993) p. 368

Where a mark is assigned “in gross”, without the accompanying goodwill, the assignment is invalid and the assignee must rely on his or her own use to establish priority. A mark can be validly transferred without tangible assets if the recipient continues to produces goods of the same quality and nature previously associated with the mark.
Yocum v. Covington (TTAB, 1982) p. 371

Inadequately controlled licensing constitutes abandonment.
University Bookstore v. Board of Regents (TTAB, 1994) p. 374

An owner is not required to act immediately against every possible infringing use to avoid a holding of abandonment.
Barcamerica v. Tyfield Importers (Ninth Circuit, 2002) S p. 82

The lack of an express contract right to inspect and supervise a licensee’s operations is not conclusive evidence of lack of control. There need not be formal quality control where the public will not be deceived. There must be some evidence of being familiar with or relying on the licensee’s efforts to control quality.
4. Registration

4.1. Process

Steps p. 214
1. Clearing the proposed mark 

2. Establishing rights in mark (use/ITU application)
3. Obtaining federal registration of mark:

a. Preparation of the application 
b. Filing the application

c. Examination by PTO 
d. Publication for opposition

4. Maintenance of Trademark Rights 

Advantages of Trademark Registration p. 221
1. Nationwide protection from the date of the application. 
2. Incontestability. 
3. Warning to others.
4. Barring imports
5. Protection against counterfeiting 
6. Evidentiary advantages
7. Confirms ownership and validity.

Supplemental Register

For marks not capable of registration on the principal register. Use required.
The Notice of Registration

Failure to use such notice results in a bar to an award of profits or damages in an infringement suit involving a registered trademark absent a finding that a defendant had actual notice of the registration.

Maintenance and Renewal of Registration

§ 8 (a) Each registration shall remain in force for 10 years, except that the registration of any mark shall be canceled by the Director for failure to comply with the provisions of subsection (b) of this section, upon the expiration of the following time periods, as applicable:

(1) For registrations issued pursuant to the provisions of this chapter, at the end of 6 years following the date of registration.

(2) For registrations published under the provisions of section 1062(c) of this title, at the end of 6 years following the date of publication under such section.

(3) For all registrations, at the end of each successive 10-year period following the date of registration.

(b) During the 1-year period immediately preceding the end of the applicable time period set forth in subsection (a) of this section, the owner of the registration shall pay the prescribed fee and file in the patent and trademark office--

(1) an affidavit setting forth those goods or services recited in the registration on or in connection with which the mark is in use in commerce and such number of specimens or facsimiles showing current use of the mark as may be required by the Director; or

(2) an affidavit setting forth those goods or services recited in the registration on or in connection with which the mark is not in use in commerce and showing that any such nonuse is due to special circumstances which excuse such nonuse and is not due to any intention to abandon the mark. 

§ 9 (a) … each registration may be renewed for periods of 10 years at the end of each successive 10-year period following the date of registration upon payment of the prescribed fee and the filing of a written application …
4.2. Types of Marks

Service Marks p. 225
§ 45 The term “service mark” means any word, name, symbol, or device, or iny combination thereof

(1) used by a person, or 

(2) which a person has a bona fide intention to use in commerce and applies to register on the principal register established by this Act, 

to identify and distinguish the services of one person, including a unique service, from the services of others and to indicate the source of the services, even if that source is unknown. Titles, character names, and other distinctive features of radio or television programs may be registered as service marks notwithstanding that they, or the programs, may advertise the goods of the sponsor. 

Collective Mark

§ 45 The term “collective mark” means a trademark or service mark

(1) used by the members of a cooperative, an association, or other collective group or organization, or 

(2) which such cooperative, association, or other collective group or organization has a bona fide intention to use in commerce and files an application to register on the principal register established by this Act, and includes marks indicating membership in a union, an association, or other organization.
Certification Mark

§ 45 The term “certification mark” means any word, name, symbol, or device, or any combination thereof

(1) used by a person other than its owner, or 

(2) which its owner has a bona fide intention to permit a person other than the owner to use in commerce and files an application to register on the principal register established by this Act, 
to certify regional or other origin, material, mode of manufacture, quality, accuracy, or other characteristics of such person’s goods or services or that the work or labor on the goods or services was performed by members of a union or other organization. 

· does not indicate source but meeting of criteria

· cannot be used by owner to identify source

· owner cannot chose users arbitrarily

· a regional certification mark will not be deemed to have become a generic term as applied to particular goods unless it appears that it has lost its significance as an indication of regional origin for those goods
5. Bars to Registration

5.1. Scandalous, disparaging and deceptive
§ 2(a) of the Lanham Act prohibits registration of a mark that 

(a) consists of or comprises immoral, deceptive, or scandalous matter, or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute. 

In re Bad Frog Brewery (1999) p. 229
An animal ‘giving the finger’ is not  obscene. The gesture itself is not obscene.
Harjo v. Pro-Football (D DC, 2003) S p. 39
To determine whether matter may be disparaging etc., the court undertakes a two step process of considering, first, the likely meaning of the matter in question and, second, whether that meaning may be disparaging. ‘Scandalous’ looks at the reaction of society as a whole. ‘Disparage’ looks at the views of the referenced group, as does ‘contempt’ and ‘disrepute’. This is considered as of the date of registration. 
5.2. Deceptive Matter p. 253
§ 2 (a): absolute bar, cannot be rescued under section 2(f) of the Lanham Act by showing that a mark “has become distinctive” through a showing of secondary meaning. 
§ 2 (e) (1): merely deceptively misdescriptive marks cannot be registered unless under § 2 (f), secondary meaning can be demonstrated.

Federal Circuit three-step test for determining deceptiveness (In re Budge Mfg.): 

(1) Is the term misdescriptive of the character, quality, function, composition or use of the goods? 

(2) If so, are prospective purchasers likely to believe that the misdescription actually describes the goods? 

(3) If so, is the misdescription likely to affect the decision to purchase?
If the first two questions in the test are answered in the affirmative, but not the third question, then the mark is deceptively misdescriptive. If only the first question is answered in the affirmative, then the mark may be arbitrary or suggestive since belief in the misdescription is key to a finding of deceptiveness.
Flag, Coat of Arms or Other Insignia p. 254
No mark may be registered which 

§ 2 (b) Consists of or comprises the flag or coat of arms or other insignia of the United States, or of any State or municipality, or of any foreign nation, or any simulation thereof.

·  ‘other insignia’ not to be interpreted broadly; only if of national authority
· distorted or merely suggestive marks are not barred under § 2 (b)

5.3. Name, Portrait or Signature, Living Individual or Deceased US President p. 256
No mark may be registered which 

§ 2 (c) Consists of or comprises a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by the written consent of the widow.

· need not be full name

5.4. Confusion p. 257

No mark may be registered which 

 § 2 (d) consists of or comprises a mark which so resembles a mark registered in the Patent and Trademark Office, or a mark or trade name previously used in the United States by another and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive.

Nutrasweet v. K & S Foods p. 257

Where products are closely related, complementary products, their use is likely to result in confusion as to source and sponsorship, use of a different font etc. is not relevant. If sales are de minimis, lack of confusion is not relevant.
Marshall Field v. Mrs. Fields Cookies (TTAB, 1992) p. 260

If both marks are famous, the public will easily recognize the differences in the marks and distinguish between them. Factors considered: similarity, use of surname, type of product, trade dress, markets, motive.
5.5. Geographic Terms p. 269
§ 2 (e) also bars from registration a mark which, inter alia 
consists of a mark which … (2) when used on or in connection with the goods of the applicant is primarily geographically descriptive of them, except as indications of regional origin may be registrable under section 1054 of this title, (3) when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them, …
§ 2 (f) Except as expressly excluded in subsections (a), (b), (c), (d), (e) (3), and (e) (5) of this section, nothing in this chapter shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant's goods in commerce. The Director may accept as prima facie evidence that the mark has become distinctive, as used on or in connection with the applicant's goods in commerce, proof of substantially exclusive and continuous use thereof as a mark by the applicant in commerce for the five years before the date on which the claim of distinctiveness is made. Nothing in this section shall prevent the registration of a mark which, when used on or in connection with the goods of the applicant, is primarily geographically deceptively misdescriptive of them, and which became distinctive of the applicant's goods in commerce before December 8, 1993.
American Waltham Watch v. United States Watch (Mass, 1899) p. 270
It is not possible to appropriate a geographical name but a junior user must distinguish his goods in some way.
In re Nantucket (CCPA, 1982) p. 272

Registration of marks that would be perceived by potential purchasers as describing or deceptively misdescribing the geographic origin of the goods may be denied under § 2 (e) (2). If the goods do not come from the place named, and the public makes no goods-place associations, the public is not deceived and the mark is accordingly not geographically deceptively misdescriptive.
In re California Innovations (Federal Circuit, 2003) S p. 63
NAFTA shifted the emphasis for geographically descriptive marks to prevention of any public deception. Deceptiveness rather than lack of distinctiveness is required. The PTO must deny registration under § 1052 (e) (3) if
(1)  the primary significance of the mark is a generally known geographic location;

(2)  the consuming public is likely to believe the place identified by the mark indicates the origin of the goods bearing the mark, when in fact the goods do not come from that place; and

(3)  the misrepresentation was a material factor in the consumer’s decision.

5.6. Surnames and Other Issues
§ 2 (e) (4) provides:
No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principal register on account of its nature unless it–

(e) consists of a mark which … (4) is primarily merely a surname.

Reflects common law. Test: primary significance to the public.

In re Quadrillion Publishing (TTAB, 2000) p. 282

Initial burden on Trademark Examining Attorney to establish a prima facie case that a mark is primarily merely a surname. Factors:
(i) degree of surname rareness

(ii) whether anyone connected with applicant has the surname

(iii) whether the term has any recognized meaning other than that of a surname

(iv) the structure and pronunciation or “look and sound” of the surname

Peaceable Planet v. Ty (Seventh Circuit, 2004) S p. 4

The rationale of the personal-name rule is wholly inapplicable to fictional characters. 
Numerals, Letters and Initials p. 285
As a general rule, if merely differentiating between grades etc., not protectable.

If, in addition and primarily, designates the source, protectable. Question of fact requiring analysis of the manner of use, intent of user, and meaning understood by the consumer: have they acquired secondary meaning?
5.7. Functionality p. 286
§ 2 (e) (5) provides

No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principal register on account of its nature unless it–

(e) consists of a mark which … (5) comprises any matter that, as a whole, is functional.

Qualitex v. Jacobsen (Supreme Court, 1995) p. 286

It is the province of patent law to grant a monopoly over new product designs.

In Morton-Norwich Products (CCPA, 1982) p. 287

Functionality is always in relation to the design of the thing, not the thing itself. It is determined in light of “utility”, which is determined in light of “superiority of design” and rests upon the foundation “essential to effective competition”.
In re Babies Beat (TTAB, 1990) p. 294

Task is not to ascertain the existence of utility but the degree of design utility.
5.8. Incontestability

§ 33 (b) … conclusive evidence of the registrant’s exclusive right to use the registered mark …
§ 15 Except on a ground for which application to cancel may be filed at any time under paragraphs (3) and (5) of section 14 of this Act, and except to the extent, if any, to which the use of a mark registered on the principal register infringes a valid right acquired under the law of any State or Territory by use of a mark or trade name continuing from a date prior to the date of registration under this Act of such registered mark, the right of the registrant to use such registered mark in commerce for the goods or services on or in connection with which such registered mark has been in continuous use for five consecutive years subsequent to the date of such registration and is still in use in commerce, shall be incontestable: Provided, that–

(1) there has been no final decision adverse to registrant’s claim of ownership of such mark for such goods or services, or to registrant’s right to register the same or to keep the same on the register; and
(2) there is no proceeding involving said rights pending in the Patent and Trademark Office or in a court and not finally disposed of; and

(3) an affidavit is filed with the Commissioner within one year after the expiration of any such five-year period setting forth those goods ro services stated in the registration on or in connection with which such mark has been in continuous use for such five consecutive years and is still in use in commerce, and the other matters specified in paragraphs (1) and (2) of this section; and 

(4) no incontestable right shall be acquired in a mark which is the generic name for the goods or services or a portion thereof, for which it is registered.

Park’N Fly v. Dollar Park and Fly (Supreme Court, 1985) p. 475

An incontestable mark can be infringed even if it is merely descriptive. An incontestable mark cannot be challenged as merely descriptive. 
Defenses to Incontestably Registered Marks p. 485

§ 14: the grounds for cancellation, such as abandonment and genericism

§ 33 (b): exceptions to incontestable status, evidentiary effect

1. Fraudulent acquisition of trademark registration or of incontestable right to use mark.
2. Abandonment of the mark.
3. Use of the mark to misrepresent source.
4. Use of mark in a descriptive sense other than as a trademark (the so-called “fair use” defense).
5. Limited territory defense.
6. Prior registration by defendant.
7. Use of mark to violate anti-trust laws.
8. Equitable principles.
9. Functionality.
6. Infringement

6.1. Likelihood of Confusion

§ 32 (1) Any person who shall, without the consent of the registrant–

(a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark in connection with the sale, offering for sale, distribution, or advertising of any goods or services on or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive … shall be liable in a civil action by the registrant for the remedies hereinafter provided …

Polaroid Corp. v. Polarad Elects. Corp. (Second Circuit, 1961) p. 391

Eight factors for evaluating likelihood of confusion between non-identical goods or services:

1. the strength of plaintiff’s mark;

2. the degree of similarity between plaintiff’s and defendant’s marks;

3. the proximity of the products or services;

4. the likelihood that plaintiff will bridge the gap;

5. evidence of actual confusion;

6. defendant’s good faith in adopting the mark;

7. the quality of defendant’s product or service;

8. the sophistication of the buyers.

Core factors amongst all circuits:

· strength of mark

· similarity of goods

· proximity of marks

· intent of infringer

· actual confusion

Is the products are sufficiently different, is there infringement? Borden Ice Cream v. Borden’s Condensed Milk (no infringement) but compare Aunt Jemina Mills v. Rigney & Co. (could not use other’s mark for pancake batter for pancake syrup). Yale Electric Corp. Robertson (use of lock mark for flashlights infringement).
§ 43  (a) (1) Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which–

(A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person, or

(B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person's goods, services, or commercial activities,

shall be liable in a civil action by any person who believes that he or she is or is likely to be damaged by such act.

(2) As used in this subsection, the term "any person" includes any State, instrumentality of a State or employee of a State or instrumentality of a State acting in his or her official capacity. Any State, and any such instrumentality, officer, or employee, shall be subject to the provisions of this chapter in the same manner and to the same extent as any nongovernmental entity.

(3) In a civil action for trade dress infringement under this chapter for trade dress not registered on the principal register, the person who asserts trade dress protection has the burden of proving that the matter sought to be protected is not functional.

Two prongs: need to show use in commerce and likelihood of confusion.

Similarity examined at 3 levels:

· sight

· sound

· meaning

Gallo Winery v. Consorzio del Gallo Nero (ND Cal., 1991) p. 400

Evidence of other unrelated potential infringers is irrelevant to claims of trademark infringement. A family name is entitled to protection so long as it has acquired a recognized “secondary meaning”. Similarity of marks is judged by sound, appearance and meaning. If goods compete for sales, infringement usually will be found if the marks are sufficiently similar than confusion can be expected. Confusion between marks is generally more likely where the goods are inexpensive. Evidence of actual confusion is only one factor to be considered. Intent is not necessary but will be presumed if defendant has knowledge. 
Fleischmann Distilling v. Maier Brewing (Ninth Circuit, 1963) p. 417

Using another’s mark without advice leads to a presumption of intent to confuse.
Holiday Inns v. Holiday Out in America (Fifth Circuit, 1973) p. 417

If defendant does not act to create confusion, there may not be intent to confuse.

Academy v. Creative House (Ninth Circuit, 1991) p. 417

Where evidence shows that one company deliberately adopted another’s name to obtain advantage from the other’s good will, we may infer a likelihood of confusion.

Mobil Oil Corp v. Pegasus Petroleum (Second Circuit, 1987) p. 424

Example of application of Polaroid factors.
The Network Network v. CBS (CD Cal, 2000) p. 431

The test of actual confusion is not whether anyone could possibly be confused, but whether the “reasonably prudent consumer” is likely to be confused. Where there is no overlap, there is no confusion. Initial interest confusion requires improper benefit from a mark holder’s store of goodwill. 
Playboy v. Netscape (Ninth Circuit, 2004) S p. 88
Initial interest confusion is confusion that creates initial interest in a competitor’s product. It impermissibly capitalizes on the goodwill associated with a mark. This is tested using the Ninth Circuit’s Sleekcraft eight-factor test, with some flexibility for the Internet context. Concurrence: Brookfield suggests that even if banner ads are clearly labeled, there is violation, but this may not be so.
Playboy v. Universal Tel-A-Talk (ED Pa, 1998) p. 439

Use of marks in URLs and email addresses may lead to confusion as to the source or sponsorship of a website. 
6.2. Relevant Public

Mastercrafters Clock and Radio v. Vacheron and Constantin-Le Coultre Watches (Second Circuit, 1955) p. 440

The actionable harm, in a secondary-meaning case, may result either from the likelihood (a) of loss of customers or (b) loss of reputation, or (c) of both. Such loss can result from the customer’s belief that the competing article derives from the same source as that of the party complaining; and it matters not whether the customers know just who is the source. The intention to reap financial benefits from the copying is of major importance if there is a likelihood of confusion.
Foxworthy v. Custom Tees (ND Ga, 1995) p. 442
The “getting-the-foot-in-the-door” aspect of confusion is significant to the likelihood of confusion analysis because the relevant concern is not confusion through a side-by-side comparison but whether confusion is likely when only one product is the only product on the shelf. The important thing is that, whether the consumer discerns the truth or gives it no thought whatsoever, the fact that some mental process must be performed in order to understand the association indicates not only an unfair competitive advantage but the actual embodiment of confusion.
Blockbuster v. Laylco (ED Mich, 1994) p. 443

The issue is the degree of likelihood that the allegedly infringing name would attract potential customers based on the reputation earned by the owner of the original mark, not whether they will realize the error later.
Munsingwear v. Jockey (D Minn, 1994) p. 445

The similarity may be assessed in terms of pre-sale rather than after-sale.
6.3. Reverse Confusion

Harlem Wizards v. NBA Properties (D NJ, 1997) p. 448
Reverse confusion arises when a larger, more powerful entity adopts the trademark of a smaller, less powerful trademark user and thereby causes confusion as to the origin of the senior trademark user’s goods or services. This is analyzed using the normal factors.
Dreamwerks v. SKG Studio (Ninth Circuit, 1998) p. 451
In a reverse infringement case, there is no question of palming off, since neither junior nor senior user wishes to siphon off the other’s goodwill. The question is whether consumers doing business with the senior user might mistakenly believe they are dealing with the junior user.
7. Trade Dress

This is the total image of the product or service: the packaging, the product itself. It is protectable if it has distinctiveness, through inherent distinctiveness or secondary meaning.
7.1. Trade Dress Infringement

Two Pesos v. Taco Cabana (Supreme Court, 1992) p. 510

An identifying mark is distinctive and capable of being protected if it either (1) is inherently distinctive or (2) has acquired distinctiveness through secondary meaning. Trade dress which is inherently distinctive is protectable under § 43 (a) without a showing that it has acquired secondary meaning. 
7.2. Inherent Distinctiveness

Wal-Mart v. Samara Brothers (Supreme Court, 2000) p. 519
Design, like color, is not inherently distinctive, as it is not intended to identify the source and a reasonable test is difficult to devise. The trade dress in Two Pesos was not product design but either product packaging, or some tertium quid. A product’s design is distinctive, and therefore protectable, only upon a showing of secondary meaning.
7.3. Functionality

§ 43 (a) (3) In a civil action for trade dress infringement under this chapter for trade dress not registered on the principal register, the person who asserts trade dress protection has the burden of proving that the matter sought to be protected is not functional.

TrafFix Devices v. Marketing Displays (Supreme Court, 2001) p. 525

A utility patent is strong evidence that the features therein claimed are functional. Where an expired patent claimed the features in question, one who seeks to establish trade dress protection must carry the heavy burden of showing that the feature is not functional. A feature is functional when it is a competitive necessity, when it is essential to the use or purpose of the device or when it affects the cost or quality of the device.
Leatherman v. Cooper Industries (Ninth Circuit, 1999) p. 533

Trade dress must be viewed as a whole, but where the whole is nothing other than the assemblage of functional parts, and where even the arrangement and combination of the parts is designed to result to superior performance, it is semantic trickery to say that there is still some sort of separate “overall appearance” which is non-functional. If this was so, nothing is utilitarian.
Publications International v. Landoll (Seventh Circuit, 1998) p. 535

The design of a cookbook is not trade dress. Trademark and trade dress law do not protect originality; they protect signifiers of source.
Tie Tech v. Kinedyne (Ninth Circuit, 2002) S p. 102
A customer’s preference of a particular functional aspect of a product is wholly distinct from a customer’s desire to be assured that a particular entity made, sponsored, or endorsed a product.
Eco Manufacturing v. Honeywell (Seventh Circuit, 2003) S p. 104

Incontestability does not avoid the question of whether a design is functional. 
7.4. Trade Dress Infringement

Best Cellars v. Grape Finds (SDNY, 2000) p. 538
To establish a claim of trade dress infringement under § 43 (a), a plaintiff must demonstrate (1) “that its trade dress is either inherently distinctive or that it has acquired distinctiveness through a secondary meaning”, (2) “that there is a likelihood of confusion between defendant’s trade dress and plaintiff’s”, and (3) where the dress has been not been registered, that the dress has not been registered, that the design is non-functional. Inherent distinctiveness is evaluated by considering if, overall, it is arbitrary, fanciful or suggestive. Trade dress will typically be arbitrary and fanciful. An idea cannot be protected under trade dress law, although a concrete expression of an idea may. Once it is established that trade dress is protectable, the usual analysis for likelihood of confusion is done.
Best Cellars v. Wine Made Simple (SDNY, 2003) S p. 106

The question is whether the similar features or the divergent ones dominate the viewer’s response to the overall “look”. This is subjective. Marketing themes cannot be protected by trade dress law. 
Toy Manuf. of America v. Helmsley-Spears (SDNY, 1997) p. 553

The concept of ‘trade dress’ is an expansive one.
Conopco v. May Dept. Stores (Federal Circuit, 1994) p. 555

In the Eighth Circuit, to establish entitlement to monetary relief, a plaintiff must show actual confusion, while to establish entitlement to injunctive relief, it is sufficient if the plaintiff establishes likelihood of confusion. Actual confusion cannot be presumed from intent to copy the overall package design.
McNeil-PPC v. Guardian Drug (ED Mich, 1997) p. 565

If the intention is to appropriate trade dress to confuse consumers at the first point of contact, even if the consumers may realize this later, this is a violation.
8. Dilution

8.1. Definition of Dilution
The gradual whittling away or dispersion of the identity and hold upon the public mind of the mark or name by its use upon non-competing goods. 

§ 43 (c) (1) The owner of a famous mark shall be entitled, subject to the principles of equity and upon such terms as the court deems reasonable, to an injunction against another person's commercial use in commerce of a mark or trade name, if such use begins after the mark has become famous and causes dilution of the distinctive quality of the mark, and to obtain such other relief as is provided in this subsection. In determining whether a mark is distinctive and famous, a court may consider factors such as, but not limited to--

(A) the degree of inherent or acquired distinctiveness of the mark;

(B) the duration and extent of use of the mark in connection with the goods or services with which the mark is used;

(C) the duration and extent of advertising and publicity of the mark;

(D) the geographical extent of the trading area in which the mark is used;

(E) the channels of trade for the goods or services with which the mark is used;

(F) the degree of recognition of the mark in the trading areas and channels of trade used by the marks' owner and the person against whom the injunction is sought;

(G) the nature and extent of use of the same or similar marks by third parties; and

(H) whether the mark was registered under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register.

(2) In an action brought under this subsection, the owner of the famous mark shall be entitled only to injunctive relief as set forth in section 1116 of this title unless the person against whom the injunction is sought willfully intended to trade on the owner's reputation or to cause dilution of the famous mark. If such willful intent is proven, the owner of the famous mark shall also be entitled to the remedies set forth in sections 1117(a) and 1118 of this title, subject to the discretion of the court and the principles of equity.

(3) The ownership by a person of a valid registration under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register shall be a complete bar to an action against that person, with respect to that mark, that is brought by another person under the common law or a statute of a State and that seeks to prevent dilution of the distinctiveness of a mark, label, or form of advertisement.

(4) The following shall not be actionable under this section:

(A) Fair use of a famous mark by another person in comparative commercial advertising or promotion to identify the competing goods or services of the owner of the famous mark.

(B) Noncommercial use of a mark.

(C) All forms of news reporting and news commentary.

§ 45 The term "dilution" means the lessening of the capacity of a famous mark to identify and distinguish goods or services, regardless of the presence or absence of--

(1) competition between the owner of the famous mark and other parties, or

(2) likelihood of confusion, mistake, or deception.
8.2. State Dilution Statutes

Ringling v. Celozzi-Ettelson Chevrolet (Seventh Circuit, 1988) p. 698

Modifying a mark will not prevent confusion if it remains similar. The fact that a mark is coined or invented is not necessary to establish distinctiveness. A likelihood of confusion is not necessary for a finding of dilution. The injury caused by dilution will almost always be irreparable.
Mead Data v. Toyota (Second Circuit, 1989) p. 701

The concept of exact identity in dilution has been broadened to that of substantial similarity. The fact that a mark has selling power in a limited geographical or commercial area does not endow it with a secondary meaning for the public generally. Not every junior use of a similar mark will dilute the senior mark. There must be some mental association. If a mark circulates only in a limited market, it is unlikely to be associated generally with the mark for a dissimilar product circulating elsewhere.
Deere v. MTD Products (Second Circuit, 1994) p. 707

Dilution is generally either the blurring of a mark’s product identification or the tarnishment of the affirmative associations a mark has come to convey but may also include poking fun, particularly where the alterations are made with both an incentive to diminish the favorable attributes of the mark and an ample opportunity to promote its products in ways that make no significant alteration.
Hormel Foods v. Jim Henson Prods. (Second Circuit, 1996) p. 712

Tarnishment occurs when a mark is placed in the context of sexual activity, obscenity, or illegal activity, and also when fun is poked. Where there is no negative associations and the products are not competing, dilution may not be found.
8.3. Dilution under the Federal Statute

Ringling Bros. v. Utah Div. of Travel Devt. (Fourth Circuit, 1999) p. 719

“Dilution” under the federal Act consists of (1) a sufficient similarity of marks to evoke in consumers a mental association of the two that (2) causes (3) actual harm to the senior mark’s economic value as a product-identifying and advertising agent. 
Panavision v. Toeppen (Ninth Circuit, 1998) p. 727

Registration of a trademark as a domain is not a commercial use, but selling the domain is. Use of a domain can constitute dilution.

Avery Dennison v. Sumpton (Ninth Circuit, 1999) p. 732

Famousness requires more than mere distinctiveness. Fame must be amongst the relevant public. Worldwide use of a non-famous mark does not establish fame. A trademark registered as a domain may be used for its non-trademark value.
8.4. Trade Dress
Hershey Foods v. Mars (MD Pa, 1998) p. 740
If numerous other companies use marks similar to the plaintiff’s trade dress, there is no need to go further and determine confusion. A failure to register counts against a finding of fame. The factors are not weighed in a mathematical way.
I.P. Lund v. Kohler (First Circuit, 1998) p. 743

A party who wishes to establish fame of the trade dress for which protection is sought bears a significantly burden than the burden of establishing distinctiveness for infringement purposes. The inquiry is into whether target customers will perceive the products as essentially the same. Dilution applies to product designs. Dilution applies even if there is no customer confusion. The Sweet factors from Mead Data are not appropriate for dilution.
Nabisco v. PF Brands (Second Circuit, 1999) p. 750

Distinctiveness is quite different from fame. Both distinctiveness and fame are required under the statute. Actual confusion or likelihood of confusion are not necessary but actual confusion can be highly probative of dilution. Proof of actual dilution is not necessary.
Moseley v. V Secret Catalogue (Supreme Court, 2003) S p. 149

Actual dilution must be established under the federal statute but the consequences of dilution do not need to be proved. Mere mental association is not sufficient. Circumstantial evidence may suffice. 
9. Internet Domain Names

9.1. AntiCybersquatting Consumer Protection Act

§ 43 (d) (1) (A) A person shall be liable in a civil action by the owner of a mark, including a personal name which is protected as a mark under this section, if, without regard to the goods or services of the parties, that person

(i) has a bad faith intent to profit from that mark, including a personal name which is protected as a mark under this section; and

(ii) registers, traffics in, or uses a domain name that--

(I) in the case of a mark that is distinctive at the time of registration of the domain name, is identical or confusingly similar to that mark;

(II) in the case of a famous mark that is famous at the time of registration of the domain name, is identical or confusingly similar to or dilutive of that mark; or

(III) is a trademark, word, or name protected by reason of section 706 of Title 18 or section 220506 of Title 36.

(B) (i) In determining whether a person has a bad faith intent described under subparagraph (a), a court may consider factors such as, but not limited to

(I) the trademark or other intellectual property rights of the person, if any, in the domain name;

(II) the extent to which the domain name consists of the legal name of the person or a name that is otherwise commonly used to identify that person;

(III) the person's prior use, if any, of the domain name in connection with the bona fide offering of any goods or services;

(IV) the person's bona fide noncommercial or fair use of the mark in a site accessible under the domain name;

(V) the person's intent to divert consumers from the mark owner's online location to a site accessible under the domain name that could harm the goodwill represented by the mark, either for commercial gain or with the intent to tarnish or disparage the mark, by creating a likelihood of confusion as to the source, sponsorship, affiliation, or endorsement of the site;

(VI) the person's offer to transfer, sell, or otherwise assign the domain name to the mark owner or any third party for financial gain without having used, or having an intent to use, the domain name in the bona fide offering of any goods or services, or the person's prior conduct indicating a pattern of such conduct;

(VII) the person's provision of material and misleading false contact information when applying for the registration of the domain name, the person's intentional failure to maintain accurate contact information, or the person's prior conduct indicating a pattern of such conduct;

(VIII) the person's registration or acquisition of multiple domain names which the person knows are identical or confusingly similar to marks of others that are distinctive at the time of registration of such domain names, or dilutive of famous marks of others that are famous at the time of registration of such domain names, without regard to the goods or services of the parties; and

(IX) the extent to which the mark incorporated in the person's domain name registration is or is not distinctive and famous within the meaning of subsection (c)(1) of this section.

(ii) Bad faith intent described under subparagraph (A) shall not be found in any case in which the court determines that the person believed and had reasonable grounds to believe that the use of the domain name was a fair use or otherwise lawful.

(C) In any civil action involving the registration, trafficking, or use of a domain name under this paragraph, a court may order the forfeiture or cancellation of the domain name or the transfer of the domain name to the owner of the mark.

Requirements

1. distinctive or famous mark

2. identical or confusingly similar domain name

3. bad faith intent to profit
Sporty’s Farm v. Sportsman’s Market (Second Circuit, 2000) p. 770
The ACPA can be applied retroactively. Distinctiveness or fame are enough.
Morrison & Foerster v. Wick (D Colo, 2000) p. 777

Disparagement can constitute bad faith.

§ 43 (d) (2) (A) The owner of a mark may file an in rem civil action against a domain name in the judicial district in which the domain name registrar, domain name registry, or other domain name authority that registered or assigned the domain name is located if

(i) the domain name violates any right of the owner of a mark registered in the Patent and Trademark Office, or protected under subsection (a) or (c) of this section; and

(ii) the court finds that the owner--

(I) is not able to obtain in personam jurisdiction over a person who would have been a defendant in a civil action under paragraph (1); or

(II) through due diligence was not able to find a person who would have been a defendant in a civil action under paragraph (1) by--

(aa) sending a notice of the alleged violation and intent to proceed under this paragraph to the registrant of the domain name at the postal and e-mail address provided by the registrant to the registrar; and

(bb) publishing notice of the action as the court may direct promptly after filing the action.

(B) The actions under subparagraph (A)(ii) shall constitute service of process.

(C) In an in rem action under this paragraph, a domain name shall be deemed to have its situs in the judicial district in which

(i) the domain name registrar, registry, or other domain name authority that registered or assigned the domain name is located; or

(ii) documents sufficient to establish control and authority regarding the disposition of the registration and use of the domain name are deposited with the court.

(D) (i) The remedies in an in rem action under this paragraph shall be limited to a court order for the forfeiture or cancellation of the domain name or the transfer of the domain name to the owner of the mark. upon receipt of written notification of a filed, stamped copy of a complaint filed by the owner of a mark in a United States district court under this paragraph, the domain name registrar, domain name registry, or other domain name authority shall

(I) expeditiously deposit with the court documents sufficient to establish the court's control and authority regarding the disposition of the registration and use of the domain name to the court; and

(II) not transfer, suspend, or otherwise modify the domain name during the pendency of the action, except upon order of the court.

(ii) The domain name registrar or registry or other domain name authority shall not be liable for injunctive or monetary relief under this paragraph except in the case of bad faith or reckless disregard, which includes a willful failure to comply with any such court order.

(3) The civil action established under paragraph (1) and the in rem action established under paragraph (2), and any remedy available under either such action, shall be in addition to any other civil action or remedy otherwise applicable.

(4) The in rem jurisdiction established under paragraph (2) shall be in addition to any other jurisdiction that otherwise exists, whether in rem or in personam.

Harrods v. Sixty Domain Names (Fourth Circuit, 2002) S p. 169

In rem jurisdiction is available for registrations other than in bad faith.

9.2. ICANN and the URDP p. 801
Under Paragraph 4 of the URDP, the following are required:
(i) that the domain name registered by the respondent is identical or confusingly similar to a trademark or service mark in which the complainant has rights; and, 

(ii) that the respondent has no legitimate interests in respect of the domain name; and, 

(iii) the domain name has been registered and used in bad faith.
WWFE v. Bosman (WIPO, 2000) p. 806

Offering for sale is “use” of a domain name.
Hewlett Packard v. Burgar (NAF, 2000) p. 814

Pattern of registration and offering for sale is bad faith.
Springsteen v. Burgar (WIPO, 2001) p. 817

Registering a proper name, rather than a trademark, may not be bad faith.
Lucas Nursery v. Grosse (Sixth Circuit, 2004)

A complaint site is not bad faith.
Barcelona.com v. EA De Barcelona (Fourth Circuit, 2003) S p. 182

Foreign law cannot be applied in an ACPA action.
10. Lawful Unauthorized Uses

10.1. Fair Use

When an alleged infringer has used a term in good faith primarily to describe a product, rather than to identify it with a particular source, the use will be held not to infringe the plaintiff’s trademark which it resembles.
United States Shoe Corp v. Brown Group (SDNY, 1990) p. 489
The user of a descriptive word as a mark may acquire the exclusive right to use that word as an identifier of the product or source but may not bar others from using the word in good faith for descriptive purposes pertinent to their products. There must be evidence of a likelihood of confusion.
Car-Freshner v. SC Johnson (Second Circuit, 1995) p. 493

What matters is whether the defendant is using the protected word or image descriptively, and not as a mark. This depends on the relationship between the mark and the product described. Fair use permits others to use a protected mark to describe aspects of their own goods, provided the use is in good faith and not as a mark. 
KP v. Lasting Impression (Ninth Circuit, 2003) S p. 98

Fair use can only be used if there is no likelihood of confusion. 
10.2. Nominative Fair Use
The use of a trademark by other than the holder to identify the holder’s goods.
NKOTB v. News America (Ninth Circuit, 1992) p. 841

The subject must not be readily identifiable by the use of other names. The mark must be used as is reasonably necessary to refer to the plaintiff’s goods or services. Only as much as necessary can be used. The user must do nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the trademark holder. Where the use does not imply sponsorship or endorsement, the fact that it is carried on for profit and in competition with the trademark holder’s business is irrelevant.

Where the defendant uses a trademark to describe the plaintiff’s product, a commercial user is entitled to a nominative fair use defense provided he meets the following three requirements:

1. product or service must be one not readily identifiable without use of the trademark

2. only so much of the mark or marks may be used as is reasonably necessary to identify the product or service

3. user must do nothing that would, in conjuction with the mark, suggest sponsorship or endorsement by the trademark holder

Playboy v. Terri Welles (Ninth Circuit, 2002) S p. 191

Repeated use of a mark is not nominative fair use. 
10.3. Parody
Artistic expression, protected by the First Amendment. Generally a conflict.
Mutual of Omaha v. Novak (Eighth Circuit, 1987) p. 874

The issue in fair use parody is whether it is likely to cause confusion among consumers as to whether the plaintiff has sponsored, endorsed or otherwise affiliated with the design. The First Amendment does not give a right to infringe property.
Cliffs Notes v. Bantam Doubleday (Second Circuit, 1989) p. 881

It is appropriate to weigh the public interest in free expression against the public interest in avoiding consumer confusion (Rogers). The expressive element of parodies requires more protection than the labeling of ordinary commercial products.
Anheuser-Busch v. Balducci Publs. (Eighth Circuit, 1995) p. 889

Any confusion must be necessary to the purpose of the parody.
Mattel v. Universal Music (Ninth Circuit, 2002) S p. 201

Consumers do not expect a title to identify the publisher or producer. Rogers: literary titles do no violate the Lanham Act “unless the title has no artistic relevance to the underlying work whatsoever, or, if it has some artistic relevance, unless the title explicitly misleads as to the source or the content of the work.” The mere use of a mark in a title is not enough. For the purposes of the FTDA, “non-commercial use” refers to a use that consists entirely of noncommercial, or fully constitutionally protected, speech. ‘Purely commercial’ speech does no more than propose a commercial transaction. 
Mattel v. Walking Mountain (Ninth Circuit, 2003) S p. 209

When a mark assumes cultural significance, the First Amendment comes into play. The public interest in free and artistic expression can outweigh its interest in potential consumer confusion. A defendant’s use is nominative where he or she used the plaintiff’s dress to describe or identify the plaintiff’s product, even if the defendant’s ultimate goal is to describe or identify his or her own product. Artistic and parodic work is considered noncommercial speech and, therefore, not subject to a trademark dilution claim.
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