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General overview

•
No constitutional basis for TM law


•
Purpose is to protect the public: 



Prevent mistake, deception & confusion w/ regard to origin


Byproduct is that businesses acquire means of protecting good will

•
Consumers do not have standing; only producers may sue 


for  TM infringement



*
concentrates all claims in one litigant



*
Criticism: this assumes that consumers’ interests are 



alligned with producers’ interests.  Dreyfuss argues for a 



more “producer-centered” explanation for TM rights

•
Functions of TMs



*
identify the goods or services to consumers



*
identify the source of the goods or services; quality signal



*
advertising devices


•
TM law balances interests



*
consumers don't want to be confused



*
owner's interest in preserving goodwill



*
consumer interest in free competition



*
public interest in fair and efficient legal system


•
Advantages of national system of TM registration



*
allows the registrant to overcome any claims by later users of 


good fatih by providing constructive notice


*
provides jurisdictional basis for use of fed. cts.



*
fed. resgistration provides statutory right of incontestibility


•
In use & distinctive
I.
Protectability and Registrability


A.
Federal Trademark Registration



1.
Purpose




a.
Provides a list that merchants can consult to avoid 



adopting marks that are already taken




b.
Provides a “priority rule”


B
The Application Process



1.
Three ways to establish entitlement




a.
Use-based applications




i.
Fee, application form, drawing of the mark





ii.
Date of first use or date of use in commerce





iii.
PTO publishes mark in Official Gazette 






if no one opposes the mark within 30 days. . . 




iv.
mark is published on the Principal Register





v.
TM holder can use the symbol ®.




b.
Intent-to-use-applications




i.
Added in 1988 amendments to Lanham Act





ii.
Fee, form, drawing





iii.
Written statement verifying belief of 





ownership & expressing  bona fide intent to 




use mark in future on a product in i. c.




iv.
PTO published mark in Official Gazette






if no one opposes the mark within 30 days. . . 





v.
mark receives a Notice of Allowance





vi.
If within 6 months owner files a written 




Statement of Use verifying that mark has been 




used in commerce --> mark is published on 




Principal Register





vii.
If owner hasn’t used mark within 6 months, 




may file for a 6 month extension.  After first 




extension, may continue to extend up to 24 




months for “good cause”




c.
TM registration in foreign country (see infra, III.A.4.)



2.
Registration Problems




a.
Interference:  more than one party applies to use 





similar marks on similar goods




b.
Opposition:
someone may claim registration will 





cause ambiguity




c.
Examiner may consider mark not registrable



3.
Handling registration problems




a.
Applicant may improve or fix mark




b.
Trademark Trial and Appeal Board




c.
Action in Fed. Dist. Court



4.
Supplemental Register 




a.
for a mark that may become distinctive, i.e. if people 



could become accustomed to thinking of it as source-



indicative




b.
Disadvantages





i.
marks do not enjoy full benefit of fed. law




c.
Advantages





i.
mechanism of actual notice





ii.
owners on Sup. Reg. may use fed. cts. to assert 




state based rights





iii.
marks on Sup. Reg. may be transferred to the 




Principal Register after 5 years’ use





iv.
permits some benefits under int’l TM treaties 



5.
Maintenance




a.
Registration lasts 10 yrs; renewable for another 10 yrs




b.
Registrants must file affidavits averring cont. use



6.
Registration as a solution to the problem of multiple users




a.
Both registers provide actual notice



b.
Principal Register provides constructive notice



c.
HOWEVER! registers do not list all marks in use





must check state registers, trade journals, mags, etc.,

C.
The International Stage




1.
Paris Convention (“PC”)




a.
Art. 2: “National Treatment”





i.
Insures that all producers operating within a 




PC  country will do so on a level playing field




b.
Art. 9 & 10





i.
Protects manufactureres from products bearing 




unauthorized TMs and false designations of 




source or  origin 




c.
Art. 6bis  





i.
Protects against “passing off” and pirating






Lets Coke and Rolex invest goodwill int’lally




d.
Art. 4: “Priority Rule”




i.
An applicant who has filed in one PC country 




may use same date of application for filings in 




other member countries as long as 2nd filing  




occurs within 6 months of the 1st, & the 1st  




matures to registration





ii.
This creates 3rd way to acquire TM rights in USA


2.
GATT (TRIPS Agreement, 1994)




a.
National treatment (like PC)




b.
Priority (like PC)




c.
All countires enjoy benefits of treaties entered into by 



any member nations (most-favored-nation treatment)




d.
Universal minimum standards (discussed infra )



3.
Madrid Arrangement for the Int’l Reg. of TMs




a.
Provides a means to convert a domestic application 



into an int’l filing and eventually an int’l TM




b.
Accepts on its int’l register any mark registered in a 



member country




c.
U.S. is not a member

II.
Requirements for Trademark Protection: 


Use: As a Signal, in Commerce, and Interstate


A.
Mark Types (§1127)



1.
Trade mark (§ 1052)




a.
mark used with goods 




b.
Ex.: Coke; Huggies; Kodak



2.
Service mark (§ 1053)




a.
used in connection with services




b.
Ex.: MacDonald's; Hyatt



3.
Certification mark (§ 1054)




a.
owned by one comapny and used to signal something 



about goods or services provided by another  




company




b.
must be neutral




c.
Ex.: Good Housekeeping



4.
Collective mark (§ 1054)




a.
mark that members of an association use to identify 



their own goods or services




b.
Ex.: twin pines of cooperation grocery stores; 




Sebastian for hair-care products sold through salons


B.
“Intent to use” has substantially changed the TM law



1.
“Token uses” no longer acceptable


C.
Distinctiveness and acquisition of a TM



1.
Arbitrary marks (“coined” or "fanciful")




a.
If a ∆ used π’s arbitrary mark, presumption that ∆ was 



trying to pass off and π only had to prove likelihood 



of confusion




b.
But, must invest in consumer education




c.
First user of arbitrary mark gets protection





i.
junior users have "constructive notice" when 




the TM holder is on the federal register



2.
Descriptive marks



a.
Saves on costs of consumer education




b.
Cannot be registered unless/until they acquire 



secondary meaning:




c.
No reg. for marks that are deceptively misdescriptive





(i.e. if "fresh" were used as mark for frozen fruit)



3.
Suggestive marks



a.
Provide hints about product, but sim. to arbitrary 



marks in that they are clearly TMs and not mere 



descriptions




b. 
"partly descriptive but primarily distinctive"




c.
no need for secondary meaning if not primarily 



descriptive



4.
Generic marks



a.
No registration for words that are the only way to 



describe a particular category of goods




b.
Formerly descriptive words can become generic





(i.e. aspirin, cellophane)





i.
occassionally, a mark can "recapture" its 




distinctiveness (Singer for sewing machines) 




c.
generic terms cannot acquire secondary meaning


D.
Foreign words



1.
TPO translates and then evaluates


E.
Functionality



1.
Related to the ban on generic marks



2.
Example: crescent shape wrench




cannot get TM protection in something that is 




essential to the operation of the product


F.
Secondary meaning



1.
A term acquires secondary meaning when its primary 


meaning is its TM meaning



2.
Two ways to demonstrate secondary meaning




a.
Collect evidence as to public perception




b.
prima facie case (§1052(f))





i.
 exclusive and continuous use for 5 yrs.



3.
A mark that is in process of acquiring secondary meaning/ 


distinctiveness can be placed on the Supplemental Register



4.
equivalent to the loss of descriptiveness



5.
if a surname acquires secondary meaning, may be registered 


G.
Evidentiary issues



1.
Surveys 




a.
Only real evidence




b.
Imperfect


H.
Disclaimers (§§ 1056-57)



1.
Permits registration of marks that contain 




unregisterable elements, so long as the TM owner 



disclaims the unprotectable parts of the mark



2.
Remington:  “Proudly Made in the USA”




Had Remington succeeded, could have protected 



full phrase, but not the “made in the USA” portion


I.
Other regulatory regimes



1.
Other laws may impact



2.
Schiarpparelli Searle:  FDC Act applied


*** Cases treated in above section


1.
In re Schiapparelli Searle



Slogan for pharmaceuticals: "The active ingredient is quality" 




TM refused b/c slogan was used in ads (brochures to docs)-- 


not in displays or at point of sale




TM refusal affirmed: TM not affixed to the product; only 


used in ads



2.
In re Remington Products, Inc.



Can a slogan function as a TM?




"Proudly made in the USA" --> merely an unimaginative 


embellishment of a common informational phrase




"To be a mark, the term, or slogan, must be used in a single 


source or origin for the goods in question . . . . Mere intent is 


not enough."




TM refusal affirmed: nothing in the record showed that the 


public recongizes the slogan as a source indicator



3.
Heileman Brewing Company v. Anheuser-Busch



"LA" for low alcohol beer




used in Australia




TM refused: merely descriptive and no secondary meaning

++++++++++++++++++++++++++++++++++++++++++++++++++++++++++


J.
Functional subject matter: colors and numbers



1.
Functionality doctrine difficult to apply with regard to color




a.
Depletion theory



2.
Debate over #s: TM for generic words in telephone #s?




a.
Dial-a-Mattress:  yes




b.
PTO Admin. Guideline: no


K.
Immoral, scandalous, and disparaging matter (§ 1052(a))



1.
Problem, of course, is that this is a subjective standard



2.
Cannot be cured through acquisition of secondary meaning 


as long as it remains offensive


L.
Deceptive matter v. deceptively misdescriptive matter



(§ 1052(a) v. § 1052(e))



1.
Test:




a.
Does the matter for which registration is desired 



misdescribe the goods?




b.
Are consumers likely to believe the misrepresentat’n?


M.
Flag or coat of arms (§ 1052(b))


N.
Identifying matter of a living individual (§ 1052(c))




1.
Whether the use identifies the particular individual




a.
applies to full names, surnames, nicknames, 




shortened names



2.
Prevented if individual is so well known as to be identified 


with the mark


O.
Matter which resembles another mark so as to be likely to cause 

confusion (§ 1052(d))



1.
Most common reason for rejection of applications


P.
Geographical designations (§ 1052(e))



1.
Geog. marks not primarily geog. descriptive --> registerable



2.
Geog. marks primarily geog. descriptive --> not registerable



3.
Test (re: descriptiveness):




a.
Is the term one which primarily conveys a 




geographical connotation?




b.
Do the goods in fact originate from that place?




c.
whether the term has primarily geographic significance to 



some recognizable portion of the  consuming market




d.
does not matter whether the geographic mark 



accurately describes the product


4.
Secondary meaning exception applies



5.
Amendments in light of adherence to NAFTA:




a.
Now, Lanham Act bars registration for marks that are 



geographically deceptively misdescriptive





- must determine whether consumers actually rely on 



the misdescription in making purchase


Q.
Primarily merely surnames (§ 1052(e))



1.
Surnames cannot be registered




a.
secondary meaning exception


R.
Incontestability



1.
Registered marks are vulnerable to cancellation for 5 yrs.




a.
May  be cancelled on any ground that would have 



been barred registration in the first place



2.
May be cancelled at any time if mark has become generic


*** Cases treated in above section




1.
Dial-a-Mattress v. Page



Can Dial-a-Mattress get TM protection for call letters of a 


generic term? yes




telephone #s may be protected by TM law, and here π 


wanted to protect against confusingly similar phone #




(Dial-a-Mattress used local numbers, Page used 800 #)



2.
Qualitex v. Jacobson Products



Can a color get TM protection? yes




Here, π's dry cleaning pads were green-gold




∆ made green-gold pad --> π sued for TM infringement



color can acquire secondary meaning; symbol




Ct. rejects the following args.:





- color is too confusing (shade confusion)





- colors are in limited supply





- trade dress already affords protection



3.
In re Old Glory Condom Corp.



TM refused b/c scandalous (Am. flag on a condom)




Can a TM be regused registration as scandalous solely on the 


basis of its political content? no





look to entire context





(here, there was a safe sex message)

III.
The Scope of the Trademark Holder’s Rights:


Infringement and Contributory Infringement (§ 43(a))


A.
The likelihood of confusion test (Polaroid  test)



1.
Strength of the mark




a.
“the tendency to identify the goods sold under the 



mark as emanating from a particular source”




b.
the stronger the mark, the more protection it deserves



2.
Similarity of marks




a.
The more similar, more likely to cause confusion 




b.
Must consider whether similarilty is functional



3.
Proximity of the products




a.
Are the products the same? 





(Lois v. Levi Strauss: both were jeans)




b.
Will there also be post-sale confusion?




c.
Factors:





i.
appearance





ii.
style





iii.
function





iv.
fashion appeal





v.
advertising





vi.
orientation





vii.
price



4.
Bridging the gap




a.
Does the owner of the TM intend to enter the market 



of the infringer?





(i.e. Levis to enter designer jean market)





"TM laws are designed in part to protect 'the senior 



user's interest in being able to enter a related field at 



some future time.'" (Scarves by Vera, quoted in Lois)



5.
Actual confusion




a.
Hard to prove




b.
Admissibility of survey evidence





i.
was the “universe” properly defined?





ii.
was a representative sample selected?





iii.
were questions clear and not misleading?





iv.
were sound procedues followed?





v.
was data accurately reported?





vi.
was data analyzed in accordance with accepted 




statistical principle?





vii.
was the survey objective?



6.
Junior user’s good faith in adopting the mark




a.
Intent is not a requirement under the Lanham Act




b.
Ferrari:  intentional copying gives rise to presumption 



of secondary meaning





other cts: intentional copying is mere evidence of 



secondary meaning



7.
Quality of the respectiv e goods/ marketing channels




a.
If infringer’s goods are not inferior, less likely to 



damage owner’s reputation




b.
However, the similarilty in quality may cut toward 



greater confusion (especially post-sale context)




c.
Ferrari: cheaper immitations sold in different markets



8.
Sophistication of relevant buyers




a.
majority view: the more sophisticated the consumer, 



the less the likelihood of confusion




b.
children are usually considered to be less 




sophisticated, but this is not necessarily the reality!


B.
Parameters of § 43(a)



1.
Trade dress and functionality




a.
Ferrari: trade dress applies to product’s packaging and 



design of product itself




b.
Burden of proving nonfunctionality





i.
Ferrari: burden of proof on π





ii.
other cts: burden of proof on ∆




c.
Tests for functionality





i.
Fifth Circuit (Two Pesos)






whether the design is one of a limited  




number  of equally efficient options available 




to competitors?





ii.
Sixth Circuit (Ferrari)






whether the product feature is essential to the 




use or purpose of the article or whether it 




affects the cost or quality of the article?




iii.
Ninth Circuit (“aesthetic functionality test”)






whether the product is an important 





ingredient in the commercial success of the 




product as opposed to something that 





primarily indicates source identification


2.
Inherent distinctiveness




a.
Two Pesos:  decor was inherently distinctive




b.
Trade dress;





i.
"the image and overall appearance of a 





product," embodying "that arrangement of 




identifying characteristics or decorations 




connected with a product, whether by 





packaging or otherwise, intended to make the 




source of the product distinguishable from 




another and to promote its sale."




c.
Types of trade dress





i.
generic





ii.
descriptive





iii.
suggestive





iv.
arbitrary or fanciful



3.
False designation of origin




a.
def. of origin includes origin of source or manufacture




b.
Cases usually involve commercial ads that invoke a 



person’s persona without authorization



4.
False description or representation




a.
passing off: representation of ∆’s goods as those of π




b.
reverse passing off: rep. of π’s goods as those of ∆





(∆ uses picture of π’s good to show poorer quality)




c.
false advertising: ∆’s representation that his goods or 



services have charcteristics or qualities they do not 



have




d.
trade disparagement: ∆’s misrepresentation of the π’s 



goods



5.
Consumer standing




a.
courts are split as to whether consumers have 




standing under § 43(a)


C.
Reverse confusion



1.
Occurs when consumers have the misimpression that the 


junior user is the source of the senior user’s product



2.
Typically involves a smaller senior user and a larger junior 


user


D.
Contributory infringement



1.
Standard:




If a manufacturer or distributor intentionally induces 


another to infringe a trademark, or if it continues to supply 


its product to one whom  it knows or has reason to know is 


engaging in TM infringement 


*** Cases treated in above section


1.
Lois Sportswear v. Levi Strauss




Lois made designer jeans w/ Levi's stitching on back pocket




two issues:





a) consumer confusion as to relationship between 



     Lois and Levi





b) post-sale consumer confusion




likelihood of confusion test (Polaroid)


2.
Two Pesos, Inc. v. Taco Cabana



May the trade dress of a restaurant be protected under §43(a) 


based on a finding of inherent distinctiveness?




Yes, no need for secondary meaning





distinctivene & capable of protection -->






a) inherently distinctive OR






b) secondary meaning





§ 43 protection -->






a) nonfunctionality






b) likelihood of confusion




To require secondary meaning would make it too difficult 


for inherently distinctive trade dress ever to be protected



3.
Ferrari  v. Roberts



This case was decided before Two Pesos  -- useful for its test 


for proving secondary meaning when it is required




 Facts:




Roberts produced a kit that one could put over a Corvette or 


Fiero and make it look like a $230,000 Ferrari!





virtually identical in appearance




Secondary meaning:  





Lanham Act protection is available to designs which 



also might have been covered by design patents as 



long as the designs have acquired secondary meaning




Likelihood of confusion:





here, there was confusion as to source & product 



confusion, but no confusion at point of sale (though 



allowed damages b/c Ferrari cared about rep) 



4.
Avon v. SC Johnson




SC Johnson ran two ads comparing Off! to Skin-so-soft




§ 43(a) claims





"100 times" is mere puffery





Avon didn't satisfy burden of proving that ad misled 



customers




to recover for false advertising, a π must demonstrate either 


that ∆'s advertising is literally false, or that, while literally 


true, it is nevertheless likely to mislead & confuse consumers 




π must introduce evidence (usually consumer surveys)

++++++++++++++++++++++++++++++++++++++++++++++++++++++++++


E.
Trademark infringement v. trademark registration



1.
Note that with regard to registration, use is not measured in 


the abstract whereas with regard to infringement, cases like 


McDonald’s  allow mark holders to expand the reach of their 


marks to products that they do not sell or intend to sell




Why?



a.
gives TM holders a zone of expansion




b.
law allows merchant to “capture” goodwill


F.
The family-of-marks doctrine



1.
involves transfer of goodwill from one product to another



2.
appropriate when the group of goods for which the common 


element is registered has a reognizable common 



characteristic that is associated by the public with the 


common element and is considered indicative of the 



common origin of the goods


G.
The unfair competition spectrum: 



trademarks as signals v. trademarks as property



1.
Dilution




a.
TM holder fears that too broad a usage of their marks 



will lead to a deterioration of its impact as a signal




b.
First, must prove that TM is distinctive or has 




acquired secondary meaning




c.
Second, must prove likelihood of dilution-->





Factors to consider (from Mead Data ):





i.
similarity of the marks (mark must be strong)





ii.
similarity of the products





iii.
sophistication of the consumer





iv.
predatory intent





v.
renown of the senior mark





vi.
renown of the junior mark




d.
Dilution if sr user's ads and marketing have 




established association for its product among a 



particular consumer grp, but jr mark's later renown 



causes sr user's consumers to draw associations 



indentified with jr users (loss of goodwill)




e.
Dilution by blurring:





where ∆ uses or modifies the π's TM to identify the ∆'s 



goods & services, raising possibility that the mark will 



lose ability to serve as unique identifier of π's product




f.
Mead Data; Deere 



2.
Tarnishment




a.
π's TM is linked to products of shoddy quality or is 



portrayed in an unwholesome or unsavory context 



likely to evoke unflattering thoughts about the 



owner's product


H.
Misappropriation



1.
Consumer knowingly buys sr user's product from jr user



2.
Must show that competitive injury results 



3.
gives the merchant the ability to profit from the TM



4.
Examples:




a.
Chicago Board of Trade:



b.
University license its logo to a tee-shirt company


I.
Preemption



discussion at 148-50: Does it make sense to interpret the Lanham Act in a 

manner that circumvents the limitations that Congress established in the 

Copyright and Patent Acts?

*** Cases treated in above section


1.
McDonald's v. Druck and Gerner



Dentists called their practice "McDental"




π sued for TM infringement




π says it owns a "family of marks" in "Mc"





family of marks = a group of marks having a 




recognizable common char., & the public associates 



not only the indiv. marks but the common chars. of 



the famly with the TM owner 




Ct. accepts that π owns the "family of marks"




likelihood of confusion test in favor of π --> injunction on ∆




only Polaroid factor for ∆ was "bridging the gap"



2.
Deere & Co v. MTD Products



Issue: whether an advertiser may depict an altered form of a 


competitor's TM to identify the competitor's product in a 


competitive ad




∆'s ad had an animated version of π's TM deer --> violated 


state anti-dilution statute




Note that ∆'s conduct was not typcial blurring b/c it altered 


π's mark in depicting π's product




Dilution found b/c of risk of association of unfav. chars.



3.
Bd. of Trade v. Dow Jones



Claim here is that the Chicago Bd. of Trade exploited WSJ's 


work by using the Dow Jones Ind. Avg. in its future index;




no claim of consumer confusion




Ct. holds for WSJ/Dow Jones --> Bd. of Trade should not be 


able to profit off of Dow Jones' work; also, don't want WSJ to 


stop creating index of Bd. to misuse it

IV.
The Interest in Public Access


A.
Cancellation



1.
Reasons for cancellation:




a.
Mark has been abandoned




b.
Mark is generic




c.
Certification marks (when used discriminatorily)




d.
Third party may petition for cancellation if she 



believes she is or will be damaged by the mark


B.
Defenses to infringement and incontestability


1.
May be raised only before mark becomes incontestable




a.
confusingly similar to mark already in use at time of 



application




b.
not inherently distinctive & lacks secondary meaning



2.
May be raised at any time (over 20 defenses)




a.
geographic limits




b.
§ 1052(a) - (c)




c.
genericity of the mark for goods on which it is used




d.
fraud




e.
abandonment




f.
use of mark to misrepresent source




g.
fair use




h.
pre-registration use by ∆




i.
prior registration by ∆




j.
use of mark to violate antitrust laws




k.
laches




l.
estoppel




m.
acquiesence


C.
Geographic limitations



1.
Market entry by registered owner




a.
Dawn Donut:  the enforcement of TM rights is 




geographically bounded by the territory in which the 



mark is in actual use



2.
Market retention by an unregistered senior user (§1115(b)(5))




a.
§ 1115(b)(5) provides a limited area defense





allows the unregistered senior user to continue using 



in limited area, but cannot expand (Thrifty v. Thrift  )


D.
Geographic expansion and product expansion



1.
Dreyfuss notes that although there is room for analogy here, 


the law treats these types of expansion differently


E.
The expressive dimension of trademarks



1.
free speech concerns weigh in favor of permitting expression 


(as opposed to commercial signaling)



2.
However, injunction against "Gay Olympics"




(perhaps it wasn't expressive enough)


F.
Genericity



1.
Companies try hard to avoid their mark becoming generic



2.
Examples of old marks lost: aspirin, thermos, cellophane, 


shredded wheat, escalator


G.
Functionality



1.



H.
First sale doctrine



1.
a TM owner's right to control the distribution of a marked 


good is limited to the first sale of the good


*** Cases treated in above section


1.
Dawn Donut



Whether π wholesaler's TM protects against use by retailer in 


market area which π hasnot exploited in 30 years




No, b/c no likelihood of confusion & no present likelihood 


that π will expand into ∆'s market;




but if π does expand into ∆'s market, then it could apply to 


enjoin ∆ on the theory of constructive notice


2.
New Kids on the Block



∆ used π's mark in conjunction with newspaper poll




ct. held for ∆ --> expressive use of TM allowed



3.
LL Bean v. Drake



parody of LL Bean catalog in adult magazine




Ct. rejectrf anti-dilution/ tarnishing analysis b/c :





• this was not an unauthorized commercial use of TM 



   (Drake was not selling a product using π's mark) 



• it was a parody



4.
Mutual of Omaha



∆ marketed "Mutant of Omaha" T-shirts 




8th Cir. affirmed finding of likelihood of confusion




∆'s parody arg. is unpersuasive





∆ could use the parody in a book or magazine





his problem is that he is marketing goods



5.
Quality Inns v. McDonald's




"McSleep Inn"




3rd party uses:





• as long as there is no abandonment by acquiescence, 



    a TM owner's tolerance of 3rd party usage will not 



    bar enforcement against infringer 




generic defense:





• introduction of evidence showing that "mc" is used 



    in many contexts to describe "quick," "convenient"





• however, no one meaning, and clearly always used 



    as an allusion to McDonald's --> not like a brand 



    name that gets used for the product (i.e. aspirin, 



    band-aid)




Then, finding likelihood of confusion, held for McD's

+++++++++++++++++++++++++++++++++++++++++++++++++++++++++++






I.
Abandonment based on non-use



1.
starting 1/1/96, 3 yrs of non-use is prima facie evidence of 


abandonment



2.
can also prove abandonment if there is no intent to resume


J.
Abandonment through loss of distinctiveness



1.
a TM cannot be assigned, apart from the goodwill of a 


business (§ 1060)



2.
Uncontrolled licensing of a TM can result in abandonment 


because the mark will fail to represent a symbol of 



consistency


*** Cases treated in above section


1.
Taco Cabana Int'l v. Two Pesos  




(note that this is Cir. Ct. opinion; for S.Ct. decision, see supra ) 




restaurant surrendered any claim to Lanham Act protection 


due to cross-licensing with another restaurant andretaining 


the same trade dress for two different restaurant names




???



2.
Dawn Donut 



• held that abandonment only results when registrant fails 


to use mark anywhere in the nation, not where registrant 


merely fails to license its mark in particular geographic area




• ∆ appealed dismissal of cc for cancellation on the ground 


that π failed to exercise control over the nature and quality of 


the goods sold by its licensess





remanded --> not enough info on record





but, held that unless evidence of misuse of mark by π 



on wholesale level, cancellation of π's registration 



should be limited to the use of the mark in connection 



w/sale of finished food product to consuming public



3.
Silberman v. CBS



concerned use of Amos 'n' Andy characters




π argues that characters were in the public domain and he 


wanted to revive  --> said CBS's non-use = abandonment




2nd Cir. found abandonment:





- non-use





- intent not to resume





- two years non-use = rebuttable presumption

V.
Remedies


A.
Injunctive relief



1.
π need only prove likelihood of confusion


B.
Compensatory damages



1.
reasonable royalty



2.
costs of corrective advertising


C.
Defendant's profits



1.
danger of windfall to π



2.
court has discretion to increase or decrease the award of ∆'s 


profits


D.
Attorney's fees



1.
available in "exceptional cases"


E.
Treble damages



1.
mandatory when the infringement is intentional & use of a 


counterfeit TM is involved


F.
Punitive damages



1.
penalties prohibited by § 1117(a)


G.
Prejudgment interest



1.
available at court's discretion




Sands

H.
Grey market goods



1.
foreign affiliate of U.S. corp.--> no importation if goods are 


materially different (Lever  )


I.
Trademark Counterfeiting Act of 1984



1.
criminal penalties


*** Cases treated in above section


1.
George Basch v. Blue Coral



whether in an action for trade dress infringement, a π can 


recover ∆'s profits w/o establishing ∆'s deliberately 



deceptive conduct




three theories for damages:





- unjust enrichment






a ∆ becomes liable for its profits when π can  




show that were it not for ∆'s infringement, ∆'s  




sales would otherwise have gone to π





- where π sustains damages





π need prove consumer confusion





- deterrence





to protect the public, noncompensatory 




damages are awarded, merely on showing that 




∆ fraudulently used π's mark 




no willful intent to deceive --> no accounting for profits



2.
Sands, Taylor & Wood v. Quaker Oats



π owned mark for "Thirst-Aid"




∆ used mark in its Gatorade ad




Should ∆'s profits be proper remedy?





lower ct. found bad faith, but award of profits would 



be unjust enrichment to π --> more appropriate to 



award a generous approximation of royalties




Attorney's fees upheld b/c allowed where there is bad faith

Copyright Law
General Overview


•
Exclusivity is the reward for creativity



(no need for continued use as in TM)


•
© relies on federal statute only; TM is federal and state laws


•
1909 Act v. 1976 Act




1909 Act: 




√ all pre-1978 works




√ file 2 copies with Library of Congress




√ place "©" on first page (= notice)




√ must have mark for © protection --> allowed for more use



√ 28 yrs. w/ renewal of 28 yrs. + 15




1976 Act;




√ automatic © upon fixation; no reg. req'd --> allows less use




√ compliance with Berne Convention




√ more protection to creators/ artists




√ addressed problem of inabilty to place notice (i.e. fabric)




√ to sue for infringement, American must register




√ author's life + 50 yrs.

I.
The requirements of originality and authorship


A.
Generally



1.
origininality: party who applies for ©  created the work




need not be novel!



a.
derivative work (§ 101): 





"a work based upon one or more preexisting works " 



in any "form in which a work may be recast, 




transformed, or adapted"




b.
compilation (§ 101):





"a work formed by the collection and assembling of 



preexisting materials or of data that are selected, 



coordinated, or arranged in such a way that the 



resulting work as a whole constitutes an original 



work of authorship"





component parts do not have to be ©able





i.
collective works: (§ 101)






consist of an assembly of "separate and 





independent works in themselves"



2.
authorship: how much creativity must a person put in?


B.
Limits of originality 



1.
Bleistein:  broad concept of originality --> 




court did not weigh creative/ artistic merits against 



mundane commercial functions (but see Feist)



2.
Bell:  reproductions are ©able as long as there is more than a 


trivial diference between the original and the copy




a.
Hearn v. Meyer




reproductions of illustrations from Wizard of Oz





π reproduced original illustrations and ∆ used those 



reproductions in her book





√ Ct. held that π's repros were not sufficiently 




different to warrant © protection





√ π must not be permitted to monopolize rights to 



reproduce what are concededly rare & public domain



illustrations & hence restrict public access to them


3.
Feist v. Rural



cannot © telephone book -->




"sweat of the brow" is not enough; must be original




a.
reaction to West v. Mead  where ct. let West © pg. #s





(in the end, problem solved through payment of 



licensing fee)



4.
Kregos




baseball pitching form




cannot © a grid form; can © the statistical selection



5.
Oddzon v. Oman



refusal to © Koosh ball




not enough add'l creative work beyond object's basic shape




failed th "minimal level of creativity and originality" test


C.
Derivative works 



1.
Colorized films




a.
satisfies original authorship test --> indiv. creativity





(argument that this was merely a techinal process 



with no human creativity did not prevail)




b.
a higher standard of judicial scrutiny?





2nd Cir.:





i.
original aspects must be more than trivial





ii.
scope of protection must reflect degree to 




which it relies on preexisting material and 




must not affect the scope of any © in this 




preexisting material





7th Cir.:





i.
higher standard req'd to prevent 1st creator of 




deriv. work from interfering w/ subsequent 




creators




c.
Registration decision:





i.
will register as derivative works those color 




versions that reveal a certain minimum amt. of 




indiv. creative human authorship





ii.
Note! pre-Feist decision.  






No © for "sweat of the brow" puts this decision 




on shakier grounds


D.
Fixation (§ 102)



1.
must be fixed in a "tangible medium of expression," 



"sufficiently permanent or stable to permit it to be perceived, 


reproduced, or otherwise comunicated for a period of more 


than transitory duration"



2.
for sounds, okay to fix as transmitted (tape it!)



3.
problem: performance art




can a tape satisfy the requirement?


E.
Problem of "de facto" standard



1.
May be multiple ways of doing something, but consumers 


prefer one way (i.e. VHS over Beta)




note: why is technology ©ed??? maybe she meant the tapes . . . 


2.
Risk of monopoly if there is a © on something that becomes 


the "de facto" standard



3.
current case before S.Ct.:




Lotus "macros" are a "de facto" standard




Should they be ©able?



4.
Possible solution: compulsory licensing

II.
Subject matter: Useful articles and protections for characters


A.
Functional subject matter



1.
"useful article" has an "intrinsic utilitarian function that is not 


merely to protray the appearance of the article or to convy 


information."



2.
Baker v. Selden



a ledger cannot be ©ed




too functional --> relates to idea/expression dichotomy




the explanation of Selden's accounting method was ©able, 


but the method itself was not



3.
Brandir v. Cascade



a.
sculpture used as a bicycle rack





sculpture is art; rack is functional/ useful article




b.
Denicola test of conceptual separability:





i.
If design elements reflect a merger of aesthetic 




& functional consideration, the artistic aspects 
 




of a work is not conceptualy separable from the  




utilitarian elements  





ii.
Conversely, where design elements can be 




identified as reflecting the designer's artistic 




judgment exercised independently of  





functional influences, conceptual separability 




exists.




c.
applying Denicola, ct. held that rack was not ©able







d.
dissent





i.
 Newman's test of temporal displacement:






- allows for the ©ability of the aesthetic 
 




elements of useful articles even if those   




elements simultaneaously perform utilitarian 




functions






- ask whether the design of a useful article,   




however intertwined with the article's   





utilitarian aspects, causes an ordinary 





reasonable observer to perceive an aesthetic   




concept not related to the article's use





ii.
Dreyfuss says this test discriminates against 




minimalist art


B.
Protection for fictional characters



1.
Warner Bros. v. Columbia



a.
agreement between π & ∆ --> use of "The Maltese 



Falcon" in movies, radio and TV





dispute over whether that included use of characters




b.
ct. held for ∆ -- that π did not have right to use 



characters and their names b/c not specified in k.





allowed ∆ to license these characters to 3rd parties




c.
But, "a chacteracter is not ©able unless it constitutes 



the story being told"





i.
Sam Spade is an idea, not an expression






"stock" character





ii.
stringent test



2.
Walt Disney v. Air Pirates




a.
Disney prevailed on © claim --> infringers depicted 



Mickey and Minnie in pornographic spoof





Disney argued decrease in value




b.
cartoon may be distinguished b/c they are drawn:





"fully expressed"







c.
less stringent test



3.
Anderson v. Stallone



a.
π wrote a treatment for Rocky IV; alleged that 




Stallone's film was substantially similar




b.
π claimed that Stallone infringed on his © (Rocky IV)




c.
Held: π's script was infringing & could not be ©ed





i.
visually depicted characters can be ©ed





Hand test: if character is developed w/ enough   




specificity so as to consitute protectable   




expression






"story being told" test: though intended for 




literary works, not visually depicted works, ∆ 




prevails on this inquiry; 1st 3 movies dev. char.





ii.
π's script is an unauthorized derivative work





easy question --> π lifted ∆'s characters





iii.
since π's work is an unauthorized derivative work, 




no part may be granted © protection

C.
Architectural works



1.
added to § 102 in 1990

III.
The Recipients of Copyright's Incentives: Ownership & Rights (§ 106)


A.
Ownership (§ 201)



1.
the © in a protected work "vests initially in the author or 


authors of the work"



2.
Joint authorship (§ 101)




a.
authors of a joint work are co-owners of the ©




b.
Childress v. Taylor




i.
Facts: 






Childress wrote a play






Taylor provided research, etc.





ii.
Test:






• did they each make a ©able contribution?






• what was their intent re: joint authorship?





iii.
Holding:






Childress was the sole author




c.
This question often comes up with regard to 




professor-research assistant or sr. prof.-jr.prof.




d.
Dreyfuss doesn't like the intent part of the test



3.
owner has exclusive right to:




a.
reproduce and distribute the original work




b.
prepare derivative works




c.
perform & display publicly certain types of © works



4.
each  right may be transferred & separately owned



5.
if a creator assigns her ©, she does not retain any rights



6.
Work for hire doctrine (§ 101 definitions)




a.
Allows an employer of a work's creator to obtain 



authorship





i.
exception to the rule that © ownership vests 




initially in the work's creator




b.
Term = 75 years from the year of its 1st publication, or   



a term of 100 years from the year of its creation, 



whichever expires 1st





i.
Employer can exercise renewal rights 




c.
work for hire if:





i.
work is prepared by ee in scope of employment 



or 




ii.
work is specially commissioned for use as 1) a 




contribution to a collective work, 2) part of a 




motion picture, 3) part of other AV work, 4) a 




translation, 5) a supplementary work, 6) a




compilation, 7) an instructional text as a test, 8) 




an instructional text as answer material, or 9) 




an atlas AND the parties expressly agree in a 




written document that it is to be a work for hire





iii.
CCNV v. Reid





Facts: 






Sculptor (Reid) made a "nativity scene"  




filled w/ homeless people for CCNV






CCNV paid for costs, Reid donated his services






no written agreement






Holding:

 




a) not a work for hire under 2nd part of def. 




b/c sculpture does not fit into 1 of the 9 




categories & no written agmnt re: work for hire






b) what about under 1st part? 






look to common law def. of agency --> Reid 




was an independent contractor






therefore, cannot fit under 1st part either





Court left open possibility that Reid & CCNV could 



be co-owners, but neither pursued this on remand








B.
Rights ( § 106)



1.
Reproduction



2.
Preparartion of derivative works



3.
Transfer



4.
Public performance or display



5.
Renewal and termination rights (§ 304)




a.
Creator may terminate transfers & licenses 




after a period of time, but must wait a minimum of 35 



years after execution of grant to exercise this right



 
b.
Termination is not applicable to works for hire




c.
§ 203(b): upon termination, all rights revert to 




author or author's heirs.  




d.
Stewart v. Abend




"Rear Window" case





i.
Issue: whether the owner of a deriv. work 




infringed the rights of the successor owner of 




the pre-existing work by continued 





distribution & publication of deriv. work 




during renewal term





ii.
∆ argues that since Rear Window is a new 




work, should be able to have rights to it





iii.
ct. finds all they get is added value but NOT 




underlying work --> gives original owner a lot 




of power






derivative works exception (§ 304(c)(6)(A))





iv.
Dreyfuss says this produces an incentive for 




holdouts



6.
Moral rights (§ 106A)




a.
Generally





i.
Available in other countries; limited in U.S.





ii.
Does not apply to works for hire




b.
Three major components





i.
right of disclosure






•
that only the creator can possess rights 





in an uncompleted work








ii.
right of attribution






•
safeguards a creator's right to compel 





recognition for her work






•
protects a creator's negative rights of 





anonymity and pseudonymity





iii.
right of integrity






•
prohibits any alteration of the creator's





work that destroys its spirit & character




c.
Gilliam v. ABC




Monty Python --> edited for commercials in U.S.





creators had moral rights in Britain, but not here





ct. held that extensive editing = © infringement 





theory of unauthorized derivative work (§ 106(2)):






(way in which creator can circumvent the Act's 




omission of protection for moral rights)




d.
Berne Convention (U.S. joined in 1988)





i.
1990: Visual Artists Rights Act (VARA)






•
rts of attribution & integrity to visual art 






•
narrow, but at least it's something

IV.
Infringement


A.
Tests for infringement: 



1.
Arnstein v. Porter  (2nd Cir. 1946)




a.
is there evidence of copying?





i.
did ∆ have access?





ii.
are the works substantially similar?





iii.
prove by ∆'s admission or cicrumstantial 




evidence; can use expert testimony




b.
was there improper appropriation?





i.
"ordinary lay hearer" standard






ii.
tie into "thin copyright" from Feist





(that a © on a factual compilation is thin b/c 




although arrangement might be ©ed, the facts 




could always be copied)



2.
Nichols v. Universal Pictures   (2nd Cir. 1930)




Irish-Jewish romance plays




a.
how similar are the works?





i.
although ∆'s work had similar themes, enough 




dissimilarities to hold no infringement





ii.
remember the idea-expression distinction



3.
Computer Associate v. Altai   (2nd Cir. 1992)




computer job scheduling programs --> "translators"




a.
π must establish its ownership of a valid ©




b.
π must prove that ∆ copied





i.
by direct evidence, or





ii.
that the ∆ had access to the π's ©ed work AND 




that ∆'s work is substantially similar to the π's 




©able material






•
abstraction-filtration-comparison 





inquiry for "substanitally similar"



4.
Apple v. Microsoft   (9th Cir. 1994)




a.
π must identify the sources of the alleged similarity 



between her work and ∆'s work




b.
court must determine whether similar features are 



protectable by ©





i.
if there is a license agreement, determine scope




of agreement (which features are protected)





ii.
distinguish idea from expression





iii.
dissect unauthorized expression and filter out 




unprotectable elements






when the range of protectable and 





unauthorized expression is narrow, the 




appropriate standard for illicit copying is not 




substantial similarity but virtual identity



c.
define the scope of π's ©





i.
broad or thin?





ii.
based on degree of protection, court must set 




appropriate standard for comparison



5.
Michael Stillman v. Leo Burnett  (N.D.Ill 1989) 




(7th Cir. test expanding on Atari  )




a.
to prevail on © claim, π must prove:




i.
valid © 





ii.
illicit copying




b.
to prove illicit copying, π must establish:




i.
copying 





ii.
unlawful appropriation




c.
to establish copying,, π must show:





i.
access 





ii.
substantially similarity between the works 




when compred in their entirety



d.
to show unlawful appropriation (i.e. substantial similarity 



as a matter of law), π must demonstrate:




i.
∆'s copying extended to π's protectable 





expression




e.
Krofft  extrinsic - intrinsic test 





i.
extrinsic: 






"permits a π to prove copying by showing, 




through analytic dissesction and (if necessary) 




expert testimony, that the similarities between 




the two works -- when viewed in terms of their 




protectable and nonprotectable elements -- are 




so substantial as to warrant a finding that the ∆  




usurped, at least, the π's ideas"





ii.
intrinsic:






"requires an inquiry into whether an ordinary 




observer experiencing the two works would 




conclude that ' the accused work has captured 




the 'total concept and feel' of the copyrighted 




work'"


B.
Computuer programs and infringement



1.
"literal" aspects (object and source codes) enjoy © protection



2.
Are "non-literal" aspects of computer programs ©able?




a.
what are "non-literal" aspects of computer programs?





i.
structure, sequence, and organization of source 




and object codes





ii.
organization of the source and object code





iii.
structure of a program's command system 




(user interface)




b.
Altai's   three-step analysis for substantial similarity




i.
abstraction (from Nichols  )






•
separate ideas from expression






•
need to dissect the copied program's 





structure and isolate each level of 





abstraction contained within





ii.
filtration






•
examine the structural components at 





each level of abstraction:







- included for efficiency purposes?






if there is only one way to express 






something, it cannot be protected by ©







expression may merge with the idea







THEREFORE: evidence of similarly 





efficient structure does not prove 





copying & should be disregarded in 





"substantially similar" analysis







- dictated by external factors?





scenes a faire doctrine







standard techniques --> if programmer 





cannot perform a particular function w/o a 





standard technique, cannot get © protection






- was it taken from public domain?






if yes,cannot factor into substantially 





similar analysis






• 
purpose: define scope of π's ©









iii.
comparison






•
whether the ∆ copied any aspect or 





protected expression






•
assessment of the copied portion's 





relative importance with respect to the 





π's overall program



3.
Policy considerations




a.
Broad © --> incentive for future computer research




b.
Thin © --> advances public welfare , permits free use 



& development of non-protectable ideas & processes 





i.
Altai   endorses thin © here






consistent w/Feist



c.
Patent law may be more suited to deal with





computer programs (Altai)


4.
Expert evidence




a.
General rule: no expert testimony b/c applying an 



"ordinary person" standard




b.
However, since computer programs are complicated, 



may need to rely on experts 





i.
district court has discretion to determine how




much expert testimony is warranted


C.
Subconscious infringement



1.
Bright Tunes Music v. Harrisongs Music




a.
"My Sweet Lord" & "He's So Fine"




b.
access and virtual identity found





i.
but, not intentional 




c.
held: "unconscious infringement"


D.
Interim infringement (reverse engineering)



1.
Sega v. Accolade



a.
∆ "reverse engineered" π's video game programs to 



discover compatibility requirements for their own 



equipment




b.
intermediate copying can be infringement BUT





here, there was fair use b/c disassembly was the only 



way that ∆ could gain access to the unprotected 



aspects of the program


E.
Trade dress infringement and copyright infringement



1.
When © infringement is not available, πs may go for trade 


dress infringement instead




a.
i.e. you think you are buying works of one artist when 



it's really the work of another

V.
Public Access to Subject Matter  


A.
Generally



1.
This section concerns π's allegation that ∆ has violated its © 


through an unlicensed public performance of π's material


B.
Statutory material



1.
§ 106(4): © owner has exclusive right to do & authorize the 


public performance of ©ed literary, musical, dramatic, and 


choreographic works, pantomimes, and motion pictures and 


other audiovisual works


2.
§ 110: exemptions of certain performances and displays




§ 110(5) intended to exempt small businesses

C.
What constitutes a public performance?



1.
Columbia Pictures v. Professional Real Estate   (9th Cir. 1987)




a.
Facts: 





hotel guests could rent video cassettes from gift shop 



for viewing in their private hotel rooms




b.
Issue:





whether the ∆ hotel performed ©ed works publicly



c.
Test (from def. of "to perform a work publicly" in 



§101, Supp. p. 101-02): 





i.
"public place" clause






hotel rooms are not public places





ii.
"transmit" or "otherwise communicate" clause






involves the sending out of some sort of signal 




via a device or process to be received by the 





public at a place beyond the place from which 




it is sent






hotel here has not done this --> don't want to 




interpret this clause too broadly




d.
Held:





No violation because no public performance





okay for hotels to rent videos for use in their rooms



2.
Columbia Pictures Industries v. Redd Horne



a.
Facts:





Maxwell's in-store rentals / showcases





lets groups of 2-4 people want films in private booths 





π owns © to the motion pictures




b.
Issue:





whether ∆ engaged in an unauthorized public 




performance




c.
Test:





i.
fits within 1st part of § 101 def.:






performed at a place "open to the public"





ii.
1st sale doctrine (§ 109(a)) does not apply b/c 




challenged behavior was neither a sale nor a 




disposal




d.
Held:





yes, a public performance



3.
BMI v. Claire's Boutiques  (N.D. Ill 1990)




a.
Facts:





retail stores played radio w/o license




b.
Issue:





whether ∆ is statutorily exempt from the licensing 



requirement of the Act pursuant to § 110(5)




c.
∆ has burden of proving that:





i.
it uses a single receiving apparatus




ii.
its sound system is the kind commonly used in 




private homes 






balance the following 7 factors:





•
whether the equipment is generally sold 





for private or commercial use






•
number of speakers receiver can 






accommodate






•
number of speakers used






•
manner in which speakers are installed






•
use of concealed wiring






•
distance of speakers






•
integration with other systems





iii.
it does not further transmit to the public






•
means the re-broadcast of a 






transmission or the use of cable to 





service multiple receivers





iv.
size of establishment , # of customers, revenues






•
ct. rejects these factors --> not included 





in the statute & Congress could have 





if it wanted to




d.
Here, each individual store qualified for exemption




e.
Question of first impression: 





should the analysis focus on individual stores or on 



the corporation as a whole?




i.
court concludes that Congress intended the 




analysis to focus on individual store, not on 




chain as a whole


D.
Related issues



1.
Home copying (music and computer software)




a.
Record Rental Amendment Act (1984) § 109(b)





prohibits rental of phonorecords except for nonprofit 



libraries or schools





i.
Audio Home Recording Act (1992) §§1001-1010






sanctions unlimited number of first generation 




digital to digital copies of music, but outlaws 




second generation copies of these works






imposes royalty payment requirements




b.
Computer Software Rental Amend. Act (1990) §109(b)





no renting of computer software w/o permission



2.
Display (§ 109(c))




a.
owners of lawfully made copies of ©ed works may 



display such works w/o authorization from creator




b.
resale royalties may be available (Calif.)



3.
Compulsory licensing




a.
five provisions in the statute:





i.
§ 111(c): secondary transmissions by cable 




systems





ii.
§ 115: making and distributing phonorecords





iii.
§ 803(a)(4): jukeboxes





iv.
§ 118: public broadcasters





v.
§ 119: satellite retransmissions to the public for 




private home viewing




b.
three schemes:





i.
fixed mechanical license fee set in the statute





ii.
license fee that is subject to review and 





adjustment by an official body





iii.
license fee that is the product of negotiation 




between the © owner and user, backed up by 




arbitration
VI.
The Fair Use Doctrine


A.
Generally



1.
Affirmative defense



2.
Balancing competing interests between creator and society


3.
§ 107: four factors for determining fair use




a.
purpose & character of use 





(commercial nature v. nonprofit educational purpose)




b.
nature of ©ed work




c.
amount & substantiality of the portion used in 



relation to the ©ed work as a whole




d.
effect of the use upon the potential market for or 



value of the ©ed work



4.
other (nonstatutory) factors


B.
Cases



1.
Sony v. Universal City Studios  (S.Ct. 1984)




a.
Facts:





Universal sued Sony b/c Sony produced Betamaxes 





enabled people to tape Universal's ©ed works off TV




b.
Issue:





Does sale of VTRs violate π's rights under the © Act?





Liable under theory of "contributory infringement"?




c.
Analysis:





the 4 statutory factors weigh in favor of fair use







i.
"time-shifting" is not commercial § 107(1)





ii.
AV work, aired free of charge § 107(2)





iii.
reproduced in its entirety § 107(3)





iv.
no actual harm § 107(4)





also, Sony offered evidence that many broadcasters of ©ed 



works did not object to private time-shifting




d.
Holding:





home time-shifting = fair use





VCRs may be used for "prodcutive use"



e.
Dissent:








i.
fair use here takes away control from creator





ii.
test should be that when the proposed use is an 




unproductive one, © owner should only need 




prove a potential for harm to the market or the 




value of the ©ed work






(i.e. loss of commercials, ratings, library-





building, loss of rerun audience)




iii.
Dreyfuss says this was maj. op., until 





Blackmun lost a vote




f.
Note:





i.
© holder loses a potential market --> 






people would buy or rent tapes of shows they  




cannot watch at the scheduled time





ii.
lost important theory of fair use



2.
Campbell v. Acuff-Rose  (S.Ct. 1994)




a.
Facts:





2 Live Crew did a parody of "Oh, Pretty Woman"




b.
Issue:





Was this "fair use"?




c.
Test:








New standard --> "transformative use"





i.
consistent with the goals of © law





ii.
must determine whether "parodic character" 




may reasonably be perceived




d.
Holding:





"parody, like other comment or criticism, may claim 



fair use under § 107"



3.
Harper & Row v. Nation Enterprises   (S.Ct. 1985)




a.
Facts:





The Nation published quotations from unpublished 



Ford manuscript





Time Mag. had Ked w/ H & R for the exclusive rights 



when The Nation published, Time backed out




b.
Issue:





whether the doctrine of "fair use" protects the 




unauthorized use of quotations from a public figure's 



unpublished manuscript




c.
Holding:





No --> author has right to control 1st pub. of work  





no public figure exception




d.
Reasoning:





i. 
Purpose of the use






The Nation went beyond "mere reporting,"






then made a news event out of it copying





ii.
Nature of ©ed work





generally, law allows more dissemination of 




fact than fantasy






but UNpublished work gets more protection





iii.
Amount and substantiality of portion used





used the best portions





iv.
Effect on the market






most imp't factor






here, H&R's damages are measurable






(Time's cancelled K)



4.
New Era Publications v. Carol Publishing  (2nd Cir. 1990)




a.
Facts:





∆ used quotes from his subject in unfavorable 




biography 





π is exlusive licensee of all of the subject's writings




b.
Issue:





whether ∆'s use of quotes from its subject's writings 



constitutes fair use 




c.
Holding:





Fair use applies



5.
Hustler v. Moral Majority  (9th Cir. 1986)




a.
Facts:





Hustler Mag. parodied Falwell





Moral Maj. distributed parody for fund-raising




b.
Holding:





Fair use --> public interest in allowing an individual 



to defend himself rebut presumption of unfairness


C.
Gordon three part test



1.
Market failure




a.
Allow fair use only in the case of market failure




b.
Absent market failure, the parties can bargain for 



purchase  and sale of the work




c.
Bargaining is more reliable indicator of work's value



2.
Balancing injury and benefit




a.
If market failure is present court, should determine if 



the use is more valuable in ∆'s hands or in hands of 



the © owner




b.
Do this by simulating market inquiry



3.
Substantial injury




a.
Deny fair use when a substantial injury appears that 



will impair incentives





i
if no incentive to π and no disincentive to ∆ --> 




fair use





ii.
if injury to π's incentives --> no fair use

VII.
Pre-emption of state laws: The right of publicity and misappropriation


A.
Pre-emption



1.
Generally: § 301




a.
Two part test (must satisfy both parts)





i.
nature of the work protected by state law






•
states are free to regulate all works that 





are not protected by the © law b/c of 





their nature or form of expression









ii.
nature of the rights protected by state law 






•
states are free to protect rights that are 





not equivalent to rights within the scope 





of © law 




b.
Destroys common law copyright 



2.
Causes of action that require the pre-emption inquiry




a.
Misappropriation





i.
Right against a ∆'s competing use of a valuable 




product or idea created by the π through investment 




of time, effort, money and expertise




b.
Right of publicity





i.
Protects against  ∆'s use of π's investment in a 




person's individual chacteristics: name, likeness, 




and other recognizable charcacteristics




ii.
Distinguish from right to privacy






•
Inquiry in right of publicity:







"who has the right to enjoy the values 





inhering in these features: the π or the 





public at large?"


B.
Cases



1.
Midler v. Ford  (9th Cir. 1988)




a.
Facts:





Ford used a "sound alike" to imitate Midler's voice in 



its TV commercial





(Had license from © holder to use her song)




b.
Issue:





Is a celebrity's voice protectible from commercial 



exploitation?




c.
Holding:





Yes, protected under right of publicity




d.
Question of pre-emption:





Voice is not ©able b/c it cannot be fixed





No pre-emption



2.
Baltimore Orioles   (7th Cir. 1986)




a.
Facts:





contract for broadcast of baseball games entered into 



without players' consent 





(note: baseball club owns the © in the telecasts of the 



games as works for hire)




b.
Issue:





whether baseball clubs own exclusive rights to the 



televised performances of players during games




c.
Holding:





the baseball clubs' © in the telecasts of games pre-



empts the players' rights of publicity in their game 



time performances




d.
Pre-emption test:





i.
players' performances are fixed when taped 




and the the individuals who tape the games 




add a creative contribution 





ii.
right to perform an audio-visual work is within 




the subject matter of © Act

VIII.
Remedies


A.
Damages



1.
Statutory damages 



a.
Factors in determining amount of statutory damages





i.
expenses saved and profits reaped by ∆





ii.
revenue lost by the π





iii.
whether infringment was wilfull or accidental




b.
Only 1 penalty for multiple infringements of 1 work



2.
Actual damages and any of the infringer's profits not 


factored into the actual damage award




a.
Theories on which actual damages are available





i.
But for infringement, π could have sold to ∆'s 




customers





ii.
∆ might have purchased from π so as not to 




infringe





iii.
By infringing, ∆ manufactured assets and 




thereby damaged π to the extent of the value of 




the use of the assets in terms of acquisition 




costs saved by ∆



B.
Injunctions (§ 502(a))



1.
Temporary (preliminary)




a.
during litigation, for π likely to succeed on the merits



2.
Final (permanent) 




a.
available if there is a threat of continuing violations 



on the part of the ∆




b.
may not be availabel if not in the public interest





(no injunction on "Rear Window" in Abend  )


C.
Other remedies



1.
Destruction or impounding of infringing material (§ 503)



2.
Costs and attorney's fees (§ 505)




a.
Two standards for awarding attorney's fees:





i.
9th Cir. "dual" standard






•
prevailing πs get attorney's fees as a 





matter of course






•
prevailing ∆s must show that the suit 





was frivolous or in brought bad faith





ii.
3rd Cir. "evenhanded" approach






•
no distinction between πs and ∆s




b.
Fogerty v. Fantasy  (S.Ct. 1994):





i.
rejects "dual" standard and "British Rule" 




(awarding πs & ∆s fees as a matter of course)





ii.
holds: attorney's fees to prevailing party as a 




matter of the court's discretion



3.
Criminal liability (§ 506)

Patent Law

General Overview

•
Policy interests



a.
we want people to patent/we don't want people to keep 


their ideas secret b/c:




i.
 don't want people to monopolize a "good thing"




ii.
 don't want public to have to re-invent the wheel --> 



waste of resources




iii.
health and safety concerns




iv.
ee mobility --> allows ees w/ info. to be moblie



b.
Registry is way in which people reveal their inventions




i.
solution to Arrow problem --> protects the inventor!



c.
Patent law gives exclusive right to patent holder in order to 


encourage investment




i.
helps investor, but costly to society



d.
Lets others build on/ improve/ expand invention


•
Most desirable form of IP protection



a.
prevents ALL others from making, using, selling



b.
but, hard to obtain and protection is shortest


•
Patent must always be new and is always contestable


•
Specification Requirements:



a.
Date of patent 



b.
Abstract describes invention (includes drawing)



c.
References (show that previous inventions do not make 


applicant's invention invalid)



d.
§ 12 Specification



i.
Enablement: someone with ordinary skill in the 



industry should be able to follow directions on the 



application and make the invention




ii.
Best mode: tells reader the best way to make 




invention.  Provided so that after patent expires, 



others can compete.  However, during term of patent, 



patent holder can improve the invention and best 



mode may no longer be useful to others




iii.
Description: demonstration that patentee is in 




possession of the invention and fully understands 



what she has invented





- includes claims


•
Paris Convention



a.
provides "national treatment" --> assures inventors that the 


patents they acquire in foreign countries will be treated 


exactly the same way as patent acquired by nationals of that 


country --> levels the playing field



b.
12 month grace period

I.
Subject Matter


A.
Process



1.
Defined:a way of doing something


2.
Need not yield a new invention (i.e. result of inventive 


process need not be an invention)


B.
Product



1.
Machine





a.
Defined: an inventive thing that does something


2.
Manufacture




a.
Defined:any fabricated prodcuts that otherwise satisfy the 



requirements of  patentability




b.
Non-natural




c.
But, there are many exception, including printed 



material





i.
To patent printed material, must be something 




inventive about its structure, not its content


3.
Compositions of Matter




a.
Defined: often chemical, but any composition of materials




b. 
New chemicals are the paradigm examples of 




composition of matter --> inventor takes from nature 



& creates something new


C.
New and useful improvements on processes and products


D.
Subject matter exceptions/ issues



1.
Naturally occuring substance




a.
But see Diamond v. Chakrabarty:  





non-naturally occurring plant and a humanly 




modified living thing may be patented



2.
Idea v. embodiment




a.
O'Reilly v. Morse:   telegraph





i.
example of idea  (principle) --> no patent




b.
Dolbear v. Am. Bell Telephone:  telephone





i.
example of embodiment --> patent



3.
Computer programs




a.
Gottschalk:  





a computerized method for converting numerals 



expressed as binary-coded decimals into pure binary 



numerals was a not patentable process




b.
Diehr




although an algorithim in isolation is not patentable, a 



method which incorporates an algorithim can be 



patentable





opened the door to patent protection for computer industry




c.
algorithims can be patentaed only if they are limited 



by specific embodiments


4.
Business methods




a.
Generally, business methods cannot be patented




b.
However, business methods that utilize programs 



have been successfully patented



5.
Biologicals




a.
Issue: patents on biological products hinder biologists 



by limiting use of such products in future inventions




b.
Material derived from living organisms





i.
vitamin B12  was patentable b/c, although a 




purified product of nautre, it does not 





naturally occur in the patentable form --> 




product of human intervention 




c.
Medicine





i.
no patent for ether (anesthesizes patients) b/c:






•
ether was known






•
effect of inhaling it was known






•
invention dependent on human reaction






•
real reason may be that life saving 





procedures shouldn't be privately 





owned (public policy)





ii.
scarlet fever vaccine received a patent






•
owners defended as only way control 





quality





iii.
ongoing debate (AIDS, cancer, Alzheimer's)




d.
Property analogy





i.
Moore v. UC





no patent in cell line 






(patient's cells were used for research)



6.
Non-utility patents




a.
Plants





i.
novelty, distinctiveness, nonobviousness





ii.
exclusive right to reproduce the plant





iii.
asexual reproduction




b.
Designs





i.
new, original, ornamental





ii.
novelty, ornamentality, nonobviousness

II.
Utility


A.
Rationale for utility requirement



1.
Useless inventions do not deserve a benefit




a.
Assures that invention does what claim says it does




b.
Assures that it is not merely a principle of nature


B.
Bar on presumed utility



1.
Don't grant patents on an unknown range of applications




a.
To do so would be too broad --> would be more like 



patenting ideas instead of applications




b.
Policy against "monopoly of knowledge"





Brenner v. Manson:




chemist tried to patent a steriod that had no 




demonstrable utility





no patent --> "patent ≠ hunting license"





Dreyfuss argues that he should have been given the 



patent --> he would have found someone who could 



have done something useful with the invention.  




Now, although in public domain, nobody will be 




willing to invest $ b/c no exclusive right.  No 




$$$ incentive to do the research.



2.
Bar also applies to "speculative utility"



 3.
Possible solution: divide utility patents into 2 categories




a.
"How to make" patents





i.
only infringed when product is manufactured 




in the manner claimed by patentee




b.
"How to use" patents





i.
only infringedwhen product is used in the 




specified manner



4.
Intermediaries




a.
little use to consumer; very useful to researchers




b.
however, intermediaries are not patentable


C.
Utility must also be substantial

D.
Animal patents



1.
proposal to ban patents on genetically engineered animals

III.
Novelty


A.
§ 102: A patent shall be granted unless:



1.
the invention was known or used by others, or patented or 


described in a printed publication before the applicant 


invented it;



2.
the invention was patented or described in a printed 



publication or in public use/ on sale more than one year 


prior to date of application;



3.
applicant has abandoned the invention;



4.
the invention was patented abroadmore than 12 months 


before the filing of the U.S. application;



5.
the invention was described in another patent application;



6.
applicant did not invent the subject matter sought to be 


patented; or



7.
no priority of invention --> before applicant's invention, the 


invention was made by another who had not abandoned, 


suppressed or concealed it. 


B.
Gayler v. Wilder


F. got a patent in 1843 to improve safes --> protection from fire



C. invented a fireproof safe for his use betwn 1829-32, but neither 


patented nor described in any publication



Ct. regards F. as first user




no tests had been done on C's safe




C's safe had fallen out of use, etc.


C.
Coffin v. Odgen


patent on door lock (reversible latch)



E. made invention not later than January 1, 1861



K. made invention in March, 1851 and got patent in June, 1861



E's lock had been tested and proved capable of working --> 





priority of E's invention proved


D.
§ 102 analysis:



1.
whether the contents of the reference in fact put the 



invention into the hands of the public




a.
enablement: a reference will anticipate only if it 



contains enough info. to allow the public to practice 



the invention




b.
every element test: anticipation requires that the 



reference disclose every  element of the applicant's 



invention 





that which infringes, if later, would anticipate, if earlier



c.
inherency: must be inherent to the work (not mere 



accidental component, though)



2.
whether the reference is accessible to the public




a.
geography: 





i.
knowledge or use of the work is anticipatory 




only when it occurs in the U.S.






ii.
publication or patent is anticipatory when it 




occurs anywhere





b.
dissemination: whether it was widely diseminated




c.
operability: prior art must be operable




d.
field of knowledge: must look pretty far!






3.
whether the date of reference actually precedes the date of 


the applicant's invention




a.
the effective date (date public received the benefit) of 



the reference must precede the critical date (date on 



which applicant invented)

IV.
Nonobviousness and Originality


A.
Why do we have this in addition to novelty?



1.
novelty requirement secures to the public domain inventions 


that were effectively available to the public prior to the 


intervention of the applicant



2.
but, we shouldn't go so far as to allow anything to be 


patentable


B.
Factors to consider with regard to obviousness



1.
Has something "new" been created, or was it merely 



something anyone skilled in the art could figured out?




Hotchkiss




unless more ingenuity and skill were required than were


possessed by an ordinary mechanic acquainted with the 


business, no invention.




imporvement is the work of the skillful mechanic, not the 


inventor



2.
Secondary considerations




a.
Commercial success




b.
"Long felt but unfulfilled need" doctrine



3.
"Flash of creative genius" test




Great A & P Tea:



a.
Bad test (sayeth Dreyfuss)





i.
lack of uniformity





ii.
counter-productive --> we don't reward hard 




work, only inspiration!





iii.
also, lots of inventions build on each other




b.
This test has been abandoned





Graham v. John Deere

C. 
Application of the test for nonboviousness



1.
a survey of the scope and content of the prior art




a.
revealed by the applicant and Patent Office references




b.
look at functionality, not commercial aspects



2.
an examination of the differences between the invention and 


the prior art




a.
requires reconstructing the prior art



3.
a determination of the level of ordinary skill in the art




a.
need to apply that level of skill to the actual invention




b. 
functional (not mechanical or structural)


D.
The § 103 inquiry (nonboviousness v. novelty)



1.
Policy considerations




a.
How large a contribution must an inventor make to 



merit a patent?





i.
if there is no guarantee of patent protection, 




then there may be no incentive to do the work



2.
Practical application




a.
Teaching away





i.
prior art may discourage doing what the 




inventor has done





ii.
prior art may obscure the problem




b.
Combination patents





i.
modern cases reject the combination patent as 




well as the search for synergy




c.
Secondary considerations





i.
long felt need





ii.
commercial success





iii.
acquiesence (willingness of other to accept the 




patent as valid and take a license)




d.
Suggestions in the prior art





i.
courts are not supposed to combine elements 




of different references unless they can point to 




suggestions within the references that the 




combination would achieve advantages found 




in the invention


E.
Ct. of Ap. for the Federal Cir. (CAFC) approach



hears all patent appeals from district courts



1.
requires all dist cts to use same obj. tests of nonobviousness



2.
eliminates incentive to forum shop


F.
Originality (derivation): § 102(f)



1.
bar on inventions derived from others

V.
Statutory Bars: § 102(b),(c),(d)


A.
Generally



1.
"that the patent should not issue because oen fo the activities 


enumerated in § 102(b) occurred mroe than a year before the 


applicant filed for a patent"




a.
Did the inventor wait too long to apply?



2.
Focuses on events preceding filing of patent application



3.
Those parts of § 102 that refer to periods before filing



4.
Analogous to statutes of limitations


B.
"Public Use" as per statutory bar



1.
Egbert v. Lippmann



corset invention




for 2 years, "public use" of the invention even though corset 


was only worn by 2 women & not visable to public at large


only a miminal level of publicity necessary to come within 


statutory bar


C.
Experimental use doctrine



1.
experimental use does not trigger statutory bar




a.
allows the inventor to engage in limited public use 



that does not trigger the bar of § 102(b)



2.
Factors to determine whether experimental use




a.
location of use




b.
if inventor maintains control over samples




c.
whether test subjects were paid




d.
whether follow up questions were asked




e.
whether changes are made after use




f.
if users understand it to be confidential, more likely to 



be experimental




g.
if used secretly, more likely to be experimental




TP Laboratories v. Professional Positioners



orthodontic supplies --> experimental use



3.
Expermental use ≠ market testing


D.
To determine whether § 102(b) bar applies, consider



1.
contents



2.
accessibility



3.
dating invention

VI.
Priority: § 102(g)

A.
Generally



1.
Priority rule determines who gets the patent if multiple 


inventors comes up with the same invention



2.
First to invent rule applies, unless the entity engages in 


disqualifying acts




a.
abandonment




b.
concealment




c.
suppression



3.
Note that most other countries have a "first to file" rule


B.
Three steps in inventing



1.
Conception (thinking up the new idea)



2.
Diligence (industrious experimentation)




a.
Diligence cases usually focus on excuses for failing to 



meet diligence requirement





i.
good excuses:






- day job demands






- poverty






- illness





ii.
bad excuses: 






- commercial considerations 






- doubts about value of the enterprise



3.
Reduction to practice (creation of a physical rendition




of the work)




a.
Constructive reduction and actual reduction





i.
actual embodiment 





ii.
rely on filing date b/c application has already 




proven utility!


C.
General rule



1.
The first to conceive gets the patent



2.
If the first to conceive does not reduce to practice, court 


looks into cause of the delay



3.
If the cause of the delay is lack of diligence, then the first to 


coceive is disqualified



4.
Then, inventor who is first to reduce gets the patent

VII.
Infringement


A.
Literal infringement



1.
Two-part analysis




a.
the claims are interpreted




b.
each claim is examined to see if it describes the so-



called "accused device" (or "accursed process")



2.
Patentee need not show copying



3.
Claim interpretation




a.
in infringement actions, claim interpretation may be 



difficult (passage of time between application and 



infringment action)




b.
Expert testimony used



4.
Comparing the claim to the accused device




a.
look to see whether accused device possessed every 



element of the claimed invention


B.
Doctrine of equivalents



1.
Literal infringement is not enough protection for patentee




a.
means that someone can redo substantially the same 



invention, change a minor detail, and not be liable for 



infringement



2.
Doctrine of equivalents --> that one may not practice a fraud 


on a patent 



3.
Use this doctrine to proceed against the producer of a device 


if it performs substantially the same function in substantially 


the same way to obtain the same result




a.
Factors to consider





i.
context of the patent





ii.
prior art





iii.
particular circumstances of the case





iv.
whether persons reasonably skilled in the art 




would have known of the interchangeabilityof 




an ingredient not contained in the patent with 




one that was




b.
See Graver Tank  & Manufacturing



4.
Limits on the doctrine of equivalents




a.
Nonobviousness




cannot use the doctrine to acquire rights over 




inventions that would not have been patentable in the 



first place




b.
Prosecution history estoppel




patentee is precluded from using this doctrine to 



capture technology that was described in claims that 



were relinquished during prosecution




c.
The every element test




look for an equivalent to every element





hard to apply b/c differences obscure comparison




d.
Equity




CAFC moving toward requirement that patentee 



show that the infringer committed an "unfair act"


C.
Contributory infringement



1.
Aro Manuf. v. Convertible Top Replacement



whether the owner of a combination patent, comprised 


entirely of unpatented elements, has a patent monopoly on 


the manufacur, sale or use of the several unpatented 



components of the patented combination




Ct. held no



"mere replacement of individual unpatented parts . . . is not 


more than the lawful right of the owner to repair his 



property."


D.
Reverse doctrine of equivalents



1.
An accused device may be literally described in a patent and 


be noninfringing if it uses different insight to execute the 


device / process



2.
This doctrine encourages improvements


E.
Pioneer patents



1.
defined: patents that "give birth" to other inventions



2.
usually, these inventors are given the broadest protection



3.
now, counter arg. that public needs greater access to these 


types of inventions

VIII.
Public Access


A.
Special Equipment v. Coe


Here, patent had been denied b/c applicant had no intention to 

make or use the invention



S.Ct. reversed.  



There is no requirement that the patented device be used.



Okay to get patent and not do anything with it


B.
Adams v. Burke


patent for improvement of coffinlids



patentee assigned a limited right to sell (10 mile radius)



purchaser from assignee used the lid outside radius



Ct. said that this is okay --> the patentee had receied his 


consideration and was no longer within the monopoly of the patent

IX.
Remedies


A.
Monetary relief: § 284


"damages adequate to compensate . . .  no less than 



reasonable royalty . . . together with interest and costs"




How to calculate


1.
Lost profits 




a.
demand for the patented product




b.
absence of acceptable noninfringing substitutes




c.
manufacturing and marketing capability to exploit the 



demand




d.
amount of profit he would have made



2.
Reasonable royalty



a.
age of the patent




b.
patent's novelty  and contribution to the industry




c.
patentee's unwillingness to license




d.
profit margin on the product




e.
availability of the product from other manufacturers




f.
collateral sale benefits



3.
Prejudgment interest 



a.
awarded if necessary to ensure that the patent owner 



is placed in as good a position as he would have been 



in had the infringer entered into a reasonable royalty 



agreement


B.
Injunctions: § 283 (equity)



1.
Problems with injunctions




a.
does not compensate for infringment that occurred 



before the suit was commenced




b.
may hurt consumers by driving up prices




c.
may affect jobs



2.
Preliminary




a.
special standard in patent law: 





"beyond question that the patent is valid & infringed"




b.
reluctanct to award



3.
Permanent




a.
public interest



4.
Exclusion orders




a.
patentee can prevent imporation of infringing articles


C.
Disincentives to infringement



1.
§ 284: treble damages



a.
whether the ingringer deliberately copied




b.
whether the infringer, aware of the other's patent 



protection, investigated the scope of the patent & 



formed a good faith belief that it was invalid or that it 



was not infringed




c.
the infringer's behavior as a party to the litigation




d.
infringement is willful 



2.
§ 285: attorneys' fees




a.
infringement is willful




b.
infringer has litigated in bad faith


D.
Defenses



1.
No constructive notice




a.
damages cannot be recovered for infringements that 



occurred before the ingringer had notice of the patent



2.
Laches




a.
occurs when the patentee unreasonably delays filing 



suit after he knows or should have known of the 



infringement




b.
blocks relief for past infringement, but not for 




injunction to prevent future infringement



3.
Estoppel




a.
occurs when infringer reasonably relies on patentee's 



representation that he won't enforce the patent

X.
Preemption
(Add from class notes)


A.
State law treatment of patents



1.
Trade secrecy




a.
Kewanee Oil v. Bicron





state trade secret law could prohibit the disclosure of 



industrial technology developed by the π even though 



that technology was unpatented



2.
Contractual provisions that bar entry into competition



3. 
"Hybrid" provisions


B.
Should state laws be preempted?




