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Introduction
Competition
· You cannot reap where you have not sown.  International News Service v. Associated Press
· You can exclude others from the enjoyment of chattel, but not from imitating it.  Cheney Bros. v. Doris Silk Corp.  To exclude imitation would be to unfairly restrict competition.

· Confusion isn’t enough to give trademark protection, but competitors can be forced to label goods as their own.  Sears, Roebuck & Co. v. Stiffel Co.  You can copy designs, but you cannot try to pass off your product as the product of your competitor.  Compco Corp. v. Day-Brite Lighting, Inc.
· The protection granted to designs under the law of unfair competition is limited to one context where consumer confusion is likely to result.  The design ‘idea’ itself may be freely exploited in all other contexts.  Bonito Boats v. Thunder Craft Boats.

· We want to encourage competition to the full extent possible, but that encouragement stops short of allowing direct copying unless direct copying is necessary to allow a second comer to compete.

Trademark
· Difference between trademark, patent and copyright

1. Trademark

a. Protects source identification

b. Word, logo, package design, or combination of all 3 used by a manufacturer to identify its goods and distinguish them from others.

c. Not necessary to register, but a good idea if you want to stake out nationwide rights.

d. Rights continue indefinitely as long as you neither:
i. Abandon the mark, OR
ii. Permit it to lose its trademark significance by becoming a generic term

e. Ownership: 

i. You may license another to use your trademark, but you must control the nature and quality of the licensee’s goods and services under the mark. 

ii. You may assign the mark, but you must also assign the good will that goes with it.

f. It is an infringement for someone else to use the same or a confusingly similar term on the same or closely related goods or services in the same geographical area or within the natural area of expansion.

2. Copyright

a. Protects original literary and artistic expressions.
b. Does not last forever.

3. Patent

a. Lets patentee exclude others from making, using or selling an invention or offering it for sale.

b. Does not last forever.
· Relatedness principle ( Protection of a mark extends only to related goods.  Beyond that, a competitor can use the goods regardless of how it might affect the first mark owner’s reputation.
· Trademarks are treated as merely a protection for the good will, not the subject of property except in connection with the existing business.  Hanover Star Milling Co. v. Metcalf
· Goods are now grouped by consumer perception.

· When it comes to consumer confusion, the following are not issues (Stork Restaurant v. Sahati):

1. Size disparity in businesses

2. Geographic distance between businesses ( we assume some potential for national expansion.
· In infringing on another owner’s mark, we are concerned about free-riding off of good will.  Stork Restaurant
· None of the following are needed for an injunction:
1. Actual loss of trade

2. Actual injury

3. Actual confusion
· In theory, businesses have an infinite number of names to choose from, and that is why we do not allow a second-comer restaurant to infringe on the name of a first-comer, as in Stork Restaurant.  In reality, this is not quite true, but Δ did not need to use the name Stork to compete, giving rise to the inference that Δ was trying to free-ride off of Π’s good will and popularity.

· Businesses choose names

1. To tell consumers what the product does

2. To prevent copying

· Courts are more willing to protect mark rights where it prevents consumer confusion, as in Stahly, Inc. v. M.H. Jacobs Co. than where the mark owner does not protect his rights vigilantly and then wants protection to avoid loss of reputation value as in Alfred Dunhill Ltd. v. Interstate Cigar Co., Inc.
	Stahly, Inc. v. M.H. Jacobs Co. 
(7th Cir. 1950)
	Alfred Dunhill Ltd.
(2d Cir. 1974)

	Sale was prohibited because the court wanted to protect consumer confusion.
	Sale was allowed to go forward because Dunhill was in a position to protect its own reputation and did not.


· A trademark only gives the right to prohibit the use of it so far as to protect the owner’s good will against the sale of another’s product as his.  When the mark is used in a way that does not deceive the public we see no such sanctity in the word as to prevent its being used to tell the truth.  Champion Spark Plug Co. v. Sanders; Prestonettes, Inc. v. Coty.
Subject Matter of Trademark Protection
· A competitor can use the name of a product like shredded wheat if it must do this in order to succinctly identify its product, as long as there is no evidence of deception or passing off.  Δ must use reasonable care to inform consumers of the source of the product.  Kellogg Co. v. National Biscuit Co.
· A competitor may not use the name of a product where that name has acquired secondary meaning because that makes us think Δ is just free-riding off of Π’s good will.  Coca-Cola Co. v. Koke Co. of America
· Categories of Marks

1. Trademark ( Identifies a source of goods

· Can consist of almost anything used as a source-identifying symbol.  See Qualitex v. Jacobson Products (color)
· Color is not inherently distinctive.  It must acquire secondary meaning before it can be protected.

· Must make sure the color is not functional (e.g., orange traffic vests are easier to see).  Also, watch out for aesthetic functionality ( something can be functional if it makes the product more attractive to the consumer.  See, e.g., Scalia’s opinion in Wal-Mart.
· Service Mark ( Identifies a source of services

2. Trade Dress ( Total image of the product and its overall appearance.  Can include:

1. Size

2. Shape

3. Color or color combinations

4. Texture

5. Graphics

6. Particular sales techniques

3. Collective Marks ( Trademark or service mark used by the members of a group or organization

4. Certification Mark ( Symbol used by a person other than its owner to certify regional or other origin, material, mode of manufacture, quality, accuracy, or other characteristics of a person’s goods or services or that the work or labor on the goods or services was performed by members of a union or other organization.

· Allows the potential purchaser to rely on a third party for information about the seller’s goods and services.

· Requirements placed on the owner of a certification mark (failure to meet these requirements results in loss of status as a certification mark):

1. May not use the mark herself in marketing or producing relevant goods or services, although she may engage in activities to promote use of the mark.

2. Must be able to control use of the mark.

3. Must not allow use of the mark for purposes other than to certify.

4. May not refuse certification to those that meet the relevant criteria set by the mark holder.
Distinctiveness

· Substantive standards for protection of a mark ( Must be distinctive ( If it is not distinctive, it cannot distinguish the relevant goods and services.  Abercrombie & Fitch Co. v. Hunting World, Inc.
1. Arbitrary and fanciful ( qualifies for protection

a. Do not describe or suggest any characteristic of the product

b. Symbol’s meaning is not related to the goods, so it likely to be interpreted as a source indicator.

2. Suggestive ( standing alone, qualifies for protection

a. Suggest, but do not describe, the nature or characteristics of the product.  See, e.g., Application of Reynolds Metals Co.
b. If a prospective consumer must use some imagination to infer something about the goods, the symbol may be deemed suggestive.

3. Descriptive ( protectable under § 2 if it acquires secondary meaning

a. If a symbol literally describes the goods or some characteristic of them, the symbol is likely descriptive and not suggestive.

b. A mark is descriptive if it immediately conveys to one seeing or hearing it the knowledge of the ingredients, qualities, or characteristics of the goods or services with which it issued; whereas, a mark is suggestive if imagination, thought, or perception is required to reach a conclusion on the nature of the goods or services.  In the Matter of the Application of Quik-Print Copy Shops, Inc.
c. In deciding whether goods are suggestive or descriptive, courts also consider whether competitors are likely to need the terms used in describing their products and consider the extent to which a term actually has been used by others marketing a similar service or product.  Distinctiveness depends on context.  Labrador Software v. Lycos
d. Terms may be deemed merely descriptive if they identify anything about the product such as:

a. Purpose

b. Size

c. Color

d. Ingredients

e. Intended users

f. Origin

e. Marks acquire secondary meaning when in the minds of the public, the primary significance of the mark is to identify the source of the product rather than the product itself.  Inwood Laboratories v. Ives Laboratories
i. This is a formidable hurdle.
ii. Marks that are primarily surnames must acquire secondary meaning before they can be protected.

f. Factors courts look to in determining secondary meaning (not applied in any formula):

i. Extent of sales and advertising leading to buyer association
ii. Length of use

iii. Exclusivity of use

iv. Fact of copying

v. Customer surveys

vi. Customer testimony

vii. Use of mark in trade journals

viii. Size of company

ix.   Number of sales

x.    Number of customers

xi.   Actual confusion

4. Generic ( not distinctive and unprotectable as a mark

a. Raises issues of competition.  If one seller could trademark a generic name, other sellers would be unable to describe their products and would thus be at a great disadvantage.

b. Terms’ use by consumers governs whether it is generic.

c. Generic terms fall into 2 categories:

a. Claimant takes word that is already generic and uses it as a mark.

b. Distinctive trademark becomes generic through widespread use and thus loses trademark protection. Bayer.
· Factors that go toward proving that you’ve established secondary meaning (IKC):

1. Amount of advertising/amount spent on advertising

2. Unsolicited press coverage

3. Sales volume

4. Length and manner of use
5. Exclusive use

6. Direct customer testimony (affidavits, surveys)

7. Direct consumer testimony
a. For wholesalers, testimony from retailers.

b. For retailers, testimony from end consumers.

· Reasons the Rock & Roll Hall of Fame Building could not be a trademark ( Rock & Roll Hall of Fame.

1. Doesn’t create any sort of commercial impression that serves a trademark function.

2. Doesn’t act as a source identifier.
3. No public recognition of the building as a trademark.
Use in Commerce

· You can’t just register marks and then sit on them.  The mark must be used in commerce to be valid.  Sitting on the mark without making use of it goes against our ideal of competition.  Procter & Gamble.
· § 45: 

· Commerce ( as all commerce that can lawfully be regulated by Congress.  

· Use in commerce ( bona fide use of the mark in the ordinary course of trade, not made merely to reserve the right of the mark.  There are also some packaging requirements for the trademark’s visibility.  
· 2 part test for goods and services:

1. Goods:
a. Placed in a manner so that it is displayed in advertising or packaging

b. Goods must be offered in commerce

2. Services:
a. Used or displayed in advertising of services

b. Services must be rendered in commerce

· Even when someone appears to be using a mark in commerce as in Bloom, the court may still be concerned about limiting the concept of use so that, e.g., if the 1800-MERCEDES phone number were randomly assigned, MBZ could not swoop in and snatch it away from some unsuspecting business.
· RT thinks there are ways to protect unsuspecting businesses besides the extreme result here, such as requiring that the business not be exploiting its connection with MBZ.
· Mere advertising is not going to cut it as use in commerce.  Buti v. Impressa Perosa SA.

	Buti v. Impressa Perosa
(2d Cir. 1998)
	International Bancorp

(4th Cir. 2003)

	Advertising does not count as use in commerce.
	If foreign trade was present, then so was commerce under the Lanham Act.
It probably matters that there was deception in this case, as opposed to Impressa.


· Bozo’s Restaurant, a single-location restaurant in Memphis, was given priority in the name over Bozo the Clown (who wanted to open up restaurants).  Even though Bozo’s Restaurant operated in only one location, this was found to be sufficient for use in commerce.  Larry Harmon Pictures.
Ownership

· In determining ownership, a court looks for someone who will be continuously responsible for the mark.  In the case of a musical group with substitutability, this might be the producers.  More often, it is the performers themselves.  Bell v. Streetwise Records
· In Robi v. Reed, the band member was not continuously responsible for maintaining the integrity of the mark, and so he didn’t have rights.

Priority and Intent to Use

Priority
· As stated in Blue Bell, Inc. v. Farah Manufacturing Co., the requirements for sufficient use to get priority in trademark rights are:

1. Goods have to be tagged (or similar) with the mark

2. Goods have to be transported in commerce.

· The public has to recognize the use.  Blue Bell.

· The use can’t be token use.  Lucent Information Management, Inc. v. Lucent Technologies, Inc.
· To have a trademark, you need to create an association in the minds of the consumer.  Herbko Int’l Inc. v. Kappa Books, Inc.
· The rule from United Drugs v. Theodore Rectanus Co. still applies to unregistered marks.  Effects:

1. With unregistered marks, you can’t expand into an area where someone else is already using the same mark

2. For the rest of the country, it’s just a race ( whoever gets there first gets the mark.

· The Lanham Act recognizes nationwide rights to priority because we are now a mobile nation.  However, for cases like Thrifty Rent-a-Car System v. Thrift Cars, Inc. where both users are good faith users, a registrant has nationwide rights except for a good faith, pre-existing user operating in an area if the use started before registration and remained continuous since then.  The pre-existing user doesn’t get kicked out of business, but he can’t expand.

· If the registrant’s use would cause confusion, cancellation is appropriate, but if the TTAB determines that a restriction on the types of goods would prevent confusion, it can cancel in part or issue a concurrent registration.

· The TTAB will consider geographic limits only in a concurrent use proceeding, so what the prior user might do is seek cancellation, and if he can’t establish sufficient nationwide priority, then bring a concurrent use proceeding.  The rules provide that failure in a cancellation proceeding will not affect a subsequent concurrent use proceeding.  (If a prior user seeks cancellation in a court proceeding, the court can fashion a remedy including concurrent use).

· Trademark registration may allow a trademark owner to kick out a junior user when the trademark owner comes to town, but the junior user might be able to use the mark until then, when the senior user isn’t in town.  Dawn Donuts.
Intent to Use
· In § 1051(b), Congress made 2 big changes
1. Allowed people to register with intent to use.

2. Tightened definition of use in commerce to avoid abuses of the system through token use.

· Balancing issue: We want to protect a person’s investment in a mark, but we also want to prevent abuse through the registration of a million intent to use applications.

· 3 step process:

1. PTO conducts full-scale investigation.  They don’t give you a notice of allowance unless the mark could be registered.

2. File an intent to use application showing bona fide intent to use the mark in commerce. 
3. You have 6 months to file a statement of use.  You can get a 6 month extension automatically.  You can get 24 more months if you show good cause.
· Why we use intent to use applications:

1. Remove discrimination faced by U.S. applicants since foreign users did not have to register with constructive use in the U.S.

2. Make it easier for those wanting to protect their investment in the mark prior to use.

3. Discourage stockpiling of marks via token use.

· The purpose is to fix a registrant’s priority from the date of filing, whether the application is for use or intent to use.  Zirco v. AT&T
· As Zirco illustrates, when A files an ITU application and B begins use of an identical mark (without actual knowledge of A’s application), and B opposes A’s registration arguing that B had priority, A needs to be able to rely on the filing date in the opposition proceeding to defend the mark against B.
· Under the ITU, there is a period of time in which A has priority because of constructive use, even though it is not sure that A will be able to get the registration. 
· WarnerVision v. Empire of Carolina tells us 2 situations in which you might be able to obtain an injunction against someone with an intent to use clearance:

1. If another party can demonstrate it had constructive use of the mark prior to the intent to use filing date.
2. Invalid filing of the intent to use application.
· Eastman Kodak represents a unique instance when we cannot tell from the ITU application whether the mark will be descriptive or not, and we need to see how it is actually going to be used in commerce.  RT thinks that in most cases, we will be able to tell descriptiveness from the ITU application.
· In general, the examiner should not be able to revisit the issue of descriptiveness 
Registration

· How to get and keep a trademark:

1. Clear proposed mark by ordering search report.

a. Remember: The search report will not disclose unregistered marks.  This may create a Thrifty problem with senior users operating in small areas.

2. Either:

a. Start using the mark in the ordinary course of trade or in connection with the goods or service, OR
i. Use of mark solely in invoices, bills of lading, packing slips or advertisements for the goods is not cutting it for trademark.

ii. Service mark may be used in advertisements, brochures, letterhead, signs or any other item used in either advertising or rendering the service.

1. Remember: Service must be rendered in federal commerce for it to be federally registrable.

b. File an intent-to-use application for federal registration

· Advantages of trademark registration on the Principal Register

1. Nationwide protection from the date of the application.

a. Common law protections may be limited to those areas in which the mark had actually been in use or become known.

b. If you don’t register, you risk another user innocently adopting a similar mark after commencement of your use but prior to your registration application.  In that case, your right to use the mark in the entire U.S. may be limited by the area of use in which the other user in good faith exploited the mark prior to your application.  See Thrifty.

2. Incontestability ( RT thinks this is boring.

3. Warning to others.

4. Barring importation of goods produced abroad with infringing marks.

5. Enhanced remedies against counterfeiters.

6. Evidentiary advantages ( registered marks are prima facie valid and enjoy other evidentiary presumptions.

7. Use of ® symbol to denote federal registration.

8. Confirms ownership and validity.

· Supplemental Register

· Marks that are not registrable on the Federal Register may be registered on the Supplemental Register if they are capable of distinguishing the applicant’s goods or services.

· As long as the mark is capable of distinctiveness, it need not in fact distinguish applicant’s goods or services from those of others.

· Examples:

· Descriptive terms

· Geographic terms

· Surnames

· § 26 of the Lanham Act, 15 U.S.C. § 1094 explicitly provides that registrations on the Supplemental Register do not receive the same powerful statutory advantages as registrations on the Principal Register do.

· Why do it?

1. Registration appears on search reports.

2. May deter others from choosing a confusingly similar mark.

· Notice of registration:

1. Providing notice of registration is not required.

2. However, important benefits attach to notice of use.  Under 15 USC § 1111 notice of use = displaying:

a. Registered in the U.S. Patent and Trademark Office

b. Reg. U.S. Pat. & Tm. Off.

c. ®

3. Failure to provide notice of registration results in a bar to award of profits or damages in an infringement suit involving a registered trademark absent a finding that Δ had actual notice of registration.

· Madrid Protocol ( allows registration across national borders.  (Supp. 24-25)
Bars to Registration
· § 2(a) of the Lanham Act prohibits registration of a mark that consists of or comprises immoral, deceptive, disparaging, or scandalous matter, or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute.
· The bar is absolute. 

· Secondary meaning will not help you here.

· It is not clear how obscene something has to be to be barred.  A picture of a frog obviously giving someone the finger was found to be registrable in In re Bad Frog Brewery because:

1. The frog looked more amphibian than human and would not be perceived as giving the finger.

2. It was not established that a gesture made by a realistic-looking animal would be perceived as scandalous or immoral, especially since the frog was not giving the finger to any particular individual or group.
· Tests, as articulated in Harjo:

1. Scandalous ( focuses on society as a whole

2. Disparaging ( focuses on the group at issue

a. What is the meaning of the matter in question, as it appears in the marks and as those marks are used in connection with the services identified in the registrations?

b. Is this meaning one that may disparage [group]?

· To bring a claim that something is immoral, scandalous, or disparaging, the opponent must meet 2 requirements for standing:

1. Must have a “real interest” in the proceedings.

a. Must have a direct and personal stake in the outcome of the opposition.

2. Must have a “reasonable” basis for his belief of damages.

Deceptive/Deceptively Misdescriptive Terms
· § 2(a) of the Lanham Act bars registration of any mark which comprises deceptive matter.

· Absolute bar.

· Cannot be registered under § 2(f) by showing the mark has become distinctive through secondary meaning.

· Deceptively misdescriptive marks are barred under § 2(e)(1).

· Can be registered if secondary meaning can be shown under § 2(f).

· Test for deceptiveness:

1. Is the term misdescriptive of the character, quality, function, composition or use of the goods?

2. If so, are prospective purchasers likely to believe the misdescription?

3. If so, is the misdescription likely to affect the decision to purchase?
a. See, e.g., In re Budge Mfg. Co.
· If the answer to the first 2 questions is yes, but the answer to the third question is no, the mark is deceptively misdescriptive.

· § 2(b) of the Lanham Act bars registration of marks which consist of or comprise (solely or through incorporation):

1. flag, coat of arms or other insignia of the US

2. flag, coat of arms or other insignia of any state or municipality
3. flag, coat of arms or other insignia of any foreign nation

4. marks which consist of or comprise any simulation of such symbols

· § 2(b) differs from § 2(a) in that it requires no additional element such as disparagement or false suggestion of a connection to preclude registration.
· Note: other insignia should not be interpreted broadly

· Letters which merely identify people and things associated with an agency or department of the US government are generally not to be considered insignia of the US under § 2(b).

· § 2(c) bars the registration of a mark that consists of or comprises (solely or through incorporation) a name, portrait or signature which identifies a particular living individual, or a deceased US president during the life of his widow except by the written consent of such individual or widow.
· § 2(d) prohibits the registration of a mark which is confusingly similar to an existing mark.  Nutrasweet Co. v. K&S Foods, Inc.
· Even if marks are similar, a court might still allow registration for one or more of the following reasons expounded in Marshall Field & Co. v. Mrs. Fields Cookies:

1. Marks are different in appearance (e.g., use different script or colors)

2. Famous for different things

3. Differences in secondary meaning

4. Second comer’s mark not selected with any motive of trading on senior user’s good will.

Geographic Terms
· Primarily geographically descriptive terms cannot be registered under § 2(e)(2).

· Primarily geographically deceptively misdescriptive terms cannot be registered under § 2(e)(3).

· Refusals under § 2(e) can be refuted by a showing of secondary meaning under § 2(f).

· A mark that started off as primarily geographically descriptive can become so associated with one user’s goods that a second comer will not be allowed to use it for the same wares.  American Waltham Watch Co. v. United States Watch Co.
· In re Nantucket, Inc.: Must consider the public association with an area in connection.
· Under In re California Innovations, Inc., to deny a geographic mark protection under § 2(a), the PTO must establish that:

1. The mark misrepresents or misdescribes the goods.

2. The public would likely believe the misrepresentation.

3. The misrepresentation would materially affect the decision to purchase the goods.

a. Materiality is the key element.
· NAFTA amended § 2(e) to say that no application should be refused registration on account of its nature unless it consists of a mark which:

1. When used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them.

2. When used on or in connection with the goods of the applicant is primarily geographically descriptive of them except as indications of regional origin may be registrable.

3. When used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them.

a. Now, primarily geographically deceptively misdescriptive terms cannot even be registered after the showing of secondary meaning under § 2(f).

· The new test for rejecting a deceptively misdescriptive mark is no longer simple lack of distinctiveness but now the higher showing of deceptiveness.  The PTO must show that the goods-place association made by the consumer is material to the consumer’s decision to purchase the goods.  In re California Innovations
· Geographically suggestive marks: This is not a formal category, but it comes into play when someone uses a place name that connotes something other than a place.  Examples:

· Hollywood for entertainment

· Dodge City for western ventures
· § 2(e)(4) ( Applications shouldn’t be refused just because the mark is primarily merely a surname.

· As articulated in In re Quadrillion Publishing Ltd., the factors the TTAB considers in making a surname determination under § 2(e)(4) are:

1. The degree of surname rareness.

2. Whether anyone connected with applicant has the surname.

3. Whether the term has any recognized meaning other than that of a surname.

4. The structure and pronunciation or “look and sound” of the surname.

· In general, a word, symbol, numeral or letter which merely differentiates between various grades, styles, colors or types of products and doesn’t designate their sources is not a protectable trademark.

· You can’t register something as a mark if its design is functional.  This is more the province of patent law.  In re Morton-Norwich Products, Inc. and § 2(e)(5).
· The functionality of a product cannot be judged on one attribute because people have different reasons for buying the same product.  In re Babies Beat, Inc.  One way to determine if an attribute of a product is functional is to look at what competitors are doing.  In re Weber-Stephen Products.
Genericity

· Even arbitrary and fanciful marks can become generic if the consumers associate the name with the product itself rather than the source.  Bayer Co. v. United Drug Co. (aspirin case).
· To keep a trademark from becoming generic, it is helpful to make the product’s generic name accompany the trademark.  The trademark is an adjective, and it should never be used as a noun or a verb.

· Once the public as expropriated a trademark as its own, it is unfair to restrict the rights of competitors to use the word.  King-Seeley Thermos Co. v. Aladdin Industries, Inc.
· It doesn’t matter if consumers can name the source of goods, as long as they know the particular trademark of goods are emanating from one source.  Anti-Monopoly, Inc. v. General Mills Fun Group
· E.I. DuPont de Nemours & Co. v. Yoshida International, Inc. is important for its use of survey evidence and its definition of genericism.

· Basically defines genericism as occurring when consumers cannot think of another name for the item in question.  This might mean competitors need to use the name to compete if they want consumers to know what they are trying to sell.
· There are 2 types of de facto secondary meaning:

1. Arises in those situations in which the public does not recognize the term at issue as a brand name, but nonetheless may know that there is a single source for the goods.

2. Where a producer selects as a trademark a term that is deemed to have been already the commonly recognized (generic) name for the goods, but through substantial advertising, proper trademark use, and mark dominance, succeeds in establishing the public trademark recognition for this otherwise common name.  See Harley Davidson v. Grottanelli and Microsoft Corp. v. Lindows.com, Inc.
· De facto secondary meaning protects the public in two ways:

1. Indirectly: This rule gives producers an incentive to choose non-generic words and to make other aspects of their trade dress distinctive, because they know they can get protection for non-functional, non-generic terms.
2. Many courts say that even if a term is generic, a second-comer can be required to put extra information on the package to make it clear who the manufacturer is (as in the shredded wheat case).
· Courts have held that a generic term cannot become a trademark through de facto secondary meaning.  The de facto secondary meaning doctrine reflects the legal conclusion that even if the public is aware that there has been only one source for the goods whose term is at issue, or even if the public perceives the term as a brand name, that term must be held free for competitive use if it is the commonly recognized name of the goods.

· Relevant evidence in determining if these are registrable marks (AOL v. AT&T):

· What are the alternatives?

· What do third parties use?

· What is the functionality of the slogan?

· How does the mark holder use the mark?

· What do press releases, newspapers, or contemporary publications say?

· What do dictionaries say?

· Genericism is a sword, not a shield, especially when it comes to a registered mark.  Stocker v. General Conference Corp. of Seventh-Day Adventists.  

· Also, even the free exercise of religion does not give you the right to impinge on someone else’s trademark, since there are many ways to describe one’s religion.  TE-TA-MA Truth Foundation v. World Church of the Creator
Abandonment
· Under § 45 of the Lanham Act, a mark shall be deemed to be abandoned when:

1. Its use has been discontinued with intent not to resume such use.  Intent not to resume may be inferred from circumstances.  Nonuse for 3 consecutive years shall be prima facie evidence of abandonment.  Use of a mark means bona fide use in the ordinary course of trade, and not made merely to reserve rights in a mark.

2. When any course of conduct of the owner, including acts of omission as well as commission, causes the mark to become the generic name for the goods or services on or in connection with which it is used or otherwise to lose its significance as a mark.  Purchaser motivation shall not be a test for determining abandonment under this paragraph.

· According to Silverman v. CBS, there are 2 elements to abandonment:

1. Non-use

a. Challenging infringing uses is not a use

b. Under Major League Baseball Props. v. Sed Non Olet Denarius, the mark Brooklyn Dodgers was deemed abandoned due to non-use even though the team was still playing under the name L.A. Dodgers.

i. Cf. Indianapolis Colts, Inc. v. Metropolitan Baltimore Football Club Limited Partnership in which the mark was viewed to be Colts independent of urban affiliation.

2. Intent not to resume use ( can mean
a. Intent never to resume use

b. Intent not to resume use within the reasonably foreseeable future

· Other things that can function as abandonments:

1. Assignments in gross.  Clark & Freeman Corp. v. Heartland Co. Ltd.
2. Inadequately controlled licensing.  Yocum v. Covington
3. Naked licensing.  Barcamerica International USA Trust v. Tyfield Importers, Inc.
· In cases where unlicensed use is made, but the mark is used accurately and the goods are of merchantable quality, the mark holder will not be deemed to have abandoned the mark.  Instead, the situation might be characterized as royalty-free, nonexclusive, implied license to use the marks.  University Bookstore v. Board of Regents.
Infringement: Likely Confusion

· Polaroid factors:

1. Strength of Π’s mark

· Nature of mark.

· Strength of marketplace.

2. Degree of similarity between Π’s and Δ’s marks

3. Proximity of the products/services

4. Likelihood that Π will bridge the gap

5. Evidence of actual confusion

6. Δ’s good faith in adopting the mark

7. Quality of Δ’s product or service

8. Sophistication of buyers

· Overall sophistication and intelligence of buyers OR
· Degree of care likely to be exercised by buyers

· Likelihood of confusion is a probability, not a possibility.

· Relevant inquiry: Whether consumers are likely to think that the mark owner somehow endorsed the alleged infringer’s product or was otherwise affiliated with its production or offering.  Medic Alert Foundation v. Corel
· Similarity is examined in 3 levels:

1. Sight

2. Sound

3. Meaning

a. Held to infringe

i. Roach Motel and Roach Inn (roach traps)

ii. Mountain King and Alpine Emperor (artificial Christmas trees)

iii. Red Bull (scotch) and Toro Rojo (rum)

iv. Lollipops and Jellibeans (skating rinks)

b. Held not to infringe

i. T.G.I. Friday’s and E.L. Saturday’s (restaurants)

ii. Spice Islands and Spice Garden (spices and seasonings)

iii. Healthy Selections and Healthy Choice (food products)

· Judging by E & J Gallo Winery v. Consorzio del Gallo Nero and Banfi v. Kendall-Jackson, the courts can give different Polaroid factors different weight in order to hold in favor of the party they think should win.  Example: In these two cases, the courts took different views of the sophistication of wine drinkers and their ability to discern between two different brands.
· The court’s decision in Gallo Nero invokes a line of authority recognizing that Δ’s intent to cause confusion is strong evidence that confusion is likely.  See also Mobil Oil Corp. v. Pegasus Petroleum.
· Circuits are split on whether likelihood of confusion is a question of law or fact.

· Key to the decision of what qualifies as an infringing use is Δ’s use of Π’s trademark in commerce.  Playboy Enterprises, Inc. v. Netscape Comm. Corp.
· The more deliberate the infringement looks, the less the court wants to find that consumer sophistication matters.  Mobil v. Pegasus.

· There has been skepticism toward applying the Pegasus doctrine to the internet.

· See The Network Network v. CBS, Inc.
· Just because both services advertise on the internet does not mean that they are reasonably related and invoke the test to determine likelihood of confusion.

· The consumer looking for Dukes of Hazzard reruns is not likely to give up and purchase a computer network maintenance seminar instead.
· The test of actual confusion is: Whether the reasonably prudent consumer is likely to be confused.

· Initial interest confusion on the internet as articulated by Playboy v. Netscape and Playboy v. Universal Tel-a-Talk:

1. If a trademark consists of ordinary English words, the holder of the mark cannot remove the mark from the English language by acquiring trademark rights.

2. Use by Δ of Π’s trademark will be more suspect if parties compete in the same market.

3. Using Π’s trademark in the metatags of the site specifically to attract business away from Π will be viewed unkindly.  Promatek Indus., Ltd. v. Equitrac Corp.
4. Use by Δ of Π’s symbols or using Π’s mark as a mark will be viewed as infringement.
Secondary Confusion, Reverse Confusion, & Contributory Liability

Relevant Public/Secondary Confusion
· § 32 of the Lanham Act: Expanded to apply to confusion to potential consumers, not just actual consumers.  Some courts have read this expansion even more broadly so the confusion can be in any group.

· According to Mastercrafters, actionable harm in a secondary meaning case can come from the likelihood of:

1. Loss of customers

2. Loss of reputation

3. Both

· These losses can result from the customer’s belief that the competing article derives from the same source as that of the party complaining.

· It doesn’t matter whether the customers know who the source is.

· The confusion of people other than the consumer who see the good can be relevant.

· The relevant concern is not confusion through side-by-side comparison, but whether confusion is likely when only one product is the only product on the shelf.  This is when it is most relevant that Δ has his foot in the door by infringing on Π’s mark.  Foxworthy v. Custom Tees, Inc.
· The critical issue is the degree to which Δ will attract customers based on the similarity to Π’s name.  Blockbuster Entertainment Group v. Laylco, Inc.
· Under Jockey, relevant considerations to likelihood of secondary confusion include:

1. Differences in packaging

a. This seems to be the case even where the goods will be used out of the package.

2. Difference in the actual articles, such as the manufacturer’s name prominently displayed on one.

3. Purchasers of relatively inexpensive goods are held to a lesser standard of purchasing care.

Reverse Confusion
· Reverse confusion arises when a larger, more powerful entity adopts the trademark of a smaller, less powerful trademark user and thereby causes confusion as to the origin of the senior user’s goods or services.  Harlem Wizards.
· Senior user can overwhelm junior user with its greater financial ability and presence in the marketplace.
· The issue of good faith or bad faith can be relevant, as in Goodyear v. Big O Tires.

· The strength of the junior user’s promotional campaigns leads consumers to believe that the senior user’s products derive from that of the junior user or that the senior user is actually the trademark infringer.  
· Relevant considerations as articulated in Dreamwerks Production, Inc. v. SKG Studio:

1. Sight

2. Sound

3. Meaning

4. Relatedness of goods

Contributory Liability
· Where generic drug manufacturer was sued for making it possible for pharmacists to defraud customers by selling the generic pills at the price of the name-brand pills, it was found that Π had not established that Δ conspired with the pharmacists or suggested they disregard physicians’ prescriptions.  Inwood Labs, Inc. v. Ives Labs, Inc.
· If a manufacturer or distributor intentionally induces another to infringe a trademark or if it continues to supply its product to one whom it knows or has reason to know is engaging in trademark infringement, the manufacturer or distributor is contributorily responsible for any harm done as a result of the deceit.  See Hard Rock Café Licensing Corp. v. Concession Services, Inc.; Polo Ralph Lauren Corp. v. Chinatown Gift Shop.
· This seems to be a pretty narrow doctrine.

· Willful blindness is the standard, not negligence.  There is no duty to police the site and prevent infringements.
Vicarious Liability
· Imposed on Δs who are being held legally responsible for others’ actions.
· Example: A company can be held legally responsible for its sales representatives’ behavior.  AT&T v. Winback & Conserve Program, Inc.
· When a principal authorizes its independent contractor agent to conduct and conclude a transaction on the principal’s own behalf, and the principal benefits financially from the contracts, the principal will be liable in an action brought pursuant to § 43(a) as long as the infringing actions were foreseeable and the reliance reasonable.

· The company needs to be providing a product, not a service.  Lockheed Martin.
Statutory Defenses/Incontestability

Note: RT thinks this is lame-o.  This probably will not be on the final!
· § 15: The right of registrant to use such registered mark in commerce for the goods or services on or in connection with which such registered mark has been in continuous use for 5 consecutive years subsequent to the date of such registration and is still in use in commerce shall be incontestable subject to some provisions.

· An incontestable mark cannot be challenged on the grounds that it is merely descriptive.  Park ‘N Fly, Inc. v. Dollar Park and Fly, Inc.
· A mark can still be challenged at any time if it becomes generic.

· § 33(a): Registration is prima facie evidence inter alia of the registrant’s right to exclusive use of the registered mark in connection with the goods or services covered by the registration subject to legal and equitable defenses, including those set forth in § 33(b).

· § 33(b) defenses:

1. Generic

2. Has become generic

3. Fraudulent acquisition of trademark registration or of incontestable status.

4. Abandonment of the mark.

5. Use of the mark to misrepresent source.

6. Use of the mark in a descriptive sense other than as a trademark (fair use defense).

7. Limited territory defense.

8. Prior registration by Δ.
9. Use of mark to violate anti-trust laws.

10. Equitable principles.
11. Functionality

· The effect of establishing a § 33(b) defense is evidentiary so that registration constitutes prima facie and not conclusive evidence of the owner’s right to exclusive use of the mark.

· Fair Use: Provides a statutory defense to a trademark infringement claim when “the use of the name, term or device charged to be an infringement is a use, otherwise than as a trade or service mark,…of a term or device which is descriptive of and used fairly and in good faith only to describe to users the goods or services of such party, or their geographic origin.”  See United States Shoe Corp.
· Codified in § 33(b)(4).

· Purpose: To prevent trademark rights of one party from being extended to preclude another party from the description of his product to the public.

· Basically, under United States Shoe Corp., a user of a descriptive word may acquire the exclusive right to use that descriptive word as an identifier of the product or source, but this does not bar others from using the words in good faith for descriptive purposes pertinent to their products.

· For the most part, statutory fair use and nominative fair use are mutually exclusive.  The Al Francken case might present an exception.

· The public’s right to use language and imagery for descriptive purposes is not defeated by the claims of a trademark owner to exclusivity.  Car-Freshener Corp.
False Designation of Origin

· Causes of action can be brought under § 43(a)(1)

· Common use: Bring action for infringement of unregistered mark.

· Basic standard: Likelihood of confusion
Unregistered Marks
· § 43(a)(1)(A): Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such person, or as to the origin, sponsorship, or approval of his goods, services, or commercial activities by another person.

· Also protects unregistered marks and trade names.
· A case like AOL v. LCGM (spammers creating false names with the AOL domain name) is literally within the purview of the statute, but it is probably not what Congress meant to cover.  RT thinks this is an unusual example of Congress solving a problem it didn’t intend to solve.
· False designation of origin was limited only to the manufacturer/producer of the original goods.  Dastar.
1. Yarmuth-Dion lays out and applies a two-step test for determining whether an unregistered mark has been infringed:
2. Π must demonstrate that his mark merits protection under the Lanham Act.
a. Descriptive marks (like a last name, in this case) are protectable only upon showing of secondary meaning.  Secondary meaning can be shown using:

i. Senior user’s advertising expenditures

ii. Consumer studies linking name to source

iii. Sales success

iv. Unsolicited media coverage of the product

v. Attempts to plagiarize the mark

vi. Length and exclusivity of mark’s use

b. Crucial question for secondary meaning: Whether the public is motivated to any degree to buy an article because of its source.
3. If the mark is protectable, Π must establish the likelihood of confusion ( that an appreciable number of ordinarily prudent purchasers are likely to be misled or confused as to the source of the goods.
Trade Dress
· Trade dress which is inherently distinctive is protectable under § 43(a) without a showing of secondary meaning.  Two Pesos v. Taco Cabana.
· Only non-functional, distinctive trade dress is protected under § 43(a).

· Adding a secondary meaning component could have anti-competitive effects, creating a burden on the start-up of small companies.

· Product design can never be inherently distinctive.  Wal-Mart.

Functionality Revisited
· § 43(a)(3): In a civil action for trade dress infringement under this chapter for trade dress not registered on the principal register, the person who asserts trade dress protection has the burden of proving that the matter sought to be protected is not functional.

· An expired utility patent is evidence that the features sought to be protected are functional and therefore not entitled to trade dress protection.  TrafFix Devices.

· If a product is in a particular shape because it works better in that shape, the product is probably functional and therefore not entitled to trade dress protection.  Leatherman Tool Group.  See also Tie Tech.
Aesthetic Functionality
· When aesthetic considerations play an important role in the purchasing decisions of prospective consumers, a design feature that substantially contributes to the aesthetic appeal of a product may qualify as functional.

· A design is functional because of its aesthetic value only if it confers a significant benefit that cannot practically be duplicated by the use of other designs.

· Ultimate Test: Whether the recognition of trademark rights would significantly hinder competition.

Trade Dress Infringement
· To establish a claim of trade dress infringement under § 43(a), Π must demonstrate (Best Cellars):
1. That its trade dress is either inherently distinctive or that it has acquired distinctiveness through a secondary meaning

2. That there is a likelihood of confusion between Δ’s trade dress and Π’s.

· The ultimate inquiry hinges on whether an ordinarily prudent person would be confused as to the source of the allegedly infringing product.  Best Cellars.

· Cf. Best Cellars v. Wine Made Simple.  The difference between Wine Made Simple and Grape Finds was that Best Cellars could not monopolize their idea of wine by taste.
· But, in Toy Manufacturers of America, a way of doing business was found to be protectable trade dress.

· House brands were found not to infringe the trade dress of name brands, even where (or possibly because) the two are merchandised side by side.  Conopco, Inc.  This case may have been decided this way because the parties had been competing quietly for 10 years.
· Cf. McNeil-PPC in which Δ mimicked Π’s packaging and the products were merchandised side-by-side on the shelf, and the court held that price comparison signs and advertising did not dispel consumer confusion as to source or origin of the product.
· In AOL v. LCGM, the court stated that the elements necessary to make out a false designation claim under the Lanham Act were:
1. Δ uses a designation

2. In interstate commerce

3. In connection with goods and services

4. Which designation is likely to cause confusion as to origin, sponsorship, or approval of Δ’s goods or services, and

5. Π has been or is likely to be damaged by these acts.

Comparative Advertising and the Right of Attribution

· One who has copied an unpatented product sold under a trademark may use the trademark in his advertising to identify the product he has copied.  Smith v. Chanel.
· Courts have generally confined legal protection for trademarks to source-identifying functions to encourage a free, competitive economy.

· Drawing comparisons, even directly on Δ’s packaging, is fine with the courts.  August Storck.

Authors’ and Performers’ Rights of Attribution
· Authors and performers have a right to have their works performed without distortions or impairments of integrity.  They have the right to disassociate themselves from versions of their work which do not match their vision of the work.  Gilliam v. ABC.

· The holding of Dastar undermines Gilliam.  Probably not a smart idea to rely on Gilliam on the exam.
· Under § 43(a)(1)(A) of the Lanham Act, origin means: The producer of tangible goods offered for sale, and not the author of any idea, concept, or communication embodied in those goods.  It is incapable of connoting the person or entity that originated the ideas or communications that “goods” embody or contain.  Dastar.

· Adopting a specific definition of origin for communicative products places the manufacturers in a catch-22.  They can be sued for failing to credit the creator and could face Lanham Act liability for crediting the creator if that implies the creator’s sponsorship or approval.

· When a work is adapted from a prior work but altered, it might be better to use based upon/inspired by instead of a possessory credit.  King v. Innovation.

· Considerations:

· Possessory credit might be trying to leech off of the original creator’s fame.

· Not giving any credit at all might open you up to suit for failing to credit.

· When a film draws extensively from a literary work, it is not misleading to credit that work.
· Gilliam and King survive Dastar pretty much intact because Dastar is about origin of goods.

· Origin refers to the physical source of the goods, not to any issues of plagiarism.  If you rerecord the footage and produce new cassettes yourself, the Court holds that the Lanham Act doesn’t have anything to say about that.
Right of Publicity
Note: RT thinks this is largely crap.
· Right of publicity fits into the Lanham Act like anything else ( a use that causes confusion, mistake or deception as to the celebrity’s relationship (i.e., endorsement) to the goods or services.
· One accoutrement of celebrity is the ability to exploit the commercial value of one’s identity.
· Remember: Trademark law’s purpose is to ensure accuracy of source identification, which does not entirely track with the interests the celebrity might be looking to protect.
· 2d Circuit’s factors for likelihood of confusion (articulated in Allen):

1. Strength of Π’s mark and name.

2. Similarity of Π’s and Δ’s marks

3. Proximity of Π’s and Δ’s products

4. Evidence of actual confusion as to source or sponsorship

5. Sophistication of Δ’s audience

6. Δ’s good or bad faith

· These factors are meant to help the court decide if Δ’s use of Π’s likeness creates a likelihood of confusion over Π’s endorsement or involvement.

· When a public figure of Allen’s stature appears in an ad, his mere presence is an endorsement.

	9th Circuit – Midler 
	SDNY – Oliveira 

	Appropriating a singer’s voice through the use of a sound-alike is pirating her identity.  This is not permissible.  Midler.
	Used the Polaroid factors.  To state a claim under the Act, Π must allege 3 elements:

1. Involvement of goods or services.

2. Effect on interstate commerce.

3. False designation of origin or false description of goods and services.

To state a violation of right of privacy, Π must allege:

1. Use of her name, portrait or picture.

2. For commercial/trade purposes.

3. Without written permission.


· It looks like the Vanna White case is the outer bounds of right of publicity.
· The 2d Circuit held that in general, the Lanham Act should be construed to apply to artistic works only where the public interest in avoiding consumer confusion outweighs the public interest in free expression.  Rogers v. Grimaldi
· More or less followed in Cardtoons in the 10th Circuit where Cardtoons’ rights to free expression were held to outweigh MLBPA’s proprietary right of publicity.

· Cf. Parks v. LaFace in which the title Rosa Parks for an OutKast song was held to have no artistic relevance to the song.

· Saderup test: The California Supreme Court says they will protect art under the First Amendment if its value derives from something other than an accurate representation of the celebrity.  If the artist does add something new or meaningful, then that violates the right of publicity, no matter how skilled the artist.

· As a general rule, a person’s image or likeness cannot function as a trademark.  ETW Corporation (Tiger Woods case).

· The 6th Circuit basically adopts the Saderup test in ETW Corporation.

· Basic test (synthesized from Rogers, Parks, Saderup and ETW Corporation:

· Step One: Is the title artistically relevant to the underlying work (content)?

· Step Two: Do the confusion inquiry.  The Lanham Act is only violated if the title explicitly misleads as to source or content.

· Step Three: Apply the Rogers balancing test.  Are there cross-cutting First Amendment concerns that provide a defense?

Dilution
· § 43(c) of Lanham Act

· § 45 of Lanham Act ( Dilution means lessening the capacity of a famous mark to identify and distinguish goods or services regardless of the presence or absence of:

a. Competition between the owner of the famous mark and other parties, or

b. Likelihood of confusion, mistake or deception

· RT doesn’t like dilution

· Can be used anti-competitively.

· Is used by competitors against each other when they are unable to prove confusion.
· Dilution: Gradual whittling away of dispersion of the identity and hold upon the public mind of the mark or name by its use upon non-competing goods.  Loss of distinctiveness and a weakening of the mark’s propensity to bring to mind a particular product, service, or source of either.
· Differences of Goods, Marks and Names: 
· Use of the same or a closely similar mark on different goods traditionally has been considered the gravamen of a dilution problem.

· The diluting effect can only occur when confusion as to source or origin is absent.  It occurs when awareness that a particular mark signifies a single thing coming from a single source becomes instead an unmistaken, correct awareness that the mark signifies various things from various sources.

· The Extent of Requisite Distinctiveness: Two schools of thought:

· Any name or mark which in fact identifies its user should be protected against dilution to the extent that it actually functions as an identifier.

· Those who hold with a requirement for strong distinctiveness, or who place greater emphasis on uniqueness, arbitrariness, fame and celebrity.  (More people adhere to this view.)

· What is needed now?
· Unitary rationale for all is the right to protection from confusion of identity.

· Dilution results when use of a mark by others generates awareness that the mark no longer signifies anything unique, singular or particular, but instead may (or does) denominate several varying items from varying sources.  When use of the same or similar marks by others has caused a mark to become less distinctive than before, it has been diluted.
· § 43(c): The owner of a famous mark shall be entitled, subject to the principles of equity and upon such terms as the court deems reasonable, to an injunction against another person’s commercial use in commerce of a mark or trade name, if such use begins after the mark becomes famous and causes dilution of the distinctive quality of the mark…In determining whether a mark is distinctive and famous, a court may include such factors as, but not limited to:

1. The degree of inherent or acquired distinctiveness of the mark

2. The duration and extent of use of the mark in connection with the goods or services with which the mark is used.

3. The duration and extent of advertising and publicity of the mark.

4. The geographical extent of the trading area in which the mark is used.

5. The channels of trade for the goods/services with which the mark is used.

6. The degree of recognition of the mark in the trading areas and channels of trade of the mark’s owner and the person against whom the injunction is sought.

7. The nature and extent of use of the same or similar marks by third parties.
8. The existence of registration under the Act or on the principal register.

· Under § 43(c)(2), the mark owner is entitled only to injunctive relief unless Δ willfully intended to trade on the owner’s reputation or cause dilution.

· § 45: The term dilution means the lessening of the capacity of a famous mark to identify and distinguish goods or services regardless of the presence or absence of:

· Competition between the owner of the famous mark and other parties, or

· Likelihood of confusion, mistake, or deception.

Dilution under State Law
· 7th Circuit: Dilution found on behalf of Ringling Bros. when used car dealer used the slogan Greatest Used Car Show on Earth.  Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Celozzi-Ettelson Chevrolet, Inc.
· 2nd Circuit: 
· Marks must be very or substantially similar and that, absent such similarity, there can be no viable claim of dilution.  Lexis and Lexus aren’t cutting it.  Mead Data Central, Inc. v. Toyota Motor Sales, USA, Inc.
· Sweet factors (Judge Sweet’s concurrence):

1. Similarity of marks

2. Similarity of the products covered by the marks

3. Sophistication of consumers

4. Predatory intent

5. Renown of the senior mark

6. Renown of the junior mark

· Deere & Co. v. MTD Products: To prevail on a § 368-d dilution claim, Π must prove:
· That its trademark either is of truly distinctive quality or has acquired secondary meaning.

· That there is a likelihood of dilution.

· Consideration: The predatory intent of Δ may not be precisely an element of the violation, but it is significant, especially in a case which involves poking fun at a competitor’s trademark.

· ( Alterations like this, accomplished for the sole purpose of promoting a competing product, are properly found to be within NY’s concept of dilution because they risk the possibility that consumers will come to attribute unfavorable characteristics to a mark and ultimately associate the mark with inferior goods and services.

· Predatory intent is relevant.

· Blurring: Whittling away of an established trademark’s selling power through its unauthorized use by others upon dissimilar products.

· Tarnishment: Generally arises when Π’s trademark is linked to products of shoddy quality, or is portrayed in an unwholesome or unsavory context likely to evoke unflattering thoughts about the owner’s product.

· Not found in Hormel Foods because:

· There was no evidence that Δ’s use would cause negative associations.

· Δ was not a direct competitor

· The parody inhered in the product.

Federal Dilution
· According to Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel Development, the basic points of dilution under the federal Act are:
1. Sufficient similarity between the junior and senior marks to invoke an instinctive mental association of the two by a relevant universe of consumers which
2. Is the effective cause of
3. An actual lessening of the senior mark’s selling power, expressed as its capacity to identify and distinguish goods or services.

· In the Utah case, the 4th Circuit appears to be applying a unique standard for showing dilution.  Be sure to bring this up with Joi when doing the circuitry diagrams.

· The federal dilution statute, unlike the state statutes, unambiguously requires a showing of actual dilution rather than a likelihood of dilution.  Moseley.

· The 2d Circuit appears to have a unique definition of distinctiveness that the Supreme Court is giving a green light to in Moseley.  Take note.

· An application based on intent to use the mark in commerce satisfies the commerce requirement of the FTDA for proceedings before the TTAB.  ToroHead.
· In the 2d Circuit, the mark must be inherently distinctive.  All famous marks are presumed to have acquired distinctiveness.  TCPIP.
· In the 7th Circuit, someone can freely use a mark holder’s mark to sell products in the after market as long as it is used accurately.  Ty v. Perryman.

Trade Dress
· In Hershey v. Mars, the court completely disregards 6 of the 8 factors in favor of emphasizing: no registration of trade dress and other products use the color combination.  It seems that courts can manipulate the factors as they wish.
· A party who wishes to establish the fame of the trade dress for which protection is sought bears a significantly greater burden than the burden of establishing distinctiveness for infringement purposes.  I.P. Lund Trading.

· The Act applies to products which are competitors as well as those which are totally dissimilar and not competitors.

· The Act applies to a famous “mark” and does not restrict the definition of that term to names or traditional marks.

· The Act applies even where there is no customer confusion.

· The additional protection afforded by the Act requires that a mark go beyond what is required for ordinary Lanham Act protection.

· According to Nabisco v. PF Brands, the FTDA establishes 5 necessary elements to a claim of dilution:

1. Senior mark must be famous.

2. It must be distinctive.  Distinctiveness has a dual role:
a. Distinctiveness is a statutory element.

b. Degree of distinctiveness of a senior mark has considerable bearing on the question whether a junior use will have a diluting effect.

3. Junior use must be commercial use in commerce.

4. The commercial use in commerce must begin after the senior mark has become famous.

5. The commercial use in commerce must cause dilution of the distinctive quality of the senior mark.
· Similarity of marks: In addition to the above 5 factors, the marks must be of sufficient similarity so that, in the mind of the consumer, the junior mark will conjure an association with the senior.

· The similarity, distinctiveness, and relatedness of products are 3 interrelated factors.  The stronger one is, the weaker the others can be.  RT is concerned that if there isn’t much similarity or distinctiveness, a strong showing of relatedness of products shouldn’t help.
Trademarks as Speech
· Use of the word Olympic is restricted by statute to the United States Olympic Committee and its licensees.  The USOC’s exclusive use of the word seems to know no bounds, as they can, for example discriminate.  E.g., they allow the Special Olympics to use the word but not the Gay Olympics.  San Francisco Arts & Athletics, Inc. v. United States Olympic Committee.
Referential Use
· Nominative Fair Use (New Kids): Where Δ uses Π’s trademark to describe Π’s product rather than its own, Δ is entitled to a nominative fair use defense if Δ meets 3 requirements:

1. The product/service must be one not readily identifiable without use of the trademark.

2. Only so much of the mark or marks may be used as is reasonably necessary to identify the product or service.
3. The user must do nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the trademark holder.
· The New Kids test is not about confusion.  It seems like you can bring in all the evidence of confusion you want, and if Δ passes the three-factor test, it does not matter.  This test is designed so that nobody can ever disprove our intuition that people are less likely to think the New Kids approved the use of their mark on a poll in a newspaper than on a lunchbox.

· Nominative fair use will be found where Δ has no practical way of identifying herself or her credentials without referring to Π’s trademark, as long as she meets the 3 New Kids factors.  Playboy Enterprises v. Terri Welles.
· By definition, nominative fair uses do not dilute.  Π cannot dilute Δ’s trademark by truthfully identifying herself as a one-time recipient of Π’s trademarked honor.  Welles.

· Phrases such as formerly of, original member of, and original founding member of immediately preceding a trademarked name are permissible and, according to Kassbaum, can even reduce the likelihood of confusion.  Just as in Welles, Δ has a right to accurately describe himself as a former member of Steppenwolf.
· The nominative fair use analysis was expressly rejected by the 6th Circuit in PACCAR.

· RT thinks there can only be nominative fair use of words.  There has yet to be a case where an image or stylized script was held to be nominative fair use.  
Promotional Goods
	Boston Hockey
1st Circuit
	Job’s Daughters
9th Circuit

	Confusion comes when people think the marks (but not necessarily the goods) come from the mark holder.
	Expressly rejects the reasoning of Boston Hockey.  Allowed Δ to use Π’s mark because he was not using Π’s mark as a trademark.


· In Boston Athletic Ass’n v. Sullivan, the court introduces two factors which, together, give rise to an inference of confusing similarity:
· Intentional reference.
· Presence of trademark drives the purchase/influences the consumer’s decision to buy.
· WCVB-TV conflicts with Sullivan.  It seems like the court in WCVB-TV was trying to use something like a nominative fair use test before that test was introduced by the 9th Circuit.

Parody
· The 8th Circuit does not really recognize a parody defense.  Mutual of Omaha Insurance Co. v. Novak and Anheuser-Busch, Inc. v. Balducci Publications.
	Mutual of Omaha (1987)
Anheuser-Busch (1994)
8th Circuit
	Cliffs Notes (1989)
2d Circuit

	No parody defense found because Δ had other avenues to express his views.  Mutual of Omaha.
When the issue was revisited in Anheuser-Busch, the court feinted toward applying the Cliffs Notes test but said the ad failed to convey that it was not the original (which is highly dubious), so it flunked.

Basically, there is no parody defense in the 8th Circuit.
	Parody is a valid form of artistic expression deserving of protection so long as it meets the requirements (see below).


· Parody requires free-riding, but it also requires 2 simultaneous messages according to the 2d Circuit in Cliffs Notes:
· It is the original.

· It isn’t the original, so you recognize the humor.

· ( If the piece at issue only achieves the first prong, it is a bad parody and is infringing.

· Note: Mutual of Omaha and Cliffs Notes agree.  If you prove confusion, you win, even if you think there is expression in the way the parodist decided to say his message.

· Noncommercial commercial use in commerce: Defined in Mattel.  Happens when you have a commercial product (e.g., a song produced to make money) but the use of the trademark in the commercial product is not for commercial purposes.
· This is a use of the trademark that does not affect consumer decision to purchase, even though the use of the trademark may make the product more popular or well-known.
· The stronger the mark, the less likelihood there is of confusion unless there is a counterfeit.  This standard will be applied in cases of jest or commentary.  Yankee Publishing.

· Leval says in this case that the First Amendment protections will not be limited to cases where the parody succeeds.

Trademarks as Speech
· MGM v. Pink Panther Patrol is more of a dilution case than a confusion case, although the court and the parties may not have wanted to say that the use of the Pink Panther by a homosexual group was tarnishment.  
· If Δ does not use Π’s mark in commerce, Π cannot win.  Lucasfilm.

· Interfering with Π’s use in commerce can qualify as a use in commerce by Δ.  Planned Parenthood.

· How should Jews for Jesus be treated?  Is this just a bad-guy-should-lose case?
· Cf. Taubman.  Is this case just here to serve as a foil for Jews for Jesus?
Basics of the Course
· Trademark ( Symbol used by a person in commerce to indicate the source of the good and to distinguish them from the goods sold or made by others.

· Causes of action under the Lanham Act:

1. Trademark infringement ( Someone who uses a registered mark in a way that is likely to cause confusion about the source of goods or services may be liable to the mark’s owner for infringement.

2. Dilution ( The owner of a famous mark may be able to obtain an injunction against the use of a mark that decreases the distinctiveness of the mark.

3. False designations of origin ( The Lanham Act goes beyond protection of registered marks to impose liability for infringement of unregistered marks and for other false designations of origin.

· It is sufficient that consumers identify the mark with a single source, even if the source is unknown.

· Reasons a symbol might not qualify as a mark:

1. May be perceived as fulfilling some other function than identifying source.

2. Fulfills an aesthetic function, rather than acts as a source identifier.

3. Does not differentiate the product from others in the market.

4. In context, does not identify source (example: a picture of Elvis does not always indicate the source of the goods or services).

5. Does not create an independent impression.
6. Simply identifies the goods or services themselves (example: random clip from TV show).
· Substantive standards for protection of a mark:

1. Must be distinctive ( If it is not distinctive, it cannot distinguish the relevant goods and services.

a. Arbitrary and fanciful ( qualifies for protection

a. Do not describe or suggest any characteristic of the product

b. Symbol’s meaning is not related to the goods, so it likely to be interpreted as a source indicator.

b. Suggestive ( standing alone, qualifies for protection

a. Suggest, but do not describe, the nature or characteristics of the product.

b. If a prospective consumer must use some imagination to infer something about the goods, the symbol may be deemed suggestive.

c. Descriptive ( protectable if it acquires secondary meaning

a. If a symbol literally describes the goods or some characteristic of them, the symbol is likely descriptive and not suggestive.

b. In deciding whether goods are suggestive or descriptive, courts also consider whether competitors are likely to need the terms used in describing their products and consider the extent to which a term actually has been used by others marketing a similar service or product.  Labrador Software v. Lycos
c. Terms may be deemed merely descriptive if they identify anything about the product such as:

· Purpose

· Size

· Color

· Ingredients

· Intended users

· Origin

d. Marks acquire secondary meaning when in the minds of the public, the primary significance of the mark is to identify the source of the product rather than the product itself.  Inwood Laboratories v. Ives Laboratories
· This is a formidable hurdle.

· Marks that are primarily surnames must acquire secondary meaning before they can be protected.

e. Factors courts look to in determining secondary meaning (not applied in any formula):

· Extent of sales and advertising leading to buyer association

· Length of use

· Exclusivity of use

· Fact of copying

· Customer surveys

· Customer testimony

· Use of mark in trade journals

· Size of company

· Number of sales

· Number of customers

· Actual confusion

d. Generic ( not distinctive and unprotectable as a mark

a. Raises issues of competition.  If one seller could trademark a generic name, other sellers would be unable to describe their products and would thus be at a great disadvantage.

b. Terms’ use by consumers governs whether it is generic.

c. Generic terms fall into 2 categories:

· Claimant takes word that is already generic and uses it as a mark.

· Distinctive trademark becomes generic through widespread use and thus loses trademark protection. [aspirin case]

2. Categorical exclusions ( Symbol cannot be protected as a mark if it is:
a. Likely to cause confusion with an existing mark ( Determined based on Polaroid factors:
a. Strength of Π’s mark

b. Degree of similarity between marks

c. Proximity of products in the marketplace

d. Actual confusion

e. Δ’s good faith in adopting its own mark

f. Quality of Δ’s product

g. Care and sophistication of relevant consumers

b. Deceptive

a. Exception: Deceptively misdescriptive marks are protectable if they acquire secondary meaning.  If the deception is not material to potential buyers, the mark is deceptively misdescriptive.
b. Primarily geographically deceptively misdescriptive marks are not protectable.  § 1052(e)(2)
c. Functional

a. Essential to use or purpose of device

b. Affects cost or quality of device

c. Exclusive use by one seller would put competitors at a significant, non-reputation-related disadvantage

d. Scandalous ( Shocking to the sense of decency and offensive to moral feelings.  Judged from the standpoint of a substantial composite of the general public in the context of contemporary attitudes.  § 1052(a)
e. Disparaging of a group ( Judged from the point of view of the group referenced.  Harjo v. Pro-Football (TTAB held the Washington Redskins’ mark to be disparaging of native Americans); § 1052(a).
f. Suggesting false connection ( Marks that falsely suggest a connection with living persons, institutions, beliefs, or national symbols are not protectable.  § 1052(a)
a. Cannot suggest a connection to a president within his life or the life of his widow.

b. This rule serves to protect the reputation of persons and institutions as opposed to consumer protection.

g. Government symbols ( Trademark status is denied to matter that “consists of or comprises the flag or coat of arms or other insignia of the US or of any state or municipality or of any foreign nation.  This is narrowly construed.  § 1052(b)
h. Names or likenesses of individuals ( Trademark status is denied to matter that consists of or comprises a name, portrait, or signature identifying a particular living individual except by his written consent.  § 1052(c).
a. Only covers uses that potential buyers will link to specific people because the name is so well-known or the person is so closely associated with the relevant type of goods or services.
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