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I. Introduction
Infringement analysis: 

1. Meaning & scope of the asserted claim? (amenable to summary j’ment) 

a. Claims… start w/ Words themselves—give ordinary meaning Envirotechs 

b. Specification

c. Prosecution history (Markman), e.g. for guidance to establish meaning of operative claim language
d. Canons

i. Doctrine of claim differentiation: assumes that two claims in the same patent will not have the identical scope, but that there is likely an intended difference in scope between the two.

ii. Narrower meaning > broader when choice AAI/Prince followed by Ethicon Endo-Surgery v. US Surgical Corp; Digital Biometrics v. Identix.

e. Case law- interpretative process

2. Does accused patent infringe the properly construed claim?  AAI v. Prince
Patent is an absolute right to exclude

· Can license or enjoin

· Can get damages for infringement

· No Right to Use: Can have overlapping patents
· P1: Chair with 4 legs; P2: Chair with 4 legs & wheels. 2 not be used with/out infringing patent 1.

Goals/Incentives: In exchange for disclosure of invention (that may be of use to general public), you get exclusivity for 20 years

· Invention/innovation

· Disclosure

· Commercialization

History literae patentes = open letters- letters addressed by the sovereign reciting a grant of some dignity, franchise, office

· now interpreted by analogy to statute rather than K between inventor & USPTO

Justifications

· deontological/natural rights: just deserts

· consequentialist/utilitarian: property right necessary as means to greater end

Issues

Monopoly: fairly broad protection—‘monopoly’ right of exclusivity for 20 years.  Dead Weight loss from patent monopoly; Price Discrimination legal, can cure

Rent Seeking: Inefficient for too many people to seek. But imperfect substitutes, many people seeking different ways, can multiply benefit & not rent seek
Patenting too much Can't patent principles, but can patent some building blocks- DNA, Genes, algorithms applied in simple mech. process.  Cutting edge issue.  Can current system of novelty, nonobvious, disclosure can cure problems, curb abuse?
Technical, very expensive process
Fed Circuit & its high reversal rate: Fed. circuit has 40% reversal rate.  Justification is that they know more than lower court judges & juries.  but is that justifiable?  Is that really their role?  Fed Cir. is 9-0 in SC.  Experimental use boat case, Amgen: USPTO decisions routinely reversed

Patents sustained more by fed. circuit than before (prior precedent not strongly considered)

Variable results? Panels of 3 (12 judges) ( different results from different mixes (?)
Expert reports  See Thomson. Testimonial evidence given by non-parties about unpatented prior invention (laser videodisc) enough.  Witness' involvement did not rise to the level of self-interest required to justify corroboration.  D Evidence: live testimony of people who had worked on the laser videodisc project; expert’s report & his deposition testimony; inventor documents.  P Argument: Verdict rested upon testimonial evidence, which was insufficient to support a holding of invalidity because the evidence lacked corroboration. 

· Although corroboration was justified, it was unnecessary because the testimony was given by non-parties concerning an unpatented prior invention, whose involvement did not rise to the level of self-interest required to necessitate corroboration. ( there was substantial evidence to support the jury's finding that appellees showed that the claim evidence was sufficient to support a finding of invalidity & that corroboration was unnecessary.
· Under FRCP, in addition to testimony.  Aid to trier of fact to what’s going on.


· A lot of hocus pocus? An expert report read into the record—what evidentiary value?  Schwartz thinks they’re BS.  Evidence is drawings, reports, etc… as invention created.  Isn’t  it unrealistic that “uninterested” should be interested in telling the truth.  Claimed first inventor has at least an ego interest in claiming he’s the first inventor.( why should other company get credit for the invention); Reputation. 

· But Gambro- §f Deriviation Oral testimony not enough corroboration.  Oral testimony + corroborating fact, if not in documents ( enough, he loses

II. Obtaining the Patent Grant
a. Reduction to practice: Document & record conception of invention & development of invention

b. Prior art search (known tech. info)

Filing the patent app w/ PTO

The Application (Written by someone licensed to practice in front of PTO)

(1) Specification = written description + => 1 claim

(2) Drawings (if necessary)

(3) Oath/Declaration

(4) Filing fees

(5) Date = specification & drawings received/deposited in post office

Written description

· Background of the invention

· Summary of the invention

· Detailed description of the invention

· Drawings

Claims—establish metes & bounds of owner’s right to exclude (p.102)

1 Long sentences outlining metes & bounds of patented invention
1. Preamble- identifies invention/field

2. Transition phrase: “comprising” (not exclusive) // “consisting of” exclusive (In re Gray 53 F.2d 520 (CCPA 1931)) // “consisting essentially of” excludes ingredients that would “materially affect the basic & novel characteristics” of the ocmposition (Atlas Powder) // “composed of” = “consisting of” of “consisting essentially of” AFG Indus v. Cardinal IG.
3. Body recitation of the elements & their structural/physical/functional relationships

· Claims can be Independent, dependent, or multiply dependent. (dependent claim incorporations all of C1’s limitations & adds new ones).
· Can either be highly specific, with numbers, tolerances, etc. Or more general, making details in embodiments in spec.

a) You are your own lexicographer.
1) But can’t define words in an uncommon manner

2) Or repugnant to their accepted meaning.  Lear Siegler v. Aeroquip (Fed. Cir. 1984)

b) TENSION – cannot import limitations into claims from spec.  But you do define words using spec.  

· Claims broadest to narrowest.

· Claim can limit with intent if purpose is way to get patent.

· Method for curing baldness using XYZ
· Not infringing to use XYZ for sweetening coffee.
USPTO examines (35 USC §131) (p. 109)

· Adequately disclosed

· New

· Nonobvious

· Useful
· Patentable subject matter
Responds to application – 

Rejections get APA deference (for facts), but not, it appears, Chevron deference for law issues.

Appeal – attack rejection.  Show it's an issue of law.  Or, face standard, pile on factual record & force PTO response to uphold. 

Inequitable Conduct "Intent to deceive"

· Gross negligence alone is insufficient (Kingsdown Med. Consultant)

· Intent & materiality are necessary.

Incentive to be honest with PTO?

· Inequitable conduct will render patent unenforceable.

· Competitors have incentive to dig, & they WILL find all smut on your patent.  Better to spend a little $ up front, get a more limited patent that will survive an attack in court.  
· Value is not GETTING the patent, it is KEEPING it after a court assault. 

Patent enforcement: 

· Suit in Fed. district court (under usual fed. venue statutes).  

· To appeal, rather than going to regional Court of Appeals, you now (>1982) appeal directly to the Court of Appeals for the Fed. Circuit (Indian affairs, social security, … patents) – because the results from the Circuits were argued to be very diverse & it was hard to enforce a patent in some circuit.

· Hard to do.
· Changes: patents sustained more by fed. circuit (prior precedent not strongly considered); panels of 3 (12 judges) ( different results from different mixes (?)

Foreign priority- Paris Convention 35 USC § 119

Benefit of foreign filing date as long as filed w/in 1 year
· can be claimed any time during pendancy of app—file copy w/ app

· materials published between priority date & app filing date not prior art (whether foreign or domestic)

· but 1-yr grace period of §102(b) starts w/ US filing date, not foreign priority date (§102b prior art exception was written in §119(a), but (e) didn’t include anything.

What is patentable?

Composition claims: chemical combinations or mixtures of ingredients 
· vs. “compositions of matter” = chemical compounds

· claim compound or ingredients; if necessary proportions (e.g. %) /parameters (e.g. pH)
· Alternative expressions: OK if present no uncertainty or ambiguity of scope/clarity of claims
· Markush claim: type of alternative expression.  No generic term that encompasses things in the claim while excluding others.  Creates artificial “group” of things claimed so that patent is directed to only 1 invention.

· Genus expressed as a group consisting of certain members
· Chemical example: “a Markush structure is a chemical structure with multiple "functionally equivalent" chemical entities allowed in one or more parts of the compound.  In claims that recite... components of compositions, it is sometimes important to claim, as alternatives, a group of consitituents that are considered equivalent for the purposes of the invention.... It has been permissible to claim such an artificial group, referred to as a 'Markush Group,' ever since the inventor in the first case... won the right to do so." “
Process/Method claims: 

(1) of Making (process used to achieve some result) e.g. making a chemical compound by mixing, heating distilling… process not result patented.  Non-essential steps not necessary, otherwise easily circumvented.
(2) of Using: new use of an old or new product (e.g. applying salt to treat baldness)
Apparatus Claims: mechanical structure… purpose, elements, connection among the elements sufficiently to clearly define the apparatus

Products-by-Process claims: 

Hybrid claims designed to facilitate claiming of complex products whose structure/characteristics are insufficiently known

· indirectly claim a product by reciting the process of creating it

· FC precedent inconsistent as to whether products are limited to the process described & claimed in the patent

Means-Plus-Function claim elements: 

means or step for performing a specified function

· claim defines function rather than structure of an element

· ( claim construed to cover corresponding structure/material/acts

· Reason to write: broadest possible protection—broader method of defining article

Example—p. 95 Cupholder

Abstract: summary.  * not considered to be part of  the patent.

Infringement:  manufacturer copying a holder wouldn’t be infringing Claim 1 just by making & selling it because the claim is for cup & holder.  

· Starbucks, though, would be infringing if they put the holder on the cup of coffee they sold you because they’d be making the patented invention.

· Drinker would be an infringer because they’re using the patented invention (cup & holder)  Not a very good claim… time consuming, $$

Summary points: multiple patents on mundane technology; overlapping patents (Starbucks patent was first, shouldn’t it at least be prior art in 2nd patent?)

III. Disclosure Requirements

§ 112 ¶¶ 1–2: required disclosures to be made in the specification of a patent.  

The disclosure must satisfy three requirements, ¶ 2 outlines the definiteness of the claims requirement

1. Enablement requirement

2. Best mode requirement

3. Written description requirement

4. Definiteness

Importance: foundation for the claim ( scope of protection.  Disclosure must support scope of the claim.

Serves the dissemination & notice functions of the patent system.  §112 ¶1: The specification shall contain a written description of the invention, & of the manner & process of making & using it, in such full, clear, concise, & exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make & use the same, & shall set forth the best mode contemplated by the inventor of carrying out his invention

Question of law or fact?

1. Enablement – law with underlying facts – in re Wright, In re Vaeck
2. Best Mode – fact (substantial evidence)

3. Description – fact (clear error) – Fiers, Vas-Cath whether a disclosure contains a sufficient written description to support a proposed count, is a question of fact which we review for clear error.” Fujikawa
4. Definiteness – law

1. Enablement disclosure requirement (§112 ¶1)
a) Inform public how to make & use it – competitors can improve upon it

b) Claim limiting tool—must be commensurate w/ scope of the claims

c) Disclosure must contain enough detail to allow one "skilled in the art" to repeat the invention without undue experimentation.

1) Serves the disclosure requirement, not so much the notice requirement.

2) In re Glass– not enough detail to allow others to duplicate. (whiskers)

d) Must also contain enough detail to support broader claims. Notice function, lets others know what you have actually patented. 

More significant in pioneer patents, Morse Telegraph / Telephone patent. He had not given enough detail in his spec. to allow him the broad patent claim of motive force at a distance.

Telephone/telegraph sound basically the same—electrical undulations
· Morse not really about patenting principles or "downstream patents."  The system doesn't object to blocking use of downstream patents ( right to exclude, not right to use.
· Lack of prior art (major inventions)… shouldn’t they be entitled to a very broad claim?… but all they can do is describe the way they know how to practice their invention

· Entitled to patent if new particular way of causing undulations different, even if w/in scope of the claim?  (i.e. ways to practice the invention.)

· Goal: to add to the appropriate store of knowledge w/ complete disclosure of the invention
e) Filing  Date: Enablement tested at time of filing date.  When the patent is filed, PHOSITA must be enabled by the patent's disclosure.  

1) Unissued patents don’t count.  Info that comes to light after that date can’t be considered in determining sufficiency of the disclosure.  Post-filing date developments that enable previously unknown variations can’t be relied on to establish nonenablement. US Steel v Phillips Petroleum.

2) Deposit cases “2 Function Approach”: When microorganism not well known or available to public, patentee must take additional steps to comply with §112, e.g. depositing it in a central depository.  Patent application relies upon biological material to be given to a public trust for release to interested people.  At time of patent application, no one can get material, not enabled.  In re Argoudelis (antibiotic reproduced only w/ a rare microorganism); In re Lundak (necessary cell line culture established in private lab; didn’t deposit until 5 days after filing)

· American Inventors Protection Act 1999—app must be published after 18 months

· Concern about making info available before patent available—infringing.  Especially seeds.

· But material doesn’t have to be released until patent granted (p.179)

3) Glass – seems to confuse issue.  §112's enablement serves two roles

1. Teaching Disclosure – at time patent issues does public get its part of bargain? ( a patent that teaches PHOSITA how to practice the invention.  

But don’t need to teach what is well known in the prior art  Hybritech v. Monoclonal Antibodies; but be careful, don’t rely on general knowledge too much Genetech v. Novo J. Lourie… especially in new technologies, fear of bootstrapping)

2. Reduction to Practice Disclosure – The disclosure must make clear with detail that the invention is technologically capable of being practiced.

·  At filing date, can’t rely on other apps pending, issued after filing date, to make this clear. Glass 

4) Dealing w/ new info that came to light after application filed:  

File new application while patent is still pending—common subject matter & abandon the other case (lose the filing date for things not fully enabled)

· Example: while scaling up the process in the lab, realize you’d made a mistake in the original—fix it then abandon the new case

· Timing problem: want to file asap, but if it requires a lot of experimentation to be sure it works, have to do so or else lose filing date + looks bad in prior litigation if it comes out you’d discovered mistakes later on 

f) Patent may rely, however, on obvious prior art teachings.  Tension w/ Glass detail requirements 

1) Prior art must be available, not hidden 271(e) prior art.

2) be careful.
g) “How to use” (180) disclosure must enable one to “use” & “make” … §112 supplements §101 utility requirement  In re Cortright
h) Scope of the Claim supported by Prior Art

1) Claims cannot cover things which are not enabled by the disclosure.  In other words, a broad claim that covers ABC is not supported by a disclosure that would only teach PHOSITA how to make A&B, but not C.

2) However, this determination is made based on the state of the Art at time of filing.
e.g. Hogan – claims covered A & C polymers, but the disclosure was old, & only taught how to make C's.  But the claim is measured against the art at filing, not at issue date.

3) Policy: disclosure + claim interpretation (v. claim limitation) ( only makes sense to test as of date app is filed
4) Back edge/front edge: front edge problem in (b), determined under 112, is different than the trailing edge problem of court tests of scope for infringement.  Should Hogan be allowed to sue A polymer makers for infringement?  See DOE & PHE below on the trailing edge issues.
· Often the limits on the front end will determine limits on the back end.
· most courts do the claims later in the case (rather than early)

· supposed to be done before doing any issue in validity or noninfringement, but can be hard to do

· Patentee invariably wants broad reading & infringer says “not sufficient disclosure” if it’s ready that broadly ( not enabled.  Judge has to put enablement out of their mind technically, but still the ( will come up with ( enablement issues (( says 1. don’t interpret any broader than the specification- even though specification doesn’t technically limit 2. enablement)

i) Admissions—the more you write in your specification the more you limit (including the more you write, the more things you left out seem consciously left out)

j) Limitations depend on technology at issue? legal standard doesn’t change, but are developing areas of law (e.g. biotech)  but kind of disclosure varies of course.  E.g. mechanical patent would require less disclosure than semiconductor because of ease of which someone skilled in the art would understand it varies (easier to understand simpler patent/less to explain)
· Sufficient enablement?

· Biotech example: If only tested 15 or 200 species in the genus?

· Probably, if they’re representative of the 200.  Remaining sufficiently predictable from those?  (based on technology you’re dealing with)
k) Examples in enablement

Would think that examples have actually been performed, but have Prophetic / paper examples.  Should be written in the present rather than past tense

Purposes: 

· to file now

· might be hard to implement experiment w/out $ that patent might provide

· Patent laws don’t require anything actually works before filing
· Still dangerous for inventor if ends up in court (“paper example”)

l) Making the case of lack of enablement

· e.g. an expert w/ substantial skills tries to replicate it & it does work

· cf over the prior art (easier to explain not working than the prior art) invalidity defense
m) Utility: 

doesn’t have to work on a commercial level

exception: Biotech: has to actually work.  ( most people who can file patents are those with $$$

n) Undue experimentation

· Glass didn't provide enough conditions to actually practice it.
· Scope of art = what disclosed in spec + what would be known to PHOSITA w/out undue experimentation.  National Recovery Technologies v. Magnetic Separation Systems
In Re Wands factors: quantity of experimentation necessary (2) direction/guidance presented, (3) presence/absence working examples (In re Robins not necessary but very helpful), (4) nature of invention, (5) state of prior art, (6) relative skill of those in art, (7) predictability/unpredictability of the art (8) breadth of claim

· Time taken to experiment & why… depends on field & facts, very fact driven (doesn’t appear in statute) = whether persons skilled in the art have to make other inventions to practice it or not or is there really enough to do this?

· Determined retrospectively to filing date (would undue exp. Been required to use it @ the time? Enzo Biochem v. Calgene.

Moral of the story – detail, detail

	OReilly v Morse (162)
	"use of the motive power" of electromagnetism to print characters at any distances.  Court finds claim too broad – claiming a principle.
	Enablement  - lack of detail

Maybe wrong?  We allow broad pioneer claims – telephone claims for contrast?

Do we really have a continuing principle?

	In re Glass (171)
	Patent for vapor deposition of whiskers.  No enablement – no examples or details in disclosure that would enable.
	Enablement – lack of detail

Disclosure must have detail to allow practice.

	Hogan (184)
	Long ongoing patent app.  Claims broader than disclosure enables b/c technology changed – was specific enough at time now known to be too broad (amorphous v crystalline polymers) “Later state of the art”—patent office wanted to use later art to undermine the patent.

Later information can’t be used to reject a claim- “Business of the PTO is patentability not infringement”
	Enablement – Art tested at time of filing, 

Disclosure must enable claim as of art at filing  future art can’t be used for or against applicant.

§120 allows applicant to amend app & has same effect as though filed on date of prior date

	Hawkins (179)
	Peroxy-amine compounds & processes. Sole disclosure for utility- gave examples that just referenced processes in other co-pending Brit patents.  Patent rejected bec. specification must be complete as of filing date & reference to co-pending foreign patent not effective.

When tried to add text of foreign patents, rejected as “new matter”—Court reversed Argoudelis
	Enablement: incorporation by reference
Specification must be complete as of filing date & reference to co-pending foreign patent not effective.  But can amend by giving details of reference that was incomplete.




2. Best Mode Disclosure Requirement (§112 ¶1)

At the time of the filing, the specification must disclose the best mode of invention contemplated by the inventor.  

= imposes an affirmative obligation on the inventor to disclose the best version of the invention, not the second best or some other inferior version. ( no TRADE SECRETs may be withheld from a PATENT application. If a part or formulation is not generally known, the inventor must disclose the source thereof.

· subjective: no requirement to disclose the absolute best way of carrying out the invention; instead, the inventor must disclose the best way known to him or her at the time the application is filed

· Many countries do not have the requirement

2 part test for Best Mode Disclosure

a. Subjective Test: Inventor Knowledge on Filing Date of a preferred mode of practice

Did the inventor subjectively contemplate that a particular mode of practicing the claimed subject matter was the best mode?  = Inventor's subjective preference. The fact that a particular mode was used in the patent owner's commercial embodiment is not conclusive that the inventor subjectively preferred that mode rather than the way he happened to do it.  [Hayes92]
· Inventor is the person listed on the patent application, not the assignee, or the company for whom the inventor works.  Glaxo – company knew of & used a superior azeotropic method for manufacturing Zantac that was not disclosed in patent.  Not a best mode violation b/c azeotrope was unknown to inventor himself.  Cannot impute knowledge.
Criticism – creates artificial walls, incentives for strategery within Co's.

· No requirement to update best mode with subsequent knowledge during prosecution, even for continuing applications.  

· No requirement to reveal production details. line drawing problem here.

· Intent to conceal Hybritech.  But intent can be inferred so not really required to intend.  Brooktree v. Advanced Micro Devices (Lurie 1992), Graco v. Binks (1995).  Objectively inadequate best mode disclosure effectively conceals.  Transco Prods; Spectra-Physics.

b. Objective Test: Adequate Disclosure of that mode in patent.
· If so, do the specification (the written text) & drawings of the patent, as originally filed, set forth a sufficient enabling disclosure of that mode, measured by an objective standard? [Hayes92]
· Key: determine whether the details involved are mere manufacturing choices or, in fact, a preferred embodiment.

· Must look at the whole of circumstances (prior art, scope of invention, evidence as to inventor's belief, all circumstances) in order to determine whether the particular method "substantially improves the operation or effectiveness of invention" (Wahl Instruments), or "relates to the quality or nature of invention" (Great Northern) or is merely a production specification.  .

· Additionally, things routine in the art need not be revealed as well. // v. Enablement: This is a test of the inventor, where as enablement is a more objective test of the art revealed.

Purpose: To prevent "holding back" by the inventor.  "The purpose of the best mode requirement is to ensure that the public, in exchange for the rights given the inventor under the patent laws, obtains from the inventor a full disclosure of the preferred embodiment of the invention." [Dana88]
Best-Mode Requirement v.  Enablement Requirement A patent application may enable a person of ordinary skill to make & use the invention, yet violate the best-mode requirement by concealing the inventor's preferred mode of practicing the invention. [Spec87]; prior art rule more inventor-centered.

How Much Information Disclosed for Best-Mode Purposes depends on the claimed invention: In determining whether the best mode has been disclosed, the claimed invention is the benchmark. Best-mode information not relating to the claimed invention need not be described. [Enrgel91] 
Example: Colt Industries patent on some rifle parts. Christianson challenged the patent, asserting that Colt's failure to disclose how to make the rifle parts interchangeable with all M-16 rifle parts constituted a concealment of the best mode. The court rejected the challenge, because interchangeability was not part of the claimed invention( not part of the required best-mode disclosure. [Chem90] 

Example: Patent for devices that would change color at specific temperatures, e.g., a clear plastic egg that could be placed in boiling water with real eggs & would turn color when the interior of the plastic egg was sufficiently "cooked." The patent application did not disclose details of the specific manufacturing process used by the patent owner to make the plastic eggs. The patent covered more than just plastic-egg devices, however. The court held that "routine manufacturing choice[s] selected because of expected volume of production & for reasons of cost [was] not a 'mode' of 'carrying out' the invention within the meaning of the statute" & was not required to be disclosed. [Wahl91] 

Best mode need not be explicitly labeled as the preferred way, so long as adequately disclosed. Not necessary to say, for example, that "the preferred way of doing X is with a widget."

Example: R&omex- inventor's preferred cleaning solution for use with his invention had not been specifically labeled as such in the patent. The preferred cleaning solution was, however, listed in the patent along with several other cleaning solutions that were said to work. The court held that the inventor's disclosure did not conceal the best mode. [Rand88] 

Rules of Thumb for Identifying Best-Mode Information: Any time an inventor has a preference about any aspect of the invention or of the way the invention is implemented, that aspect should at least be considered as a possible best-mode point.

· Depending on the circumstances, the best mode might include, e.g., known blind alleys to avoid, preferred techniques, .... 

· A useful way of helping ferret out possible best-mode points is to ask the inventor, "What sorts of things are you proud of about your implementation of this invention?" 

· Litigation: Judge & jury likely to rely on their perceptions of the inventor's credibility & their overall impression whether sufficient information was disclosed. ( conservative approach – not necessarily the optimum one in every case -- is to err on the side of more disclosure in the interest of making a better impression later on.

Trade Secret still must be disclosed: Information necessary to the best mode cannot be withheld from the patent application just because it is a trade secret. [Chem90]
Timing for Best Mode- filing date don’t have to amend for later improvements/discoveries to the Best Mode not Disclosed unless a new app. [Engel91]. New matter actually cannot be added to a patent application after it has been filed. [PatRule118]  All the more reason to file patent quickly.

· If a continuation is filed to reflect new improvements to the invention (but keep priority date), however, the best mode disclosure may need to be updated.  Transco Products v. Performance Contracting (1994)

What Happens if the Best Mode is Not Disclosed?
Inadvertent failure to disclose what is later determined, in hindsight, to have been best-mode information as to that claim ( claim invalididated
Intentional concealment of best-mode information, e.g., to protect trade secret information, might be held by a court to be "inequitable conduct" that renders the entire patent unenforceable

"Exceptional case" doctrine: A holding of intentional concealment can lead to the patent owner being ordered by the court to pay the accused infringer's attorneys' fees
Example: Patent for ceramic foam filters for molten metal. App did not disclose the inventors' use of a workable slurry for use in a process for making the filters. The application did, however, describe a "bogus" example of a process for making the filters, one which used a slurry that the inventors apparently know would not work. Holding: intentional concealment of the inventors' best mode, ( entire patent  unenforceable (not just the affected claims). [Cons90] 

Policy: “trap for the unwary” infringer convinces a jury that best mode wasn’t disclosed ( invalid years later, when he’s not using the contemplated best mode anyway.  Should there be a no fault ability to add best mode after inadvertent BM violations?

Whose contemplation Glaxo- §112 says inventor.  But  in patent law, assigning patent rights (to employer) ( assignee deemed to assume inventor’s obligations.  (§102(b) “on sale” & “public use” bars)

Foreign inventors disadvantage themselves in home country, which doesn’t require BM

Not exact duplication of patentee’s preferred implementation of the invention.  Fonar v. GE (software); Amgen v. Chugai (Patent claiming cells transformed w/ DNA to produce EPO used Chinese hamster ovary (CHO) cells, which weren’t publicly available anywhere.  OK for best mode purposes bec. don’t required to give “a guarantee that every aspect of the specification be precisely & universally reproducible.”

	Glaxo v Novopharm (201)
	Patent attacked for not disclosing preferred method for purifying Zantac.  "Inventor" didn't know of this, even though company did.  Court literally interprets 112 – Mode not known to inventor, patent valid.
	Best Mode – subjective test of inventor's knowledge at time of filing. 

	Wahl Instruments v. Acvious (214)
	Egg timers using thermochromic ink manufactured with form not disclosed in Patent.  Best Mode violation?  Court says it’s a production specification, not a method substantially improving operation.  Therefore, no best mode violation.
	Best Mode – Routine Manufacturing Choice is not relevant to best mode ( needn’t revealed.

	Great Northern v Henry Molded Products (223)
	diamonds were crucial to invention.  Fails to be objectively disclosed.
	Best Mode – 2 part test: 

a. Subjective test of inventor's knowledge of a best mode at filing, 

b. Objective test of sufficiency of specification's disclosure of the best mode.

Production details are routine in art, or do not relate to quality or nature of invention


2. Written Description Disclosure Requirement (§112)

§112 ¶1: specification  must contain a written description of the invention
Enablement not a question of intent.  Specification could unintentionally be insufficient.
· crummy science: inventor didn’t explain it well

· claims too broad—knew enough for narrower claims ( fully enabled, but broader claims you didn’t give enough to teach the reader how to practice the broad claims (certain parameters e.g. experimentally missing)
· Strong on offense = weak on defense; weak on offense = strong on defense.
· ~ Intentional: misunderstanding after really long patent prosecution
Test for compliance with description requirement: as an issue of fact, would PHOSITA reasonably conclude from the disclosure whose filing date is being relied on that the inventor had possession as of that date of the later claimed invention.  How the disclosure accomplishes this fact unimportant.  

Well-settled

What to look for – "broad" claims.  Need not describe the "heart" or the "gist" of the invention, nor ipsis verbis Vas-Cath, Wertheim (claimed narrower range than written specification).  Claims define the invention, & description must convey with reasonable clarity that inventor had actually invented what is claimed.  

Burden of proof: Patent examiner’s burden to show why PHOSITA wouldn’t recognize disclosure as a description of the invention defined by the claims.  (PTO Guidelines—not binding on courts)

Purpose of the written description requirement for disclosure
· Signaling—permit 3rd parties to read the patent doc & understand with a substantial degree of certainty where the patentee’s proprietary boundaries are.

· Allows other inventors to develop & obtain patent protection for later improvements & subservient inventions that build upon it
· Limits patentee’s ability to file subsequent applications claiming broader subject matter while retaining original application’s filing date… guards against inventor overreaching by insisting that he use sufficient detail that claims be determined to be encompassed within the original creation.
Description v. enablement  

· But enablement is about teaching & notice.  Getting enough detail that PHOSITA can practice the invention without undue experimentation.  

· Written description is all about notice – show that you actually possess invention.

· Description requirements are a lot like Conception.  See below

Description v. definiteness

· Description is to cabin the inventor & shape his behavior in setting forth claims

· Definiteness is to cabin others, & shape their behavior with notice of the extent of what is protected.  

· Disclosure in §112 (description) versus in §102(b) (anticipation)

· Disclosure describing a single embodiment of broadly claimed subject matter would anticipate the claim, but might not alone support description.  

Claims dominating “unsupported” subject matter: broad claim covering/dominating subject matter, which was also claimed more specifically—e.g. Ethicon court rejected a claim w/ a specific limitation on the location of an element on a stapler because the specification only showed the element in a different location on the stapler.   // A claim isn’t limited to a preferred embodiment (Rasmussen, Ethicon—free to exclude exact location bec. don’t consider it important), but right to exclude may be narrowed by a narrow disclosure. – description of species does not always constitute a description of its genus. Regents of U CA v. Eli Lilly.  

Gentry Gallery v. Berkline (“couch case”) factors: does disclosure provide for minor or wide variation; would the variation place some other invention part outside its purpose? ; did its broadest claim assume no variation? ; inventor’s consideration—does he consider it an essential element?
Investing & Divesting Descriptions written description adequate to support a claim under §112 NOT= to anticipate its subject matter under §102(b) ( a published foreign registration could provide adequate description of the invention w/in §102(b) 1-yr bar rule & fail enablement description test.  Mahurkar, In re Lukach (British)

The Role of Expert Declarations in Overcoming § 112  Disclosure Rejections—In re Alton

FC held that the patent examiner erred by viewing an expert’s declaration regarding the adequacy of the applicant’s disclosure as opinion evidence addressing a question of law, rather than evidence presented regarding a question of fact.

1. If applicant claims embodiments of the invention that are completely outside the  scope of the specification, examiner/Board need only establish this fact = make out prima facie case

2. If specification does contain description of the claimed invention (if not in ipsis verbis =in the identical words) ( shift burden to examiner: show why one of PHOSITA wouldn’t consider the description sufficient. 
a. Once examiner/Board makes that prima facie case of unpatentability ( applicant burden to come forward with evidence
3. To overcome prima facie case (from 1 or 2), applicant must show: invention as claimed is adequately described to one skilled in the art. 
4. Decision: After evidence or argument submitted by applicant in response, patentability determined on the totality of the record, by a preponderance of the evidence with due consideration to persuasiveness of argument.
Adding sub-genus [of chemical] count to interference Fujikawa
· Ipsis verbus not required, just that app provides “adequate direction” that would reasonably lead PHOSITA to the sub-genus of the proposed count.  (W loses) 

· Forest/Trees analogy: a bunch of “unmarked trees is no help in finding the trail.  Appellants are pointing to trees.  We are looking for blaze marks which single out particular trees.”
In the absence of such blazemarks, simply describing a large genus of compounds is not sufficient to satisfy the written description requirement as to particular species or sub-genuses. ("Specific claims to single compounds require reasonably specific supporting disclosure & while . . . naming [each species] is not essential, something more than the disclosure of a class of 1000, or 100, or even 48 compounds is required.").
Biotechnology Descriptions 

For conception or written description, DNA needs precise definition of structure, formula, or sequence. NOT method for acquiring or its bio function. In re Koller, Fiers v. Revel 
	Vas-Cath v Mahurkar (227)
	P-corp sought declaratory j’ment that their catheters didn’t’ infringe on D’s design patent on double-lumen catheters.  Description (from design patent) only pictures & diagrams.  Finds adequate – conveys to artisans that inventor "possessed" invention at filing date.
	Written description: Drawings may = adequate written description for design patent, or not.

Written description not= & broader than enablement requirement—not just “make & use” but convey w/ reasonable clarity to PHOSITA that applicant has possession of the invention
"Gist" in description irrelevant.  

Design application drawings no have to describe what was novel or important—no legally recognizable or protected essential element, gist or heart of invention in combination patent.
Description must give notice that inventor has invention.

	Fiers v Revel (321)
	3-way interference on patents for b-Interferon.  R fails to describe a DNA sequence.  Fails description 112.  
	Written Description (biotech)

DNA patents must disclose a complete sequence of claimed stuff in order to show "possession" of invention.

DNA patents need limitations – "purified", in "conditions", "stringency X"

	Regents UC v.  Lilly (326)
	UC patents on insulin attacked in infringement.
	Written Description (biotech)

Description different from Enablement – can enable (known procedure) without describing.

Specific DNA Sequence required in claim.

	Fujikawa v. Wattanasin
	D-Corp’s initial testing showed some activity of cholesterol-inhibiting drug, but sat on for years.  Patented it when a 3rd party was about to patent same thing discovered later.  P was admittedly last to discover it, but 3rd part dropped out.

Written description requirement’s limiting effect on interference – can’t be too broad either

Utility- reduction to practice to incentivize disclosure early on for pharmaceuticals
	Written description: Specific claims to single compounds require reasonably specific supporting disclosure... naming each species not essential, something more than the disclosure of a class of 1000, or 100, or even 48 compounds is required.
Whether disclosure contains a sufficient written description to support addition of proposed count in patent interference proceeding—question of fact ( reviewed for clear error. 

To get credit for claim, disclosure need only reasonably convey to persons skilled in the art that inventor had possession of subject matter in question. Ipsis verbis disclosure = using words of the claim themselves not necessary for written description requirement
Reduction to practice date: In vitro tests do show practical utility in pharm. patents if “sufficient correlation between tests & asserted pharmacological activity so as to convince those skilled in the art, to a reasonable probability, that compound will exhibit asserted pharmacological behavior.”
Suppression § 102(g). requires intent to prolong period of secrecy, not just passage of time (can shelve bec. disappointed w/ results).  Spurring is relevant.


3. Definiteness: Particularly Pointing Out & Distinctly Claiming

§ 112 ¶ 2 “The specification shall conclude with one or more claims particularly pointing out & distinctly claiming the subject matter which the applicant regards as his invention”

Purposes: 

1. Provide an explicit warning to others as to what constitutes infringement of the patent

2. Provide a clear measure of the invention in order to facilitate determinations of patentability

Vs. other requirements: definiteness & written description work together to assure that the boundaries of the patent applicant’s proprietary interest are clearly demarcated.

· Definiteness: patent claim (1 sentence) is clear on its face

· Written description: allows inventor to provide detailed lexicon for interpreting every word in the claim- but requires lexicon itself to be clear.

· Enablement: specification must describe the manner of making & using invention in such clear terms as to enable anyone skilled in the art to make & use it.

AAI-Prince Definiteness Policy Issues

· Claims must have definiteness.  Can be a ground for invalidity.
· BUT, AAI-Price majority takes ¶2 as serving the NOTICE requirement, & reforms the claim to a narrower meaning to serve the notice requirement rather than invalidate the patent.  
· Notice function best served by adopting the narrower meaning
· Schwartz says this is the right way—otherwise allow patent applicant to pick & chose among the possible meanings
· Court narrowly interprets the word "between" in the claims because they were unclear as to its definition, “Were we to allow [Athletic Alternatives Inc.] successfully to assert the broader of the two senses of ``between''` against Prince, we would undermine the fair notice function of the requirement that the patentee distinctly claim the subject matter disclosed in the patent from which he can exclude others temporarily. 
· Where there is an equal choice between a broader & a narrower meaning of a claim, & there is an enabling disclosure that indicates that the applicant is at least entitled to a claim having the narrower meaning, we consider the notice function of the claim to be best served by adopting the narrower meaning.”
· Nies concurrence rebukes this action, narrowness ( definiteness, claiming it eviscerates  §112 ¶2

In analyzing definiteness, play up the invalidity v. notice/reform tension.

Athletic Alternatives (AAI) v Prince (250) Both parties developed & distributed commercial tennis rackets.  Had collaborated, AA shared secret design, collaboration fell apart, Prince released a similar design (the offset distance of the splay pattern of the rackets' string systems).  AA claims doctrine of equivalents.
Holding: No infringement.

Definiteness: Invalidity versus Reforming narrowly. 112 ¶2's definiteness as requiring narrow over broad reading.  Alternative: fails 112 ( invalid

Clearer Is Better: not just a too narrowly drafted patent applications that cause trouble later: If the patent application or prosecution history is unclear as to the scope of protection being asserted, the FedCircuit has interpreted the patent claims narrowly.
Precision ( quantification Miles Labs v. Sh&on not nec. specific numerical values Bausch & Lomb v. Alcon Labs; “substantially” common term &rew Corp v. Gabriel Electronics

Typical formal indefiniteness problems:

· 1st time mention an element or part, use “a” or “an” & then as “the” or “said.”

· Voids cited inferentially (a door w/ a peep-hole there through) rather than reciting a hole, grove, aperture, slot, etc…

· No vague & indefinite language—certain of what covered, relation to entire written description & any examples

Narrowing the scope to save the claim & the Notice Function p. 248

Invalidating for Indefiniteness
“About” Amgen v. Chugai—Chugai tried to recapture a 120,000 IU/AU range it had lost as anticipated w/ a claim for “about at least 160,000 IU/AU.  (But cautions not always the case.)


Especially when close prior art
4. Complex Technologies 

(p. 249) e.g. computer hardware, semiconductors, biotech

Difficult disclosure problems for the inventor

· Relation among distinct enablement, best mode, & written description requirements

· other issues about nonobviousness requirement for patentability, especially under doctrine of equivalents

Biotech Inventions Special challenges for patent law: (pp. 295-322)

· prior to 1980 focused on whether patent claims could be obtained for newly discovered uses for natural substances (microorganisms e.g. In re Bergstrom) & Public deposits as means for complying with disclosure requirements (In re Argoudelis)

· Diamond v. Chakrabarty—genetically altered organisms patentable subject matter—still problems in determining scope of patent protection… disclosure, nonobviousness, interpretation of claims to determine infringement

· What used to be thought of as relatively minor requirements (written, best mode…) turn out to be center piece & turning points of a lot of important litigation

Why allow patenting of a DNA sequence (something found in nature)?

· To start, took phenomenal amount of time & $$

· Vector form- not pure genomic (not really found in nature)

· Incentive for biotech industry- compromise.  As a matter of logic, could have come the other way in patent (patent for process only)

· Presumably you couldn’t get a patent on human EPO- it’s a substance found in the body/in nature. … not related to incentive for biotech drugs
Descriptions DNA needs precise definition of structure, formula, or sequence. NOT method for acquiring or its bio function.

Claims – Biotech involves products in the body – cannot claim straight up, must include limitations that overcome 102 concern (must be new). 1. "isolated doing XYZ" 2. "in conditions ABC"

Cannot describe a claimed compound or structure by its biological function. Example – 

· "an isolated gene encoding human insulin" – invalid. Only describes the function: "encoding human insulin"

· "an isolated gene encoding human insulin, wherein the gene hybridizes to [nucleic acid sequence] under moderately stringent conditions"

· Describes a specific structure & the physical conditions involved in producing

· Puts "risk" on inventor – must hybridize to specifically described structure under specifically described conditions.  The claim is definite, the description (we assume) gives a specific DNA sequence, is enabling, & doesn't claim too broadly a la Morse.  

The inventory’s gamble: written description & prophetic claiming of Biotechnology inventions

Regents of U. CA v. Eli Lilly = culminating case in series of cases clarifying role of written description requirement for biotech patents.

· DNA invention is not adequately described by reciting the bio. function of a gene (what the gene does, e.g. encoding protein X)

· Inventor must say what the gene is by disclosing its chemical structure or its defining chem./physical properties. (see p.320 claims 2 & 3, but not 1)
General Rule: Invention can’t be described in purely functional terms

· e.g. O’Reilly v. Morse: telegraph inventor can’t claim all other machines that transmit written characters by electromagnetism

· striking down claim to a starch-based blue “having substantially the properties of animal glue”

· Broadens claim too much, would extend monopoly beyond the invention.
What is happening

· You want to claim a gene producing a protein;

· Describe it & claim it by with a complementary DNA sequence that will "stick" ("hybridize") to the gene under certain physical conditions (stringency)

· Science says

i. There are many allelic different genes that still code for the desired protein

ii. That these different gene sequences can still "stick" the described DNA sequence & conditions.  Some may have too many codon mismatches to stick under listed stringency.

Gambles – 

i. Patentee seeks to find conditions & a given DNA sequence that will cover a lot of unnamed sequences coding for the gene, giving the claim breadth

ii. Others hope to find a gene sequence that codes for the desired protein but isn't sticky to the patent's described sequence under the described conditions.

How this fits into enablement scheme

· Enablement is easy these days – can isolate genes that code for specific proteins.  But with the allelic differences, to simply claim a gene coding for a protein is too broad, & gives an inventor power of exclusion of things/sequences he hasn't yet invented!  So enablement cannot weed out these patents.  

· So description must – we require inventors to describe with sufficient detail what the physical conditions are.  Then we can test those conditions to see if they actually work, & test if he "possesses" the invention.

· & it doesn't give overly broad protection, but it doesn't give too narrow protection (it covers some allelic differences)

· & all of this helps with novelty, by not allowing people to patent everything in our body.  Must be conditions such that it is a NEW invention.  All in tension.

Summary

· Watch claims broader than what is described.  Even though one need not describe "exactly", must make clear to PHOSITA that you do possess invention.

· Just because it enables, doesn't mean it describes

Biotech: must give a full DNA sequence to descr., even if enables.  Must have detailed limitations in claims
	Fiers v Revel (321)
	Interference among 3 foreign inventors of DNA that codes for home fibroblast beta-interferon (beta-IF) (viral resistance in human tissue)

1 disclosed complete nucleotide sequence & method of isolating DNA

2 (Revel) method for isolating a fragment of the DNA & method for isolating mRNA

3 (Fiers)complete DNA sequence

Written description: Revel not entitled to the benefit of his Israeli application date because his specification did not contain a written description of the DNA; the description only provided a plan for obtaining the DNA.

· Describing the method to make it not enough—why tougher for  biotech?  This  judge has been criticized for that.
Revel did not establish prior conception because conception of a DNA required a definition of the substance other than by its functional utility.   A workable method for preparing a DNA did NOT suffice.
	Written Description (biotech) DNA patents must disclose a complete sequence of claimed stuff in order to show "possession" of invention.
DNA patents need limitations – "purified", in "conditions", "stringency X”

	Regents UC v Lilly (326)
	UC determined cDNA sequence for insulin in rat.  Tried to build on disclosures for rats for vertebrates ( humans. 

Prophetic examples.  Describe how get cDNA sequence.  Question is being the first discover of rat insulin entitle P a monopoly on human insulin?

Question of the breadth of protection of, e.g. rat insulin, is necessary bec. 1. Research incentive & 2. Publishing incentive (vs.  keeping research secret)

Reading written description out of §112 (Judge Raider): only applies to priority contexts, not enablement, no application to the ordinary infringement suit.   Counter argument: important for you to specifically stake out your monopoly so that others can work around it.
Holding lack of adequate written description for specific claims about vertebrate & human DNA. did not adequately describe the new material. 

( did not infringe upon P’s other patent because D process was sufficiently different from P's patent. 
	Written Description (biotech)
Description different from Enablement – can enable (known procedure) without describing.

	Fujikawa v. Wattanasin
	Written description: Specific claims to single compounds require reasonably specific supporting disclosure
Reduction to practice date: In vitro tests do show practical utility in pharm. patents if adequate evidence.
Suppression requires intent (can shelve bec. disappointed w/ results).  Spurring is relevant.
	Written description requirement’s limiting effect on interference – can’t be too broad either

Utility- reduction to practice to incentivize disclosure early on
Written description: naming each species not essential, something more than the disclosure of a class of 1000, or 100, or even 48 compounds required.

	Amgen v. Chugai Pharm. (295)
	Purify EPO protein to treat anemia (“equogen”). Made w/ human urine.  New technique recombinant DNA tech to produce EPO from cell cultures (genetically engineered vectors used to introduce EPO gene, which the cell then expresses, producing EPO)
(- claimed process for producing EPO itself rather than the DNA- w/ specific activity defined.  

Enablement: DNA sequence encoding any protein that had “important biological properties of EPO” … not enough disclosed to justify such a broad claim.  (how many examples do we need, then?)

Holding: EPO process patent not enabled bec. no credible evidence that claimed material could be made by one skilled in the art by the disclosed process.

Hard enough evidence that had ever actually used its process to create the specified product.  Other scientists couldn’t do it either. 
	Best mode  Amgen disclose bec. never deposited the actual product in public repository. (p.298) & people had tried & failed to duplicate his best mode strain.

Enablement: Patent (  the product itself (EPO) but  a starting material (DNA sequence) for making the therapeutic product

Need credible evidence that claimed material could be made by one skilled in the art by disclosed process.


IV.  Novelty & Loss of Right

	n. bars
	Who
	What
	Where
	When

	102(a) Statutory bar
	3rd Party
	Knew or used invention
	USA
	Before invention date

	
	3rd Party
	Described in printed publication; patented

Typical §102(a) case:
Critical date = date of invention
Invention is anticipated if effective date < critical date
	USA / Foreign
	Before invention date

	102(b) 

Loss of right
	Inventor / 3rd party
	Described in printed publication; patented
	USA / Foreign
	> 1yr before app. filing date

	
	Inventor / 3rd party
	Offered for sale; sold; publicly used invention
Typical case

Critical date 1 yr prior to filing app
Did the selling etc…  before the critical date?
	USA, destroys foreign apps bec. others have no grace period
	> 1yr before app. filing date

	102(c)
	Inventor
	Abandons invention
	USA
	---------

	102(d) 

Loss of right
	Inventor
	Patents invention
	Foreign
	> 1yr before app. filing date

	102(e)
	3rd Party
	Describes invention in an application that is published under 122(b)
	USA
	Filed before invention date

	
	3rd Party
	Describes invention in patent application that ultimately issues as patent
	USA
	Filed before invention date

	102(f)
	Inventor
	Derived invention from 3rd Party
	USA / Foreign
	Before invention date

	102(g)
	3rd party in interference
	Invented invention
	USA/Foreign
	Before invention date


Purpose §102: 35 U.S.C. §102 requires a patent to contribute something NEW to society

1. sets standard for determining which items must be considered as prior art (e.g. references & sample products)

2. Sets standard for determining whether a given item identified as prior art discloses enough information to render the claimed invention anticipated or statutorily barred.

Even if so, item barred/anticipated must still be analyzed under §103 to determine whether it renders the claimed invention obvious.
Novelty & loss of Right: Standards of review (questions of law / fact)

Prior public use: Question of law ( de novo review (( can look at facts & decide for themselves)
Derivation: Question of fact ( reviewed for substantial evidence or clear error.

Conception: Question of law ( reviewed de novo 

Reduction of practice: question of law

Suppression: question of law
 
2 basic requirements: 1. New 2. Not barred by someone else’s activities – p.326 chart §102

( Activities by inventor & others can bar patent & time of activities, whether took place inside or outside the U.S. (depends on activity whether a bar)

2 operative time periods: date of the invention & 1 yr prior to patent application

1. Novelty Requirement §§(a), (e), (g): Question is showing the thing is unanticipated by prior art, both publicly accessible & secret.

· Anticipated by the prior art = not new

· Trigger date is invention date.  This is assumed to be filing date unless patentee can prove earlier invention date

Prior Art §102(e)

a. §102(e)(1): published patent applications in US …. §112(b): patent apps after 9/29/00 published 18 mnths after earliest filing date.

b. §102(e)(2), also §102(g): Secret patent app serves as prior art if issued
      §102(g) Secret prior art (can’t abandon, suppress, conceal)

§102(g)(1) foreign-based inventive activity ( obtain but not defeat patent rights.


§102(g)(2) domestic patent-defeating activity

e.g. 3rd party can use A’s US trade secret as prior art reference against B if A invented it before B & didn’t abandon, suppress, conceal it.

2a Loss of right: §§(b), (c), (d).  Basically, sit on your rights & you risk losing them.

· Lose  novelty if make invention public > 1yr before filing (§102(b))—encourage early disclosure
· Trigger date is filing date, with a critical date = one year prior to filing date.

2b Derivation §(f): did you steal it from someone else who really invented it.

102(g) Interference: basis for interference=priority dispute = application or issued patent claiming same subject matter.  PTO declares an interference.

Vocab

Effective Date = date attributed to piece of prior art for purposes of patentability determinations

Critical Date = earliest date of which inventor may claim the benefit under the statute

A. Timely Application—Loss of right

Statutory bar provisions give inventor a grace period (1 yr) in which to file his patent application 

after the occurrence of a triggering event

§102(b): if she or third party sells, offers for sale, publicly uses, patents, or describes in printer publication > 1yr before filing date. = backh& 1 yr graceperiod to perfect his invention & prepare & file his application, testing it in public, if necessary.” Palmer v. Dudzik
Purpose: encourage earlier disclosure/publication/public use ( public knowledge.  Palmer

Printed publications & patents published anywhere


On sale/public use must occur in US

1. Loss of right: Public Use Bar

Invention in "public use" "in this country more than one year prior" to the filing date.

= inventor gives or sells for one or more uses by another without any restriction. 
To escape the public use bar, utilization must be

1. Private: Use in public can be "private" under 102(b) if use is restricted, under control of inventor, for experimentation or perfection American Nicholson Pvmt – public roadway controlled by inventor, for perfecting = no public use bar.
2. Under the inventor’s control: Public doesn't have to be open & apparent use.

Experimental Use: carefully supervised experimental use qualifies an application for an exception from the 1 yr statutory bar, on the grounds that an invention may not be fully reduced to practice before experimentation is completed.  But doesn’t save you if you’re selling it & commercial use not related to the experimental use.  Scaltech (FC 1999)
Egbert – corset springs are "private," but use was unrestricted – public use bar.

Despite Egbert, courts continue to exclude under §102(b) purely private uses of an invention by the inventor.  Moleculon Research v. CBS (Rubik’s Cube)—inventor wins bec. only showed to his friends, v. at a party (Beachcombers v. WildeWood); but Lough boater not experimenting, just playing (bias towards non-trained/scientific/corporate inventors?)

TP Labs v. Professional Positioners Experimental Factors
· length of test period

· whether payment made for device

· whether user agreed to use secretly

· records kept of progress

· how many tests conducted

· length of testing period in relation to tests of similar devices

3. Not for commercial purposes
Non-literal approach to “public” under §102(b)—binding judge made precedent
Metallizing private but commercial, rather than experiment = public.  Policy: discourage inventors from delaying commencement of the statutory term.

Experiment but perceptible to the public (City of Elizabeth v. American Nicholson pavement)
Burdens of Proof rests on positive claimant. 

1. Burden on person trying to invalidate patent to prove prior public use ( requires clear & convincing evidence
2. Then on patentee to prove experimenting (Inventor must show experimental use w/ actions before the litigation, not protestations at the trial.)  convincing evidence to counter (’s showing
2. Loss of Right: On-Sale Bar

Invention "on sale in this country more than one year prior" to the filing date. Pfaff
1) Subject matter of commercial offer “be something w/in the scope of the claim.” Scaltech
(A) Subject matter fully anticipated the claimed invention or
(B) Would have rendered the claimed invention obvious by its addition to the prior art (Fed.Cir. elaborations Tec Air.)

2) Subject to commercial offer of sale; 

(A) Clear & convincing evidence (Tec Air.)

(B) Was a definite sale/offer more than a year before the app (Tec Air.)

&

3) Ready for patenting = 

(A) Reduced to practice; or
(B) Description (drawings or other descriptions) that enables—sufficiently specific to enable PHOSITA to practice

4) Exception: escape on sale bar if sale was “merely incidentally to the primary purpose of experimentation.  Aqua Marine Supply v. Aim Machining, F.3d 1216 (Fed.Cir.2001)

Unclear from this test as to whether a description that meets enablement but fails description would be sufficient to invoke on-sale bar.

Specificity “ready for patenting” test any more specific than former Fed. Cir. “substantial completion” test?

Importance of certainty when invention’s “ready for patenting:” inventors & investors need to know at what point their 1 year grace period starts as they’re testing the product, seeking financing, etc…  Patenting, & patent lawyers, are too expensive to do before making sure the product is workable.

Conception = Pfaff  “description” ?  Pfaff was clearly beyond conception—detailed product specs, sufficient to start production.  ( Possible that future courts will not bar when inventors commercializes a “bare conception”

Commercialization v. Experimentation SC naïve in assuming difference?  Go h& in h&, especially when working w/ particular customer.  Weatherchem applied Pfaff even though inventor continued to “fine tune” elements not claimed in the patent.  Reasoning: drawings enabling & customer had ordered a commercial quantity – “showing confidence that the invention was complete & operative.”

But Seal-Flex FC refused to apply on sale bar, even though there was commercial activity not related to the experimental activity.

Experimental use defense gone?  Scaltech “ the ‘experimental stage’ doctrine… has been rejected by both this court & the SC.” Commercial exploitation if not incidental to the primary purpose of experimentation ( on sale bar, even if still in experimental stage.

Experimental use after reduction to practice e.g. confirm durability, relative value compared to prior art.  Can trap inventor—want to show early reduction to practice but watch out for evidence of commercialization for on sale bar.  RCA V. Data General
Design patents don’t get experimental use exception to on sale bar.  Continental Plastic Containers v. Owens Brockway Plastic Products (Fed.Cir.1998) design inventions are reduced to practice as soon as an embodiment is construction.  Allowing would allow ( in life of patents merely by carrying over the production of the articles of manufacture.

Offer to sell-- Contract sense under §102(b) Must be nothing less than an offer to sell. Group One v. Hallmark (Fed.Cir. 2001) interpreting Pfaff.  Leaves no room for activity not rising to level of formal offer.

“Offer to sell” was added as an act of patent infringement. §271(a). 

Noninforming, Ambiguous Offers e.g. patentee including in a new technology later patented but not describing it as an offer.  Carefully distinguish…

No details disclosed still may be offer.  RCA; Bidding w/ “subjective, uncommunicated, & ultimate intention” to substitute new tec. for bid design NOT an offer Envirotech; but what offered, not intent the relevant consideration Ferag AG v. Quipp.

Seller’s Knowledge objective test: just the sale.  No requirement that sales offer specifically identify all the characteristics of an invention offered for sale or that parties recognize the significance of all the characteristics.  Abbott Labs v. Geneva Pharmaceuticals (1999), Scaltach.

Sale between Joint Development or Dependent entities e.g. wholly/partially owned distributing subsidiary, parties in a joint development agreement.  No joint development exception (sae to customer who contributed to development still counts Buildex v. Kason, Brasseler); “cloaked in confidentiality” manufacturer-customer joint development” OK Continental Can
Token/Sham sales may not trigger.  In re Mahurkar
Policies of on sale bar identified by FC: 1) discouraging removal from public domain inventions public has reasonably come to believe are freely available; 2) favor prompt & widespread disclosure; 3) allow inventor reasonable time to determine potential econ. value of patent protection; 4) prohbiting inventor from exploiting invention longer than statutorily defined grace period.

Summary  a) Don't sell, or offer for sell (Pfaff); b) Don't give it away (Egbert); c) Don't lecture on it; d) Control all access & testing (American Pvmt)
3. 3rd-Party Activity
Defense of prior public use: Public use by usurper of abandoned patent precludes issuance of a valid patent.  Lorenz v. Colgate-Palmolive-Peet 167 F.2d 423 (3d Cir. 1948) (Interference over patent for soap manufacture) P’s patent void by reason of prior public use, even though the prior user stole the substance of

plaintiff’s then-abandoned patent application to use in his own patent application
“[w]e think that Congress intended that if an inventor does not protect his discovery by an application for a patent within the period prescribed by the [Patent] Act, & an intervening public use arises from any source whatsoever, the inventor must be barred from a patent or from the fruits of his monopoly, if a patent has issued to him. There is not a single word in the statute which would tend to put an inventor, whose disclosures have been pirated, in any different position from one who has permitted the use of his process.”

Public testing before critical date by 3rd  party for his own unique purposes of invention previously reduced to practice & obtained from someone other than patentee, when such testing is independent of & not controlled by patentee, was an invalidating public use, not experimental use.  Baxter International v. COBE Labs: P’s patents for blood centrifuge invalidated for prior public use.  Had turned over to NIH to test. 

Note: 3rd party’s perfecting won’t enhance info appearing in the patent app

3rd party secret use Lorenz … H&’s Metallizing holding—that truly secret commercial use is public use—applies to secret 3rd party use.  FC has followed DL Auld Co. v. Chroma Graphics (3rd party commercial use on behalf of patentee bars patent for public use), Abbott Labs v. Geneva Pharm. (FC 1999)

Policy of public use bar & secret use- 

· SC &rews decision: Patent Act attempted to set a standard & eliminate issues like whether inventor secretly consented to use by another.

· Baxter: discouraging removal from the public domain of inventions that the public reasonably has come to believe are freely available.

· What about incentive function?  Newman dissent: secret prior art immune to documentary search
Pirated inventions

Lorenz: inventor should file timely application; should have monetary, injunctive remedies in tort, fiduciary duties rather than patent laws.  Should true inventor (Lorenz) be able to obtain ownership of Colgate’s timely patent?

Evans Cooling Systems v. GM (FC 1997) on sale bar applies even if stolen by 3rd party.  Usual policy + Offers made to innocent 3rd parties. Remedy: state law action for misappropriation of trade secrets.

Prior user rights: “First Inventor Defense Act of 1999” limited to method of doing or conducting business.  qazzLott said “method” to be given expansive meaning.

	Egbert v Lippmann (349)
	Infringement on patent for corset springs.  Had made & shown to friends > 1 (or 2) years prior to patent application.  Irrelevant that corsets are "private" item & that only a few uses.  Public use bars patent
	Public Use Bar – 

Public use only requires ONE use.  & occurs whenever inventor gives/sells to another without for use without restriction, regardless of public or private nature of use.

	City of Elizabeth v American Nicholson Pavement (355)
	Wooden pavement patent.  Prototype installed on public highway for testing 6 years prior to filing.  Very obvious & public use.  BUT experimenting is not public use. 
	Public Use Bar – 

Use by inventor or those under his control for experimenting or perfecting (restrictions on use) is not public use, regardless of public nature of usage. Intent controls.

What if he’d charged a toll? payment is just one factor… including amount that’s sold, payment if any, control you keep over it, proof of legitimate experimentation vs. for profit

	Metallizing Engineering v. Kenyon Bearing & Auto Parts
	Process of conditioning a metal surface for bonding with applied spray metal, 

Invalidated bec. too long competitive exploitation before application for patent.

	Commercial use bar

Inventor's competitive exploitation >1yr to application =  forfeiture of right regardless of how little public may have learned about the invention

Consideration for patent: public as soon as possible begin to enjoy the disclosure.

1 yr Rule doesn’t apply to does not apply to an inventor who practices his invention for private purposes or his own enjoyment ( not extend the period of his commercial monopoly.

	Lough v. Brunswick Corp. (boat case)
	Mechanic invented sailing mechanism. Shared w/ friends.  Later patented.

Holding: not experimental bec. he didn’t formally request/collect feedback (from the friends he gave it to)
	Public use

Experimenting standards“Totality of the facts” … solved by trial & error

“simple mechanic” didn’t know the caselaw but did what seemed appropriate in the setting in which he worked Dissent (Plager) infers the fact that he didn’t get any reports means it worked like a gem.

	Pfaff v Wells (S-1)
	Machine patent.  Had been subject to sale more than one year before filing.  But not > 1yr prior to reduction to practice.  Court finds on sale bar.
	On-Sale Bar {102(b)}– 

Test – subject to commercial offer of sale; ready for patenting (reduction to practice or descriptions that enable)

-does it satisfy written descriptions?-

	Pennock v. Dialogue (1829)
	Policy/Historical underpinnings—
Experimentation: perfect the invention, make sure patent-worthy

Encourage disclosure early (to develop field) but want to encourage disclosure. Criticism of  patent system: companies hide things & don’t bring them forward until they have to. (e.g. auto industry catalytic convtr)

Statute setup: risk only if exploit the invention Otherwise, you can stick it on your shelf for 10 yrs then patent it.
	Pennock Significance:

Distinguishes between concepts of novelty (triggered by others’ anticipatory work) & loss of right (triggered by inventor’s actions)

Example of  most common cause for inventors losing potential patent rights in otherwise novel, unobvious & valuable inventions: failure to take timely steps to apply for a new patent


B. Novelty: Known or Used, Patented or Described in a Printed Publication

pp. 399-437 102(a), (e), (f), & even (g)

Statutory bar provisions focus on date of filing & triggering events

§102 novelty provision: prevent a patent from issuing on not new subject matter = anticipated
2. When the invention was "invented," = normally the filing date, but can be pushed back to reduction to practice, or even to conception if followed by reasonable diligence to reduce to practice

3. What the prior art for comparison is = printed publication that is sufficiently available anywhere in world, a patent filed prior to invention that is published or issues in this country.

4. Then compare it to see if there is anticipation. Anticipation requires identity of each element of the claims plus enablement

1. Date of Invention (Mahurkar)

· Determining IF anticipatory art is, in fact, prior art.

· CR Bard: Normally filing date, pushing back requires showing conception plus reasonable diligence towards reduction to practice, otherwise will be first reduction to practice.

· Conception: So clearly defined in inventor's head that PHOSITA could reduce to practice without extensive research or experimentation.

· RTP invention suitable for its intended purpose.  May require test results (complicated invention/prob)

i. Actual RTP when invention shown to be suitable for its intended purpose.  Some successful testing.  Estee Lauder.  “Discovery” that actually works. Burroughs Wellcome.

ii. Constructive RTP: when patent app filed whether anything actually built.

· Evidentiary burden – inventor's testimony of conception requires corroboration (oral testimony of an inventor) … rule of reason analysis—evaluation of all pertinent evidence for sound determination of witness credibility 
· PROVING Date of Invention Conception + Reduction To Practice
i. Conception: inventor may date invention back to time of conception.  
ii. Connect conception to RTP by reasonable diligence

· Sequence of date proof

1) Publication prior to filing date shifts burden of production to inventor

2) Proof of earlier RTP, if not Conception + Diligence 

3) Then, remains to prove by clear & convincing evidence (for this inter partes action) that publication is actually prior to invention

Biotech 

· Genes pretty much require reduction to practice in order to have conception.  Burroughs Wellcome
· Conception requires a detailed understanding of the structure & properties of the gene, which cannot be done unless it has been isolated, which is reduction to practice.  Amgen.
Foreign Inventive Activity counts under §104 for NAFTA (1993) & WTO (1996) countries, but §102(g) still limits for priority purposes—defeating US patents (p. 407)

R 131: “Swearing behind the reference” 37 CFR §1.131: applicant can “swear behind” the effective date of reference.  

2. Anticipation: Identity of Invention

Determining IF prior art does, in fact, anticipate.

a) Identity requirement: Anticipation by prior art requires that a single prior art piece contain each & every element of the claim in question (literally or inherently) 3M v J&J, In re Bond.

- Extrinsic evidence may be used to explain the disclosure (to show PHOSITA) Scripps
- Even if art doesn't enable, but contains all other elements, it may be obvious under 103.

Inherency (MN Mining, Glaxo v Novopharm, District Court)  "In order for a claim to be inherent in the prior art, it is not sufficient that a person following the disclosure sometimes obtain the result set forth in the claim, [the claimed result] must invariably happen."
So, things in the claim that always flow naturally from the prior art's disclosure are inherent.

Public possession from reference description.  Paulse, Paperless Accounting (v. §112)

     - plus- 
b) Prior art must ENABLE the invention. Paulson Enablement based on what is in the prior art, but is measured based on state of the art at time of new application.

c) Anticipation = Infringement:  That which would literally infringe if later in time anticipates if earlier in time.  Lewmar Marine. “That which will (literally) infringe it later, will anticipate, if earlier (than the date of invention)” Knapp v. Morss US 1893 classic infringement test for anticipation. (414)
d) Genus / Species – prior art disclosing species will anticipate genus (so can’t claim the genus)  In re Gosteli.  Same result if same patenter.  Eli Lilly v. Barr Labs.
4. Known or Used" under 102(a)  

Public Disclosure/Use – doesn't require open & notorious use (see Egbert), simply that it is not secret or is in the usual course of use of that thing.

Gayler v. Wilder (made safe for his own use, then lost it) knowledge was as completely lost as if never discovered—policy of public benefit for being discovered by another inventor

Rosaire v. Baroid Sales Devision: D invented & used but never published/patented.  P patented then sued for infringement.  Holding: public disclosure important incentive, but “known or used” by first inventor still invalidates (gas prospecting)

Has to be public, not just known or used by anyone Gayler.

- but not affirmative action required by §102(a)… absence of concealment  Rosaire, Egbert
5. Anticipation: "Patented or Described in a Printed Publication" under 102(a) & (b)

Focus of the inquiry is whether the publication is sufficiently accessible, & what is the date upon which the publication became accessible. In re Bayer (CCPA 1978)

· Printed = published = that which is available to the public in tangible form, not literally.  In re Wyer (CCPA 1981).  Copyrightability requirements relevant? Internet?
· Indexed & catalogued by accessible means, like subject, & available on shelves is sufficient. Hall.

· Indexed separately & by author, & not on shelves is NOT sufficient.  Cronyn.
Foreign patents Carlson.  

· Must be disclosed for §102(a) purposes, not just a patent.  “Disclosure satisfied when patent available to the public” Carlson (patent on display only in Germany, big burden)

· Hypothetical person presumed to know all pertinent prior art, whether not aware of existence.  In re Nilssen.

NOTE: public accessibility concerns v. making secret prior art available for both novelty & obviousness bars.

6. Secret Prior Art – 102(e)

Patent applications generally kept confidential by the PTO under § 122(a).  ( not known or publicly accessible.  Would seem to fail as prior art, but are allowed to be so under 102(e)

· Recent changes to 102(b) state applications will be published after 18 months

· Unless they aren't pending or are under some secrecy order.

· Yet such applications can be prior art as of their filing date if the patent eventually issues (or is actually published under 122(a)).

Why should the secret application count as prior art?
· if its abandoned, not prior art.  Same issue as secret prior art.

· Risk involved w/ pending applications: spend $$, could be that someone already filed w/in past year.

· If A doesn’t claim, just discloses the idea, would not even be a patent interference procedure until someone discovered

Alexander Milburn (454) – 1926 Sup Ct Holmes opinion establishing patent app's as prior art.

Background: D-P1 (Whitford) was not the first inventor of the “welding & cutting apparatus” patented. P2-Clifford applied for a patent prior to petitioner, but P-Whitford patent was issued first. 

Holding: Reversed a decision that respondent held a valid patent. P1 was not a prior inventor because P2 published prior to P1 patent application.

Reasoning: Delays of the patent office should not deprive respondent of its patent.
P2-Cliff had done all that he could do to make his description public. Steps to make it public as soon as the patent office did its work. 

Reduction to practice ( just the claim.

Also = a description that would bar  a patent if printed in a periodical or in an issued patent
The only exceptions:
· abandoned patent applications

· previous foreign invention only if not patented or described in a printed publication

§102(e)(1) Publication: 

American Inventors Protection Act of 1999: after 9/29/00 applications have to be published promptly after file date. ( published applications = prior art.

Confidentiality §102(e)(2):

Patent app not subject to publication do serve as prior art as of their filing date if it eventually issues as a patent, despite not “publicly accessible” bec. patent office delays shouldn’t effect

· limited to US applications

Provisional patent apps (35 USC §111(b)) under 102e2: 

effective prior art date = date of provisional application, not filing date of the later patent ultimately issued.

ONLY US patent applications.  But Provisional applications?  Nothing prohibits in statute, but they cannot issue as patents, so it might seem they should be forbidden.  

BUT, what if provisional app is published? 

ONLY the disclosure.  If there is claim identity, interference time under 102(g)

Some have argued that provisional applications shouldn’t be allowed to operate under §102(e).  Because they cannot issue as patents, unlike nonprovisional apps under §111(a).

Disclosed, not claimed: patents under §102e prior art only for what they disclose, not what they claim.  If a previously filed patent claims the same subject matter as a later filed app, §102(g) applies because we’re talking about who invented the thing first.  Claims define the property interest.

7. Priority/Interferences: Secret Prior Art – 102(g) 

Originally setup to regulate patent interferences. 102(g) as it was, was clearly intended only for determining priority in interference contexts between dueling applications for same invention.

· Now broader applicability.  Overlaps w/ §102(a) when applied literally.

· Used as a defensive attack on validity in infringement actions.

· An earlier invention by an inventor who never applied for a patent, but who did not abandon, suppress, or conceal the invention, can serve as prior art under 102(g)

· NOTE – there is no publicity requirement, no publication, no known or used.  BUT, unlike 102(a), there is a continuous use requirement.

Thomson v. Quixote Corp. 166 F.3d 1172 (Fed. Cir. 1999) (Rich) Sustained jury verdict that his patents are invalid for lack of novelty under §102(g) can extend 102(g) to normal infringement under previous 102(g) even though clearly not intended to do so by the writers of the statute.  Only intended for interferences.

· Has changed-now statute specifically requires context of interference.  What will this mean is unsure.

How to reconcile 102(a) & (g)?

§102(g) not intended to cover (Rich wrote it) but says it makes sense

· (g) has to be by another inventor who hasn’t abandoned, suppressed or concealed it

§102(a) & (g): eviscerate a?

How much corroboration required under g?

Prior use in other countries, statutory provisions for prior users to give prior user rights, despite patent.  US finally put in right in 1999.

7.  Using Foreign Priority for prior art purposes under §§102(e) & (g)

Basics of Foreign filing & §102(e) (p. 439-440: provisions of statute)
Basically, app must be filed w/in 18 months of the filing if you want to file abroad (to be consistent w/ international IP).  Becomes prior art as of its filing date.

Patent Cooperation Treaty: only prior art if published in English
Paris Convention: party who files patent app in a member country can receive benefit of an earlier filed app in another member country if applicant filed the later app w/in 12 months of original

§§ 119, 120, 104  modify “in this country” from §102(a)—§119: foreign applicant in US gets benefit of earlier filing date §104: same issue

· Common in acquisition of patent rights.  But can’t defeat patent right

Hilmer decisions 

In re Hilmer I  359 F.2d 859 (CCPA 1966) (p. 451) (Rich)

Applicant w/ right of priority to a German application. 

Examiner rejected the claims over a U.S. patent based on its Swiss priority date. 

The U.S. filing date of Swiss later than application's German priority date. 

Issue: was the Swiss patent effective as prior art reference under §102(e) as of the Swiss filing date?

Holding: No. Prior art under §102(e) only as of US filing date.  The reference's Swiss priority date could not be relied on in a §(e) rejection. (Hilmer II 424 F.2d 1108 (CCPA 1970) (Rich))

Underlying issue: every time you invalidate a good later patent based on real work in favor of an unknown work, you cut back on incentives in the US & viability of the system

Priority date can’t serve as effective prior art date under AIPA (1999) (Act didn’t alter Hilmer)

Hilmer: interferences, notions of estoppel

History & background: 

· ‘52 patent act : attempt to harmonize 150 years of common law.  Enacted as written.  Legislative history in Rich & Federico’s writing & speeches.

· §104, §119 Rules modified in recent years by necessity—harmonizing w/ foreign law.  US system out of wack w/ rest of the world—first to invent in US vs. first to file system.  In order for various treaties to make sense, US has had to adapt laws.  To give foreign applicants a fair shake w/out penalizing US inventors.  But unwilling to give up fundamental tenants of first to invent system.

· which prevails, 102 or 104/119 when in conflict?

· Shifting evidentiary criteria courts apply to decide whether activities by 3rd parties are sufficient

D. Novelty: Derivation – 102(f)

Did not himself invent subject matter to be patented. 

· doesn’t go to 3rd party activities prior to 2nd inventors actions, but a 1 for 1 taking ( not entitled to be called the inventor.
· Seems a lot like the (g) use – you have a prior inventor & no application.  But here we are think that the patentee actually GOT the idea from this prior inventor, unlike the independent prior invention of 102(g).

Showing derivation

1. Prior conception by another

2. Communication of idea (enabling communication) to patentee.

a. A communication that makes the invention obvious is insufficient (Gambro Lundia).  Communication must enable the invention. Gambro
b. Would "disclosure" suffice? as implied by GL?

Corroboration: oral testimony not enough.  Oral testimony + corroborating fact, if not in documents ( enough, he loses. Square w/ Thomson?  Shouldn’t these other 3rd parties be treated the same?
Communication has to enable an ordinary practicioner to construct & put the improvement to work without adding any new inventive contributions (looks like enablement def.)
New Engl& Braiding: to prove derivation, have to either

1. Derived as normal

2. So much of the claimed invention that would have made it obvious to person of ordinary skill in the art

Looks like obviousness text.  Judge gets around it w/ facts… Raider says derivation is deriviation-- §102(f) requires a 4 square making & communication of the invention to the supposed patentee.  If you can’t get the whole thing out of it, you lose.

Derivation does apply if outside the US (p. 467)

· Learned about it from someone outside US: doesn’t matter bec. if inventor was told about it, wherever it was, he should know about it.  Practical matter not an unfair burden to put on patentee.

Maybe can use the reference under §103 (obviousness), if not §102?  

If that’s true, can find something to combine it with for the obviousness matter, what does Judge Raider’s disclosure + total anticipation requirement matter?

	Cases
	Facts/Holdings
	Proposition

	Mahurkar v CR Bard (418)
	Double-lumen catheter.  Catalog shows invention 3mos < filing.  Inventor has to prove invention date < catalog date.  Did so. 
	Novelty - invention date – 

Publication < filing shifts burden of proving earlier invention date

Invention = conception + reasonable diligence in reducing to practice.  Often shown simply by RtoP

Conception = So clearly defined in inventor's head that can be Reduced to Practice without extensive research or experimentation. – analogous to written description

	3M v Johnson & Johnson (423)
	Orthopedic casting tape – patent on slipperiness of tape.  Prior art mentions similar materials, but in different amounts, forms, & for different purposes.  No anticipation
	Novelty – identity of invention

To anticipate, prior art must show each element of claim at issue.

That which will literally infringe later will anticipate earlier.

	Paulson (425)
	Portable Computer Patents anticipated by portable calculator patents.
	Novelty – identity of invention

To anticipate, prior art must show each element of claim PLUS enablement

Enablement of anticipatory reference is tested with its disclosure in light of CURRENT state of art.

	Hall (440)
	Patent anticipated by a doctoral thesis in Germany.  Court finds a single cataloged thesis in FRD sufficient to 102(b) the application.
	Novelty – printed publication bar  under 102(b).  Publication must be sufficiently available to the public interested in the art more than one year before filing date.

Part of general index, catalogued, & on shelf = sufficient for 102(b) eligibility

	Cronyn (443)
	3 Undergrad theses as 102(b) bar.  Found not sufficiently available to bar.  
	Novelty – Printed Publication Bar under 102(b).

Dissemination & Public Accessibility are key.  Publications not generally indexed by subject, catalogued, or shelved are not sufficiently available.  

	Alexander Milbourn Co. v Davis-Bournonville (454)
	Patent application C filed prior to W is unknown to W as prior art.  Can it bar W?  Yes.  Predates 102(e)
	Secret Prior Art under 102(e) – 

Prior filed patent applications can be anticipatory prior art as of date of application if

- published under 122(b)

- it issues as a patent

	Gambro Lundia v Baxter Healthcare (479)
	Hemodialysis patent. Gambro bought assets, including IP, of bankrupt company. Not derived from inventor 1’s work.

Trial court incorrectly says communication must make invention obvious. Communication must enable.  Also says must disclose – unsure if they have confused issue.
	Derivation – 102(f).  Requires prior conception & communication to patentee.  Conception requires corroboration, & communication must enable (make obvious not sufficient).


D. Priority/ Interferences – § 102(g)

1. Introduction

Background: usually fought out in USPTO w/ interference. (office has most Byzantine, archaic rules around) Can be re-litigated in district court by disaffected party.

Factually oriented cases

US is first to invent, not first to file.  Second to file can get a patent if he was first to invent; determining priority is in an interference.  The general priority rule is

· 1st to reduce to practice is first to invent;  

· If you are 2nd to RTP but 1st to conceive, & you use reasonable diligence in reducing to practice from a time JUST BEFORE THE CONCEPTION of the 1st RPT'er, then you get priority.
· But if your (continuous) reasonable diligence did not begin until after the second conception, or if you abandon, suppress, or conceal the RTP'd invention, then 2nd inventor (first RTP'er) will win.
§102(g) Not entitled to a patent if 
1. During the course of an interference conducted under § 135 or § 291, another inventor involved therein establishes, to the extent permitted in § 104, that before such person's invention thereof the invention was made by such other inventor & not abandoned, suppressed, or concealed, or

2. before such person's invention thereof, the invention was made in this country by another inventor who had not abandoned, suppressed, or concealed it. In determining priority of invention under this sub§, there shall be considered not only the respective dates of conception & reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive & last to reduce to practice, from a time prior to conception by the other

Formation in mind of definite & permanent idea of complete & operative invention.  Mergenthaler
· "Definite & permanent": when inventor has a specific, settled idea, a particular solution to a problem at h&, not just a general goal or research plan.  BUT inventor need not know invention will work.  Burroughs-Wellcome.
· However, a conception that is factually uncertain enough to undermine the idea such that it is no longer "definite & permanent" is not conceived.  Smith v Bousquet.
· So experimentation is a factual situation on conception.  How certain is the idea?  Why are you experimenting.  The AZT trials in BW did not undermine the idea, & therefore did not undermine conception.  

· Idea so clearly defined in inventor's mind that only ordinary skill would be necessary to reduce to practice, without extensive research or experimentation.  Mahuyrkar v CR Bard.

· In Biochem – one has a mental picture of structure of chemical, its physical & chemical properties, or whatever characteristics sufficiently distinguish it – but not solely by the biological function.  Amgen.
2. Priority/ Interferences – § 102(g): Reduction to Practice- Conception & the inventive entity
Conception, as a mental act, requires corroboration = evidence of a contemporaneous disclosure that would enable one skilled in the art to make the invention.  BW.
Sufficiency of corroboration analyzed under rule of reason.

	Fiers v Revel 1993 (485)
	How much do you have to know to say that you’ve conceived the invention (of a DNA sequence)?

3-way interference on patents for b-interferon.  F claims priority by conception under 102(g).  

Court rejects method of preparation as sufficient to show conception. Hadn’t listed the actual DNA sequence in his application. 

Actually having invention vs. just a plan to get it.
	102(g) – since modified.

Conception analogous to description language above – see CR Bard.  

Conception is a question of law
Conception more = description, & different from enablement. 

Enabling for DNA not just anyone skilled in the art could obtain the invention w/ his claim ( conceived.  DNA special

	Burroughs Wellcome v Barr Labs (489)
	BW had tested AZT in lab mouse screens & found effect on retroviruses ( patent application (UK) to  treat HIV victims w/ AZT.  2 days before finalizing draft patent app BW sent sample to NIH for more powerful test, noting its results 

NIH argues biotech case logic should be applied—reduction to practice necessary for conception. Up to that point conception of the invention was not complete.
Holding: Before – one need not know invention will work, only have a particular solution at h&.  AZT was certain enough: knew structure, function, synthesis.
	Conception – for priority - an idea definite & permanent enough that PHOSITA could understand the invention.  Is a particular solution to a problem at h&, not just a general research plan; but inventor need not know that invention will work

An inventor's belief that his invention will work or not or his reasons for choosing a particular approach are irrelevant to conception.  

Draft patent application ample evidence that invention made w/out NIH.  

Conception the touchstone of inventorship ( each inventor must contribute to the conception of the invention.  Conception complete when only ordinary skill would be necessary to reduce the invention to practice without extensive research or experimentation.

Joint invention: don’t have to physically to work together, some form of collaboration between them  necessary. § 116 (can be different type or amount of contribution, don’t have to contribute to every claim, but at least one claim.)

Dividing patent rights & Lurie’s background as chief counsel) not something he wanted

	Smith v Bousquet (in BW)
	
	A conception that is factually uncertain enough to undermine the specificity of the idea is not definite & permanent enough to be "conceived." 

NOT a rule that science is indefinite & requires simultaneous conception & reduction to practice.  

	DSL v Union Switch 928 F.2d 1122 (1991) (507)
	Interference on coupler mount assemblies for train cars- tested on cabooses, not how they were to be used, on reg. cars.  Hodling: caboose test sufficiently simulated actual environment to be a satisfactory actual reducation to practice.  Just trying to show that it works… not that  it’s practical or accomplishes anything useful.  Very different than a commercial standard.
	Reduction to Practice, actual – 

1) Embodiment relied upon as evidence actually worked for its intended purpose (=invention is physically made & tested & works for intended purpose); OR

2) Tests performed outside the intended environment if conditions are “sufficiently similar” to the intended environment

3) Must be corroborated.  Lab notebooks, independent witnesses, affidavits of observers. Union Pac case
Later tests after actual RTP can affirm or call into question whether RTP in fact occurred


3. Priority/ Interferences – § 102(g): Abandonment, Suppression, & Concealment

Concept focusing on failure of inventor to apply for patent or commercialize or both.  Figurative "putting in a drawer & forgetting about it"
Factors in determining

1) Period of delay

2) Existence & nature of any activity in delay period
3) Cause of resumption of activity.
Fujikawa v. Wattanasin 93 F.3d 1559 (Fed. Cir. 1996) Priority invention rights to Wattanasin: While evidence showed W were slow in prosecuting their claim for a patent, their delay did not rise to the level of patent suppression or concealment.

In general, government shouldn’t be overly stringent on abandonment:

· applying for a patent is very expensive
· further disclosure goal in the end
Diligence

Period in question – a time just prior to the first-RTP'ers conception date till the time of the second-RTP'ers actual or constructive RTP.

Need not be showing of constant effort.  But must account for ENTIRE period, & show pursuit of goal in a reasonable fashion.

Valid excuses for inaction

· poverty or illness of inventor

· obligations of inventor's regular employment

· excessive workload of inventor's patent attorney.

V. Nonobviousness §103: The Graham Framework 

pp. 514-554 “A patent may not be obtained though the invention is not identically disclosed or described as set forth in § 102 of this title, if the differences between the subject matter sought to be patented & the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains.”

Background: Want to prevent those skilled in art from patenting that which was JUST ABOUT to happen

· Inventions “which would arise spontaneously… as the yelp of the dog surely follows from stepping on his tail.” (Judge Giles S. Rich)

· All improvement is not invention

· “final gatekeeper of the patent system”

Hotchkiss (“doorknob case” metal instead of porcelain knob) – inventor must display "more ingenuity & skill" than that possessed by the "ordinary mechanic." Problem w/ test: too ambiguous.  “plaything of the judiciary”

Cuno test - 1941 – invention "flash of creative genius."

A&P test - 1950 – the whole of the invention more than the sum of its parts.  "Synergism" requirement.

Check out st& as used in a supermarket was a combination of known elements which yielded no “unusual or surprising consequences”

QUESTION OF LAW – reviewed de novo, with UNDERLYING FACTS (Graham factors) reviewed for clear error or substantial evidence. (Amgen)

A. Graham v John Deere 

Background: Pioneer non-obviousness case after 1952 Act.  Overturned Cuno's "flash of creative genius," A&P's "synergism," & Hotchkiss's "more ingenuity & skill than an ordinary mechanic."  Created Graham factors.

Court must make factual inquiries of 

· Scope & Content of the Prior Art

· Differences between prior art & claims at issue

· Level of ordinary skill in art
Against this bkgd, obviousness of the subject matter is determined

· Obviousness actual test - Dow Chemical Test  - 2 part tes

· Would the prior art have suggested to those of ordinary skill in the art that they should make the claimed composition or device, or carry out the claimed process; &

· Would the prior art have also revealed that in so making /carrying out, those of ordinary skill would have a reasonable expectation of success.

Graham Secondary Considerations (see V(F))

give light to circumstances surrounding origin of subject matter.  Courts must consider this or risk reversal. (framework first established by Giles Rich in the Kettering Speech (564)

· Commercial success

· Long felt but unsolved need(s)

· Failure of others to do this.
B. Nonobviousness: The Scope of the Prior Art 

— pp. 554-597.

What exactly is the prior art for §103 purposes.  Then next question is content- what the prior art discloses.

—Stricter & a more objective test to make patents enforceable. ( obviousness

1. Analogous v. Non-Analogous Art

§102 is the source for prior art, but not all prior art can be used.  

· Only art analogous to the subject matter sought to be patented can be used for §103 determination.

· Fairness inquiry – none of the art is identical, & usually it must be combined, so we must seek to limit art to that which we expect an inventor to be aware of.

Test of analogous – In re Clay 966 F.2d 656 (Fed.Cir. 1992) p. 570
Field Analogous – "product-function" approach – art from the same field of endeavour, regardless of problem at issue

Problem Analogous – "problem-solving" approach - art not from within same field of endeavor, but is "reasonably pertinent to the particular problem" at issue.  

2. §§ 102/103 Prior Art

a) The prior art for §103 determination is §102 prior art.  Whatever is available for §102 novelty determinations are available for §103.

1) §102(f) – OddzOn – Secret prior art on derivation is also available for 103 obviousness determinations.

2) §102(g) – Also available as prior art for 103.  Need not have any personal knowledge of prior art, nor be public in any way.  Kimberly-Clark, DuPont v Phillips.  (591-92).

b) §102(f)/103: Scenario – X obtains information about an invention from Y, but it is an incomplete communication.  Doesn't enable, but makes it obvious in light of other art. (See Gambro Lundia)  So alone, it is insufficient for §102(f) derivation.  But it can be §103 use in combo with other art.  OddzOn.
c) Common Ownership –§103(c) When prior art subject matter & claimed invention are owned by the same person or assigned (or to be assigned) to same person, then §102(f) & (g) prior art CANNOT do a 103 obviousness invalidation.

3. Process to determine WHAT is prior art under §103 –

a) First Level – All Prior Art valid under 102 creates "pool" of available art.

b) Second Level – Analyze for Analogous / Non-analogous

c) Then, must examine content of prior art, as below.
	In re Clay (570)
	Patent on gel in oil tank dead-spaces challenged on art using gel in underground deposits.  Court won't compare art, finds it not analogous.
	Prior Art for 103 must be analogous

1) Is art from same field of endeavor, regardless of problem?

2) If not within the field of endeavor, is it "reasonably pertinent to the particular problem" at issue.

	In re Paulson (573)
	Portable Computer patent – hinge patents are analogous because pertinent to problem at issue – how to hinge halves of computer.
	

	OddzOn Products v Just Toys (593)
	
	102(f) prior art can be used in combination with other prior art to make an invention unpatentable under 103.  Secret prior art can render obvious.


C. Content of Prior Art – teaching to or teaching away.

1. Dow Chemical Test  - 2 part test

a) Would the prior art have suggested to those of ordinary skill in the art that they should make the claimed composition or device, or carry out the claimed process; &

b) Would the prior art have also revealed that in so making /carrying out, those of ordinary skill would have a reasonable expectation of success.

c) This is the "teaching to" idea.  Without this "suggestion" there is no obviousness.  

2. Source of the "teaching to" suggestions – Pro-Mold
a) From references themselves

b) From knowledge of those skilled in the art that certain references are known to be of special interest in the particular field.

c) From the nature of the problem to be solved, leading inventors to look  to references relating to possible solutions to that problem.

3. "Reasonable Expectation of Success" NOT "obvious to try" explicitly.  But note that any thing that is 103 obvious would have been obvious to try.  "Obvious to try" fails when there is a known process which would have to be tried with a total variance of all parameters.

4. No Hindsight

a) Isl& analogy – If an invention is like an isl&, the proper test for obviousness is to st& on the shore & ask if it is obvious where the isl& is.

b) Do NOT ask whether a person st&ing on the isl& would find it obvious where the shore is. 

5. Teaching Away: The opposite of the "suggestions" that create obviousness would be prior art that is not even silent, but rather discourages PHOSITA from combining references such that they get the claimed subject matter.

D. Nonobviousness: Person Having Ordinary Skill in the Art (PHOSITA)

— pp. 597-612; 

1. The question is What is the level of skill of PHOSITA?  How much does he know?

· We presume full knowledge of the relevant art

· Learned H& – "Impute to [inventor] knowledge of all that is not only in his immediate field, but in all fields nearly akin to that field."

·  In some areas, this is a very high level of skill, that trier of fact will have a hard time appreciating or understanding.

Who is PHOSITA – what is "ordinary" – factors to determine ordinary. (Environmental Designs)

Basically get some idea of typical worker’s skill.

· Educational level of the inventor

· Type of problems encountered in the art

· Prior art solutions to those problems

· Rapidity with which innovations are made

· Sophistication of the technology
· Educational levels of workers in the field.
What the hypothetical person is supposed to know?
· We presume full knowledge of the relevant art.  Learned H& – "Impute to [inventor] knowledge of all that is not only in his immediate field, but in all fields nearly akin to that field."

· Workshop test—know all analogous art & what’s reasonably related to it

· Question how reasonable a construct this isAssociates spend thous&s of hours coming up with the 2 or 3 pieces of art that are the closest to the invention & then argue that those are the “pieces” in the room with him.  Is it reasonable to have expected an inventor/scientist to have those things in mind?

· Rich & others wrote §103 1953 for the purpose of strengthening patent system… in response to SC using fairly anti-patent “flash of genius” standard

· Note: hard to persuade a trier of fact that something’s obvious it it takes >2 or 3 references to get to it.  Usually 1 primary & 1 secondary reference to get obviousness argument to stick.

· Sea change in the law: before fed. circuit, courts had had a very low notion of obvious—basically if they could understand.  Fed. Cir. has pushed the other way, to force that there be something really in the references to decide it’s obvious.  Rather than on an ad hoc basis.

Workshop Test (Winslow) – kind of art.

· For obviousness, imagine the inventor in his workshop with the prior art he is presumed to know hanging on the walls around him.  To solve his problem, he looks around at the art for a solution, & if the solution to his problem would be obvious from the art hanging around him, it fails 103.  

· Teaching test modifies workshop test (Antle)– emphasize that PHOSITA knows everything that is around him (key is selection of the prior art), but the art involved must be art he would have selected without hindsight.

(
· Presume the inventor has the ability to select the relevant art from his field & other fields pertinent to the problem which would be expected of a man of ordinary skill in the art to which the subject matter pertains.

	Winslow (612)
	
	Workshop Test – inventor sitting in workshop surrounded by all analogous prior art hanging on wall, he knows all of it.  Then do obviousness determination.

 - Shows can combine art.

	Antle (613)
	
	Teaching Test – Would PHOSITA have selected that reference without hindsight?  Combining art for 103 requires some element of teaching towards combining.

	Pentec v. Graphic Controls (1985)
	GC’s “Series 39” pen: commercially successful.  Pentec introduces an infringing (“Series 390”) unit.  improvement patent on disposable pen.  Sales substantial.

Argument: company market leader, sold millions of pens before, likely would sell millions of other pens, promoted the hell out of the pen, so commercial success doesn’t mean much here.
	Problems with the argument: 

Could well be that if the product were bad, wouldn’t have sold… happens all the time.  No logical nexus between prior successful products & this product.

Marketing: most successful things are heavily promoted.  That has nothing to do with it being an invention or not.


F. Secondary Considerations (Graham)  

Secondary Considerations that give light to circumstances surrounding origin of subject matter.  Courts must consider this or risk reversal.  This framework first established by Giles Rich in the Kettering Speech (564)

2nd’ary considerations history: L. H& in 2d Cir. troubled by substituting his own judgment for that of workers.  Developed secondary considerations to look for facts occurring in real world in connection with the actual inventions.  Graham memorializes them.

· 2ndary: only should look at if analysis of prior art vs. claims is inconclusive.  Rewritten in federal circuit (p. 601) ( “4th factor” in any case where they’re present, court has to look at them.  Up to them how much weight.

1. Commercial Success

Assertion – I am the first commercial success.  If my patent is so obvious, why didn't any of my competitors have commercial success with this product given the significant consumder dem&.

· Perhaps specious.  Assumes commercial success is due solely to the innovation/invention, & that commercial success is perceivable before the development, & that given this perceived dem& others tried & failed to make the invention, & the patentee is the first to reduce to practice.  

· Courts usually do look positively at commercial success, despite impression of Pentec.

· One counter argument D can make—whole market is (’ing at same rate.  Both sides need factual evidence to show whether commercial succeeds supports patentability.

Commercial Success Nexus Requirement – must show a "nexus" between the commercial success & the merits of the invention to make commercial success persuasive.  Not as stringent as a "direct result" connection requirement.

cause & effect—commercial success due to patented feature

· marketing, pre-market data

· replacing competitive product that is otherwise similar
· basically no direct evidentiary proof linking SC to the patented feature… it’s an inferential conclusion based on reasoning, facts, … trying to throw out non-relevant facts
2. Long Felt Unsolved Needs & Failure of Others

Assertion – People have been clamoring for this invention, & others have failed to find the solution before me.  Therefore my invention can not be obvious or someone would have already invented it in light of the strong dem&.

Problem –

· Assumes firms can identify a need & are willing to commit to it.

· Identifying the Need – The more narrow the need can be defined (a big HINDSIGHT risk) the more obvious it becomes.  A need for a precise product always makes the product obvious

· Actual Failures – Need & Failure are done OBJECTIVELY – based on hypothetical total knowledge.  Real inventors don't have total knowledge or total access to the art.  So there is a disconnect between this objective world & the real world where inventors miss legally obvious inventions.

· Can work when establish that D has sufficient knowledge that really it was all before him. otherwise, hard to rely on it

3. Copying – 

When competitor copies a patent after trying to design around the patent, it’s a sign of nonobviousness.

- Schwartz thinks tends to show some merit.  People are in business to make money, so only would copy / use something if they thought it would make money (be commercially successful


… none of these are direct proof.  Don’t get at obviousness.  SC meant secondary
Counter argument—this is the judgment of the real world.  Can’t hold invalid by simple logic, have to look at it.

Example: Polaroid competitor had a crappy clunky big instant camera.  Six months after Polaroid came out with their super camera, their equally skilled engineers came out with a very similar one.  Polaroid had a good argument- they had failed to come up with this great idea for years then copied Polaroid’s design right away.  In court: show picture 1 next to picture 2.

4. Licensing/Acquiesence

Patentees assert that acceptance of a license is implicit recognition of validity & nonobviousness.  Weak.

Schwartz thinks it’s fair to be considered if the facts are clean- do pay for a license to that patent.  In reality, is part of a package; or license is a sum paid to avoid litigation (royalties << litigation $$)

- juries can have unpredictable results here.

- there is no licensing estoppel (can take out a license & challenge the patent)

F. Biotechnology & Obviousness 

pp. 658-663; 

1. Amgen (680): Obvious to Try: 

"Obvious to try" does not make a resulting structural claim obvious when result wasn't known, nor was a reasonable expectation of success.

· If product wasn't known

· No reasonable expectation of success

Background: Gene patent attacked as obvious in light of known methods for isolating DNA from known gene libraries.  

Holding: Not obvious because there was no reasonable expectation of success.


2nd’ary considerations that would’ve been nonobvious to come up with Lynn’s invention.

· Shows difficulties in relying on them

· Equogen incredibly successful.  Amgen’s whole business founded on this patent, & there was a race to come up with it.  Were only a couple years w/ skilled people + technology to do it.

Obvious to try issue: D: equogen in monkey makes it pretty easy to figure out equogen in human.

Witness: Dr. Wald is on their pay roll.  He has a large motive to express the opinions Amgen wants him to.  Court gives a lot of credence to what he says—difficult to find a gene in 1983.

2. General method of isolating DNA from protein doesn’t render a claimed nucleic acid sequence obvious

a) A general knowledge of methodology utilized to isolate nucleic acids encoding desired proteins is not enough to render a claimed nucleic acid sequence obvious in light of knowledge of the partial amino acid sequence of the protein.

b) A patent on a chemical entity in structural terms requires that the prior art suggest the claimed compounds  – Deuel.  What is not contemplated in the prior art method disclosed cannot say to have been conceived.

c) General method of isolating DNA is not relevant to whether specific molecules isolated are themselves obvious unless there is teaching as to a compound that suggests claimed DNA Deuel
d) Reason – degeneracy means there are a vast number of nucleotide sequences that code for a specific protein.  Different than isomers & analogs in other areas – The sequence is not obvious from the protein's amino acid sequence because the sequence doesn't lead in reverse to ONE STRUCTURE

1) One nucleic acid gives only one protein (basically)

2) But one protein can have many different coding nucleic acid sequences.
VI. Utility §101

— pp. 707-727.

A.  Introduction

1. § 101 requires a "new & useful" invention.

2. What is the proper function of 101 compared to 102/103?

a) A narrowing function, like a funnel?  This would see utility as a minor hurdle.

b) An equal test – rigorous hurdle for meeting patentability.

3. Question of FACT
B.  Brana two part test of utility

1. PTO has burden of challenging a presumptively correct assertion of utility in a description
2. If PTO provides evidence that PHOSITA would reasonably doubt the asserted utility, burden shifts to applicant.  
Brenner v. Manson

Background: Patent on process for producing certain steroids.

Issue whether interference ought to be dissolved because the product the process produced had no utility—a very similar compound had been shown effective at inhibiting tumors in mice.
· obvious he’s no fan of the patent system—“virtue of disclosure warily evaluated” when written to make as broad a claim as possible & disclose as little info as possible

· not clear really why the process isn’t useful—it produces a promising product

Indefinite area- worry of patenting millions of processes… like ESP example

Unusual for this to come up in a lawsuit… if it’s not useful, why litigate over it?  

Perpetual Motion machines but an important issue in USPTO—preventing people from carving out whole areas

Fed Cir. response—busily unraveling Manson. “Modern approach to utility” notes p. 713

Brana patent presumptively useful.

C.  Pharmacological products/intermediates –
1. In vitro & animal testing: 
a) Pharmacological activity in vitro enough to show utility
b) Schwartz says this is a real attempt to chip away at Manson (he’s ignoring the court’s argument that it process wasn’t utile itself, & product likely had no utility anyway).
2. Expressed Sequence Tags

a) Partial DNA sequences that are valuable for expressing a specific protein, but that do not reveal the gene or protein.

b) PTO allowed patents on EST's in 1997 based on utility as probes for larger DNA sequences.

c) Heller & Eisenberg – tragedy of the anticommons – blocking of downstream patents by partial sequence patents on building block materials

1) Some academics find unconvincing.  All pioneer patents are roadblocks to use, but never to downstream patents.  

2) Counter – speed of market perhaps unprecedented.  Slowing more damaging, risks pileup w/ monopolies (patents in few h&s)?

3) Less important now that Human Genome Project
D. Illegal or immoral inventions

· gambling devices… Has been a movement to allow them.  There are patents on slot machines, …

VII. Statutory Subject Matter §101

The Shifting Views of the Supreme Court: Ultimately, scope has gotten very broad compared to other countries.  Whether statute intended that…

A.  Introduction

History: 4 classes of things not patentable under §101: processes, machines, manufactures, or compositions of matter.  Supreme Court broadened in Diamond v Chakrabarty (772)– "anything under the sun made by man," "products of human ingenuity."

Background: Oil-eating bacteria initially rejected as non-statutory matter – living things unpatentable.  Holding: Court finds it non-naturally occurring composition of matter, & patentable.  

Living v. non-living irrelevant: products of nature v. products of human ingenuity.


Statutory Subject Matter: A product of human ingenuity, markedly different from anything found in nature, meets the statutory requirement of the Code.

Dissent same new category argument as majority used in Benson—role of Congress to broaden patent laws, not the court.

Diamond v. Diehr (US 1981) physical & chemical processes for curing synthetic rubber which includes in several steps the use of a mathematical formula & programmed digital computer are patentable.  (mathematical formula itself would not be patentable)

Limits – no laws of nature, ideas, or things that exist in nature.  These can also be characterized as failing under basic utility, novelty barriers.

a) But note!!  Generic algorithms & ideas often ARE patentable as applied to specific problems, State Street: the Option Pricing algorithm.  

b) Raises the same question as utility: is whether this is really a test of its own?

c) Living things CAN be patented.  Chakrabarty.

B.  Statutory Subject Matter: The Federal Circuit's Response 

(pp. 777-828) Had previously liberally applied to non-barred borderline issues like computer programs.  After Chakrabarty & Diehr, little trouble applying new rules.

State Street – Margin issues of patentability of applied ideas.

Seminal case – overturned judicial restriction on business methods patents.  Reaffirmed mathematical algorithm ban.

a) Business methods that involve something useful, concrete, & tangible are patentable.  

b) & financial information is such a thing, & idea manipulating this info usefully is patentable.
c) Diehr opened flood gates for this.  Take an idea, dress it up with a little hardware, & your in business with machines doing the exact same thing people’ve done by h&s for years.  State Bank.
d) Overrules Benson?  No if you read Benson as an algorithm case—can’t patent an algorithm itself.  Past that, can patent algorithm in computer system probably.  

Alappat – oscilloscope rasterizer transforms data into visual waveform on a screen.  Patentable

Arrhythmia – Manipulation & analysis of EKG heart data to determine if patient suffering arrhythmia – patentable. 

Summary
· The barrier is the algorithm exception.  To overcome, need an idea that manipulates/represents something tangible (money, heart beats, visual waveform) & has a use.

· The patent is limited.  The algorithm is only patentable within the limitations of the specific concrete application at h&.
C.  Pre Diamond v. Chakrabarty
1. Gottschalk v. Benson (1972 SC)  
A computer program algorithm was unpatentable in nature. Converted binary coded decimals to pure binary form. allowing patent would be in effect patent on the algorithm itself.

1. App court said OK bec. made reference to hardware elements = a claim for the machine implementation of this process.  Cash registers, like Benson's method, worked with numbers, but that didn't make such registers unpatentable. (This analogy, however, misses the deeper question of whether addition itself would be patentable as a process merely because it is capable of being carried out on a machine such as a cash register)  SC rejected.

2. W/out device, would cover the method when performed manually with a pencil & paper ("mental process"). The appellate court said computer implementations was practical utilization of the invention, ( technological enough in character to be a patentable process ( for Benson.

Dissenting opinion: Schwartz thinks it should be patentable as itself- not a law of nature, but an application of a discovery to technology.  Person wrote a claim to get around the problem of patenting an algorithm, a method plainly that reads on hardware.  Shift register is a piece of hardware. Just because it’s simple or fundamental doesn’t mean it shouldn’t be protected.  

Better argument §102, 103, 112 doesn’t enable enough.
Transforming matter: Benson's method did not transform matter, but transformation of matter would not always be required to support the patentability of a process. 

“Nature”: Mathematical character of the Benson algorithm was not the sort of process that was patentable in nature. Was likened to a law of nature or a scientific principle, which are kinds of discoveries rationally not considered to be patentable in character

Computer programs—algorithms & Benson: Computer programs unique & don’t fit well into patent or copyright. Congress attempted to come up w/ a new form of IP.  Hardware manufacturers didn’t want it, much stronger.  p. 737 Rich’s discussion.

( copyright for software code.  Only protects code itself, very weak form of IP.

( Patent for programs & processes.  Take computer programs & write to look like hardware, when really software.  Some patents were granted.

Today, still large debate.  Pushing for a different type of protection (intermediate)- active use of copyright & patents, lasts a few years, in exchange for broad protection.  Software industry moves so quickly that  a 20 yr monopoly is unreasonable.
Historical Interpratation: 

1. Initially Benson interpreted as applying only "process" (or method) not "machine" (or apparatus) claims.  Distinction was later abandoned.

2. "Mathematical algorithms" (which meant mathematical formulae, unpatentable under Benson) v. non-mathematical algorithms (e.g. for converting written texts from one natural language to another which the appellate court regarded as non-mathematical in character) 

3. Then FC acted like "mathematical algorithms" might still be patentable so long as the claims did not cover all uses of the algorithm, so that limiting the claim to some technological environment or field of application were regarded by the appellate court as "saving" the claims from Benson's proscription against a patent on an algorithm.

4. SC disallows pure mathematical claims (’78, ‘81), SC said that claim limitations of this sort were not consistent with its ruling in Benson. Diamond.
5. Even looser now in practice?  Any algorithm applied works.

2. Funk – discovery of a bacteria on a root nodule capable of inoculating certain plants.

a) Not a living thing ban, 

b) Instead – Purely a discovery of something existing in nature.

c) In Chakrabarty, creation of something not found in nature.

d) Can patent things found in body (DNA) if you add conditions, isolation.
3. Flook: App for a  “Method for Updating Alarm Limits.” The method consisted of 1) a value measurement of the process variable, 2) an algorithm calculation of a value for the updated alarm limit, & 3) an adjustment to the new alarm limit. The application represented a novel formula that supplied a better method to update the alarm limit.  Since only the mathematical formula was novel, the method was not patentable since the formula represents a mathematical law of nature.

a) Problem: that’s really §102 or 103 (utility, obviousness, …), not §101 subject matter.

b) Court says  has to be cautious extending into new area & leaves to Congress to exp& protection.
c) Parker dissent: (Stuart, Burger, Rehnquist) principles of nature (gravity, water boiling…) Says loses patentability simply bec. one part of process not patentable.

d) Not a ban on extending patent protection into new technologies

e) Ban on abstract ideas – no usefulness.

f) Schwartz claim the case st&s for the idea that if process unpatentable if includes anything unpatentable, like a mathematical formula.
Defenses

§272: patent presumed valid.  “each claim of a patent (whether in independent, dependent, or multiple dependent form) shall be presumed valid independently of the validity of other claims; dependent or multiple dependent claims shall be presumed valid even though dependent upon an invalid claim. The burden of establishing invalidity of a patent or any claim thereof shall rest on the party asserting such invalidity.”

· Direct Infringement (make, use, sell, offer to sell, import) §271(a)

· Indirect Infringement (Contributory infringement §271(c))
· Inducement to infringement §271(b)
Defenses to Patent Infringement

The Main Defenses:
Invalid: The patent is invalid (therefore there can be no “infringement”)

· §100’s or §112 (disclosure) or §251 – see chart.

Noninfringement:  I don’t infringe the claim (literally or under DOE)

“Other” defenses

“Experimental use” defense Very narrow!

The whole patent is unenforceable because of:

· inequitable conduct, (fraud, unclean hands) OR

· misuse

Laches  --Arguments that the patent owner's delay in bringing legal action prejudiced defendent's actions. This can result in nullifying past damages of a specific defendent.
Estoppel

· Simple Estoppel  --Arguments that waiting to bring legal action led defendent to believe that the patent would not be enforced. This can result in denial of all claims and damages with respect to a particular defendent.

· File Wrapper Estoppel: Holds that a patent owner can't recapture something that was given up in the examining process. This can result in denial of all claims and damages with respect to a particular defendent. Sometimes file wrappers also include prior art that was submitted by third parties and not considered in examination.


Patent Title --Arguments are made that plaintiffs do not represent all owners of subject patent.




Prior User Rights --(Business Method patents only).

License

Permissible repair

Counterclaims

Antitrust

Unfair competition

What you can do …
Be proactive!


Product clearance patent search Early in product develop stage


Consider alternatives


◦ 
Design around


◦ 
License


◦ 
Opinion of counsel


◦ 
Litigation risk assessment
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