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0 - INTRODUCTION


A.
Intro



1.
patents and copyright are federal law – 



a.
trademarks is different





i.
comes from English common law





ii.
we had state and federal common law on 
trademarks, now we have a federal statute



2.
but you don’t need to register a trademark to have rights




a.
you acquire rights by using it in commerce



3.
there are various provisions for registering




a.
not necessary – just better



4.
rights last in perpetuity if you continue using it



5.
acquire rights by use, keep by use



6.
trademark law is significant for the economic world




a.
they become valuable




b.
some companies have little more than a trademark





i.
such as Coca-Cola



7.
who are the laws designed to protect?



a.
patents → investors




b.
copyrights → authors




c.
trademarks → consumers





i.
trademark law is different from the others





ii.
not allegedly to protect the creator, but to protect 

the public





iii.
so they know the source of the goods



8.
source of power to regulate patents and copyrights:



a.
is in the constitution




b.
but source of power for trademark law is in the commerce 
clause





i.
to protect the consumer





ii.
assurance of what you are buying





iii.
the court gives consideration to the consumer, 
though the consumer is not a party to the litigation
I – THE PROBLEM OF ENTRY (Unfair Competition)


A.
The Common Law


1.
Tuttle v. Buck



a.
defendant sued for starting barber shop just to put plaintiff 

out of business



b.
court won’t dismiss





i.
even though a lawful act could not be made the 
foundation of an action because it was done with an evil motive

ii.
a cause of action would exist where the competitor 
started an opposition place of business, not for the sake of profit to himself, but regardless of loss to himself, and for the sole purpose of driving his competitor out of business, and with the intention of himself retiring upon the accomplishment of his malevolent purpose

iii.
the competitor could be found guilty of a wanton 
wrong and an actionable tort because in such a case he would not be exercising his legal right, or doing an act which can be judged separately from the motive which actuated him

iv.
to call such conduct competition was a perversion 

of terms

-
it was simply the application of force 
without legal justification, which in its moral quality might be no better than highway robbery



c.
so the court opens up intent to consideration




d.
majority – says this is unfair competition and actionable





i.
minority would dismiss




e.
“old and troublesome case”



2.
Sorenson v. Chevrolet Motor



a.
can’t induce another to breach a contract





i.
When a person has knowledge of the contract rights 
of another his wrongful inducement of a breach thereof is a willful destruction of the property of another and cannot be justified as legitimate competition.



3.
Witte Transportation v. Murphy Motor Freight Lines



a.
Tuttle intentional, malicious intent is not even required




i.
all you need is the intentional doing of a wrongful 
act without legal justification or excuse




ii.
or willful violation of a known right





iii.
ill will or spite is not essential




b.
so intent is needed – not ill will or spite




c.
negligence is not enough

B.
The Regulation of Public Goods


1.
International News Service v. Associated Press



a.
misappropriation



b.
harm to competition – kills the incentive to get the 

information in the first place




i.
news is not something a person can own





ii.
but the court likens this to property





-
it is what the plaintiff has gathered through 
skill and labor







-
talking to sources, gathering 
information, composing stories




c.
even assuming the stories were rewritten – 




i.
INS is stealing what the AP put into gathering the 
information, talking to sources, and composing stories



2.
NBA v. Motorola




a.
Motorola is stealing the scores – 



b.
this is unsuccessful – so what is different?





i.
they are not exact competitors – unlike INS and AP




ii.
here, Motorola was gathering the news itself





iii.
this is closer to raw information




iv.
doesn’t compare to watching the game itself




c.
this is the modern-day INS




d.
premises from Schwartz





i.
basketball scores – no rights to them




ii.
can watch the game on TV – see the score – so there 

is no right to the scores




e.
the way the facts are reported may be covered – but not the 
underlying facts themselves





i.
the broadcast and the recording of the broadcast are 
protected



f.
here – the NBA sues




i.
copyright infringement






-
court says no – no copyright in the facts

ii.
misappropriation via the INS doctrine






-
trial court holds for NBA





-
2nd Circuit for Motorola




g.
federal common law is gone – and that was what INS was 
under





i.
2nd circuit gives us a modern view of INS




h.
5-part test:




i.
plaintiff generates or collects information at some 

expense





ii.
value of the information is time sensitive





iii.
defendant’s use of the information constitutes free-

riding on the plaintiff’s costly efforts to generate or collect it





iv.
direct competition – in the plaintiff’s primary 

market




v.
ability of other to free-ride would reduce incentive 
for the plaintiff to do it or reduce incentive for quality




i.
here – no competition





i.
and it needs to be the plaintiff’s primary market




ii.
drives a huge wedge into INS




j.
shows you how far the law has come in regards to 
misappropriation





i.
the restatement tries to get rid of it totally





-
except for the hot news exception – very 

narrow



3.
Sears, Roebuck & Co. v. Stiffel Co.




a.
facts:




i.
Stiffel makes a pole lamp





ii.
Sears copies it for cheaper





iii.
Sears wins




b.
court says there is no patent





i.
but we saw unpatented stuff protected twice already






-
the barbershop in Tuttle






-
the news stories in INS





ii.
and here there is no protection



c.
why?




d.
can you trademark a shape?



e.
trademark IDs the source of a product




f.
court says to protect Stiffel would be a perpetual monopoly 
when patent law would not do that



g.
probably would not say this is an intentional wrongful act




h.
?


4.
Compco Corporation v. Day-Brite Lighting




a.
a fluorescent light grill





i.
unique and marketed by Day-Brite





ii.
had secondary meaning – so it tells people it is 

made by Day-Brite




b.
the court does not care




c.
court does not care – says no patent = no protection





i.
no copyright = no protection




d.
high-water mark for erosion of trademark law




e.
court says this but it is not followed




f.
polar to INS →





i.
no patent and no copyright = no protection




ii.
neither was relevant in INS – and there was still 
protection



g.
but you can’t pass you product off as someone else’s



h.
so to what extent do we protect shapes


5.
Bonito Boats v. Thunder Craft Boats




a.
the shape of boat hulls matters to people




i.
people were copying boat hulls




b.
the states wanted to protect the boat makers





i.
so they made a statute




c.
United States Supreme Court – no, you can’t protect that



d.
compared to INS – it’s really a sea-change, isn’t it?




e.
how you distinguish products is one thing – but when it 
comes to the product itself – it is patent law and the federal government preempts with it’s law



6.
copyright and patent were pre-empted by the federal government




a.
misappropriation fits in there




b.
but it was removed
i.
INS is the relevant case





ii.
they pulled out the enumerated section en toto




iii.
didn’t want to force recognition of misappropriation 

claims




iv.
so they left it to the courts

IV – PREDATORY PRACTICES

B.
Appropriation



1.
Reeves v. Alyeska Pipeline



a.
protection of ideas



b.
can say a contract – implied or express



c.
promissory estoppel




d.
quasi-contract




e.
tort – fraud or negligent misrepresentation


2.
Goldstein v. California



a.
copyright – California can have copyright laws




b.
later reversed in statute

III – TRADEMARKS


A.
The Fundamentals



1.
Kellogg v. Nabisco

a.
does the word shredded wheat have protection?




i.
no – it’s generic




ii.
can secondary meaning save it?






-
(you associate the name with the source)





-
(functional – not trademarkable)





-
(ornamental – can be)





-
anyway – court says that the primary 

significance of the term must be the producer, not the product




iii.
so – no – can’t protect the name



b.
can they protect the pillow shape?





i.
no – the patent ran out




ii.
no secondary meaning





iii.
so – no – they can’t protect it



c.
need to be fair – can’t pass your off as their – no passing 

off





i.
need to prevent confusion – put your name on it – 

distinguish it




ii.
court doesn’t see passing off





iii.
is changing the name enough?





iv.
it really comes down to being fair






-
don’t want confusion






-
it comes down to customers being able to 
distinguish the source

d.
can they sue because the picture is similar?




i.
not decided



e.
how do you show secondary meaning?





i.
ads or surveys to show that it makes people think of 

this particular producer


2.
Shaw v. Time-Life Records



a.
can’t pass your off as someone else’s



b.
here they were remakes, but the court said it wasn’t clear 

enough – so it will go to trial

B.
Problems of Validity


1.
Distinctiveness




z.
what are the different types of trademarks that there are?





i.
arbitrary or fanciful






-
ex: Kodak, Xerox, Exxon






-
coined names






-
no real meaning






-
easiest to trademark






-
fully protectable





ii.
suggestive






-
suggests but doesn’t describe






-
protectable






-
suggests, rather than describes, some 
particular characteristic of the goods or services, and requires imagination in order to draw a conclusion as to the nature of the goods or services






-
ex: Coppertone





iii.
descriptive






-
describes the product





-
protectable if secondary meaning






-
describes a characteristic or quality of an 
article or service – such as color, odor, function, dimensions, or ingredients






-
ex: Alo, Vision Center






-
policy – don’t want to be able to remove 

descriptive words from public usage





iv.
generic






-
opposite of arbitrary/fanciful






-
no protection






-
a common/everyday term






-
ex: automobile, airplane




y.
some examples:





i.
steel girder – 






-
generic – no protection





ii.
traq girders – yes – arbitrary or suggestive





iii.
lion girder – yes – suggestive




iv.
Hercules girders – suggestive





v.
rigid girders – descriptive




x.
tests for whether it is descriptive from the Zatarains case:






-
word at issue is “fish-fri”





-
can Z have a trademark?





i.
dictionary – look the word up in the dictionary





-
fish fry – defined as either a picnic or fried 
fish





-
this is batter for fried fish






-
so what does that tell us → this suggests it is 
descriptive because the dictionary says the word describes what it is generally for




ii.
next is the imagination test






-
you don’t need imagination to deduce what 

this is for – so that suggests it is descriptive





-
as opposed to Hercules girders – you do 

need some imagination – so it is suggestive





iii.
competitors’ needs





-
would competitors be likely to need the 

term(s) to describe their own stuff?






-
yes – so that suggests it is descriptive





-
it is a stronger mark if there are other uses 

for the mark and other ways of describing the thing






-
few synonyms – weakens the mark




iv.
has it been used (by others)?






-
this is related to the third test






-
when many others are using the term, or 

want to, it is probably descriptive





-
and that is the case here




w.
so it is descriptive – so it needs secondary meaning to be 

protected – how to show?

i.
Zatarain’s fish-fri might make a difference, but this 

court is inquiring into secondary meaning for “fish-fri”




ii.
so there is no one factor – it is all circumstantial 

evidence (or direct?)




iii.
the court likes to see surveys





iv.
court says:





-
amount and manner of advertising






-
volume of sales






-
length and manner of use






-
surveys – best evidence there is




v.
the surveys





-
people are asked what they use to batter 
fried fish – large amount say Zatarains





vi.
so, altogether – court finds secondary meaning




v.
fair use?





i.
others can use the mark if it is not being used as a 
mark – but to describe the product/service




ii.
needs to be fair and in good faith





iii.
testimony showed it wasn’t for trademark use, and 

they never tried to register it




iv.
and they tried to package so as to minimize 
confusion



a.
Descriptive Marks





i.
Zatarains v. Oak Grove Smokehouse






-
tests for whether it is descriptive:






-
court finds descriptive, secondary meaning, 

fair use




ii.
Schwartz tells use some stories






-
lip fix/repair cream





-
3 trademarks:







-
Elizabeth Arden/something/lip fix







-
Revlon/something/lip repair crème






-
not sold side-by-side






-
with 3 trademarks on each product






-
called fair use – as long as used to describe 
the product, not as a trademark





-
what does it take for fair use defense?






-
no likelihood of confusion





-
it’s like no harm no foul






-
but why protect a mark and then let others 

use it anyway?




iii.
Car-Freshner Corporation v. S.C. Johnson & Son





-
issue is the pine-tree shape for air-fresheners





-
court assumes they have trademark rights






-
court says a descriptive term can be 

suggestive, arbitrary of fanciful when used to describe something else





-
but here, the court doesn’t care what 

category you put it in

-
says that there is fair use
-
can’t let them remove the pine-tree 

shape from use – would be to grant a monopoly






-
why fair use?






-
it’s being used to describe the goods, 
in good faith, and not as a mark







-
here for defendant it refers to the 

pine scent of an air freshening agent






-
pine-scent refers to the Christmas 

season, which is when it sells the item






-
adopted with knowledge of 

plaintiff’s use and without counseling – is not bad faith





iv.
when picking and judging marks – it’s not a clear 

area of law




v.
deceptive and misdescriptive marks






-
seems like the same thing?





-
such as “lovee lamb car seat covers” – when 
the covers are not made of lamb and others’ are

-
others make genuine lamb covers 

and they are more expensive – so people would likely see this and act upon it






-
burden shifts to applicant to show it is not 

deceptively misdescriptive






-
truthful statements in ads and labeling do 

not save it






-
test for deceptive:







-
is it misdescriptive of some aspect of 
the goods







-
are prospective purchasers likely to 

believe that it actually describes the goods






-
is the misdescription likely to 

influence purchasers




vi.
no scandalous marks allowed




b.
Generic Marks





i.
Eastman – a biography (excerpt)






-
Kodak was a popular term – people tried to 

rip it off – so the lawyers were kept busy






-
don’t let it be used as a noun or verb – want 

it to be used as an adjective – Kodak film – Kodak camera






-
Monopoly brand game






-
jell-o brand snacks





ii.
Diet Chocolate Fudge Soda






-
descriptive or generic?






-
courts are split





iii.
Genessee Brewing v. Stroh Brewing





1.
brown ale is common






-
and honey is used to describe what it 

sometime put into brown ale (defendant)






2.
for protection – the primary significance of a 
term must be the producer (the source), not the product






-
it can have a dual function, though







-
so a term is generic when it indicates 

the nature or class of an article, instead of the source





3.
sometimes a term indicates the genus or type 

and the brand – Canfield test






-
like new combinations







-
such as brown ale plus honey







-
first – do competitors need to use it? 

→ if no commonly used alternative that effectively connotes the same functional information, then it is generic






4.
so, honey brown when used to describe ale 

is generic







-
someone has to be the first to add 

honey, but they can’t keep others from using those terms because that would be to grant a monopoly






5.
court doesn’t say for sure







-
but honey brown applied to a lager 

might be descriptive, because brown lager is not a generic category of beer






6.
next they claim for unfair competition







-
need secondary meaning and 

likelihood of confusion (basically passing off)







-
court says a claim was stated on this 

– they might not have taken reasonable steps to prevent confusion






7.
survey methods:






-
one – if you were going to buy 
something for x purpose, what would you ask for?








-
if they all say a Thermos – 
generic maybe, but then ask if it has trademark significance







-
and what if it is the dominant 
brand?







-
two – give a list and ask them to 

classify as common term or brand name, with target term mixed in






-
third – motivation survey is killed by 

Lanham act







-
Judge Becker in Canfield doesn’t 
like these surveys – says that often terms are both brand and genus – so “if no commonly used alternative effectively communicates the same functional information, the term that denotes the product is generic” → it depends on competitors need to use the term





8.
evolution of the law







-
first - Kellogg shredded wheat case








-
what is the primary 

significance?







-
next – Monopoly case








-
motivation test – do people 

want the game because Parker Bros made it or do they want it regardless of who made it?








-
explicitly overruled in 
Lanham act – “shall not be deemed generic just because it identifies the source and a unique product or service” → primary significance test to be used, not motivation
-
more protective of trademarks now







-
third – down the middle – Calabresi 
in Genessee case – follows Canfield test




iv.
Eastern Shuttle case





1.
“Air-Shuttle” is granted registration





2.
but then airlines are de-regulated so others 

are able to offer the same service






3.
others need the term – so it is generic now






-
they became victims of their own 

success – it became generic to describe the regular flight thing they were doing







-
better to have called it “Eastern Air-

Shuttle” instead of just “Air-Shuttle”






4.
but unfair competition – yes – the others 

can’t guarantee flight availability (?)




v.
lose patent – lose trademark – 






1.
like Kelloggs – now others need the term to 

describe their goods





vi.
In re Seats






1.
descriptive to describe a reservation service





2.
they claim distinctiveness – so win




vii.
notes

1.
generic things get no protection even if 

secondary meaning






-
so courts stretch to call it descriptive 

so as to avoid the bright line rule





viii.
protect ya mark!






1.
you can lose your trademark if it starts to be 

used to describe the product instead of the source







-
yo-yo, celluloid, zipper

2.
don’t describe the product, put something 

else in there






3.
want it to be used as an adjective






4.
Xerox – is well protected – vigilant




c.
Geographic Marks





i.
hypo – Havana Club Rum – not sold in United 

States, Bacardi wants to use the name in the US





1.
1052(e) – won’t refuse registration unless:







-
merely descriptive – no







-
deceptively misdescriptive – maybe 

– except it says Havana Club rum – if it was just Havana Rum – problems







-
geographically misdescriptive – 

(exception is doing it a long time) → but this could be a problem




ii.
In re Nantucket, Inc.






1.
shirts called Nantucket





2.
first, let’s pretend they do come from 

Nantucket







-
well, then it would be descriptive 

(would need secondary meaning)






-
or generic







-
but if it is simply geographically 

descriptive – can’t register

-
except for collective/regional 

certification marks (see below)






-
but if it’s not from Nantucket – it’s 

arbitrary







-
then we get the problem with 

geographically misdescriptive – this 

case






3.
geographically misdescriptive? – maj






-
needs to be deceptive – so people 

would need to think that the shirts were actually from Nantucket






-
he doesn’t think people would think 
that – so he lets them register






4.
concurrence – Schwartz likes better






-
says five categories for geographic 

marks:






-
distinctive (suggestive or arbitrary)







-
generic







-
descriptive







-
deceptively misdescriptive







-
deceptive







-
sometimes, a geographic mark can 
be arbitrary – when people would never think the goods came from there – like Alaskan Bananas







-
but if people might think the goods 
did come from the place – and in fact they don’t – then registration is denied







-
if a place is known to make certain 

things and you use that name but don’t make your stuff there – deceptive







-
but if a place is not known for those 

goods – you can use the name and make the stuff somewhere else and are fine







-
comes down to the public’s 

expectations







-
he also notes that the defense of 

geographic descriptiveness can only be used when you have a personal interest in using the term




iii.
Waltham Watches case





1.
similar





2.
plaintiff acquired secondary meaning for 

“Waltham Watches,” so was able to prevent another company from using the term without differentiating itself from the plaintiff





iv.
certification marks






1.
used to show it meets certain standards or 

comes from a certain region
-
is registered

-
used collectively by people who 

meet the criteria







-
but if it becomes descriptive or 

generic – can lose the mark






2.
Community of Roquefort case






-
defendant said it came to mean blue 

cheese not where it comes from







-
court agrees




d.
Personal Names




i.
Taylor Wine Co. v. Bully Hill Vineyards





1.
Taylor’s grandfather sold the business and 
the goodwill of the Taylor Wine Co. (has secondary meaning)





2.
so can Taylor use it?






3.
he can’t use the name as a trademark






-
he can’t pretend his grandfather 

passed anything on to him as a vintner






-
can use his signature but only with a 

disclaimer







-
and can’t use original or owner of 

the Taylor Family Estate






4.
Schwartz questions why T can’t use his 

own name when he didn’t make a cent from his grandfather selling it

-
thinks the grandfather selling it 
shouldn’t bind Taylor now






5.
Schwartz says that the products are so 

different – plaintiff’s is low quality, defendant’s is high – so people would not get confused




ii.
Levitt Corporation v. Levitt





1.
Levitt sells the company and its goodwill, 
then starts using it again





2.
court says you want to allow a person to use 
his own name if he develops expertise and wants to start a business – so you make some allowances even though a first-comer has a trademark





3.
but here, he sold his business and the 
goodwill, so they have no pity for him – so they won’t let him use his name in trade





4.
but – what if a new kind of venture







-
or charity







-
maybe those distinctions make a 

difference







-
although some names are broader 

than any one product – like Trump maybe





iii.
corporation names vs. trademarks





1.
corporation name and trademark are 

different





2.
but you can sue people for confusion or 

injury, actual or probable, express or implied for either one



2.
Subject Matter



a.
In re Morton-Norwich Products





i.
can you have a trademark in a shape?




ii.
yes – but only if nonfunctional (otherwise it would 

be a perpetual monopoly even after a patent runs out)




iii.
functionality → 






-
talking about the DESIGN not the item itself






-
it means utilitarian





iv.
utility → 





-
means superior in function or economy of 

manufacture





v.
superiority is determined in light of competitive 

necessity to copy





vi.
how to determine if superior?





-
can look at an expired patent that shows why 

a design is superior






-
effect upon competition is the crux of the 

matter






-
so it is significant if there are alternatives 

available




vii.
so functional is when it is the only or best way of 

designing something




viii.
here – they wanted to register the bottle shape






-
court will let them – if distinctive






-
but says it is non-functional






-
because there are other equally fine ways of 

designing a bottle, and in fact others do use other designs





ix.
is there a difference between the container and the 

goods themselves?
-
this judge says so
-
he’s only discussing the package

-
but people don’t buy it for the package, they 

want what’s in it

-
but they might choose between brands based 

on the package





x.
can color be a trademark






-
yes – if secondary meaning





-
can’t prevent others from using in a non-

trademark use, though






-
colors can’t be inherently distinctive – so 

you need secondary meaning






-
and a very confined area




b.
Wallace International Silversmiths v. Godinger Silver Art




i.
says that the ornamental decorations used are 

requirements to compete in the silverware market




ii.
so it is functional – no trademark protection





iii.
if they could show secondary meaning in a 

particular design, could keep people from making identical or virtually identical items






-
but the defendant’s was not identical or 

virtually identical anyway




c.
Two Pesos v. Taco Cabana





i.
is nonfunctional, inherently distinctive trade dress 
protectable without showing secondary meaning? → yes




ii.
this is the trade dress of a restaurant




iii.
it is nonfunctional – so there are other ways of 

doing it





iv.
it is distinctive – unique





v.
problem was secondary meaning – it’s unique, but 
people don’t know what restaurant it is





vi.
(to win – would need to show likelihood of 

confusion)




vii.
this is packaging of the product, not the product 

itself




viii.
packaging requires only inherent distinctiveness OR 

secondary meaning

-
color and product design can’t be inherently distinctive – so they require secondary meaning




d.
Wal-Mart v. Samara Bros.




i.
copying of the design of a product, not the 

packaging




ii.
packaging can be inherently distinctive (so don’t 

need to show secondary meaning)





iii.
colors can’t be inherently distinctive – so you need 

secondary meaning





iv.
Scalia says that product design is like color – it 

can’t be inherently distinctive – so you need to show secondary meaning




v.
packaging requires only inherent distinctiveness OR 

secondary meaning

-
color and product design can’t be inherently distinctive – so they require secondary meaning





vi.
Schwartz doesn’t think it makes sense





-
packaging vs. design can be a tough 

distinction




e.
Vornado Air Circulation Systems v. Duracraft Corporation





i.
expired patent means NO trade dress protection



f.
Traffix Devices v. Marketing Displays




i.
sandwich-board type of road sign with special 

mechanism for holding it open/upright






-
but the patent on that expired






-
so the defendant copied it




ii.
the fact that there was a patent is “strong evidence” 

of functionality
-
heavy burden to show it is not functional





iii.
overrules Vornado





iv.
functionality is a product feature that is essential to 

the use or purpose, or affects the cost or quality of the article






-
exclusive use of which would put 

competitors at a significant non-reputation-related disadvantage





-
but if something is functional under the first 

(Inwood) formulation, don’t need to consider the competitive necessity of the feature





-
does this change the definition of 

functionality?




g.
Eppendorf





i.
Schwartz thinks this case doesn’t reflect a new 

definition of functionality – but I do





ii.
the court here says the design elements are essential 

to the operation of the article – so alternative designs do not matter!




h.
Valu





i.
this court does not think anything changed in regard 

to the definition of functionality




ii.
focuses on competition – says the elements at issue 

are competitively significant




iii.
this court has a four-factor test:






-
existence of a utility patent disclosing 

utilitarian advantages of the design






-
advertising materials in which the originator 

of the design touts the designs utilitarian advantages






-
availability of other functionally equivalent 

designs to competitors






-
facts indicating that the design results in a 

comparatively cheap or simple method of manufacture





iv.
this court thinks that Traffix means that you don’t 
need to consider competition is a design is held functional based on other considerations






-
and alternative designs alone is not enough 
for trade dress protection



i.
Krueger International v. Nightingale





i.
how do you know if a product is inherently 

distinctive?




ii.
well, this judge thinks a product design can be 

inherently distinctive – so secondary meaning isn’t needed – but that was probably overruled by Wal-Mart






-
where Scalia says that product design cannot 

be inherently distinctive





iii.
but maybe we could use her test for packaging





-
is this unique or unusual – or just a 

refinement of commonly adopted and well-known ornamentation for a particular class of goods viewed by the public as dress or ornamentation for the goods





-
is the design, shape, or combination of 
elements so unique, unusual or unexpected in this market that one can assume without proof that it will automatically be perceived by customers as an indication of origin?




iv.
Abercrombie test – asks to place the dress into one 

of the four categories we are used to





v.
Knitwares test – 






-
did the manufacturer use or intend to use the 
design to identify the source and distinguish his or her goods




vi.
Abercrombie tests, and all three seem possibly 

irrelevant after Wal-Mart






-
maybe they are useful for packaging 

inherent distinctiveness determinations, though





vii.
functionality discussion






-
is the shape dictated by functions to be 

performed? – if yes – functional
-
if no – nonfunctional






-
next – alternative arrangements to permit 

competition? – 




j.
Romm Art and Hallmark cases (Jeffrey Milstein)




i.
more about copyright, but it shows you how 
imaginative attorneys can try to expand trademark law





ii.
concepts or ideas get no protection





iii.
trade dress only protects the concrete expression of 

an idea used to inform the public of the source of the goods



3.
Incontestability




a.
intro





i.
section 14(1) - can get a mark’s registration 

cancelled within 5 ys for any defect in registration






-
after 5 ys, can only get it cancelled for 

becoming generic, not being published, certification mark: not being controlled, production or marketing of goods, used for purposes other than to certify, won’t certify goods entitled to it





ii.
section 15 – mark used for 5 consecutive ys after 

reg, becomes incontestable




iii.
section 33 – the effect of incontestability





-
(a) – reg is prima facie evidence of 

ownership





-
(b) – the only defenses available to a claim 
of infringement after a mark has become incontestable






-
(1) – reg obtained fraudulently






-
(2) – abandoned







-
(3) – mark being used to 

misrepresent goods







-
(4) – fair use






-
(5) continuous use from before 

registrant began use






-
(6) – registered and used before 

plaintiff’s was registered or published







-
(7) – used to violate antitrust laws






-
(8) – is functional







-
(9) – equitable principles like laches, 

estoppel, or acquiescence are applicable





iv.
but notice that section 14 limits the reach of 33





v.
but notice that even a defective mark can be 
protected if it becomes incontestable
-
example – can’t be challenged for just being descriptive without secondary meaning





-
generics can always be challenged, though





vi.
need to file an affidavit after 5 years – yes – 

affidavit of use must be filed after 5 years




vii.
so to be incontestable – need to register, use for 5 

years, put in affidavit of use after 5 years




b.
Park ‘n Fly v. Dollar Park and Fly





i.
can you challenge a mark for being descriptive 

without secondary meaning after it has become incontestable?





-
no – after it has become incontestable, can 
no longer say it is descriptive and without secondary meaning




ii.
Stevens dissent – congress expected there to be 

secondary meaning before it could be registered in the first place





-
majority doesn’t care – doesn’t see a mere 

descriptive claim listed in the Lanham Act




iii.
if no one challenges it for being merely descriptive 
for the first 5 years, then they are not able to after that





iv.
note that to compete in these industries, you need to 

keep track of the trademark registrations





v.
dissent wants descriptive marks to have to show 

secondary meaning before they can enforce their mark – 





-
majority says congress never said that




c.
the casebook says that there is no defense saying the mark 

is functional – which is WRONG





i.
33(8) – defense available that the mark is functional




d.
there are a lot of defenses listed out that are still available





i.
but one that is not available is to say the mark is 

descriptive without secondary meaning




e.
33(4) – fair use defense





i.
when you are talking about the defendant’s use





-
the alleged use that is called infringement 

(allegedly)





ii.
you defend yourself by saying it is not being used as 
a mark, but just to describe your goods/services





-
usually along with other words




iii.
“use, otherwise than as a mark”


C.
Problems of Priority and Infringement


1.
Adoption, Affixation and Use




a.
Blue Bell v. Farah




i.
you can have a mark even without reg if you are the 

first to use it




ii.
so what is use?






-
use in commerce




iii.
here, the two companies were wanting to be first to 

use “time out”






-
BB put it on the Mr. Hicks pants before the 

time out pants were even made





iv.
court says it was just “token” use, insufficient at law 

to create trademark rights

-
a bad faith effort to reserve it

-
not a bona fide use

-
it’s a token use and they won’t honor it

-
wasn’t affixed to the actual goods to be 

marketed




v.
definition of use →






-
affixed to the goods and the goods are sold, 

displayed for sale, or otherwise publicly distributed






-
so an ad probably does not count?




b.
Warnervision Entertainment v. Empire of Carolina




i.
1(b) → you can file an “intent to use” (ITU)





-
then show later use






-
and get the advantage of the earlier date





ii.
that is to allow people to develop and market a mark 

without having someone else steal it at the last second





iii.
the question in this case is what happens when A 

files an ITU, then B uses it before A does?

-
the answer is that B (or both) can use it until 

A perfects the application, then B must stop





iv.
this comes form foreign law – which does not 
require use, just registration





-
here you need use and registration 

-
(and sometimes just use?)


2.
Geographic Limitations



a.
intro





i.
differences between statute and common law





ii.
use has advantages




b.
Hanover Star Milling v. Metcalf




i.
classic case





ii.
if different markets – no danger of confusion





iii.
here, two companies were using the same mark, but 

in different areas





-
neither was registered






-
one wanted to stop the other from using the 

mark anywhere in the United States






-
court says no, it’s fine, no danger of 

confusion




c.
Burger King of Florida v. Hoots




i.
what does state reg get you?





ii.
they were both using BK mark in different parts of 

the country





-
then defendant reg in Ill before plaintiff reg 

for United States






-
then plaintiff used in Ill






-
then defendant wants to open shop #2





iii.
result is that state reg allows you to control 

whatever you have in the state before the national registrant goes into that state






-
if the local guy registered in the state before 
the big guy registers nationally




iv.
for a national registration you need use in two states





v.
so here, little BK gets to keep the first store and a 

20 mile radius, but big BK gets the rest




d.
Dawn Donut v. Hart’s Food Stores




i.
can the big, national registrant stop the local guy if 
the big guy is not in the local guy’s market?




ii.
no – the local guy can do whatever until the big 
national registrant moves into the market, then little must stop




iii.
and notice, big registered before little began use





iv.
the kind of commerce does not matter



e.
notes





i.
so the big cannot stop the prior user





ii.
but a subsequent user – can’t stop unless you move 
into that market, then you can




f.
the power of the national mark – Hershey’s story





i.
Schwartz represented a little Hersheys ice cream 

maker who had a national mark for Hershey’s ice cream





-
but they were only in a couple of states





ii.
but big Hershey’s then decided to make ice cream 

and sell far away





iii.
all little Hersheys had to do was license a couple of 
people to sell in that market and they were able to shut down big Hersheys




g.
Application of Beatrice Foods Co.





i.
prior users vs. prior registrants/applicants




ii.
in different areas




iii.
both using without registration and in different 
areas – they have locked in their own areas





iv.
next the registration issue – 






-
prior user files before subsequent user’s 
registration is completed (subsequent user filed first) – so prior user is entitled to nationwide effect






-
but if prior user did not file until after 
subsequent user’s application was completed – then subsequent user get nationwide effect






-
except of course they have locked in what 
they had before registration issues



3.
Test for Infringement




a.
intro




i.
basic test for infringement is likelihood of 

confusion

-
at common law and statute





ii.
section 1114




iii.
AND need use in commerce!





iv.
elements for trademark infringement AND 

UNFAIR COMPETITION:






-
plaintiff has a mark






-
defendant used the mark






-
defendant’s use was in commerce






-
in connection with the sale, offering for sale, 

distribution or advertising of goods and services






-
likelihood of confusion




b.
Libman Company v. Vining Industries





i.
when is there likelihood of confusion?





-
this involved trade dress of two brooms





ii.
dissent – usual test – balancing: (1-7)






-
similarity between the marks in appearance 

and suggestion






-
similarity of the products






-
area and manner of concurrent use






-
degree of care likely to be exercised by 

consumers






-
strength of complainant’s mark






-
actual confusion






-
intent of defendant to palm-off his product 

as that of another





iii.
Posner – for the majority






-
focuses on no evidence of actual confusion 

presented





-
he really is focusing on actual confusion, 

even though he claims he is not – and says it 
is not supposed to be required






-
without actual confusion, he thinks it is all 

pure conjecture






-
says if you look at them side by side, no 

confusion (they are only seen inside the wrappers until purchase)





-
and they are in different stores anyway





iv.
plaintiff’s concern/hypo – 






-
people buy the defendant’s broom, and later 
realize it is not the one they wanted (which was the plaintiff’s)






-
Posner sees no evidence of it





v.
dissent says that the trial judge weighed all the 

factors and should be upheld – on a clearly erroneous standard

-
dissent says that the maj didn’t use the clearly erroneous standard

-
maj didn’t say what the trial judge did wrong

-
just reversed him because they didn’t agree with him

-
subjectivity problem




c.
notes:




i.
actual confusion






-
just supposed to be one of the factors – 

evidence of likelihood of confusion





ii.
what about judges holding them up next to each 

other?






-
not fair, reliable or consistent way





iii.
survey evidence





-
what percent is needed to show likelihood of 
confusion?






-
an appreciable number?




d.
intent to palm-off
i.
can look at the product and see if an effort to 

differentiate them





ii.
but does it matter if it is covered?






-
is the test in store or at home?






-
dunno






-
Posner talks about in-store





iii.
but if the judge looks at them side-by-side, like they 

often do, and thinks not confusing, won’t he toss the case?
-
is that fair?
-
Schwartz thinks it is unfair





iv.
how do you get predictability?






-
focusing on one or all the factors?




e.
actual confusion





i.
they didn’t have evidence of it






-
so you think people really didn’t care which 

broom they bought





ii.
often, the evidence of actual confusion is very 

artificial

-
letters complaining to the wrong company?
-
surveys?

-
witnesses/anecdotes?




f.
lesson/moral





i.
Schwartz believes the factors have a purpose






-
laying out an analytical framework





ii.
but in the end it is a value judgment




iii.
but if you could give each factor more credence, 

you might get more consistent results




g.
Lang v. Retirement Living Publishing





i.
more classical than the above case





ii.
test – 1-8





-
strength of prior owner’s mark






-
similarity between the two marks





-
proximity of the products





-
likelihood that the prior user will bridge the 
gap






-
actual confusion







-
people calling and writing to the 
wrong place – the law protects only mistaken purchasing, not confusion generally






-
good faith of defendant





-
quality of defendant’s product






-
sophistication of buyers





iii.
this is a standard test




h.
courts have different formulations, but they all concentrate 

on three sets of factors:





i.
realities of the marketplace – what people encounter 

actually in the marketplace





ii.
actual confusion




iii.
intent of the defendant




i.
what percent needs to be confused in a survey?





i.
not less than 10%





ii.
yes – if more than 35%




j.
Alpa v. Alpha (cameras)





i.
does it matter if people get the words confused?





ii.
yes, it all matters






-
context






-
trade dress






-
name






-
product as a whole





iii.
but it is not just the name – it is the product as a 

whole





iv.
they bring in an expert who is upset about the 

similarity






-
actually shows that people know the 

difference




k.
in trademark law the remedy is usually an injunction, rarely 

money





i.
but an injunction can be costly





ii.
such as changing the name of a successful product – 

for what benefit to the plaintiff?




l.
some courts will smell out a party wanting to use 

aggressive discovery to force a defendant to settle – 





i.
court will give defendant summary judgment



4.
Emblems




a.
Boston Hockey





i.
the team had an interest in its own individualized 
symbol, and is entitled to legal protection against such unauthorized duplication



b.
International Order of Job’s Daughters v. Lindburg 





i.
it comes down to whether you might think the 

plaintiff sponsored the item




ii.
ex: Notre Dame shirts






-
you don’t think they made the shirts, but you 

do think they sponsored them





iii.
here, the court says it has not been proven that 

people would be confused as to sponsorship





iv.
reasons:






-
defendant’s items never designed to be 

official merchandise and never affirmatively indicated sponsorship






-
never showed anyone was confused






-
many others sell the jewelry, so customers 

don’t normally purchase from official sources




c.
note





i.
the sponsors do have a duty to ensure the quality of 

the goods they sponsor






-
ex: Coke has a duty to ensure that Coke 

shirts are quality – by checking into the company making them



6.
Contributory Infringement




a.
intro





i.
this is when you don’t do the infringing yourself, 

but you help someone else do it





ii.
the first thing you need is someone to be directly 

infringing






-
then you need to be helping them




b.
pill hypo




i.
plaintiff sells distinctive red/blue pills





ii.
defendant sells similar looking pills





iii.
well, assume the pharmacist fills a request for the 
name-brand with the defendant’s generic





iv.
first issue – can plaintiff have a trademark in pill 
shape and color?






-
functionality – maybe it is if old people only 
know the drug they need based on how it looks





-
secondary meaning? – dunno




v.
so they can’t have a trademark in how it looks – 

otherwise a monopoly because old people associate the look with the drug, not the maker






-
but if someone asks for the plaintiff’s, and 

pharmacist fills with defendant’s, pharmacist is the direct infringer





vi.
can the maker be the contributor?






-
only if knowledge that it will be substituted



b.
Coca-Cola v. Snow Crest Beverages




i.
need knowledge that the other will or can 
reasonably be expected to commit a tort with the supplied instrument




ii.
here, the court doesn’t see the knowledge – but now 
that the trial has drawn defendant’s attention to it, maybe a duty to minimize





iii.
facts – people were asking for rum and Coke, and 
getting rum and defendant’s Polar Cola




c.
Nike v. Rubber




i.
athletes supposed to wear Nike, but they are 
uncomfortable, so they make them look like Nikes





ii.
so the athletes are the direct infringers




iii.
did Nike have knowledge – yes – and a contractual 
provision barring this doesn’t save them



d.
these cases – it is really unfair competition/palming off as 

opposed to trademark infringement


4.
Collateral Use




a.
intro





i.
it’s uses after the initial use




b.
Champion Spark Plug





i.
this case allows the refurbished spark plugs




ii.
two factors to consider





-
labeling – that it is refurbished






-
how big of changes to it





iii.
if labeled as changed and minimal changes, you can 

use the original maker’s trademark





iv.
but if you replace pretty much everything but the 

trademark – not okay






-
ex – replacing everything on a BMW but the 

BMW mark – not okay even with the disclaimer






-
you are basically selling a new product, but 

with the old logo






-
it is no longer the original product





v.
seems the disclaimer is needed always




c.
hypo – Heinz ketchup




i.
take cheap vats of Heinz ketchup, put into bottles





ii.
if labeled as repackaged – shouldn’t be a problem




d.
Monte Carlo Shirts




i.
MC rejects the shirts





ii.
Daewoo sells with the MC label – for ½ price





iii.
authority for the idea that no deception is okay





iv.
so maybe a label





v.
but the manufacturer was licensed to use the mark





vi.
so maybe it turns on the reason for the rejection – 






-
if it was quality – not okay






-
if it was just because of being late – 

probably fine




e.
grey-market goods




i.
United States seller has a problem with another 
bringing in the same goods from outside United States but selling for cheaper





ii.
can’t do it if the trademark is owned by a United 
States company





iii.
but can if the foreign maker and domestic owner are 

subject to common ownership or control




iv.
can’t if domestic owner just authorized the foreign 

maker





v.
can’t if it is a different product w/same name





vi.
can’t if same or different product with different 

packaging – such as different language




vii.
turns on confusion to consumer about what he/she is 

buying




f.
Smith v. Chanel





i.
if you copy an unpatented product, can you 
advertise that it is a copy?





ii.
yes – that’s the essence of comparative ads





iii.
just needs to be truthful




iv.
England & Germany – you can’t do this






-
Chanel spent lots of money developing the 

scent






-
but in the United States it all turns on being 

truthful




g.
New Kids on the Block v. News America Publishing




i.
can newspapers use the New Kids name?




ii.
similar to emblems issues





iii.
can the media use the mark?




iv.
they can if fair use – three requirements (for 
commercial user, when describing another’s product)





-
it must be a product or service not readily 
identifiable without using the trademark





-
only used as much as needed to identify the 

product or service





-
must not do anything that would suggest 
sponsorship or endorsement by trademark holder




v.
here, the New Kids lose



4.
Dilution




a.
intro




i.
this doctrine is more about protecting the trademark 
holder than the consumer





ii.
Schwartz called it failed legislation




iii.
it’s good to see the interplay between fed and state 
laws






-
before the fed law, there were various state 
laws





iv.
two kinds of dilution:





-
injure the reputation = tarnishment






-
dilute the mark = blurring





v.
example – Kodak shoes






-
not tarnishment if they are decent shoes






-
but it could be dilution or blurring because 
people would think of the shoes at the same time as the cameras, and Kodak wants people to just think of cameras




b.
Mead Data v. Toyota Motor




i.
Mead has lexis-nexis






-
Toyota is coming out with Lexus





ii.
here, no infringement because no confusion




iii.
concurrence gives us list of factors for blurring: 1-6






-
similarity of the marks






-
similarity of the products covered by the 
marks






-
sophistication of consumers






-
predatory intent






-
renown of the senior mark






-
renown of the junior mark





iv.
for dilution – confusion is not needed!




v.
maj says three elements required:





-
must be a substantial similarity






-
plaintiff’s mark must possess a 
distinctive quality capable of dilution





-
must show likelihood of dilution





vi.
maj says that Lexis only has a small market, so for 

the general public, no distinctive quality that Lexus could dilute





-
and no likelihood because it is sophisticated 

attorneys






-
and says they are pronounced differently






-
so no substantial similarity





vii.
concurrence






-
says that Lexus may eventually become so 
well known that people think of that instead of Lexis






-
and they are pronounced the same






-
but that they are different marks, different 
products, Lexis has little renown, sophisticated customers, and Toyota has no predatory intent – so no dilution






-
points out that similarity of the marks is just 

part of the framework – not a separate element – and that the maj just ignores the framework and focuses on the similarity



4.
Parody




a.
intro





i.
mostly using the dilution law




b.
John Deere





i.
facts – commercials by defendant making Deere 

logo look bad




ii.
infringement, competition, reputation or blurring?





-
reputation – tarnishment





iii.
parody is okay





-
but not “for the sole purpose of promoting a 

competing product”





iv.
so defendant loses – this is tarnishment




c.
LL Bean





i.
porn parody of LL Bean catalog





ii.
this is okay – 






-
non-commercial purposes = fee speech






-
not used to promote goods






-
no competition




d.
Jim Henson





i.
Spa’am character - sued by SPAM




ii.
this is okay

-
no negative associations
-
no competition




e.
notes

i.
competitor vs. non-competitor






-
is an important distinction for 
tarnishment/parody





ii.
this is a very pro-trademark doctrine





-
really protects the trademark more than 

consumers




iii.
a creature of statute






-
states – need blurring or tarnishment and 

likelihood of injury






-
limit recovery





-
but then the federal government gets 
involved




f.
Moseley v. Secret Catalogue




i.
federal statute – on page 1118





-
the lessening of the capacity of a famous 

mark to identify and distinguish goods or services, regardless of:







-
need competition between owner of 

a famous mark and other parties







-
and likelihood of confusion, mistake, 

or deception






-
needs to be commercial use by defendant






-
need actual dilution, not likelihood





ii.
whether it is famous or distinctive, we look at: - a-h





-
the degree of inherent or acquired 
distinctiveness






-
duration and extent of use of the mark in 
connection with the goods






-
duration and extent of publicity and 
advertising






-
geographical extent of the trading area in 
which the mark is used






-
channels for trade for the goods or services 
in which the mark is used






-
degree of recognition of the mark of plaintiff 
vs. defendant






-
nature and extent of the use of the mark by 
third parties






-
is mark registered




iii.
facts – Victor’s Little Secret porn shop sued by 

Victoria’s Secret catalog




iv.
well, we know Victoria’s Secret is famous





v.
also – 





-
needs to be commercial use by defendant







-
this is






-
need actual dilution, not likelihood







-
remember, the state (NY) statute we 
looked at before only required a likelihood







-
and you could show it by using the 

factors




vi.
so does it matter if they are the same or similar 
mark for fed law?






-
it does matter for the state law






-
but for the federal government – you need 
actual dilution





-
tougher in theory






-
need current, not future harm





vii.
to prove actual dilution





-
presumed it they are identical






-
if not identical →






-
would probably need a survey or 

actual people to say dilution





vii.
note that this federal statute only covers 

blurring, not tarnishment
-
“lessening of the capacity of a famous mark 

to identify and distinguish goods and services”






-
idiots left tarnishment out





viii.
this case is tarnishment – so the plaintiff can’t win






-
plus they need to show actual dilution not 

just a likelihood






-
and that is a big difference




ix.
just remember






-
dilution law is for the trademark holder, not 

the consumer






-
companies got it enacted because sometimes 

it is hard to show likelihood of confusion




g.
issues with state laws




i.
does region matter?






-
yes






-
an injunction in NY does not work for NJ






-
and you can only bring suit in places with a 

dilution statute
-
if a state does not have one – too bad





ii.
common law and the federal statute can be used in 

the entire nation





-
that is why the federal law came about






-
except it sucks as a law







-
very poorly drafted







-
and the court didn’t treat it like 

common law to be melded – they treated it like statutory interpretation – to be followed







-
comes up short – doesn’t cover 

tarnishment and requires actual dilution




iii.
what’s the basis for presuming actual dilution if the 
marks are the same?






-
no real good basis





-
it’s just throwing a bone to the trademark 

holders





iv.
otherwise – you need a survey






-
remember you don’t need confusion






-
but surveys are hard to construct






-
how would you do one to show actual 

dilution?

-
hard

-
Justice Stevens never had to run a 
survey





v.
Kennedy is the only one troubled






-
he wants to stress the word capacity in the 

statute






-
which to him means present and potential 

lessening of power to distinguish




h.
Savin Corporation v. Savin Group




i.
identical marks is a presumption of actual dilution




ii.
state and federal standards are different






-
one prong vs. two






-
actual vs. likelihood





iii.
notice that the marks are similar but not identical




i.
Everest Capital Limited v. Everest Funds Management




i.
asked the jury two questions





-
is mark famous?






-
is there actual dilution?





ii.
similar is not enough, there needs to be actual 

dilution, there wasn’t = end





iii.
notice that in Savin the marks were not identical, 
but the court ignores that (although they did remand)



j.
next – they are trying to fix the statute





i.
new legislation:





-
makes two prongs






-
don’t need to be in competition






-
don’t need actual dilution





ii.
the only stuff you need to show:






-
blurring or tarnishment






-
distinctive/famous mark


4.
Domain Names




a.
Panavision





i.
defendant registered panavision.com before 

Panavision got to




ii.
he wanted them to pay him for it





iii.
so they sued and the court says it is dilution





iv.
but this has been superseded by cybersquatting 
statute → section 1125(d)
-
shuts down what this guy was trying to do




b.
Google





i.
facts – when people type GEICO into google seach 

engine, a list of sponsored links pops up on the side, offering competing products






-
GEICO sues





ii.
this case assumes it is use in commerce/a trademark 
case, but that is inconsistent with the other cases





-
there is a circuit split – this case chooses the 

view that it is use in commerce/trademark use




iii.
whether unfair competition or likelihood of 

confusion – is for trial



c.
U-Haul v. WhenU.com




i.
facts – spyware/virus software gets into people’s 
computers, and when people access U-Haul’s site, a pop-up appears






-
random selection of relevant, paying 
companies





ii.
U-Haul sues for trademark infringement – two 

separate problems they complain about
-
use of the U-Haul url in the WhenU internal 
search engine

-
pop-up blankets the entire U-Haul site





iii.
we need to see:






-
use in commerce/trademark case?





-
likelihood of confusion?




iv.
use in commerce:






-
used or displayed in the sale or advertising 

of services and the services are rendered in commerce






-
associated with goods/services?





v.
not use in commerce:






-
it is not the same window





-
visible at same time – not a problem – like 
an involuntary comparative ad






-
use in the internal search engine – people 
never see it





-
pop-up doesn’t interfere w/U-Haul site – just 

click to close



d.
Playboy v. Netscape





i.
assumes a trademark use without discussion




e.
1-800 Contacts v. When-U





i.
same result as the U-Haul case





ii.
distinguishes Google






-
Google sells ads triggered by trademarks – 

such as Geico





-
When-U just sells terms, like “eye care”





iii.
a distinction without a difference?




f.
this is all a clash between traditional trademark law and this 

new technology




i.
it’s free-riding on the trademark that people have a 

problem with





ii.
so how far do you stretch the traditional doctrine to 

cover it?





iii.
it is really misappropriation, but there is really no 

remedy right now


7.
Abandonment



a.
intro




i.
abandonment is:






-
when use of a mark has been discontinued 
with intent not to resume use







-
intent not to resume se can be 
inferred from the circumstances







-
nonuse for two consecutive years 

shall be prima facie abandonment



b.
Exxon Corporation v. Humble Exploration





i.
facts:






-
Exxon used to be called Humble






-
changed the name amid a lot of ads





ii.
but they didn’t want others to use it anyway






-
so they made some very minimal use of it





iii.
if you don’t use for 2 years, can you still say you 

have intent to use?






-
yes – but the burden shifts





iv.
what Exxon did:





-
the old double marks trick (see Mr. Hicks) – 

won’t work






-
selling old inventory – no






-
to friends – no





v.
so no real use






-
so all they have to fall back on is to say they 

have intent to resume use





vi.
policy





-
is it fair to have someone competing with 
you using your old name within 3 years?





vii.
court






-
how do you show intent to resume use?






-
Exxon wanted it both ways – to promote 

Exxon, but to not let others use Humble






-
court said it is still valuable, so they didn’t 

abandon






-
no sense to it






-
the real value is in preventing others






-
court is being sympathetic to Exxon






-
(really it looks like the court says it still has 
value and then remands)




c.
Colts hypo




i.
facts –






-
Baltimore Colts move to Indianapolis






-
Canadian league wants to start a “Baltimore 

CFL Colts” team






-
abandonment?





ii.
first you decide if abandoned, then get into the 

consequences




iii.
court said not abandoned





-
glosses over the statute, which happens a lot





iv.
but they maybe still sell merchandise with the old 

logo




d.
Dodgers hypo





i.
facts:

-
Dodgers leave Brooklyn

-
client wants to start a sports bar in Brooklyn called the Brooklyn Dodger Sports Bar

-
abandonment?





ii.
judge says was abandoned – so can do whatever 

you want
-
but she was known to be a Brooklyn Dodger 
fan, so she had no pity for them since they moved (or something)



e.
trademark used on lures then only on poles





i.
can use earlier date?





ii.
yes – products are related





iii.
no if they are totally different



5.
Remedies




a.
intro




i.
interesting to contrast trademark remedies and other 

IP






-
trademarks – usually injunctions, rarely 

money






-
patents – injunctions, money more often






-
copyrights – similar to trademarks





ii.
statute → section 1117





-
if a willful violation, plaintiff can recover:







-
(1) – defendant’s profits







-
(2) – plaintiff’s damages







-
(3) and costs





iii.
damages vs. profits





-
what’s the difference?






-
what kind of harm can you suffer?







-
reputation? no – hard to compensate






-
damages are measured by the people who 

didn’t buy your product







-
lost profits







-
but how do you show that?







-
 a million reasons that someone 

might not have bought your product




iv.
burden on the plaintiff to show lost sales






-
or lost margin – if he had to lower the price





v.
but it is hard to show lost sales for a product that is 
not immune from competition





-
for example – a detergent with 40 

competitors





vi.
note that if the defendant has bad faith, court will 
give the plaintiff the benefit of the doubt




vii.
getting defendant’s profits





-
easier to establish






-
then the burden on the defendant to dispute 

the measure of profits





viii.
defendant’s profits can be relevant to calculating 
plaintiff’s damages





ix.
if you look at the statute – it suggests that you can 

get either





-
which would you prefer?







-
clearly defendant’s profits – it’s 

much easier to establish

-
statute is very specific that 

plaintiff shows x sales amount times y price, and then defendant has to strip away costs to get to a lower number that is profits





-
in patents – you never get defendant’s 

profits – that is only in trademarks





x.
but in trademarks – 






-
courts are tough on allowing defendant’s 
profits – it’s only in egregious situations




b.
George Basch Co., Inc. v. Blue Coral, Inc.




i.
when can plaintiff get defendant’s profits?






-
unjust enrichment – sales only attributable to 

the infringing use






-
when plaintiff sustains damages – consumer 

confusion, maybe willful deception






-
deterrence – when defendant has bad faith





ii.
court says that it all comes down to bad faith/willful 

deception/intentional misconduct
-
court finds none here, although it looks like 

there is





iii.
why?






-
because although the statute provides for 

defendant’s profits, it is only in egregious cases – like a smoking gun memo type of situation





-
those kinds of cases are rare and will settle




c.
corrective advertising/Goodyear




i.
another theory – make defendant pay for corrective 

ads (rare)



d.
Sands v. Quaker Oats




i.
facts:






-
Gatorade rips Thirst Aid trademark for 

slogan






-
huge recovery





ii.
strange facts – 





-
Schwartz doesn’t think it was a trademark 

use, just a random slogan






-
but the court did think it was





iii.
Gatorade’s lawyers thought it was fine





-
doesn’t that count for something?







-
such as good faith?






-
it should be good faith, but the court doesn’t 

take it that way






-
Schwartz says that what the court did was 

strange





iv.
on appeal, the court has found thin evidence of bad 
faith, so remanded for a measure of plaintiff’s damages instead of defendant’s profits






-
the measure is the known royalty from the 
plaintiff licensing the trademark






-
court looks at the licensing fees from the 
past, weighs the market factors and says that .5% of sales is fair





-
he doubles that to 1% for whatever reason 

(adds interest)





-
and then the money amount does not look 
big enough, so he says bad faith and doubles the money



8.
Assignment and Licensing



a.
intro




i.
an assignment can only be done by selling the 

trademark along with the underlying business






-
allowing people to just sell the trademark 

alone would defeat the purpose of protecting customers and ensuring a trademark means something






-
without the business is an assignment in 

gross → you run the risk of destroying the trademark





ii.
also – you can’t change the product



b.
Pepsico v. Grapette





i.
facts:






-
Peppy (cola syrup) is a trademark, from 

before Pepsi





-
sold to Grapette (pepper drink)






-
Pepsi sues





ii.
Grapette has two problems






-
one – it was an assignment is gross






-
two – they started making a new product 
(cola syrup → pepper drink), so the date of the trademark resets (to after Pepsi’s trademark date)




c.
Hy-Cross Eggs case





i.
switching products was fine because the date was 

not an issue




ii.
but this time the assignment is gross was fine





-
because it was a business without assets






-
the eggs hatch and that’s it






-
all there really was to sell was the name






-
see page 359 if this comes up on exam




d.
patents and copyrights are easier to transfer





i.
but then those are more about protecting the 
creator/holder than the consumer




e.
J Atkins Holdings v. English Discounts




i.
the trademark was transferred from one corporation 

to another, but what they do is distribute goods, and they distribute the same goods and were before associated with the trademark, and the public gets the same quality – so it’s fine




f.
Dawn Donut v. Hart’s Food




i.
licensing is fine




ii.
but you have to ensure they keep up your quality





iii.
your mark can get canceled if you ignore your 
affirmative duty to take reasonable measures to detect and prevent misleading uses of the mark by licensees




iv.
to what extent do you need to supervise?





-
lots






-
depends on customer expectations – 







-
soft drink logo on shirts or glasses 

needs supervision but not lots because people don’t expect it







-
but if the goods are similar to what 

the trademark holder does – need more – like a franchise for example

II – DECEPTIVE PRACTICES

A.
Competitors’ Remedies



1.
False Advertising at Common Law




a.
intro





i.
common-law false advertising shows that we need 
the Lanham Act to get meaningful relief





ii.
two kinds:






-
false advertising is lies about your own 

product






-
disparagement is lies about another’s 

product





iii.
this is all in relation to how products are portrayed, 

not people





iv.
for false advertising – need lies about your own 
product that reflect on another’s, and cause harm to another




b.
Ely-Norris Safe Co. v. Mosler Safe Co. (2nd Circuit)




i.
facts: defendant made a safe that looked like it had 

plaintiff’s explosion protection, but in fact it didn’t, and he lied about it





-
plaintiff had a patent – so defendant is in 

trouble on that






-
plaintiff is the only one who makes this 

explosion chamber





ii.
the district court dismissed the action





iii.
here, the second circuit reverses that






-
says that when defendant says he has an 
explosion chamber, and plaintiff is the only one who makes those, every customer who bought defendant’s is one lost to plaintiff



c.
Mosler Safe v. Ely-Norris (United States Supreme Court)





i.
Holmes reverses Hand in the 2nd circuit





-
seems like Holmes thinks there are other 

makers






-
and in a way, even if you are the only one 

making this exact thing, there are probably others making similar items





ii.
American Washboard – plaintiff had a monopoly so 
every customer to defendant was one lost to plaintiff





-
Hand had distinguished it – by saying look 

at the facts and the law of unfair competition is plastic





-
but that was a United States Supreme Court 

case, and so is this, so this is the law – no action




d.
special damages





i.
the thing is, at common law you need special 

damages






-
you need a 1:1 correlation






-
meaning if 10 safes sold by defendant, 10 

lost by plaintiff




ii.
in Mosler, probably a substitute available




iii.
it was not a suit for damages, but for an injunction






-
so why does the 1:1 matter?




iv.
the point of the materials is that the courts get 

confused because they are thinking about special damages, when the plaintiff actually only wants an injunction
-
the courts stop being able to think about harm to anyone but the plaintiff → when they are supposed to be protecting the customers, who are less likely to go to court over one safe





v.
on page 70 of the casebook we see the test in the 
restatement →





-
trying to change common law – only 

requires likely commercial detriment




vi.
note – Minneapolis flour case





-
Minneapolis flour has a high reputation






-
Chicago maker lies that his is Minneapolis 

flour






-
all the Minneapolis makers sue together, that 

is held to state a claim






-
this is a 1:1 relationship between plaintiffs 

and defendant






-
and we know it made a difference because 

Minneapolis flour has a good rep



2.
Disparagement



a.
intro





i.
false ads is lies about your product




ii.
disparagement, here, is lies about another’s 

product/service





iii.
same basic requirement – special damages





iv.
and you need intent, malice, and knowledge of 

falsity




b.
Hurlbut v. Gulf Atlantic Life Insurance




i.
defendant lied and said he was not underwriting 
plaintiff, that they did not have authority to sell insurance (when he told them to their face that they did)




ii.
they went to jail for it





iii.
is going to jail special damages?






-
no






-
court wants to see lost sales






-
makes sense? no




c.
Schwartz thinks it odd




i.
court in the above case says that something besides 

lost sales could count, but doesn’t specify





ii.
and they are tough when it comes to the lost sales 

standard





iii.
the courts did back off a little




d.
Advanced Training




i.
can you get money back for corrective ads?






-
no





ii.
yes if it is a likelihood standard like in restatement






-
but it is not at common law






-
it’s hard evidentiary proof of lost sales and 

nothing else




e.
Porous Media v. Pall Corporation





i.
court did see enough – testimony that they lost a 

number of specific customers



f.
puffing → unfavorable comparisons




i.
big, bold, general lie/statement is fine





-
specific ones are bad





ii.
ex: far brighter than any other lamp (fine)






-
35,000 candlepower is not fine if not true





iii.
makes sense?






-
makes sense to stop them from making 
specific lies





iv.
but why let them get away with the big lies?






-
the rationale is that consumers take it with a 
grain of salt and are skeptical






-
and they are often things that are hard to 

quantify





-
but still…




g.
remember – product/personal distinction




i.
disparagement is attacking a product with lies





ii.
defamation is attacking a person with lies




h.
disparagement by customers →




i.
normally free speech





ii.
in one case the court stopped – probably a 1st 
amendment violation though




i.
Bose – testing agents




i.
actual malice – knowledge of falsity or reckless 
disregard (to be shown in evidence)





-
vs. inferred malice





ii.
district court inferred it without hard evidence






-
need clear and convincing evidence





iii.
actual malice rule applies to publications





iv.
although it is a factual finding so it should be 
clearly erroneous review, the 1st circuit does a de novo review




v.
this case and doctrine shows the importance of free 
speech, and when disparagement is by a publication not a competitor





-
for competitors – 2 things






-
special damages still blocks your 
path







-
but free speech block is removed




vi.
United States Supreme Court upholds do novo 

review





vii.
you need the clear and convincing evidence, not 

inferences!




j.
United States Healthcare




i.
actual malice standard does not apply to 
competitors




ii.
can infer knowledge of falsity to reckless disregard





iii.
and need intention of harm for competitors



k.
Kemart – qualified privilege




i.
qualified privilege






-
statement permitted by a special rule





ii.
defendant says plaintiff infringed the patent, but is 

wrong





iii.
why not actionable?






-
interested person makes a communication, 

in good faith, without malice, in business to another interested parties, all with good faith




iv.
if reckless – bad




l.
Flotech





i.
the two privileges are business interest and public 

protection





-
if good faith and one of those two interests 

are at heart





ii.
this case found it satisfied



m.
International Industries





i.
bad faith – didn’t do the easiest, readily available 

research before disparaging





ii.
it’s the actual malice standard if you have a 
qualified privilege




n.
Dairy Stores




i.
actual malice standard applies to 
virtually all areas of legitimate public interest

-
even if non-media





ii.
pure opinion gets immunity


3.
Federal-State tensions



a.
?



4.
Lanham Act gets its shit revised




a.
intro

i.
common law had lots of problems





-
requirement of special damages caused lots 

of problems






-
hard to bring a claim that will get you 

anywhere






-
can’t protect the public – which was 

supposed to be the point of trademark law







-
but here the rules are too technical 

and hard to satisfy





ii.
Lanham Act was 46 and 88/89





-
the 88/89 revision changed the law in some 

important aspects





iii.
section 43(a) in 46 act






-
only covers false representations of your 
own product





-
and only stuff affixed to it, not commercial 
ads






-
so it left out disparagement






-
although it changed the std to likelihood to 
be damaged instead of special damages







-
a fundamental relaxation of the std







-
this would have changed the result in 

Mosler, and the Washboard case




iv.
the 88 revision






-
more descriptive





-
now includes actions for:







-
false advertising (including 
commercial ads)







-
disparagement (all)







-
infringement of an unregistered mark 
(formerly only a common law thing)

-
this can be used for federal suit on this action now





v.
88 act, section 43(a)(2)





-
false ads and disparagement






-
now a federal cause of action for both





-
“likely to be damaged” instead of special 

damages





vi.
changes cases?






-
Humbert (jail case) – yes, now a claim 

stated




vii.
ultimate relief






-
this is another question






-
injunction is the easy thing






-
to get money you would probably need to 

show special damages





viii.
88 revision → 43(a)(1) – 43(a)(2)





-
a sea change in the law






-
now the cases use federal courts and the 

Lanham Act





ix.
the history of 43(a)






-
the courts were sure how broadly to read it






-
but eventually they read it broadly, with a 

new cause of action




b.
Johnson and Johnson v. Carter-Wallace





i.
facts:






-
NAIR said they had baby oil now and that it 

would make it better





ii.
likely to be damaged means likely loss of sales





-
at least in one formulation






-
std is not that is has or will cause loss of 

sales – just that it is likely






-
and you do need evidence to support that





iii.
they are not exact competitors, or maybe they are





-
they do need to be competitors in a relevant 

market





-
but they can be indirect competitors





iv.
so what does Johnson use to show likelihood of 

damage?





-
one customer switched – matters?






-
sales declined – but that could be for a 
million different reasons






-
survey – some people said they didn’t think 

they needed baby oil if they used NAIR (after seeing the commercial)




v.
and the court says that is enough






-
don’t need to show defendant caused  

specific loss in sales






-
compared to Mosler – it seems like a day 

and night difference






-
but that said, how do you explain the Ortho 

case?



c.
Ortho





i.
facts:





-
plaintiff said defendant made false ads





ii.
but plaintiff couldn’t show that people thought 
defendant’s product was a comparable substitute for plaintiffs





-
so the court can’t say they are competitors






-
so plaintiff loses






-
although this seems like an even stronger 

case than Johnson





iii.
statute says “is or is likely to be damaged”






-
here, one requires a prescription, one doesn’t






-
Schwartz doesn’t think that is significant, 
that docs will give a prescription easily





vi.
also, the court didn’t like the surveys – thought they 

were not properly conducted




v.
is this court cutting back?






-
people thought the Johnson case signaled a 

sea-change




d.
Alpa v. Alpha





i.
two camera manufacturers compete, right?





ii.
it’s close – and confusing




iii.
the two cases together are confusing





iv.
Schwartz think the Ortho case is better






-
that the Johnson case goes too far





v.
the cameras – 






-
maybe one is not a substitute for the other






-
cheap, fast Polariod, vs. high quality 
developed photos





vi.
but hey, either way, 43a claims are now much easier 

than at common law




vii.
but a threshold inquiry – are they competitors – 

makes things much easier if they are




e.
Castrol v. Quaker State




i.
test for claims in ads





-
what does the ad say?






-
what tests will back it up?





-
do the tests support the ad?





ii.
this is the whole puffing vs. specific claims deal




iii.
classical false ads – ad says x, and just not true





iv.
it they said it protects better than other oils – maybe 
just puffing, or if they said it was the best oil ever




v.
lesson #1 – better be right if you are specific





vi.
here, the ad was bad






-
they said it protects at startup better than any 
other leading oil






-
plaintiff needs to prove falsity





-
they showed that there is enough oil in the 

engine before start-up that it can’t protect better



f.
J & J Merck





i.
Tums just lists the ingredients, and Tums has no 
aluminum, Mylanta does





ii.
comparative ads are fine




iii.
the suit is premised on “implied falsity”






-
preys on the publicly held misperception 

that ingestion of aluminum causes Alzhiemers disease





iv.
can’t they say they are just informing the public?





-
court doesn’t rule on the implied falsity 

claim





v.
court rejects the plaintiff






-
because they don’t like the surveys






-
thinks there are leading questions – but there 

aren’t

-
maybe one of the questions






-
the expert who said they were leading was in 
fact just a paid liar





vi.
test – 






-
start by asking what the message to 

consumers is






-
then what backs it up, is it supported, can 

plaintiff show falsity





vii.
maybe the court used the surveys to toss a case it 
didn’t like





-
implied falsehoods can work






-
but this case is bullshit






-
they were not just listing the ingredients for 
fun, but so what?






-
it was just a list of ingredients






-
if aluminum is so bad, stop, if not, say so






-
where’s the falsehood?




viii.
but the first thing to do is ask what the message is






-
that is why they need the surveys





ix.
then they need to show the message is false




g.
Dell example




i.
misleading list of prices





ii.
by implication or on face?





iii.
not false on it’s face if you read the fine print






-
but UK court said no one would



5.
Damages




a.
Alpo




i.
profits vs. damages and the different theories you 
can use




ii.
basic thrust of it:






-
unless you can show actual malice, you can 
only get damages and defendant’s profits






-
defendant’s profits – need bad faith






-
to get damages at all – need a willful 
violation





iii.
to show damages:





-
profits lost by sales lost to false advertiser






-
reduced prices due to defendant





-
corrective ads - odd






-
harm to your goodwill – speculative





iv.
it’s hard to show damages – speculative






-
but it happens





v.
the wrongdoer shall bear the risk of the uncertainty 
which his own wrong has created




vi.
Schwartz thinks judges decide if/how much they 
will award, and then justify however



6.
Freaks



a.
Dastar





i.
failed to renew the copyright, so they try to frame it 
in trademark terms




ii.
can’t use trademark laws to have a monopoly on 
public works




iii.
facts – 






-
uncopyrighted work sold by defendant





iv.
only issue – attribution – but not required?





-
they never suggested they made it
