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Introduction & General Principles
· What is a patent?

· a limited property right:  includes rights to exclude and alienate, but not to use.
· eg, might not be able to use because of i) illegality (radar detector illegal in some states, eg); ii) overlapping patents (if an improvement patent, can’t practice without consent of initial patentee)
· Why have patents?

· 1) Constitutional:  express grant of Congressional power 
· 2) utilitarian reasons:
· a) incentives to create/ invest 

· must provide ways for inventors to recoup their investments.  May not be able to so this in the free market if idea is capable of being easily copied, as others will free-ride.
· ideas are non-excludable.
· will be especially true of inventions that i) can’t be kept as trade secrets; ii) first mover and networking advantages not enough
· b) disclosure of useful knowledge to the public

· provide incentives not to keep knowledge to self, in turn spurring more innovation
· c) unitary ownership

· encourages efficient exploitation, prevents “tragedy of commons” overuse.  Basic idea of property rights (Demsetz).
· Rmk:  tension between a) and b)
· a) assumes that trade secrecy is not enough, as invention can be reverse engineered, b) assumes that we need a written description, etc., in the patent in order for others to understand it.
· Patent v. Trade Secrecy
· advantages of patent:

· to inventor:  can license, make available to others.
· to public:  get disclosure of useful ideas.  Goes in to public domain after 20 years.
· thus,  we would expect to see patents, as opposed to trade secrets, when:
· 1) product can easily be reversed engineered.
· 2) inventors wishes to license freely.
· 3) short-term gains will be more significant.
· Costs of patents:

· 1) transaction costs:  hard to accomplish all efficient licensing
· eg, “hold-out” costs in software industry, where product relies on large number of patented processes.
· 2) monopoly costs:  inventor charges extra-competitive prices
· Patent v. Direct Subsidy for R+D
· reward in patent in accordance with actual market worth
· hard to evaluate worth of research ex ante
· but:  no monopoly costs from subsidy, liquidity problems may prevent funding for all beneficial research
· 3 types of patent
· 1) utility patent
· for “machines, manufactures, composition of matter, or processes”
· must be “novel, useful, and nonobvious”
· most of subject matter of course
· 2) design patent
· new, original, ornamental designs
· 3) plant patent
· asexual and sexual (Plant Variety Protection Act) reproducing breeds of plants covered.  Important in agriculture.
· Sources of Patent Law
· 1) Constitution
· 2) Patent Act (35 USC )
· 3) Common Law
· 4) PTO Regulation
· 5) Int’l Treaties
· Processes of Patent System:
· 1) In the PTO

· prosecution:  patentee or assignee pursues patent application
· examiner:  PTO officer looks at application, sees if it meets statutory requirements (anticipation & prior art, disclosure requirements, etc.)
· initial rejection ( amendment
· if finally rejected, can i) file continuation, ii) appeal to Patent Board of PTO (the PBAI), and then to Fed. Cir., or  iii) give up.
· interference proceedings: when two or more inventors applying to patent similar inventions ( PTO hearing to determine priority.
· publication:  after 18 months, whether or not granted.
· revisions after issuance:

· reissue, reexamination, opposition
· Rmk:  PTO has only procedural rulemaking powers
· 2) In the Courts

· exclusive federal jurisdiction
· district courts:  
· hear infringement suits brought by P in first instance, or declaratory judgments brought by D for invalidity.
· get jury trial
· Fed. Cir.:  all appeals re: patent from i) district court infringement suits; ii) final decisions of the PTO by the PBAI.
· uniform subject mater jurisdiction given to encourage uniformity, and judicial expertise, but some think federal circuit has gone too far in shaping the law.
· Elements of a Patent:
· cover information:  name of inventor, date filed, references to prior art, etc.
· specification:  description of invention, including:
· i) written description:  details what the invention is.
· ii) enablement:  teach public how to make invention.

· iii) best mode:  patentee’s optimal way to use invention
· claims:  source of legal rights of patent.  What the patent claims is his invention, what exactly he has exclusive rights to.  Limited by
· i) prior art:  can’t claim what others have already invented or what is obvious in light thereof.
· ii) actual invention:  can only claim things you have realized.
I.  Claim Interpretation and Direct Infringement

A.  Direct Infringement

· § 271(a) – “whoever without authority, makes, uses, offers to sell, sells, any patented invention [within the US]” infringes the patent”
· Rmks:
· 1) intent irrelevant:  a strict liability statute
· 2) independent invention not a defense.
· Test for Infringement:  Accused invention contains all the limitations of the claims (direct), or their equivalents.  Thus two steps:

· 1) construe the claims;

· 2) determine whether accused contains all the limitations, ie, whether there is infringement.

B.  Claim Drafting & Interpretation

1.  Claim Drafting

· Format Requirements for Claims

· preamble: tells what was invented (“recyclable cup holder”), not a source of limitations.
· transition:  details relationship b/w elements, using stock terms, e.g.:
· “comprising” – A + B, and anything else.  Strongest, “open” claim.
· “consisting of” – A + B and nothing else.  Weakest, “closed” claim.
· “consisting essentially of” – in between claims.
· body: consists of elements or “limitations.”  Infringements requires all the limitations (or an equivalent) to be present.
· independent v. dependent claims

· independent – doesn’t rely on prior claims.
· dependent – uses prior claims.  Eg, “2.  “A windmill as in claim 1, wherein…”
· ( claims structured like an “inverted pyramid”:  claim 1 is the broadest, and later ones narrower.
· thus, anything that infringes 1 will also infringe 2.  The redundancy is insurance in case claim 1 gets struck down.
· drafting requirements:

· a) claim must be one sentence
· b) have to make clear:
· i) interaction between elements;

· ii) internal references specified:  which element discussed must be clear.

· Alternative styles:
· 1) “means + function” style (§ 122, ¶ 6)

· e.g., claims “means for doing X…” Must have more than one limitation.  
· Covers the corresponding means as described in the specification and the equivalents thereof.

· 2) Jepsen claims

· used for improvements:  “Wherein the improvement comprises…”

2.  Substantive Rules of Claim Interpretation
· Methods of Claim Interpretation:

· 1) Peripheral Claiming – claims describe “outer boundary” of legal rights.  Associated interpretation will be fairly literal.
· current US approach, with the doctrine of equivalents (DoE) giving some slack around the boundary.
· 2) Central Claiming – claim only “heart of invention”.  Associated interpretation will be liberal.
· old US approach.
· court later decides whether accused “substantially similar” to your invention.
· 3) Purposive Claiming – construe in light of both goals of patent law and language.
· European, in-between approach.

· Rmk:  reasons why defining boundary if difficult:

· a) limitations of language

· b) invention is both new, and technical

· Comparison of approaches:
· 1)  predictability and notice to the public ( literal interpretation

· what public to know what they need to license, allow them to design around.  Clear what rights are.

· 2) fairness to the inventor ( generous interpretation

· don’t want inventor to be victimized by limitations of language, allow others to cleverly skirt the claims yet take the ideas.

· this concern motivates the DoE.

· 3) burden on the applicant

· advantage of peripheral claiming.  Information-forcing, in that patentee forced to be clear and not vague.

· Rules of Claim Construction
· Philips (Fed. Cir. 2005) – claims to be construed contextually, in light of both intrinsic and extrinsic evidence—not simple dictionary literalism.

· rejects Texas Instruments dictionary-oriented approach.

· Fed. Circuit Approach to Claim Interpretation.  Consider, with decreasing significance:

· 1) plain meaning = meaning of a PHOSITA who read the specification.

· PHOSTIA = “person having ordinary skill in the art”
· 2) intrinsic evidence:  claims themselves, specification, prosecution history, circumstances and context.
· 3) extrinsic evidence:  expert testimony, treatises, dictionary (lesser significance)
· dictionaries often give meaning different from PHOSITA, since meaning can be field-specific
· concern for litigation bias w/ expert testimony.
· as applied:  “baffle” given broad meaning, in light of other claims.
· Canons of Claim Construction:

· 1) “patentee can be own lexicographer” (define their own terms)
· 2) shouldn’t “read limitations into the claims from the specification”
· 3) narrow construction if need to save validity
· 4) patentee can’t recapture territory they have disclaimed
· 5) claim differentiation (anti-redundancy):  give different claims different scopes
· 6) purpose of patent
· Wright Co. (Learned Hand, J, 1910) – the “pioneer rule”:  pioneering invention’s claims construed broadly
· here, the Wright brothers claim “means of moving rudder and flap in unison to stabilize plane”
· held: control by the pilot an “equivalent” of a rope (means in specification), using broad DoE for pioneer invention.
3.  Procedural Rules of Claim Interpretation
· Markman (US 1996) – Claim construction a pure matter of law.  No jury required under 7th Amendment.
· policy grounds:

· 1) uniformity:  judges will be more consistent

· 2) expertise:  judges better at technical, linguistic parsing of claim interpretation

· ( “Markman hearings” = judges construe claims as matter of law at outset of the trial

· pros: encourages early settlement, narrows contested issues

· cons:  hard to do in a vacuum (though experts testify)

· Cybor – claim interpretation reviewed de novo on appeal
· makes sense as it’s a matter of law

· but:  arguably there are underlying factual elements, trial judge closer to the technology, heard experts and judge credibility, deference appropriate.

· many members of the federal circuit uncomfortable with Cybor
· see claim construction as a mixed issue of law and fact, high reversal rate of Fed. Cir., inappropriate to appeals court role.

II.  Utility

§ 101 – “Whoever invents or discovers, any new and useful process, machine…”

· ( there has to be a utility

§ 121 -  “The specification shall contain a written description of the invention, and the manner and process of making and using it…”

· ( the utility has to be disclosed, and the utility requirement assessed at the time of application.
· what level and type of utility is required, however, is a matter of common law…

A.  Operational Utility
· “operational utility” = it actually works.

· eg, couldn’t patent “a perpetual motion machine, comprising…”

· rarely an issue

· burdens:

· PTO must first show invention is “doubtful,” then applicant can rebut.

· what have this at all?  If it doesn’t work, how can anyone ever infringe?

· concern:  fraud.  Getting someone to believe in your fanciful discovery because you have a patent.

· Rmk:  commercial feasibility not required.  just that it functions.

B.  Beneficial Utility
· “beneficial utility” = not socially harmful (immoral or injurious)

· eg, probably couldn’t patent something against universal state or federal law (“a means for poisoning people…”)
· Lowell (US 1817) (Story, J.) – invention need only “not be frivolous or injurious to the well-being, good policy, and sound morals of society”
· only a minimum threshold—“not harmful”—not the old standard that it be sufficiently useful and important

· avoids judicial assessments of social worth, which is left to the market

· here, patent allowed even though pump invented was arguably inferior in function to its predecessors.

· Juicy Whip (Fed. Cir. 1999) – very little left of modern beneficial utility doctrine.
· here, patent allowed on product whose purpose is to deceive customers (juice machine that serves you from a separate container)

· rationale:  not all deceptions are harmful (eg, fake diamonds), and this system prevents spoiling.

· reflects reticence of judges to be moral arbiters.

C.  Practical Utility
· “practical utility” = some specific, non-trivial, substantive use.

· most of cases under this prong of the doctrine.

· big issue in cutting edge research where inventor doesn’t know specifically what use might be.

· Brenner v. Mason (US 1966) – patent sought for process for making steroid.  Mason, to show first to invent, must also show he knew of a utility before the other inventor.

· Mason argues:  i) it’s similar to another known, useful steroid, any process that produces concrete product is useful.

· The Court:

· want to encourage people to discover uses, don’t want to give inventor monopoly on this.  Need for “many eyes” on the problem.

· held:  inventor must have some practical use in order to obtain a patent.
· still unclear:  how much a use suffices? 
· In re Brana (Fed. Cir. 1995) – patent on anti-tumor drug which works in mice, not clear re: humans.

· PTO rejected as no specific use against human disease raised.

· Held:  burden is initially on PTO to raise doubt about utility alleged in disclosure.
· holds burden not satisfied, as PHOISTA wouldn’t have reasonable doubt about effectiveness in humans

· rationale:  human testing large investment.  Needs certainty for companies to undertake this.  Want to encourage development of these drugs.

· PTO Guidelines
· 1995: use must be “specific and credible”

· seems to follow Brana.  Don’t have to prove use, just that is it likely to work as alleged.

· but biotechnology patents raise new concerns…

· 2001: use must be “specific,” “credible,” and “substantial”.  I.e.,

· “specific” = not so vague as to be meaningless

· not just basic research (study without idea of practical use); 

· not a method of making or studying something within specific use; 

· not “throw-away” utility (eg, allege use as doorstop)

· In re Fisher (Fed. Cir. 2005) – requires “real world” use with “immediate benefit to public”
· raises the bar quite a bit, follows the 2001 guidelines.

· here, claims to ESTs (portions of DNA) as themselves—without any idea of which proteins they express or what the proteins do—rejected.

· Rader’s dissent:  these are in effect, research tools.  Their use is to aid in research, and we allow patents on research tools all the time.

III.  Disclosure & Enablement
§ 112, ¶ 1& 2:  “The specification shall contain a written description of the invention, and of the manner and process of making it, so as to enable any person skilled in the art …to make and use the same [enablement], and shall set forth the best mode contemplated by the inventor for carrying out the invention.   The specification shall include on or more claims particularly pointing out and distinctly claiming [definiteness] the subject matter.”

· 4 Requirements of Disclosure:

· 1) enablement

· 2) definiteness

· 3) written description

· 4) best mode

· Timing:  Assessed at time of the application.
· Theory of Disclosure:  Patent Law’s Quid Pro Quo
· rationale:  in return for patent monopoly, you must fully explain and disclose your invention so as to give ideas to the public, encourage follow innovation. (Grant v. Raymond)
· benefits of disclosure/ enablement:
· 1) discourages wasteful re-experimentation
· 2) more follow-on innovation
· 3) prevents getting patent while simultaneously keeping as trade secret
· BUT:  don’t want to require too much specificity so as to make process wastefully tedious
A.  Enablement
· historical roots

· The Incandescent Light Case (US 1895) – Sawyer and Man invent filament made from carbonized paper.  Claim 1+2) any filament made from carbonized or fibrous material; 3) claims the carbonized paper filament.  Edison, after experimenting with many filaments, has patent on particular bamboo one he found works best.

· held:  claims 1 and 2 invalid for lack of enablement.   Inventors discovered nothing special about this particular class of filaments—some were good and some not—and only enabled the one.  Thus claim more than they discovered.

· Edison’s many experiments showed that, PHOSITA could not find the effective ones without undue experimentation, thus claims 1+2 not enabled.

· modern doctrine

· In re Fisher (CCPA 1970) – The scope of enablement must be roughly commensurate to the scope of the claims.

· facts:  inventors enabled pregnancy test with potency of 1-2 ITU.  Claimed “open-ended” range of all tests “at least 1 ITU.”  Rejected as not enabled.

· Test:  enablement if specification provides sufficient teaching so that PHOSITA is able to make use of full of invention without “undue experimentation”
· thus, scope of enablement = disclosed in specification + known to PHOSITA w/o undue experimentation.  Claims can’t go beyond this without failing for enablement

· Amgen – attempt to claim any DNA sequence that has particular properties similar to one they’ve found.  Many possibilities, but they’ve only found a few.

· science is unpredictable, so PHOSITA wouldn’t be able to reliably find the others ( no enablement.

· The Wands Factors:  is the experimentation required “undue”?  Consider:
· 1) quantity of experimentation;  2) amount of guidance given;  3) presence or absence of working examples;  4)  nature of the invention;  5) prior art;  6) skill of PHOSITA;  7) predictability of the art;  8) breadth of the claims.
· often, predictability of the art important. (eg, Incandescent Light Case)

· in Wands, enabled 9 of 143 member class they claim, and process held detailed enough for PHOSITA to make the rest.

· also important that they enable the starting materials.

· Burden of Proof:  PTO must set forth reasonable basis why it believes claim is not enabled, then shifts to applicant.

· “Prophetic Examples”
· don’t want to restrict claims to just what is in the specification, want to protect small inventor

· “prophetic examples” allowed for enablement, though working examples preferred.  Limitations:

· 1) must be enough so that PHOSITA can see how it works, and that it will work

· 2) can’t mislead the PTO, must make clear that your prophesies are such and report to them it prophesies fail (Purdue Pharma)

· 3) must be more than a “respectable guess,” even if later proved true (Rasmussen)

· your knowledge must be such that a PHOSTIA would believe it will work.

B.  Definiteness 
· definiteness = “particularly  point out and distinctly claim” the subject mater

· rationales:
· 1) clear notice to the public about what is claimed
· 2) information-forcing:  burden on applicant to clearly disclose
· Examples
· Orthokinetics (Fed. Cir. 1986) – indefiniteness must be assessed in light of subject matter.
· test for indefiniteness:  Would a PHOSITA understand what is claimed?
· claim for chair “so dimensioned as to be insert-able into car door”
· Allowed since would be tedious to specify all possibilities, could look at cars and give specific size limits—the claim is clear enough to PHOSITA.
· Std. Oil (Fed. Cir. 1985) – claim held void as “partially soluble” not defined.

· term has no clear meaning in the field, to PHOSITA

· concern that term entered into application to be vague, extend claims

· but unclear if they shouldn’t just construe it narrowly to avoid invalidity

C.  Written Description
· old written description requirement:  policing “no new matter”

· § 132:  An amendment shall introduce “new matter”
· rationale:  since get benefit of the date of filing, amendments to claims can only encompass things within written description of application as originally filed.
· prevent “gamesmanship” in ex post claim extension via amendment,
· since 1997:  an expanded written description requirement
· controversial:  some see cases as requiring a “super-enablement”, not clear what distinguishes these cases from enablement.
· Gentry Gallery (Fed. Cir. 1998) – inventor must show “possession of the invention” in specification.  Can’t claim things the written description doesn’t prove, to a PHOSITA, that you contemplated. 
· facts:  written description only talks of placing controls on the console.  Claim talks of placing the console anywhere.  Inventor admits he didn’t consider placing the controls elsewhere until he saw competitors do so.
· “omitted element” test:  if claims omit an essential element from the specification, fails written description.
· Newman criticizes this reading.
· Rmk:  written description a question of fact, reviewed for clear error.
· Eli Lilly (Fed. Cir. 1997) – claim to cDNA insulin sequence.  Disclosed rat version, and example stating generally how to get human sequence.
· rejected as “general method” not enough to show possession of the invention, fails written description.
· unclear why this shouldn’t be an enablement case.
· Lizardtech (Fed. Cir. 2006) (Rader, J.,  dissenting from denial of rehearing)
· sharply criticizes written description requirement as opaque and confusing.
· would let enablement police the “possession of the invention” ground, return written description to old “no new matter” role
· PTO Written Description Guidelines 2001:
· 1) presumption of adequacy if no “no new matter” issue
· 2) Written description inadequate if:
· i) solely method and function, with no connection between structure and function (Eli Lilly)
· 3) “possession of invention” factors:
· actual reduction to practice
· “ready for patenting”
· sufficient identifying characteristics
D.  Best Mode
· § 122, ¶ 1: requires inventor to disclose the “best mode” of implementing invention known to him at the time of the application.
· subjective:  only need to disclose best mode if you have one

· timing:  assessed at application.  Need not update if later figure out a better one.  (Spectra Physics)

· Two prongs (Chemcast):

· 1) subjective:  did the inventor fail to disclose his best mode?
· can’t conceal what you knew at the time

· 2) objective:  was the disclose adequate?
· disclose must be adequate to enable the best mode – i.e., PHOSITA must be able to make use without undue experimentation.

· Examples:

· Randomex (fed. cir. 1988) – inventor conceals cleaning solution of “91% alcohol solution or non-residue detergent solution like Randomex 50281” as part of best mode.

· first issue:   91% was not really a best mode, in fact it was dangerous.

· held:  OK to list more than two options

· dissent:  this violated implied duty of good faith re: best mode.

· second:  do they need disclose the formula of 50281?

· held:  cleaner is not within patent, so can keep formula a secret.

· Chemcast – invention if grommet, which is enabled, but fails disclose material to be used, since supplier keeping this as trade secret.  Tells only to use material “sufficiently hard and rigid…”

· held:  fails second prong of best mode, as disclosure not enough to enable PHOSITA to practice best mode.

· unlike Randomex, material is central to making use of invention, and no supplier disclosed.

· Rmk:  best mode requirement is controversial.

· con

· US alone among major nations requiring best mode

· often, information not very good:  only what invention knows at the time.

· if best mode trade secret, deters patenting.

· difficult subjective issues of proof

· pro

· forces an additional, often useful disclosure as part of quid pro quo

IV.  Novelty & Anticipation
Big Picture:   4 Requirements  for Patenting

· 1) Novel (§ 102(a), (e), (g))

· determined at date of invention
· need single piece of prior art with all the limitations
· 2) Nonobvious (§ 103)

· determined at date of invention
· can use combinations of prior art 
· no patent if “differences between subject matter sought to be patented and prior art are such that the subject matter as a whole would have been obvious at the time of invention to a PHOSITA” (§ 103)
· 3) Not barred by statute (§ 102(b), (c), (d))

· determined at date of filing

· 4) Invented by Applicant (Derivation) (§ 102(f))

· can’t steal your invention from another.
A.  Introduction & Anticipation Standard

· general novelty test:  Need

· i) a single reference;
· ii) with “effective date” (publication) before “critical date” (date of invention) 
· “critical date” often taken as filing date unless difference matters, or if P can’t prove date of earlier invention.
· iii) that anticipates the claimed invention.
· Standard for Anticipation.  For each claim, need:
· 1) single reference
· 2) disclosing ALL elements of the claim
· But:  “doctrine of inherency” = even if some element missing, can still anticipate if element “inherent” in the disclosure.  Claim limitation must be necessarily present.
· “inherent” = 

· a) missing element in reference would be recognized by a PHOSITA as necessarily present in the thing described (Robertson) OR

· b) present as a matter of physical or natural law (Schering)

· in close cases, consider policy of not removing things from public domain, and anticipation-infringement symmetry.

· 3) that enables the invention.
· N.B. Question of fact

· Examples
· In re Robertson (Fed. Cir. 1999) – prior patent arguably anticipates, but lacks an element:  a third means of fastening.
· PTO:  though element omitted, doctrine of inherency applies.
· Court:  Strict identity of all elements required, unless PHOSTIA would recognize missing element as necessary.  

· “mere possibility not enough for inherency.   Must be necessarily disclosed.”
· Note:  “anticipation-infringement” symmetry:  if would infringe ex post, clearly should anticipate ex ante.  However, no precise symmetry as strict identity required for anticipation, whereas equivalents can be considered under infringement (DoE).
· But:  obviousness, inherent anticipation fill this gap.
· In re Scheiber (Fed. Cir. 1997) – patent for popcorn dispenser alleged to be anticipated by structurally similar oil dispenser
· at issue:  whether patent inherently disclosed functional limitation to dispense just a few kernels.  
· court holds it does, with rationale that don’t want to take things out of public domain just because new use thought up.
· dissent accuses majority of hindsight bias.
· eventually patent given with absolute size limitation on opening.
· but:  will need to get licensing from older patentee to practice.
· Schering Corp. (Fed. Cir. 2003) – Schering claims patent on metabolite of previous invention, Claritin. 

· a semi-transparent attempt to expand life of their patent.

· inherent anticipation?

· no one was aware of metabolite at time of prior patent, thus Schering argues PHOSITA could not have recognized this element under Robertson.

· held:  recognition by PHOSITA not required for inherent anticipation.  If product a “natural result” of prior reference, it is inherently anticipated.

· Rmk:  can likely patent metabolite in purified form, just not in all its forms.

· an “anti-backsliding” principle:  can’t exclude public from practicing the prior art (infringement–anticipation symmetry)

· policy:  shouldn’t be allowed to take an invention (Claritin) out of public domain/ expand life of your monopoly.

· Genus v. Species
· 1) reference to species ( genus is anticipated
· i.e., can’t patent whole range of chemicals is one of group already disclosed.
· eg, claim to all clothing anticipated by prior reference to socks
· 2) reference to genus does not imply species anticipated
· i.e., even if class of chemicals patented, can patent a member (or smaller class) of the group so long as the additional limitation is nonobvious.

· will create “blocking patents” situation (would need two approvals to practice the patented member of the patented group)
· rationale:  want to encourage innovation within a patented groups.
· eg, claim to socks might not be anticipated by prior patent on clothing, so long as have discovered something nonobvious and novel about this smaller class.
· Accidental Anticipation
· Rule:  “accidental anticipation” not enough for anticipation
· rationale:  unlike “inherent anticipation”, we are not taking anything out of the public domain by granting patent.  
· unrecognized invention “gives nothing to the world”

· won’t stop people from practicing the prior art.
· In re Seaborg (CCPA 1964) – patent claimed on newly discovered element 95.
· element not naturally occurring, but Fermi’s reactors would have produced very trace amounts of it, though no one was aware of it and it would have been impossible to isolate.
· held:  accidental anticipation does not invalidate claim.

· Tilghman v. Proctor – invention to break down animal fat from glycerin
· alleged anticipation:  person had noticed that steam engine, when lubricated with animal fat, gave “scum” on the water.  Engine was performing the process, but no one realized it.
· held:  accidental anticipation not enough to invalidate.
· closer case: unlike Seaborg, Tilghman did not invent process to discover and isolate.  Unclear whether he should get patent for just noticing/ realizing use.   

· Enablement Requirement
· Hafner (CCPA 1969) – enablement requirement for anticipation less than 112 standard.  Need only enable the making, not the use.
· rationale:  don’t want to take things out of the public domain.
· BUT:  if not enabled, public doesn’t really have possession.
· Lockwood (Fed. Cir. 1997) – if prior art is “public use”, enablement satisfied by reduction to practice.
· facts:  airline reservation system, kept as trade secret.  Would think this prior use not enabling, but held that it is and prevents patent.
B.  102(a):  Known or Used by Others, Patented or Published
· § 102(a)  : A person shall be entitled to a patent unless:

· the invention was “known or used by others in this country” OR 

· Rmk:  only applies domestically.
· “patented” in this or a foreign country OR

· “described in a printed publication” anywhere

· “Known by Others”

· Nat’l Truck Pullers – 102(a) requires public knowledge. (Pennock)

· here, fact that invention may have been thought up by a few individuals years ago on a lost tablecloth drawing doesn’t anticipate, as not public knowledge.
· rationales:  

· encourage disclosure;  
· not taking anything away from the public;  
· prevent difficulty evidentiary problems; 
· prevent fraud.
· Corroboration Rule:  oral testimony to invalidate a patent must be corroborated.  One person’s testimony, alone, is not enough (Finnegan Corp.)

· rationales:  fraud; hindsight bias; memory problems.
· Eg, Barbed Wire Cases – witnesses testimony that they had seen fence exhibited held not to invalidate patent.
· “Lost Art”:  No anticipation when knowledge has become lost.  (Gayler v. Wilder)

· Gayler – safe built, but no longer extant and everyone who had seen it had forgotten it.  No anticipation as prior art “lost.”  Public still benefits from disclosure.
· “Used by Others”

· lower threshold of public-ness required.
· rationale:  use inherently more public, less concern for fraud.
· counter:  if use only known to a few, the public still benefits from the disclosure, which we want to incentivize.
· Rosaire (5th Cir. 1955) – use is public, and anticipates, if “done openly in the ordinary course of business”

· here, colleagues field tests at Gulf Oil sufficient for a public use.

· critical facts:  no confidentiality agreements signed, no attempt to keep secret
· argument that it was an “experiment” fails as technique perfected.
· WL Gore (Fed. Cir. 1983) – “nonsecret” use in the usual course of business, for commercial purposes, is enough for a public use.

· sets a fairly low bar
· Publications

· Rules:

· “publication”  = “enough currency to make the work part of the possessions of the art” (Jockmus)

· Klopfenstein factors:

· Keystone of analysis:  dissemination and availability to the public. Consider:
· 1) expertise of target audience

· 2) length of time displayed

· 3) expectation of (not) copying

· 4) ease of copying

· 5) organized, searchable, accessible?

· fact-based, multi-factor inquiry with accessibility as touchstone.
· Examples:
· Jockmus (Learned Hand, J) – catalogue, though only 1000 made, and by nature ephemeral (cf. books) held a “publication”
· why:  target audience was experts, no expectation of secrecy.
· Klopfenstein – slide presentation, posted at conference for three days, held a publication.  (A 102(b) case, but analysis the same)
· why: expert audience, no expectation of limits on copying, easy to copy and later disseminate.
· In re Cronyn v. In re Hall – student theses indexed by name not a publication, but were if indexed by subject matter
· key is that latter are accessible.
· Northern Telecom – copies is private corporate library not a publication, as not accessible to the general public.
· Rmk:  “defensive publication”
· inventors use federal inventions registration (SIR) for ideas they do not wish to patent, but want to prohibit others from patenting.
· policy:

· broad def of “ publication”:  encourage inventor to discover prior art, and thus avoid duplication of effort (“re-invention”)
· but there are search costs.  Don’t want to over-encourage searching.
· modern doctrine arguably goes too far, encourages wasteful searching.
· for limited def. of “publication”:  if printed resource so obscure, public gets benefit from disclosure.
· “Patented”

· rarely used:  almost all patents will be publications, so this has little independent force.
· Reeves Bros (1966) – German “petty patents”, held not be publications, but still anticipate.  Held:
· only claims of patent count for anticipation

· “patent” for 102(a) is anything granting rights to exclude.

C.  102(e):  Disclosures in Earlier-Filed Applications (“Secret Prior Art”)
· Milburn (US 1926) – Whitford has patent, but D claims invention was described in patent filed earlier than Whitford, though it was not published or issued at the time Whitford filed.
· Rmks:
· earlier patent disclosed invention but did not claim it, so no priority issue
· earlier patent can’t be prior art, since not published on filing date.
· Held:  earlier patent (“secret prior art”) defeats Whitford’s claim.
· rationale:  PTO’s delay in processing shouldn’t affect patent rights.
· But:  seems unfair to Whitford, who had no notice, and indeed couldn’t have known about earlier art.
· end result:  invention in the public domain, unless Whitford can prove he was the first to invent.
· § 102(e):  codifies Milburn.  No patent if the invention was described in:
· (e) (1) an application for patent by another [eventually published] is filed in the US before the invention by the applicant; OR
· doesn’t apply to inventions that are abandoned or withdrawn, i.e., never published, i.e., that never make it to the public domain.

· (e)(2) a patent granted in an application for patent filed by another in the US before date of invention.
· PCT applications treated the same as US so long as US one of the countries listed, and eventually published in English.

· Rmk:  PCT = “Patent Cooperation Treaty” – permits unified international application.  These treated the same as US for 102(e).

· Cf. foreign filings under Paris Convention (§119) 
· when followed by US application w/in 1 year, use foreign filing date for purposes of priority

· but, for purposes of 102(e) secret prior art, US filing date is used.
· Examples:

· 1) Stan files first, Ohm shortly thereafter.  Stan’s patent issues first.  Stan’s application disclosed but did not claim invention X; Ohm claimed X  Ohm sues Y for infringement.  Does Y have a 102(e) defense?

· Yes, if Stan was first to invent.  Stan’s patent is prior art under 102(e) from its filing date.  Ohm can still win, but only if it can prove it invented before Stan’s filing date.

· To do this, Ohm files “swearing behind” affidavit under Rule 131, to claim his actual invention date was earlier (here, before Stan’s filing)

· 2) What is Ohm’s invention was not identical to that disclosed in Stan but only obvious in light of it?

· Still have a 102(e) claim, as Stan’s patent can still be used as prior art.  102(e) “secret prior art” can be used in obviousness analysis.
· 3) What if Ohm’s patent issued before Stan’s?

· date of issuance irrelevant for 102(e) inquiry.  What matters are i) applicant’s invention date; and ii) prior art’s filing date.
D.  102(f):  Derivation from Another
· § 102(f): “A person shall be entitled to a patent unless:  he did not himself invent the subject matter”

· i.e., can’t steal inventions from another.
· eg, Campbell (6th Cir. 1975) – Zimmerman an employee of Campbell, leaves to start own company.  Campbell patents invention and sues.
· Zimmerman claims he invented it and told Campbell how to make it.  Father corroborates story (satisfying Barbed Wire corroboration req).  Campbell’s counter story not credible ( patent invalidated under 106(f).  
· Agawam (US 1869) – mere assistance is not derivation.
·  assistance not derivation unless it i) encompasses all elements of invention; ii) is fully enabling.

· thus, help from EEs not enough for derivation when inventor put all these contributions together.
· Burdens:
· 1) patent presumed valid ( challenge requires “clear and convincing evidence”

· cf.  PTO interference proceedings.  No presumption of validity ( preponderance of the evidence standard. 
· 2) Corroboration Rule (Barbed Wire):  Fed. Cir. requires corroboration to invalidate patent.  Witness testimony, alone, not enough.
· Employee Inventors:

· default is that patentee is inventor, even if conceived during employment.
· BUT:  ER can get rights if:
· 1) express contract clause requiring assignment ( ER gets invention

· 2) EE specifically hired or assigned to invent ( implied contract and ER gets invention

· 3) EE uses ER resources to invent ( EE gets patent but ER gets “shop right” (nonexclusive, nontransferable royalty-free license to use)
· Joint Inventors

· requires that inventors work jointly and both contribute to the conception of the invention.

· Correction of Ownership

· true inventor can sue not to invalidate another patent, but to correct the name.  But doesn’t apply here as
· § 116 (during patent prosecution): misjoinder and nonjoinder correctable only if no deception
· “we forgot to include X” type of provision
· § 256 (applies after issuance): 
· misjoinder can be corrected even if there was no deception, BUT 
· nonjoinder can be corrected only if no deception by the true inventor
· Eg, Campbell:
· Campbell (misjoinder) can be gotten rid of, even though there was deception
· Zimmerman (nonjoinder) correctable as he didn’t deceive
E.  102(g):  Priority
· § 102(g)  “No patent if, another inventor establishes that:

· (1) in an interference proceeding:  [a] before such person’s invention, the invention was [b] made by that inventor, and [c] not abandoned, suppressed, or concealed

·  the “first to invent” rule
· (2) 102(g) prior art.  [a] before such person’s invention, the invention was [b] made by is this country by another inventor, who has [c] not abandoned, suppressed, or concealed the invention

· 102(g) as a source of prior art, similar to 102(a).
· (3) in determining priority, consider:

· the respective dates of conception and reduction to practice, and
· the reasonable diligence of the one who was first to conceive and last to reduce to practice, from a time prior to conception by the other. 
· The “Rules”:
· 1)  If an inventor both 1st to conceive and 1st to reduce to practice, they get priority.
· unless “abandon, suppress or conceal” (Rule 3)
· #1 C         
#2 C
#1 RTP

#2 RTP ( 1 wins
· 2) 1st to conceive but 2nd to reduce to practice wins only if reasonably diligent in reducing to practice 
· diligence required only b/w 2d party’s conception and 1st party’s RTP
· #1 C         
#2 C

#2 RTP
  
 #1 RTP
· ---------diligence req.------------------
· if diligent, 1 wins.  If not, 2 wins.
· 3) If, after reduction to practice, invention is “abandoned, suppressed, or concealed,” it doesn’t count and other inventor wins.
· #1 C
#1 RTP 
#2 C

#2 RTP
· 1 abandons------------
· 2 wins.
· Basic Concepts:
· 1) conception

· a “definite and permanent idea of the complete invention” (Barbacid)
· i) all elements required
· ii) clearly defined enough so that PHOSITA could reduce to practice without undue experimentation
· an enablement-like standard
· 2) reduction to practice [RTP]
· require RTP in addition to conception to prevent fraud, problems of proof, encourage disclosure, working toward actualization.
· either:
· 1) actual RTP

· i) build invention with all limitations of the claim (Eaton)

· ii) recognize that it worked

· eg, Estee Lauder – no RTP as inventors will still waiting on test results, didn’t realize it worked
· 2) constructive RTP = filing of a valid patent application

· allow this so as to not disfavor small inventors
· must meet utility, enablement, etc.

· 3) “diligence”
· only relevant in situation where 1st to conceive not the first to RTP
· diligence = between other’s conception and your RTP (the “critical period”), have to put reasonable efforts into reduction to practice (Barbacid)

· occasionally “valid excuses” —extreme poverty, illness, etc.—can forgive lack of diligence.
· a reasonableness standard:
· eg, Brown – six days off in the “critical” period (from 2d conception to 1st’s RTP) is not enough for lack of diligence.
· 4) abandonment, suppression, concealment
· see below
· Policy

· two competing polices:
· 1) fairness to “first to conceive”
· especially concerned about “small inventors”
· but:  creates difficult problems of proof, risk of fraud.
· 2) incentive to file, and disclose to public, as soon as possible
· most other countries favor this ( file to file rules.
· continuum of possible priority rules from conception to filing.  US draws line in middle, but could:
· conception line would create greater risk of fraud
· RTP line might be unfair to first to conceive, disadvantage small inventors
· first to file has much to be said for it:
· 1) uniformity with rest of the world
· 2) prevent difficult problems of proof, 
· 3) resources:  interference proceedings are costly
· 4) small inventors aren’t helped much (interference too expensive), empirically not too relevant in patent.
· but: fairness to small inventor, first to invent.
· Interference Evidentiary Rules
· Brown v. Barbacid – Corroboration Rule
· facts:  parties file for same invention one month apart.  Interference proceeding initiated.  Junior uses attempts to prove earlier invention and RTP.

· Rule1:  junior party (2d to file) has burden in interference proceedings, but only preponderance of the evidence
· any party claiming priority date earlier than filing has similar burden.

· if junior party does not file until after senior patent is published, burden raises to “clear and convincing”

· contrast: once patent issues, has presumption of validity and need “clear and convincing evidence”

· deference to PTO expertise.

· Rule2: “independent evidence” required to corroborate inventor’s testimony re: conception, RTP, diligence.  
· lab notebook rejected as can’t use own notebooks to corroborate own testimony.  “Independent evidence” required (eg, if they were witnessed by someone else).

· Inventor’s testimony allowed as corroborated by colleague’s testimony.

· Abandonment, Suppression, Concealment [ASC]
· Rmk:  diligence applies between conception and reduction to practice.  ASC only applies after RTP.
· diligence is more demanding—continuous efforts.  To avoid ASC, need only work toward patent without extreme delay.
· e.g., delay in commercialization due to lack of funds
· may constitute lack of diligence as could always get a patent (constructive reduction to practice)
· But: won’t constitute abandonment.  No intentionality. are making reasonable efforts.
· Intent to Abandon:  
· Required, but can be inferred from unreasonable delay (Peeler v. Miller) 
· Examples:
· Peeler v. Miller – Miller able to prove earlier conception and RTP, but company’s patent attorney inapt and delays 4 years in filing application
· court finds ASC, holding intent is presumed from an unreasonable delay.
· Paulik – resumed efforts, if before other parties filing, can defeat ASC
· #1:
4/71 RTP  (abandoned)
1/75 (resume)
  6/30 (file) 

· #2:  



         3/75 (file)
· 1 wins, as resumed efforts defeat abandonment
· Secret Use v. “Hidden Public Use” – former is ASC, latter is not
· Gillman – keeping invention as trade secret typically considered ASC.  Thus, you keep trade secrets at our peril that independent inventor will later take as patent.
· here, when selling product but keeping patentable machine secret, constitutes ASC if no steps taken to patent.
· “noninforming” public use or “hidden public use” not ASC

· eg, Dunlop – invention, golf balls, sold to public, not intentional kept as secret, just difficult to reverse engineer.  Not considered ASC.
· eg2, SABRE reservation system in Lockwood.
· policy:
· want to encourage patent disclosure, discourage trade secrets.  Can’t extend term by keeping as secret as long as possible and then patenting.
· Rmk:  35 USC 
· § 102(g) Prior Art

· provides another source of prior art:  if invention made in the US and not abandoned, consider prior art.

· must be i) conceived and RTP, ii) in US, iii) not abandoned.
· eg, Dow Chemical v. Astro-Valcour – invention made 2 years before a source of prior art.  Held not enough of a delay for abandonment.
· why 102(g) doesn’t “swallow” 102(a) rules:
· only applies to invention made in US.  102(a) patents and publication can be anywhere.

· publication doesn’t require RTP, whereas 102(g) does.

· Rule 131 “Swearing Behind” – allows inventor to claim earlier date of invention during prosecution

· doesn’t apply in interferences, which instead rely on the evidence presented therein.

· cannot be used to avoid statutory bar (which do not depend on date of invention)

· need not prove utility had been found (In re Moore)

· need not be corroborated, but must be detailed.

V.  Statutory Bars
Comparison:  Novelty & Stat. Bars

	
	Novelty (102(a), (e), (g))
	Statutory Bars (102(b), (c), (d)

	Timing
	Before Invention 
	B/w invention and Filing date.

	Relevant Activities By?
	Third Parties Only
	Inventor or Third Parties

	Policy
	Only patent if truly new
	Promote early filing


A.  102(b):  Publish, or Public Use or Sale Outside “Grace Period”

· Basic Rules

· § 102(b) No patent if: 

· (1) > 1 year prior to application, the invention is patented or described in a printed publication anywhere

· (2)  > 1 year prior to application, the invention is “in public use” or “on sale” in this country

· terminology:  

· 102(b) “grace period” = inventor has one year after publication, patenting, public use or sale before filing, else triggers statutory bar.
· “critical date” = one year prior to date of filing.
· Policy:  encourage early filing.  A virtue because:
· 1) public reliance – don’t take out of public domain
· 2) earlier disclosure

· 3) avoids de facto term extension

· BUT:  have a “grace period” as
· 1) give time to determine if patent worth the time and effort
· 2) give time for application to be prepared.
· 3) don’t discourage other earlier disclosure
· academics, eg, want to be able to get publications out quickly, get patents later.  Good to allow this.
· 4) allow small inventors time to get their act together.
· Pennock v. Dialogue (US 1829) (Story, J.) – classic statement of statutory bar policies.
· held:  seven years of commercialization bars inventor from later pursuing patent.
· invention goes into the public domain by this point. 
· invention only gives inventor an inchoate right: have to act or lose it.
· can’t have it both ways: keep as secret, later patent.
· a debate between Lockean view (P’s argument – it’s mine unless I abandon it) and utilitarian view (to get benefit, have to act within law)
· “Publications”

· same rules as 102(a) apply as what counts as publication.  See supra IV.B.
· “Public Use”:  When is use “public” enough to trigger 102(b) bar? 
· Egbert v. Lippmann (1881)

· facts:  inventor makes corset steel that does not break.  Makes for fiancé, who wears them, shows to a few friends.  Inventor also told a friend.  These uses happen over a long period of time: invention 1855, patent 1873.

· held use is “public” for 102(b) as:
· 1) no restrictions (confidentiality agreements) on people they told
· 2) equity:  sat out their rights for a long time (20 years)
· 3) “wresting out of public domain” – had started to be widely used.
· 4) uses not experimental.
· Moleculon Research Corp. (Fed. Cir. 1986) – Rubik’s Cube case.

· facts:  original inventor conceived it in 1957, reduces to practice in 1962, shows to a few friends.  1969: Boss notices it, get him to assigns his rights to Moleculon, who tries to market it to, get patent a year later.

· held:  uses not “public” for 102(b), despite no confidentiality agreement, as inventor never let the invention leave “his control” (keep possession of item)

· lesser amount of time, not a “troll” type case.
· Compare Beachcomber’s Int’l (fed. Cir. 1994) – showing invention to a lot of people at a party shown to be a public use.
· testimony from guests that there was no express or implied restriction of their use, absent in Moleculon.
· “On sale”

· Pfaff (US 1998) - inventor made detailed drawings, showed TI, and took orders before the critical date, but hadn’t actually made the invention (RTP)
· Pfaff test for “on sale”.  On sale if:

· 1) product is the subject of “a commercial offer for sale,” AND

· 2) the invention is “ready for patenting”

· “ready for patenting” = i) reduction to practice; OR ii) enabling drawings or descriptions;  [OR iii) perhaps other ways.]
· makes sense:  once invention is ready for patenting, we want to incentivize filing.
· here, bar applies because Pfaff’s drawings fully disclosed and enabled the invention, thus it was “ready for patenting”
· compare:
· district court:  held that invention couldn’t be “on sale” for 102(b) unless reduced to practice.  Thus no bar.
· RTP a clear line, but not grounded in the text.
· Fed Cir. “totality of the circumstances” test held invention was “substantially” complete before critical date, and bar applied.  
· Court rejects this as too indefinite.
· Rmks re: “ready for patenting”:
· a) RTP not necessary, enablement is necessary
· b) second prong is parallel to 102(g): either actual RTP, or was able to constructively RTP (file a patent)
· “ready for patenting” a kind of potential constructive reduction
· Examples:  when does “on sale” clock begin running?
· 1)  Inventors invents springless widgets at time A (“invents” = conceives and ready to patent).  Offers to sell at time B, offer accepted at time C.

· Time B.

· 2) Inventor invents springless widgets at time A.   Inventor makes a general offer for widgets at time B, but delivers springless widgets at time C.

· Time C.  B doesn’t count as springless widgets weren’t put on sale.  Thus sale doesn’t occur until delivery.

· result make sense from a policy perspective:  just the general offer doesn’t extend the patent period.  Can’t change monopoly price, commercial benefits don’t accrue at time B.

· 3) Inventor makes specific offer at Time A, even though has not invented them yet.  Invents at time B.  Performs at time C.
· Invention on sale at time B.  Straightforward application on Pfaff.
· Though commercial benefits accrue at A, but can’t start clock until he has the ability to patent.  Thus B makes the most sense.
· Mahurkar v. Impra – “sham sale” doesn’t trigger statutory bar.
· internal sale here made before invention was ready just to extend a license.  Not a “real commercialization,” so should fail 1st prong of Pfaff
· Abbot – 3rd party sale made after invention reduced to practice, but wasn’t aware they were selling it.

· held:  “on sale” bar applies for “unaware sale”
· public already getting benefit.

· cf. “accidental anticipation” (Seaborg) (public not benefiting, doesn’t count) v. “inherent anticipation” (Schering) (public getting benefit, does count)

· case seems more near to Schering.

· Third Party Activities

· Rmk:  102(b) bar applies to both applicant and third parties.
· Baxter Int’l – independent inventors use invention in lab more than a year before applicant’s filing
· held:  use is “public” (since lab open, no secrecy), and 102(b) bar applies to third party uses, even if inventor did not know about these.
· Dissent:  shouldn’t create this new type of “secret prior art”
· since inventor could not have known about these uses, won’t encourage filing.
· but:  knowing this possibility exists still encourages prompt filing.
· WL Gore (Fed. Cir. 1983) – secret 3rd party sales don’t trigger 102(b) bar
· Activities before critical date:
· Third party develops in New Zealand
· doesn’t count as not “in the US”
· Third party offers to sell to US corp., clearly requires confidentiality, nothing comes of it.
· held:  this sale and use doesn’t trigger 102(b) bar as not “public”
· clear that if the inventor had made this sale, 102(b) “public sale” would be triggered under Pfaff test.
· thus case law more forgiving with 102(b) bars regarding third party activities.
· Three types of “public” under 102(a) and 102(b)

	102(a)
	“publicly used by others”
	Public Use = non-secret, in ordinary course of business (Rosaire)

Trade Secret not public

	102(b)
	“public use” [applicant]
	Non-secret, non-informing use, trade secret uses all “public”

	102(b)
	“public use” [3rd party]
	Same as above, but commercial trade secret not public (WL Gore, Lockwood)


Rmk:  Experimental Use Exception to Statutory Bar

· Rmk:  this is the “experimental use” exception to the statutory bar  under 102(b), not to be confused with the experimental use defense to infringement.

· General rules:  Experimentation needed to reduce the invention to practice is not “public use” or “sale” triggering 102(b) (City of Elizabeth)
· 1) applies to both use and sales (Manville Sales)
· BUT: must exercise control over the invention (Lough)
· 2) activities must concern the development of the invention
· eg, not marketing (In re Smith)

· 3) no experimental use after invention been reduced to practice.
· but RTP includes knowing that it works

· 4) a question of law.
· Examples

· City of Elizabeth (US 1877) – invention is improved pavement.  To test and perfect invention, inventor lays pavement on road used by public.  Monitors the results continuously

· held:  experimental use doesn’t trigger Pennock bar.  Here, inventor maintained control over the invention, use necessary to perfect and test

· Manville Sales (Fed. Cir. 1990) – sale to rest stop to test lightening rod.  Previous try didn’t work.  Later try works, and he applies for patent.

· held:  this is an “experimental sale” that doesn’t trigger 102(b)

· under Pfaff, get same result by arguing that it is not “ready for patenting” until the inventor realizes it works (the Estee Lauder principle)

· Lough (Fed. Cir. 1996) – small inventor builds new assembly for boat motors, gives away 6 to others to see if they work.

· held:  experimental use does not apply when inventor fails to exercise control over the invention.


· might be different if inventor keep checking in to see how they were working.

· controversial as: 1) didn’t defer to trial factfinding, 2) small inventor deserves more deference, as less resources to test.

· In re Smith – product tested by giving samples to consumers, who fill out questionnaires

· held:  experimental use must be aimed at reduction to practice, not market testing (gauging demand for product)

B.  102(c) & (d) (Rarely Used)

· § 102(c) – bar if inventor has “abandoned” the invention
· rarely used since 102(b) will cover you if its been more than a year after a public use of sale.  Hard to argue abandonment when use less than a year old.
· possible situations:
· inventor invents, doesn’t publicly use or sell, keeps in basement and tries to patent after 10 years
· inventor makes express statement of abandonment, then reneges.
· § 102(d) – bar if invention if invention first patented by applicant in foreign country filed more than 12 months before US filing.
· only really an issue if someone screws up:  already have strong incentive to patent within 12 months so as to get foreign priority date.
§ 102 Summary Table

· No patent if:

	Section 102
	Was invention:
	By:
	In:
	Before:

	a
	Known
	Others
	US
	Date of invention

	a
	Used
	Others
	US
	Date of invention

	a
	Patented
	Others
	Anywhere
	Date of invention

	a
	Published
	Others
	Anywhere
	Date of invention

	b
	Patented or published
	Anyone
	Anywhere
	> 1 year before filing

	b
	Public Use
	Anyone
	US
	> 1 year before filing

	b
	On Sale
	Anyone 
	US
	> 1 year before filing

	c
	Abandoned
	Applicant
	
	Before filing

	d
	Filed and Patented
	Applicant
	Foreign nation
	> 1 year before filing

	e
	Application published or patent granted
	Others
	US (or PCT)
	Filed before invention

	f
	Derived from Another
	Others
	Anywhere
	Any time

	g
	In interference:  made and not ASC
	Others
	Anywhere
	Date of invention

	g
	Made and not ASC
	Others
	US
	Date of invention


VI.  Nonobviousness
A.  103 & Basic Graham Inquiry

· Basic Rules

· § 103:  “A patent may not be obtained if…the differences between the subject matter sought to be patent and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a PHOSITA.  

· Graham Test
· 1) 3 factual inquiries:

· a) scope and content of the prior art

· b) differences between prior art and claimed invention

· c) level of skill of PHOSITA

· 2) determine whether invention as a whole was obvious a time of invention to PHOTSITA

· focuses on technical (not economic) value
· 3) Also:  consider “secondary considerations”/ objective indicia (guard against hindsight bias)
· a) does prior art “teach away” (Adams)? ( increase nonobviousness
· b) commercial success? ( increase nonobviousness
· c) long felt but unsolved need? ( increase nonobviousness
· d) failure of others? ( increase nonobviousness
· Rmk:  nonobviousness a constitutional requirement, a question of law (Graham)

· KSR – a “common sense” approach to 3, rejecting rigid TSM method.
· Policy: why require obviousness at all?
· 1) no need for incentive to develop obvious innovations

· default is competition
· investment is minimal if invention obvious, don’t need monopoly to recoup
· 2) blocking patents

· “proliferation of patents” ( stifle innovation
· why: transaction costs, search costs, “hold out” problems
· 3) monopoly costs without quid pro quo social benefit, disclosure

· 4) protect value of other patents

· Case Law:
· history:
· Original patent act required “sufficiently useful and important”
· unclear whether focus on economic vs. technical importance.
· Hotchkiss standard
· up to 1952:  courts require high levels of obviousness
· eg, Cuno – requires “flash of creative genius”
· A&P Tea – have to push back standards of science
· ( outcry from patent bar, adoption 1952 Act (current § 103)
· Graham then establishes meaning of 103

· Hotchkiss (US 1851) – issue was whether making doorknobs of new material (clay and porcelain) patentable
· “no invention” when “no more skill than ordinary mechanic” needed
· simply a combination of old elements.
· precursor of modern standard
· Dissent:  
· enough for “invention” if better and cheaper than predecessor.  Would look more to economic than technical value (modern standard is on technical, not commercial, nonobviousness)
· Graham (US 1966):
· Nonobviousness is a Constitutional requirement.

· invention must “promote Progress of…useful Arts”
· constitutionalizes utilitarian view of patents.
· focuses on technical (not economic) value
· sets out 3-part test and “secondary considerations” (above)
· Nonobviousness a question of law.

· even though based on underlying factual inquiries
· interprets 1952 Act as not significantly changing law (and couldn’t constitutionally), enacting Hotchkiss.
· as applied:
· Graham:  new patent, really just a slight rearrangement of elements of old patent, would have been obvious to PHOSITA in light of old patent.
· Palmolive:  “hold down cap” for spray bottles obvious as simply combines elements from two prior patents.
· Adams – “wet battery” invented. Works like old battery, merely with different fluids,  Held nonobvious.
· the “teaching away” factor:  Adams found a way to make it work, despite the fact that everyone else didn’t think it could be done.
· though a combination of old elements, the combination had “unexpectedly advantageous benefits” ( nonobvious.
B.  KSR and Subtests for Obviousness
· KSR (US 2007) – Invention, a combination of adjustable gas pedal with electronic sensor held obvious (just old invention + new sensor).  Supreme Court endorses/ rejects certain subtests of obviousness:

· 1) rejects Fed. Cir. TSM rules as “too rigid,” endorses “common sense” obviousness approach.
· Fed. Cir. had used TSM test (teaching, suggestion, motivation) test for obvious:  to show obviousness, must prove prior references TSM the invention

· rigid, though TSM could be implicit.

· pros of TSM:  predictability, avoid hindsight bias

· Supreme Court rejects this:

· too rigid, unsupported by text or precedent

· creates a high evidentiary burden.

· reflects sense that higher bar should be imposed, that there are currently “too many patents”

· 2) adopts “combination rule” (Skaraida): patent which “simply rearranges old elements,” yielding predictable results ( obvious
· touchstone is predictability.  If combination surprising, then may have discovered something nonobvious.

· exception when prior art “teaches away” (Adams)

· most obviousness cases are “combination” cases

· 3) PHOSITA  has both reasonable skill in the area and reasonable creativity.  “Not an automaton”
· Factors to determine level of ordinary skill (Environmental Designs):
· 1) education of inventor/ people in field; 2) types of problem encountered in art; 3) prior art; 4) rapidity with which inventions are made; 5) sophistication of the technology;
· other potential factors: amount of experimentation, cost of experimentation, maturity of the field; difficulty of the problems; routine techniques and approaches
· 4) “obvious to try” test appropriate in some cases
· eg, when there are a limited number of possibilities, and inventor simply tests them all.

· but:  if “obvious to try” experiment yields unexpected results, should probably be able to get patent (but see Pfizer).

· want to encourage this kind of experimentation, thoroughness.

· Post-KSR cases
· Fed. Cir. appears to be applying a higher obviousness threshold.

· Leapfrog case – invention was “interactive learning device:” to help kids read phonetically.   Like KSR, just old technology updated in light of modern electronics.  Held obvious.

· “obvious to try” trio:  divisions—cases both ways—and strong dissents in Fed. Cir.

· Pfizer – held obvious, even in unpredictable pharmaceutical art, as this was just “routine testing”.  Obvious to try with routine options ( obvious

· Takeda – not obvious.  No finite number of things to test.  Skill in finding which of the options to try.  Thus “obvious to try” with many options is nonobvious.

C.  “Secondary Considerations” – Objective Indicia
· General:

· Considerations:

· 1) commercial success

· must be “nexus” between specific innovation and success (Hybridtech)
· 2) failure of others

· 3) long felt but unsolved needs

· 4) teaching away

· an attempt to get at reason for the delay—why no one had yet invented an allegedly “obvious” invention—was due to:  1) exogenous factors (and so is obvious);  or 2) hindsight bias (and so it not really obvious)
· eg, in KSR, exogenous development (the sensor) reason for the delay.
· 2dary Considerations can count for both obviousness and nonobviousness (KSR)

· unclear whether mandatory considerations or not

· Hybridtech (Fed. Cir. 2006) – invention an “immunoassay” test for antigens.  Pioneer invention discovered basic idea, applicant innovation was to fins high affinity antibody that worked well:  more accurate, faster.  Examine objective indicia:

· 1) commercial success

· test very successful, but unclear whether this due to invention, or marketing, other (non-patented) elements of the product.
· Fed. Cir. notes 3 year delay between materials and success, seems to think it’s due to the invention
· must have “nexus” between success and invention to count
· 2) failure of others – not in issue
· 3) long felt but unsolved need

· expert witness testified test was surprisingly and particularly effective
· 4) teaching away – not in issue
D.  “Scope and Content of the Prior Art” = w/in 102 and “Analogous”

· cf. prior art considered for anticipation, statutory bars
· anything that falls within 102 counts.  No restrictions that it be the same field or problem.
· Rules:

· Winslow “tableau” = presumption that inventor knows, as has in mind, all the reasonably pertinent prior art.
· it is against this background that obviousness is assessed.

· anything that qualifies as prior art under 102 can be considered in obviousness.  Can’t be considered if outside 102.
· includes 102(e) “secret prior art” (Hazeltine Research)
· 102(g) art (also secret sometimes) (In re Bass)

· 102(f) prior art (derivation) (Oddzon)
· 102(b) art (In re Foster)
· In re Wood test:  “scope and content of prior art” for § 103 = art within 102 AND “analogous”.  “Analogous”=

· 1) all art in the same field of endeavor, regardless of the problem.
· 2) prior art outside the field but still “reasonably pertinent” to the particular problem being solved.

· joint inventor rule:
· general 102 rule if that you can’t anticipate yourself.  Only worry about stat bars.

· rule extends to groups of co-inventors.

· thus, (A+B+C) can’t anticipate (A+B+C)

· BUT (A+B+C) can anticipate (A+B).

· BUT: exception in obvious analysis 103(c):  

· A+B+C cannot make obvious A+B (or even D+E+F at same corporation)  so long as EEs obligated to assign inventions to corporation.
· Examples and Case law
· Winslow (CCPA 1966) - famous description of inventor in room with all the pertinent prior art on the wall.  Inventor has a problem, looks around the room for ways to solve it.
· this “tableau” seems to require a super-human inventor, but inquiry is demanding as want to encourage research into prior art and avoid wasteful re-invention.
· 102(f) prior art example: A steals ideas from B.  Tries to patent not same invention, but obvious variation.
· A can’t patent as 102(f) counts in obviousness
· but B can patent it, not long as no statutory bar.
· C independently invents:  can’t patent until he was first.
· In re Clay – application of In Re Wood test.
· invention for oil storing process alleged obvious in light of oil extraction patent. 

· held that these are not the same “field of endeavor,” nor the same problem ( prior patent not considered in obvious analysis. 

Anticipation, Obviousness and Stat. Bars Compared

	
	Novelty
	Stat. Bars
	Obviousness

	Test
	Identity of all limitations
	Identity of all limitations
	“as a whole” obvious to PHOSITA

	# of references
	1
	1
	Combinations

	Sections of 102
	(a), (e), (f), (g)
	(b), (c), (d)
	All

	Field of prior art
	Any 
	Any
	“analogous art”

	2dary indicia
	Not relevant
	Not relevant
	Highly relevant


VII.  Patentable Subject Matter
A.  Policy & Sources of Authority

· What kind of inventions can be patented?  3 Sources of Guidance:

· 1) Constitution

· “To promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries”

· “Science” (i.e., “learning”) corresponds to copyright.
· “useful Arts” corresponds to patent.
· “useful Arts” ( something made by humans (i.e., not discovered).
· but it also says their “discoveries”
·  can argue “useful Arts” means something like “technology”
· 2) Statutes

· § 101 – “any new process, machine, manufacture, composition of matter [is patentable]”
· § 100 – 

· “invention” = invention or discovery.
· “process” = art, method, new use of known process machine, composition of matter
· generally pretty inconclusive
· 3) TRIPS obligations

· TRIPS § 27:  “patents” must be available in all fields of technology”
· BUT:  members can exclude:
· “when necessary to protect ordre public or morality”
· pretty broad room
· methods for treatment of humans [medical patents]
· plants and animals other than microorganisms.
· Policies of Patentable Subject Matter

· 1) ethics/ morality – often an issue in biotechnology patents (eg, genetically engineered bacterium, mice)

· 2) incentives – do the particular area need the patent incentive to innovate?  Will they innovate enough on their own?
· eg, the patenting of software is controversial—may do more harm (get in the way) than good
· eg, business method patents.
· 3) avoid giving too broad a monopoly – eg, prohibition on natural law and abstract ideas.  May ultimately stifle follow-on innovation.
· 4) human autonomy – eg, concerns about patenting a thought process or natural movement
· eg, patents on sports moves.
· 5) freedom of thought – eg, algorithm prohibitions. 
· 6) preserve public domain – eg, prohibitions on existing “products of nature”
B.  “Laws of Nature, Physical Phenomena (Scientific Principles), & Abstract Ideas”

· O’Reilly v. Morse (US 1854) – no patent on an abstract idea or scientific principle
· Morse patents telegraph.  Last claim claims more than particular machinery, but seemingly the idea of electronic communication.
· “I do not intend to limit myself to specific machinery, [instead] the “use of electro-magnetism, however developed for printing intelligible characters…at any distance…[the idea of which] I claim to be the first inventor or discoverer.”

· court rejects as “too broad”.  Could also have rejected on:

· novelty (others had done it), enablement, written description.

· reflects concern of stifling follow-on invention.

· Dissent:  if Morse truly first, he should get it.  Later inventors in area can get improvement patents, so concern for follow-on innovation overblown.

· The Telephone Cases (US 1988) – can claim applications of principles, if tied to particular machines and other requirements met.

· claim:

· “the method and apparatus for transmitting sounds telegraphically, as herein described, by [transforming electrical undulations…into sound as set forth. (using modulated continuous current)]”

· Allowed as tied to the particular method of transmission he has created.   Not claiming the principle itself.

· see also:  application to software, infra VI.D.

C.  Products of Nature & Living Things
I.  Living Things

· Diamond v. Chakrabarty (US 1980) – patent claimed on a man-made bacterium.

· 1) can patent “anything under the sun that is made by man—including living things.

· court views case as narrow one of statutory construction.  Relies broad nature of statute’s language (“any process, machine, manufacture, composition of matter…”)

· ignores implicit preemption of Plant protection act.  Fact that intended meaning of “composition of matter” (chemicals) and “manufacture” (mechanical) don’t include life.  Dissent on these grounds.

· bacterium wouldn’t be patentable if a “product of nature,” but these are man-made.

· case critical for emerging biotechnology industry
· 2) limit: no patent on “laws of nature, physical phenomena, or abstract ideas”
· eg, F =ma; a naturally-occurring substance; electronic communication each not patentable.

· if “man by man” + not w/in limits ( patentable.

II.  Products of Nature

· Parke-Davis (Learned Hand, 1912) – invention claimed is purified form of adrenaline

· held:  patents allowed on purified natural substances.  Not a “product of nature” if man-made isolation, purification make it “for every practical purpose a new thing”
· eg, modern patents on DNA sequences always in purified form.

· claims base form and salt form “practically free from inert and associated gland-tissue” in “stable and concentrated form”

· these limitations key, as distinguish substance from naturally-occurring form of adrenaline (in our bodies)

· purification made it “for every practical purpose a new thing commercially and therapeutically”
· blends utility into subject mater

· policy:  want to preserve incentive for these type of useful advances.  

· process patent not enough, as much harder to enforce.

· policy:

· reasons not to allow patents on products of nature:  

· autonomy (infringing by living?)

· already existed (would take out of public domain)

· a “discovery”, not an invention

· counter: preserve incentive to discover what is new and useful, even if natural.

· DNA patents:

· could argue that unlike adrenaline, value is in information, not purity, and so not really a “new thing”

· may be “obvious to try” once the first purification is done.  KSR.

· some find cultural bias, in that pharma gets patent, but patents on traditional medicines prohibited.

· Funk Bros (US 1948) – invention is novel and useful combination of naturally-occurring bacteria (he figured out a way to do this so that they would not inhibit each other) used to fix nitrogen in plants.

· held:  no “invention” in combination of naturally-occurring products.

· hard to distinguish from:
· Parke-Davis – purification difference.  Though could argue that this advance, as so useful, was “for all purposes a new thing”
· Chakrabarty – though bacteria here man-made, inventiveness is arguably the same.  Seems unfair to let difference hinge on how technical the transformation was (putting plasmids into bacteria, versus combining multiple strains in non-obvious way?)
D.  Algorithms & Software
· Policy:

· software patents initially faced resistance as argued they were “abstract ideas”
· why we may not want patents on software:
· 1) incentive not needed:  industry has low investment costs
· strong network effects advantage firs mover
· 2) too many “overlapping patents”
· a big target of current patent reform
· 3) overlap with copyright
· 4) too fast-moving for 20 year terms
· 5) norms of industry in conflict:  open source, facilitates follow-on innovation.
· 6) Concerns of patenting “thoughts” (software just a series of instructions)
· earlier resistance:
· Benson (US 1972) – invention claimed is method for converting binary coded decimals into pure binary numbers.
· held:  can’t patent an algorithm or mathematical principle, alone, as it’s just an “abstract idea”/ series of “mental steps”

· though claims arguably limit themselves to this process as done by a digital computer.
· concern that patenting a “formula”/ “mathematical principle” is a patent on a preexisting relationship.  
· autonomy fear:  infringing by converting numbers in you head?
· Douglas seems to confuse formula with algorithm (almost every process is an algorithm), misconstrue the claims.
· may be motivated by letting Congress extend patent to this new industry.
· Parker & Flook (US 1978) – method for computing “alarm limit” for petrochemical process held not patentable.
· despite fact that use of formula tied to physical process
· relies on reasoning that effective patenting a scientific principle in the abstract, just a “mathematical formula”
· modern practice:
· Diamond Diehr (US 1981) – the “green light” for software patents.
· patent on process for molding raw rubber.  Computer, and software, used to constantly monitor temperature (according to a mathematical formula) and adjust accordingly.
· held:  software patentable if a application of, not a claim to, a mathematical process, tied to the physical world.

· despite, narrow grounds, PTO begins to allow almost all software patents, finding the tie to the physical world satisfied by the computer itself.
· Stevens’ dissent:  issue should be left to Congress.
· State Street (Fed. Cir. 1998) – claim to data processing system for mutual funds.
· software patentable so long as algorithm tied to some “practical application” (any useful, concrete, tangible result)

· reads Diehr as saying algorithms not patentable only to the extent that they are “merely abstract ideas”
· here, output of program—share prices—a tangible result ( patentable.
· Series of Fed. Cir. cases seems to eliminate most limits, ignore Diehr’s tie to the physical world:
· In re Allapat – technique for smoothing oscilloscope display.  Claims any machine that implements transformations to smooth waveforms


· patentable as specific machine produces result.

· AT&T v. Excel - claim to addition of “PIC” data field to recipients phone calls to give info in telephone message record.

· claim allowed to process alone, so long as yields “practical application”

· Lab Corp. v. Metabolite (US 2006) (Breyer, J., dissenting from cert. denial) – claim to method of detecting vitamin B deficiency by assaying blood and correlating level to detect deficiency.
· Basically, inventor discovered the correlation, and patented any test which exploits the correlation
· Claim fails as:
· 1) patents a “scientific principle”

· covers basically anything that exploits correlation
· “too broad” – detrimental to follow-on invention due to transaction costs
· 2) claim prohibit “mental processes” (Benson)
· doctor who assayed blood (not patented) and noticed levels would seemingly be prohibited from making inferential step that vitamin B deficiency exists.
· Questions validity of the State Street “useful, tangible, concrete result” test 
E.  Business Methods Patents
· Business Methods

· before 1998:  long-standing judicially-created prohibition on business methods
· Hotel Security (1908) – “a system transacting business disconnected from the means…is no, within the most liberal interpretation of the term, an art”
· State Street (Fed. Cir. 1998) – there is no “business method” prohibition.  

· interprets old case law to claim there never has been.
· rests on § 101’a inclusive language, ignores the policy issues.
· business methods (or anything else) patentable if satisfy other requirements and achieve “useful, concrete, and tangible result.”

· policy concerns re: business methods
· 1) prudential: transition problems/ prior user concerns

· lead to “flood of patents” at PTO, who hasn’t developed this expertise, will issue bad patents ( training
· prior users:  though protected by trade secret can not be stopped for using
· ( § 273: a “prior user” defense for business methods patents, if used commercially before filing date in good faith.
· 2) no need for incentive

· business methods already yield enough benefits.  First mover, trade secrecy, etc., enough. 
· 3) constitutional limits -  a “useful art?”
· 4) competition – for free competition, need the tools of competition available to all.
· 5) ambiguity – what is a business method?
· Ebay concurrence: 4 Justices express doubt over validity of “vague and suspect” business methods patents
· post-Labcorp case law Fed. Cir.:  reigning in State Street?
· In re Nuijten – patent on “digital watermark” that didn’t distort original files.  Claim to process and also “signal itself [with specified properties]”
· majority:
· Court goes through 4 categories—process, machine, manufacture, composition of matter.  Only “manufacture” a close call.
· relies on dictionary definitions to say signal is “too transitory” to be a “manufacture”

· Linn’s dissent:
· clearly a manufacture.  “made by man” under Chakrabarty.
· tougher call on whether this is an “abstract idea”
· reads into prohibition of abstract ideas requirements that claim be “new” (made, not discovered) and “useful” (connection between claim and use), finds them satisfied.
· In re Comiskey – claim to a method and system of arbitration.  Claims tied to computer program allowed, those not rejected.
· Holds “system of arbitration”, alone an “abstract idea”
· test:

· if no practical application in claim ( not patentable.

· if abstract concept has practical application ( must “embodies in, operates on…or otherwise involves another class of statutory subject matter, i.e., a machine, manufacture…”

· mathematical algorithms can be patentable only if “claimed practical applications and were tied to specific machines”
· a return to the Diehr-like rules.
VIII.  Infringement
Summary
· 1) Claim construction:  interpret scope of the claims
· Markman hearings:  consider both intrinsic evidence (specification, prosecution) and, if ambiguous, external evidence (experts, dictionaries)
· a matter of law
· 2) Infringement Test:  does the accused invention have all elements of the claims (literal infringement) or their equivalents (DoE)?
· proceed element-by-element, asking if it is identical or an equivalent.  If any element not the same, no infringement.
· 3) Doctrine of Equivalents (DoE):  Warner–Jenkinson
· whether an “ingredient” is an equivalent depends on its:  purpose, function, qualities in combination, and interchangeability (Graver Tank)
· the “all elements” rule:  DoE inquiry proceeds element-by-element.
· can’t ask whether invention “as a whole” equivalent.
· test:  “equivalent” = either:
· “triple identity test”: same “function, way, and result; OR
· “insubstantial differences” between element in patented & accused
· equivalence evaluated at time of infringement
· no proof of intent required.
· Limits:  can’t use DoE to get:
· 1) matter disclosed but not claimed (Johnson & Johnson)
· 2) matter within the prior art (Wilson Sporting Goods)
· 3) matter you gave up in prosecution (PHE, infra)
· 4) Prosecution History Estoppel (PHE):  can’t reclaim material you gave up via narrowing amendments in prosecution.
· a) PHE applies to any narrowing amendment “made to satisfy any requirement of the Patent Act” (Festo).  Presumption for PHE when reason for amendment unclear.  (Warner–Jenkinson)

· includes amendments to avoid prior art as well as § 112 requirements.
· if amendment has no clear reason, can argue that it was not  “substantial reason to patentability.”
· b) When PHE applies, rebuttable presumption that all equivalents are surrendered.  (Festo)

· three cases where complete bar does not apply:

· 1) equivalent was unforeseeable at time of application
· 2) rationale of amendment bares only “tangential relation” to equivalent
· 3) “some other reason” patentee could not reasonably have been expected to draft claim including equivalent
· 5) Experimental/ Research Use Defense:

· a) common law defense:  experimental use only if “solely for amusement, to satisfy idle curiosity, or for strictly philosophical inquiry.” (Madey v. Duke):  
· “slightest commercial use” will defeat the defense.
· “commercial use” = “use in keeping with legitimate business infringer”
· a “narrow and strictly limited” defense

· b) § 271(e)(1) exemption:  covers uses “reasonably related to development and submission of information to a federal regulatory body [read: FDA]”
· designed to speed up generic drug entry into market.
· 6) Indirect and Divided Infringement:

· a) Inducement (§ 271(b)):  “actively induce” infringement
· directly encourage infringement.  Requires knowledge, or at the least “should have known.”  Must be active (Tegal) and after issuance.
· b) Contributory Infringement (§ 271(c)):

· whoever sells a “component of patented invention” 
· i) constituting material part of the invention,
· ii) knowing component especially adapted to infringement AND 
· iii) not a staple article suitable for substantially noninfringing use.
· Contributory infringer must know component if both patented and infringing (Aro II)
· c) Under § 271(a):

· i) across persons – requires one party to have control over others (BMC v. Paymentech)
· ii) across nations – patent rights are generally territorial (Brown v. Duchesne)
· d) Foreign Activity (§ 271(f) &(g)):

· i) 271(f) liable if supplies or causes to be supplied in or from the US:
· 1) all or substantial portion of components of an invention in such a manner to actively induce infringement; OR
· 2) any component of a patented invention that is made especially to infringe [and has limitations of contributory infringement: knowledge, no substantial noninfringing use]
· ii) § 271(g) – whoever without authority imports into the US or offers to sell, sells, or uses within the US:

· a product which is made by a process patented in the US.  

· UNLESS the product is
· i) materially changed by subsequent processes OR
· ii) trivial and nonessential component of another product.
· 7) Exhaustion:

· a) Repair/ Reconstruction Doctrine:  Repair is not infringing, but reconstruction is (Aro I).
· based on likely intentions of parties to the sale.
· b) Exhaustion in General:  patentee’s rights are exhausted after the first valid sale of a patented object; can’t condition sales  (Quanta).  BUT:  
· 1) though restrictions on sales are prohibited, restrictions in licenses are OK.
· 2) contracts associated with sales restricting uses are OK, if enforceable under state contract law.
A.  The Doctrine of Equivalents
· Historical Roots

· Winans v. Denmead (US 1854) – invention is a conically–shaped railcar for transporting coal.  Accused invention is octagonally shaped (so nearly a circle).

· old system:  central claiming.  Describe invention, claims refer back to specification, “herein substantially as described.” Let judiciary determine outer limits.
· held:  accused invention is “equivalent” of patented invention ( infringement.

· similarity in principle, mode and result.
· Dissent: ex post judicial expansion of claims inappropriate as no clear limit, no notice to public.
· Policy:

· 1) pro-DoE:
· a) prevent undermining of patent by second-comer cleverly avoiding claims.

· b) give patentee fair scope of invention.

· c) give patentee “fair scope” of what he discovered.

· d) prevent hardships to patentee from “limitations of language” 

· 2) anti-DoE :
· a) potential infringers and public have no clear notice.

· b) encourage specific and clear claim drafting

· c) hard to design around, hard on follow-on inventors.

· d) may allow patentee to ex post claim more than he invented

· Modern Doctrine

· Warner–Jenkinson (US 1997) – affirms DoE as valid under 1952 Patent Act, as Congress made no “clear statement” eliminating DoE.

· facts:  patent on filtration system for dyes.  To avoid prior art (which disclosed a high ph system), claims only pH “approximately 6.0 to 9.0”

· accused:  W-J, without knowledge of older patent, developed process with pH=5.5.

· held1:  whether DoE “ingredient” is an equivalent depends on its purpose, function, qualities in combination, and interchangeability (Gravel Tank) 
· prospective of PHOSTIA:  would he consider two elements interchangeable?

· held2:  “all elements” rule:  can’t consider whether “whole” invention is equivalent.  Infringement requires all elements to be identical or equivalent.
· can’t use DoE to eliminate limitation in the claims.

· held3:  no proof of intent or knowledge required for DoE.
· applies even to “innocent infringers”

· held4:  DoE evaluated at time of infringement.

· allow inventor to get “essence of invention”, don’t lose invention as didn’t claim something that later arose.

· held5:  declines to endorse a “linguistic framework, but suggests test is either:
· “triple identity test”: function, way, result test;
· does alleged equivalent serve same function, in same way, for same result?

· hard to extend beyond mechanical realm.

· OR “insubstantial differences” test
· whether accused invention element is “insubstantially different” from patented element.

· equivalents in “means plus function” claims
· doctrine is unique since equivalents serve a restrictive role in § 112 ¶ 6 claims

· uses “insubstantial differences” from means as described in specification.

Rmk:  Prosecution History Estoppel
· “prosecution history estoppel”(PHE) – a limit to DoE

· basic concept:  if patentee amended to narrow a claim in order to get a patent, can’t reclaim the material they renounced later through the DoE.

· Warner–Jenkinson – the basic rules.

· PHE only applies when “narrowing amendment” made for “substantial reason related to patentability”
· thus:  if amendment to limit low end to 6.0 made to avoid prior art (as the top end of pH 9.0 was), then PHE applies and DoE can’t be used to claim pH 5.5.

· When reason for amendment unclear, rebuttable presumption that reason is related to patentability
· thus, patentee has burden for explaining why PHE should not apply.

· Festo (2002) – clarifies scope of PHE.

· background:  Fed. Cir. had held that when PHE applies, it bars any claim of equivalence with respect to that element, not just the particular equivalent surrendered.

· held1:  any narrowing at PTO to “satisfy any requirement of the Patent Act” = “related to patentability” and may give rise to PHE.
· the definition of “substantial reason related to patentability” thus includes amendments made to avoid prior art and  (it would seem) § 112 rejections—enablement, written description, etc.

· held2:  Estoppel is not a complete bar to any equivalent with respect to that element.  BUT a rebuttable presumption of the complete bar.

· three cases where complete bar does not apply:

· 1) equivalent was unforeseeable at time of application
· 2) rationale of amendment bares only “tangential relation” to equivalent
· 3) “some other reason” patentee could not reasonably have been expected to draft claim including equivalent.
· even if establish good reason for no complete bar, estoppel applies, of course, to the equivalents disavowed by amendment.

· Additional issues:

· 1) narrowing amendments:  giving up independent claim and keeping dependent claim counts (Honeywell)

· 2) “tangential amendments”:
· no PHE if amendment had no connection with equivalence issue litigated.

· Primos – arguing that dome an equivalent for “plate.”  Amendment made it “differentially spaced plate.”  held tangential, no PHE.

· 3) can’t use DoE to get matter disclosed but not claimed (Johnson & Johnson)
· 4) can’t use DoE to get matter within the prior art (Wilson Sporting Goods)
· 5) Reverse DoE:  never been used in Fed. Cir.

· idea is that lose even when accused within literal scope of claims “so far changed in principle that the claim no longer represents accused device”

· § 112 now polices this.

B.  Experimental Use Defenses to Infringement
1.  Common Law
· Rmk:  experimental use cases very rare.
· no real profit motive to sue if use experimental, use is in private and hard to detect.  As a practical matter, most researchers just ignore patent.

· Madey v. Duke (Fed. Cir. 2002) – Researcher removed from post at Duke.  Sues after finds out Duke has continued to use his patented technologies.

· district court:  no infringement as use “non-profit and noncommercial”

· held:  “slightest commercial use” will defeat the defense.
· “commercial use” = in keeping with legitimate business of infringer 

· here, since attracting students, etc., part of the legitimate business of the university ( no experimental use.

· a “narrow and strictly limited experimental use defense.”

· experimental use only  if “solely for amusement, to satisfy idle curiosity, or for strictly philosophical inquiry.”
· Policy:
· 1) pro-experimental use:
· i) externalities from research

· ii) follow-on innovation

· iii) criticism purpose – no profit, but social good, in proving ineffectiveness

· iv) govt, initial grantor of the monopoly right, pays for most research.


· 2) academic theory:  distinguish between “experimenting on” and “research tools”
· “experimenting on” important for criticism, follow-on innovation.  Part of disclosure quid pro quo.

· but:  may want to maintain incentives for research tools like Madey’s

2.  Statutory (§ 271(e)(1))

· § 271(e)(1):  defense if uses “reasonably related to development and submission of information to a federal regulatory body [read: FDA]”
· designed to speed up generic drug entry into market.
· statute allows you to do needed trials for FDA approval within patent term, so that generic can enter market as soon as patent expires
· Eli Lily v. Medtronic – took broad reading of statutes, covers drugs and medical devices
· Merck – covers experiments even when there ends up being no FDA submission, so long as  “reasonably related to the development of submission information”
· but “basic research” unrelated to regulatory approval of course not covered.
C.  Indirect Infringement
· Rmk:  rationale for indirect infringement—transaction costs
· in theory, could also go after the direct infringers.  But, often difficult to do.

· Better in terms of cost and public relations to go after the seller rather than numerous unsuspecting buyers.

1.  Inducement
· § 271(b):  indirectly liable if “actively induce” infringement
· eg, C.R. Bard (Fed. Cir. 1990) – Patent on a process for using a catheter.  ACS a seller of catheters to hospitals.  Direct infringers are doctors.

· Bard argues that ACS i) provided detailed information on how to use the catheter in an infringing manner; ii) the design structured in manner to encourage infringing use.

· if proved, an inducement claim.

· Rmks:

· no inducement unless “active.”  Can’t induce by failure to stop infringement (Tegal Corp.)

· typically requires knowledge that actions will induce infringements.  Maybe “should have known” (Manville)
· no pre-patent inducement.
2.  Contributory Infringement
· § 271(c): indirectly liable if sell a “component of patented invention,” 
· i) constituting a material part of the patented invention, 
· ii) knowing component especially adapted to infringement, AND
· iii) not a staple article suitable for substantially noninfringing use.
· eg, Aro II – Patent for convertible tops, but only claims their use.  Aro a convertible repair shop, sells replacement tops, sued on theory of indirect infringement.  Customers are the direct infringers (though likely indemnified by Ford, who sold them the cars)

· patentee’s theory:  i) Aro sold component, material part of patent, ii) knowingly, iii) no substantial noninfringing use.

· only real dispute is over scienter.

· held:  contributory infringement requires knowledge that component sold is both i) patented and ii) infringing.
· rule put burden on the patent holder to police, send cease-desist letters so that knowledge can be established.

· doesn’t require legal certainty about infringement.

· “suitable noninfringing use”?

· tops were designed only for Fords, so no.

· if tops could be used by many other noninfringing customers, yes.

D.   Exhaustion
· exhaustion = “first sale doctrine”;  patentee loses all rights (they are exhausted) after the first valid sale of object
· rationales:  i) free alienability; ii) transaction costs; iii) liberty interests

· patentee should only get one royalty, and can get it at the first sale
· BUT:  

· 1) though restrictions on sales are prohibited, restrictions on licenses are OK.

· license can be restricted—you can only produce in this state, eg.
· 2) contracts associated with sales restricting uses are OK, if enforceable under state contract law.

· thus, you can sell an invention to someone specifying that they cannot re-sell it.  If  the buyer does, he may be liable under contract law but is not an infringer due to exhaustion.
· Univis Lens (US 1942)– D selling component that does not itself infringe, but will be used to infringe.  Seller authorized to sell by patentee. 
· Supreme Court holds that a sale under such conditions exhausts the patentee rights.
· Mallinckrodt (Fed. Cir. 1992) – Patent exhaustion a default rule, doesn’t apply to expressly conditioned sales.  Thus sales can be conditioned “single use only”, and such conditions are enforceable.
· Quanta v. LG – currently before the Supreme Court.
· facts:
· LG the patentee, patents on systems and methods re: data transmission
· Intel a computer chip maker, wanting to avoid contributory infringement, gets a license to patent and sell these components.
· Quanta et al.:  purchasers of chips from Intel
· LG’s argument:
· licenses to Intel expressly disclaim that giving you a license implies a license to other computer system makers.
· (but license also says nothing in the agreement alters the effect of patent exhaustion)
· license also requires them to send notice that license does not extend to product made by combining an Intel product with a non-Intel product.
· Quanta uses Intel chips to make computers.  LG sues them.  Since have no contract with Quanta, no contract claim, has to rely on infringement.  Quanta claims patent exhaustion.
Rmk:  Repair/ Reconstruction Doctrine
· “Repair/ Reconstruction Doctrine” = Repair is not infringing, but reconstruction is (Aro I)
· based on likely intentions of parties to the sale.
· touchstone is reasonableness
· Aro I – repair of convertible tops, once purchased, not infringing.
· “repair” = fixing based on normal wear and tear
· presumed within implied terms of purchase

· “reconstruction” = building anew with materials from old product.

· should have to buy a new one at this point.

E.  Divided Infringement:  Multiple Persons & Foreign Activities
1.  Divided Infringement under § 271(a)

· Under § 271(a): the direct infringement statute
· i) across persons – requires one party to have control over others (BMC v. Paymentech)
· BMC v. Paymentech – BMC patented a method for processing debits without PIN.  The method involves actions by several different parties.  Thus the infringement was accomplished by several persons each doing several steps.
· can’t use indirect infringement, since there is no direct infringer.
· if one party has control over the all parties, then they can be sued.
· but otherwise, court held you’re out of luck.
· if party has no control over the other parties—everything is at arm’s length—than there are made an infringer or not based on the actions of anther whom they cannot control.
· ii) across nations – patent rights are generally territorial (Brown v. Duchesne)
· Brown v. Duchesne (US 1856) – French ship, built in France, part of ship violating patent, comes to Boston on business, is docked there for a time.
· held:  no infringement as patent rights territorial.
· policy:  having patent rights extend everywhere would be detrimental to foreign affairs, treaties, etc.
· eg, if patent holder could exclude all French ships, would be problematic.
· modern statutes now get at some foreign activity, however…
· iii) both persons and nations.
· NTP v. RIM (the “Blackberry” case) (p. 930) – cast as a 271(a) case since nothing else applied.  Patent was on a “electronic mail system”
· RIM, based in Canada, controls all the steps (unlike Paymentech), but the components involved in the infringement are in different countries.
· Fed. Cir.:  finds infringement as interprets “used in the US” as where control and beneficial use of the system is located.

2.  Foreign Activity (§ 271(f) &(g)):

· 271(f) liable if supplies or causes to be supplied in or from the US:
· 1) all or substantial portion of components of an invention in such a manner to actively induce infringement; OR
· 2) any component of a patented invention that is made especially to infringe [and has limitations of contributory infringement: knowledge, no substantial noninfringing use]
· ii) § 271(g) – “whoever without authority imports into the US or offers to sell, sells, or uses within the US:
· a product which is made by a process patented in the US.  

· UNLESS the product is
· i) materially changed by subsequent processes OR
· ii) trivial and nonessential component of another product.
· Examples:
· Microsoft v. AT&T (US 2007) –Microsoft software, when installed, violates ATT patent.  Microsoft allows a download from US to abroad (where not patented).  ATT makes 271(f) claim.
· held: allowing downloads doesn’t suffice to sending a component under 271(f)
· distinction between:
· “software in the abstract” (the ideas, code) vs. tangible copy (disks, etc.)
· if had made CDs and sent them abroad, would be a violation.
· policy:  hostility to extraterritoriality in patent.
IX.  Remedies

Summary

· 1) Injunctions

· § 283:  “Courts may grant injunctions in accordance with principles of equity…on such terms as the court deems reasonable”
· preliminary:  permanent factors + likelihood of success.
· permanent:  eBay standard.
· eBay v. MercExchange (US 2006) – 

· holds that usual four factor equitable test for whether to issue an injunction applies:  1) irreparable harm; 2)  no adequate remedy at law; 3) balance of hardships; 4) the public interest not disserved.

· 2) Damages

· § 284:  “The court shall award damages adequate to compensate for the infringement. but in no event less than a reasonable royalty, together with interest and costs”
· 1) lost profits – patentee prefers if can prove them.  “make whole” damages.

· a “but for” approach:  what would patentee have got if no infringement?
· Panduit factors:  can get lost profits if can show:
· 1) demand for patented product;
· 2) absence of acceptable noninfringing substitutes;
· 3) manufacturing and marketing ability to meet demand;
· 4) amount of profit he would have made.
· The Entire Market Value Rule:  “If the patented feature is the basis of consumer demand, then lost profits are calculated based on the value of the sales of the entire apparatus.”  Sales of “tag-along” items can be considered as well.
· 2) reasonable royalties – if can’t prove lost profits

· based on “hypothetical negotiation” at the date of infringement
· Panduit suggests that the royalty should be extra-compensatory, err on the side of a higher royalty.
· 3) Willful Infringement

· a) treble damages under § 284 only available when infringement is “willful”
· In re Seagate:  to show “willful” need:
· 1) objectively high risk of infringement
· 2) accused knew of risk, or was so obvious he should have known.
· Knorr–Bremse –  determination of willfulness based on “totality of the circumstances”
· b) advice of counsel defense
· no “adverse inference” for willfulness if i) invoke the privilege re: opinions of counsel, or don’t seek the advice of counsel.
· when waive privilege to make an advice of counsel defense, scope of waiver does not include trial counsel (Seagate)
· substantial defense to infringement won’t necessarily defeat liability
· c) attorneys’ fees (§ 285):  “only available in exceptional circumstances”
· includes:  willful infringement, inequitable conduct, litigation misconduct.
· 4) Patent Marking

· a) § 287: no damages without notice to the infringer, either by: i) patent marking; ii) direct notice

· marking requirement doesn’t apply to method claims, but have to mark associated apparatus if possible (Soverain Software)
· b) § 292 false marking:  if “with intent of” “deceiving the public”, actionable.
A.  Injunctions
· history:

· injunctions typically remedy in patent law

· Fed. Cir. rule had presumed injunctions absent “special circumstances”  (changed in eBay)

· policy:  property v. liability rule
· can you bargain inn advance? 

· if not (eg, ca accident), liability rule.

· are damages adequate?

· if not, argues for property rule.

· problem of indeterminacy:  

· if patent lines clear, argues for property rule, put burden on infringer as least cost avoider.

· but since lines often blurred, damages can be important to stop trolling.

· eBay v. Mercexchange (US 2006) – held traditional principles of equity apply in deciding permanent injunctions in patent context.

· held: the  usual four factor equitable test for whether to issue and injunction applies:

· 1) irreparable harm; 2)  no adequate remedy at law; 3) balance of hardships; 4) the public interest not disserved.
· Roberts concurrence:
· history and purposes of patent law should be considered in exercising equitable discretion ( would change law much

· Kennedy concurrence:
· change in law to stop patent trolls.
· trolls = don’t produce under patent, just use it as means of getting royalties.  “Spring up” unforeseen to demand royalties.

· concern about “hold up” problems and exploitation, where troll can exact large fee because of unsuspecting reliance, in invention (eg, software) with multiple patents.

· trolls considered particular problem in IT.

· Caselaw after eBay:

· more likely to get damages when:  i) non-practicing patentee; ii) patentee controls only one component of D’s larger product.

· Open question after eBay:  what should be the test for preliminary injunctions?
· usual one: permanent injunction factors + “likelihood of success on the merits”
· currently, irreparable harm is presumed is can show likelihood of success
· unlikely this survives eBay
B.  Lost Profits 
· § 284:  “The court shall award damages adequate to compensate for the infringement. but in no event less than a reasonable royalty, together with interest and costs”
· 1) lost profits – patentee prefers if can prove them.  “make whole” damages.

· a “but for” approach:  what would patentee have got if no infringement?
· 2) reasonable royalties – if can’t prove lost profits.
· Panduit (6th Cir. 1978):
· Panduit factors:  can get lost profits if can show:

· 1) demand for patented product;

· 2) absence of acceptable noninfringing substitutes;

· most difficult factor.  See Grain Processing.

· 3) manufacturing and marketing ability to meet demand;

· 4) amount of profit he would have made.

· Rite-Hite – some of lost sales from infringement due to sale of noninfringing objects,
· held:  can get lost profits for all foreseeable lost sales, even if noninfringing.
· limit is “but for” principle

· dissent:  patent a particular right, should be limited by the scope of the patent.

· protection doesn’t extend to Rite-Hite’s whole R+D program.

· Acceptable Noninfringing Substitutes?
· Grain Processing (Fed. Cir. 1999) – Patentee has process patent for production of malodextrin “Lo-Dex 10”.  Infringer can make it several different ways, only some of which are infringing.
· held:  any option that the infringer could have used, even if not on the market, , considered an “available acceptable noninfringing substitute”
· Panduit – “Acceptable” implies “rough comparability of quality,” of noninfringing product. More than just a replacement, must be an equal one, more or less
· The Entire Market Value Rule:  “If the patented feature is the basis of consumer demand, then lost profits are calculated based on the value of the sales of the entire apparatus.”  Sales of “tag-along” items can be considered as well. (State Industries)
· Rmk:  Patent Reform Legislation, holds that, in determining reasonable royalty rate—though not lost profits—can only use the Entire Market value rule if patented component is predominant source of demand.
C.  Reasonable Royalties
· based on “hypothetical negotiation” at the time of infringement

· to increase deterrence, courts typically err on the higher side (Panduit)

· though can’t be explicit about “Panduit kickers” (Mahurkar)
· cf. “analytical method” – base on infringer’s own projections of the profits that would result from infringement
· has a nice poetic justice element, good for patentee as projections inflated.
· policy:
· give patentee more than would have gotten, so as to:
· deter infringement
· punish wrongdoers
· recover legal costs
· compensate for problems of proof.

D.  Willful Infringement
· § 284:  “the court may award increased damages up to three times the amount found.”  § 285 allows attorneys’ fees
· case law holds treble damages under § 284 only available when infringement is “willful”
· Knorr–Bremse –  D1 declines to divulge opinion of counsel, D2 didn’t seek one.

· determination of willfulness based on “totality of the circumstances” 
· no “hard a fast rules” 

· held1:  no “adverse inference” for willfulness if i) invoke the privilege re: opinions of counsel, or don’t seek the advice of counsel.
· held2: substantial defense to infringement won’t necessarily defeat liability. 
· In re Seagate (Fed. Cir. 2007) – more clarification of willfulness standard.

· to show “willful” need:
· 1) objectively high risk of infringement
· 2) accused knew of risk, or was so obvious he should have known.
· overturns Underwater Devices, which held that notice gave rise to an affirmative “duty of care” to determine whether he is infringing or not.

· when waive privilege to make an advice of counsel defense, scope of waiver does not include trial counsel.
· Gajarsa concurrence:

· follow plain meaning, vest treble damages in discretion of trial court,

· § 285:  “attorney’s fees only available in exceptional circumstances”
· includes:  willful infringement, inequitable conduct, litigation misconduct.  Must be egregious.

E.  Patent Marking
· § 287: no damages without notice to the infringer, either by:
· patent marking
· direct notice
· eg, Soverain Software – marking requirement doesn’t apply to method claims, but have to mark associated apparatus if possible
· § 292:  false marking “with intent of” “deceiving the public” is actionable.
X.  Legal Processes of The Patent System

A.  Disclaimer, Correction, Reissue, & Reexamination
· Summary

· 1) disclaimer  (§ 253) – invalid claims made “without deceptive intention” may be disclaimed, that is, disavowed by patentee
· motivation:  can’t recover litigation costs in suit unless all claims in patent are valid.

· 2) Correction (§§ 254–256) - available only for “minor” or “clerical” errors
· § 254 – if PTO’s fault, PTO may issue certification or correction

· § 255 – if applicant’s fault, requires:

· i) “clerical” or “typographical” error made in good faith
· ii) can’t introduce any new matter/ change the intended scope of the claims
· iii) changed claims only apply to conduct after the correction

· Superior Fireplace – can only use correction if clear from prosecution history and/ or specification how the error is to be corrected, or if correction minor.
· 3) Reissue (§§ 251–252) – can fix more serious errors that render the patent “wholly or partially invalid”
· can get reissue for errors like:

· failure to meet § 112 requirements
· claiming more or less than had a right to (can add new, narrower claims)
· a)  limitations:

· i) whole new reexamination, no presumption of validity.
· ii) only patentee can request reissue

· iii) no new matter can be claimed

· iv) no deceptive intention by patentee

· v) broadening reissues only w/in two years

· “no new matter”:  limited to things that are described and enabled in the specification
· “recapture rule”:  can’t use reissue to get material deliberately surrendered during prosecution.

· vi) existing users get intervention rights

· vii) requires notice to interested parties (in litigation, eg)
· no “intent to claim” required to get a reissue, though it’s a factor (In re Hounsfield)

· b) Intervening Rights (§ 252) for Broadening Reissues
· “absolute” – right to continue using, selling or offering to sell “the specific thing so made” when product that didn’t infringe original but does infringe reissue.
· “equitable” – if, before the reissue made “substantial preparation”/ investment toward using product that infringes reissue but not original, prior user may get rights from court based on equitable principles:
· reliance, good faith, clean hands, etc.
· 4) reexamination – try to weed out “bad patents”
· Rmk:  anyone has right to submit prior art to PTO under § 301, which becomes part of the file.
· rarely used, not much practical value.
· a) ex parte:  gives third party (or PTO sua sponte) right to challenge validity of patent, solely on “patents or publications” anticipation grounds, by submitting a request for reexamination.

· Request must raise a “new and substantial” issue as to patentability
· if PTO so decides, then it orders a reexamination proceeding

· requester has minimal participation (make a response), no right to appeal.  Patentee has right to appeal.

· examiner essentially a “re-do” of prosecution.  No assumption of patent validity. 

· can’t add new matter during reexam, or void entire claim (Quantum Corp.) 
· b) inter partes: 

· requester (third party) has full rights to be involved and participate in reexamination

· greater participation ( more rights to police

· Third party gets right to appeal.

· But:  statute does allow for estoppel impact, in later infringement suit, for issues that were raised or could have been raised in reexamination. 

· estoppel limits number of reexamination requests.

· mainly used by public interest patent groups

·  [c) post-grant opposition:  proposed in Patent Reform Act.

· full admin litigation in PTO.

· Examples: 

· Superior Fireplace  (Fed. Cir. 2001) – applicant wanted to correct “rear walls” to “rear wall.”  Change made as a result of telephone conversation with examiner.  PTO grants request for certificate of certification.

· evidentiary burden:  since PTO granted this, challenging correction challenges validity of patent, therefore a clear and convincing evidence standard. 

· held: 

· i) “clerical” correction allowed only if clear from specification, drawing, or prosecution history how error should be corrected.
· ii) “minor” error cannot by anything that broadens the scope of the claim
· Dyk’s dissent:

· majority should afford more deference to PTO, who, being involved in the process, is in the best position to know whether error is clerical or not.

· Mentor Corp. v. Coloplast (Fed. Cir. 1993) – can’t, through reissue, get limitations removed that were deliberately added to avoid prior art.

· “recapture rule”:  can’t use reissue to get material deliberately surrender during prosecution.
· as this is not the type of “error” contemplated by the statute.

· works in a parallel to prosecution history estoppel’s role in DoE.  

· Used to have to show you intended to claim the area in order to get a reissue.  In re Hounsfield – no “intent to claim” required to get a reissue, though it’s a factor.
· Seattle Box (Fed. Cir 1985) – Industrial, alleged infringer, made pipe 1/16” bigger to avoid original where they were “equal”.  Patentee reissues to “substantially equal”, and infringer deisgns has back stock of (now) infringing pipes.

· held:  Industrial can sell off its back stock based on equitable intervening rights.

· dissent:  Industrial has unclean hands.

· Quantum Corp. (Fed. Cir. 1995) – During reexamination proceeding, claim changes to “at least 600 tpi” to “at least approximately 600 tpi”

· held: one is not allowed to broaden claims on re-examination.
· result:  the entire claim is invalid (doesn’t return to what it was before).  

B.  Inequitable Conduct
· Rules:

· 1) Sources of Duty to Disclose

· a) PTO Rule 56

· duty to disclose “all information material to patentability”
· “material to patentability” = 

· not cumulative of information already received, and
· i) establishes prime facie case of unpatentability; OR

· ii) refutes in inconsistency with any position applicant takes re:  patentability

· b) judicial equitable powers

· 2) Elements

· “inequitable conduct”  requires proof of threshold level of:

· i) materiality

· ii) intent to deceive
· once threshold satisfied, two factors are applied on sliding scale.  JP Stevens.
· intent:  inferred “from all the circumstances” (Critikon)
· requires  “clear and convincing evidence” at trial.  Review for abuse of discretion on appeal.

· look to:  what patent knew and when; materiality of information; any excuse/ explanation of why not disclosed.

· Held: gross negligence, alone, not enough to show intent (Kingsdown Medical)

· materiality
· materiality = “any information that a reasonable examiner would be substantially likely to consider important in deicing whether to allow an application as a patent” (Akron Polymer)

· courts use more expansive definition than PTO 56.
· 3)  Result:  Entire Patent invalidated.

· an “exceptional case” so attorney’s fess can be awarded.
· Examples
· egs of inequitable conduct:
· failure to disclose any of: material references (incl. foreign), public use or sales, relationships with affiants, or ongoing litigation re: patent (Critikon)
· failure to disclose best mode.
· false or misleading affidavits or data.
· withholding best mode.
· covers both misrepresentations and omissions
· Critikon (Fed. Cir. 1997) – patentee fails to disclose i) prior reference, and ii) existence of this litigation in a reissue proceeding.
· district court found no inequitable conduct, review for abuse of discretion.

· intent

· direct evidence of intent rare, intent instead inferred from all the circumstances.
· materiality:

· failure to disclose ongoing litigation is also clearly material, as it would bring the examiner’s attention into focus on key issues, make him aware of the prior art in litigation.  

· Akron Polymer – example of more expansive judicial definition of materiality 

· materiality = “any information that a reasonable examiner would substantially likely consider important in deicing whether to allow an application as a patent”
· unclear whether it is appropriate from courts to alter the standard the PTO wants. 

· on the other hand, PTO doesn’t have substantive rulemaking authority, courts wish to be zealous of their traditional equitable authority.

· Purdue Pharma (Fed. Cir. 2006) – prophetic example, in specification, invention called “surprisingly discovered”, when they meant “predicted”.  Held to be inequitable conduct, outcry in patent bar.

· Kingsdown Medical (Fed. Cir. 1988) – in prosecution, one claim was minorly changed based on indefiniteness objection of PTO.  In continuation, mistakenly used the indefinite claim instead of amended one.  Indefinite version gets into patent.

· Fed. Cir. finds no inequitable conduct, reverses district court.  Finds no intent.

· district court found intent based on i) gross negligence, ii) inference from circumstances

· Held: gross negligence, alone, not enough to show intent.  Negligence may be a factor to infer intent, but must consider it in light of all circumstances.
· relies on fact that claim was one of many in complicated application, examiner didn’t notice it, error seemingly just ministerial.

XI.  Trade Secrecy

Policy

· “Arrow’s disclosure paradox”:  trade secrets hard to sell or license

· if tell them so they know what it is worth, they already know it.

· trade secrecy v. patent
· disadvantages for creator: trade secrecy doesn’t protect against i) reverse engineering or ii) independent invention.  Can’t easily license the idea.

· advantage:  others can compete in these ways. 

· disadvantage: may lessen incentives.

· length of term uncertain, depends on i) ease of reverse engineer; ii) effectiveness of secrecy.

· social costs v. patents:  patent, but not trade secrecy, allows disclosure to the public and easy licensing and so:

· i) encourages follow-on innovation

· ii) prevents wasteful re-invention

· iii) finds most efficient users.

· why choose trade secrecy?

· i) innovation falls outside subject matter of IP protection

· ii) difficult to reverse engineer ( returns on trade secrecy better

· if think can  keep it for a longer time, can fully exploit without licensing.

A.  Substantive Trade Secrecy Law:  the UTSA and EEA.

· Rules

· state trade secrecy law.  two main means:  i) UTSA; ii) non-compete agreements.
· 1) Uniform Trade Secrecy Act – adopted in most states

· “trade secret” = information….that:
· (1) derives independent economic value.…from not being generally known or readily ascertainable by…by other persons who can obtain economic value form its disclosure;  AND
· (2) is the subject of reasonable efforts, under the circumstances…to maintain its secrecy.
· eg, confidentiality agreements, restriction of access.

· only reasonable required so as not to encourage over-protection: would be inefficient for everyone to have hyper-security.

· “misappropriation” =
· (1) acquisition of a trade secret by a person who knows or should know that the trade secret was obtained by improper means.
· (2) disclosure or use of a trade secret a trade secret by a person who knew or had reason to know that the trade secret was acquired under a duty to maintain its secrecy.
· “improper means” =   theft, bribery, breach of a duty to maintain secrecy…

· Case law:

· novelty not required for trade secrecy (Dionne)
· can misappropriate trade secrets you helped invent (Dionne)
· can be “inevitable disclosure” of secrets in some cases (PepsiCo)
· 2)  non-compete agreements.
· non-compete clause enforced, but given “special scrutiny” by court for “reasonableness” and no financial oppression (Gillette v. Williams)

· scrutiny for liberty interests, unfair bargaining, social interest in mobile workforce.

· CA does not enforce these agreements on public policy grounds.

· 3) Federal Trade Secrecy:  The Economic Espionage Act (EEA) (18 USC § 1831)
· provides federal criminal remedy for trade secrets.

· defines trade secrecy analogous to states.

· a) must commit one of prohibited acts:
· (1) steals…a trade secret; 
· (2) without authorization copies...communicates, or conveys a trade secret; 
· (3) receives, buys, or possesses a trade secret, knowing the same to have been stolen or appropriated; 
· (4), (5) attempts or conspires to above.
· b) requires “intent to convert…a trade secret”
· Examples
· Dionne –family business to manufacture compressed foam.  Kept method as trade secret (couldn’t patent as wasn’t novel or was obvious).  All family and EEs sign confidentiality agreements.  Son splits off, and begins competing, using trade secret.  

· (Rmk: could also have sued for breach of contract.  But:

· only applies against person who had contract with, not 3rd party recipients of information.

· likely to get damages and not injunction.  Can get injunctions under trade secrecy.)

· 1) a trade secret?

· independent economic value and not readily ascertainable:

· economic value easy, but D argues that invention was obvious…

· held:  novelty not required for trade secrets, only secrecy.
· reasonable means of security:  confidentiality agreements, restriction of access enough.

· 2) was there misappropriation?

· argues he can’t misappropriate something he helped to create.

· court rejects this:  one can misappropriate things you helped create   Not a defense within Uniform Act.

· assumption secret belongs to the company as used company’s resources, multiple creative inputs (he’s not sole inventor) to create.

· PepsiCo – PepsiCo executive, privy to confidential information (essentially marketing strategy info).  Wishes to move to Quaker, where he took a job.

· Pepsi sues for a preliminary injunction, arguing that he would inevitably disclose their confidential information.

· trade secret:  customer lists canonical trade secrets re: economic value.  Reasonable security measures not an issue.

· “actual of threatened” misappropriation?

· argument that Redmond will be making strategic choices, won’t be able to stop from taking into account.  

· held:  There will be “inevitable disclosure” of trade secrets under the circumstances, even though no attempted or planned misappropriation.
· stretches meaning of “threatened”

· why not just wait and see, let Pepsi sue under contract?

· breach will be mental, and so hard to prove.

· Gillette – no-compete agreements given additional scrutiny due to liberty interests, societal interest in mobile EEs.

· here, held enforceable as:

· reasonable period of time – 2 years 

· reasonable geographical scope, given business – US OK

· consideration – no evidence of coercive bargaining

· no financial oppression – given half-salary when clause applies.

· United States v. Lange – EE at RAPCO, an aftermarket airplane part provider who specializes in reverse engineering, takes their reverse engineering results, and seeks to sell them on the Internet for $100,000.  Suit under EEA.

· Is information that can be obtained through reverse engineering a “trade secret”?

· certainly economic value, reasonable means.

· but: is information “readily ascertainable…by the public” since anyone could just reverse engineer?

· Court holds that “public” means “commercially relevant public”
· Lange’s information applies, as not readily ascertainable, and value from being such.

B.  Preemption of State Trade Regulation By Federal Law 

· Rules

· 1) Patent law does not preempt state trade secrecy law (Kewanee Oil)
· fiction that there will be “minimal interference” since most people will chose patent law if subject matter is protectable.

· 2) but:  State cannot confer “patent–like” protection aimed at design and utilitarian elements (Bonito Boats) for unprotectable matter or expired patents (Sears/Compco)
· idea that restrictions on “right to reverse engineer” scrutinized.

· Examples
· Kewanee Oil – Patent law does not preempt state trade secrecy law.
· reasons why we might want preemption:
· 1) trade secrecy undermines disclosure incentives of patent law
· 2) don’t want states to create rights where Congress made decision not to.
· Congress could create sui generis system if wanted to.
· 3) uniformity interest – facilitates commerce.
· 4) Constitutional limits:  Copyright and Patent Clause strikes balance between exclusive rights and competition.
· Court argues that state trade secrecy does not interfere with Congress’s scheme, since patenting rights stronger (protection against reverse engineering, independent inventors)
· idea that “if you can get a patent, you will”
· thus, Court concludes trade secret will mostly be used in cases outside patentable subject matter ( minimal interference.
· argues that trade secrecy has benefits within un-patentable subject matter
· create incentives and protects against free riders
· encourages independent inventors, competition, reverse engineering.
· discourages excessive security, hoarding of secrets.
· protects “ethics of the market”
· Bonito Boats (US 1989) – Florida passes protection for boat hull design, prohibiting copying by direct molding, challenged as preempted by federal law (at the time, boat hulls not patentable, and not copyrightable)
· why protection needed:  really easy to reverse engineer.

· given Kewanee Oil, might think states free to regulate this un-patentable subject matter.  But court holds for preemption
· why this is different: states can’t confer “patent-like” rights (exclusion).  Congress hasn’t left the area unattended..
· like patents, but unlike trade secrecy, Fla. law prohibits reverse engineering, protection aimed at design and utilitarian elements.

· concern of taking things out of public domain.
· trade secrecy doesn’t really do this, as can reverse engineer.
Patent Law Checklist
Validity

I.  Patentable Subject Matter

· A) Abstracts Ideas & Scientific Principles

· No patents on abstract ideas (Morse), but patents on particular applications (Telephone Cases)
· B) Products of Nature

· “anything under the sun made by man” patentable (Chakrabarty), so long as not “law of nature, physical phenomena, abstract idea.”
· purified natural substances patentable if “for all practical purposes a new thing” (Parke–Davis)

· C) Software & Algorithms

· Deihr – software patentable if an application, tied to the physical world

· State Street – software patentable if yields any “useful, concrete, tangible result”

· Labcorp suggests tie to physical world still a limit.  Can’t patent a scientific principle of a “mental process.”
· D) Business Methods


· State Street – no prohibition on business method patents.  Only limit “useful, concrete, tangible result”

· after Labcorp, Fed. Cir. scaling this back…
· In re Chomiskey – “method of arbitration” an abstract idea, despite tie to computer program.  Test:
· no practical application ( no patent

· abstract concept must “operates on, embodies in, transforms…a machine, manufacture, composition of matter”

II.  Utility (§§ 101, 121)

· a) operational (it works)
· b) beneficial (non-harmful to social well being (Lowell) (Juicy Whip)
· c) practical utility:  used mainly for biotech
· 2001 PTO:  “specific, credible, substantial”:
· In re Fisher – “real world” use with “immediate benefit to public”
III.  Statutory Bars (§ 102(b), (c), (d))

· terminology:
· “grace period” – 1 year allowed after public use, sale, publication before filing.
· “critical date” = one year before filing.
· A) Invention described in publication > 1 year before filing (§ 102(b))
· “publication” defined same as 102(a), IV.D, infra.
· B) “On sale” in US > 1 year before filing (§ 102(b))
· Pffaf – “on sale” = i) commercial offer of sale; ii) “ready for patenting”.

· “ready for patenting” = actual RTP, or enabling descriptions.
· C) “Public Use” in US > 1 year before filing (§ 102(b))
· Egbert  – “public” when no confidentiality agreements, told others.
· Moleculon – not public as maintain “control” over the invention.
· Beachcomber – showing at party without restrictions “public”
· for applicant public use:  non-secret, non-informing, trade secret all public. 
· for third party public use:  above, but trade secret use not public.
· D) “Experimental Use or Sale” exception
· experimental use reasonably necessary to develop the invention doesn’t trigger statutory bar (City of Elizabeth, Manville)
· must keep control over the invention (Lough)
· market research not experimental use (In re Smith)
IV.  Novelty & Anticipation (§ 102(a), (e), (f), (g))

· A)  Standards:  to anticipate, need:
· i) single reference with ALL limitations of the claims, unless element “inherent”, ie,
· a) necessarily present to a PHOTSIA (Robertson)

· b) present as a matter of physical or natural law (Schering)

· ii) effective date before “date of invention”
· iii) enables the invention
· lower bar; need only enable the making, not the use (Hafner)
· species anticipates genus, but not vice versa (if species nonobviousness)
· Accidental Anticipation doesn’t count (Seaborg, Tilghman)
· close cases:  consider polices of anticipation–infringement symmetry, taking inventions out of the public domain.
· Corroboration Rule:  oral testimony to invalidate patent must be corroborated (Finnegan, Barbed Wire)
· B) “known by others” in US (§ 102(a))
·  requires public knowledge (Nat’l Truck Pullers)

· “lost art” knowledge doesn’t anticipate (Gayler)

· C) “used by others” in US (§ 102(a))
· lower public-ness required
· Gulf Oil – “public use” = “done openly in the ordinary course of business”
· WL Gore – “public use” = “nonsecret commercial use”.
· D) “described in a publication” anywhere (§ 102(a))
· “publication” = enough currency to make work part of the art” (Jockmus)

· key is dissemination and accessibility to the public (Klopfenstein)
· factors:  directed at target audience; number sent; organized/searchable; restrictions on copying.
· E) “patented” anywhere (§ 102(a)) – subsumed by published prong.
· F) Disclosure in earlier-filed patents (“secret prior art”) (§ 102(e))
· eg, Milburn – no patent when earlier filed patent, eventually granted or published, disclosed but did not claim applicant’s subject matter.
· G) Derivation from another (§ 102(f))
· no patent if stole idea from another (Campbell)
· assistance not derivation (Agawam)
· EE inventor gets rights unless express or implied contract;  ER can get “shop right”
· H) Made in the US by another inventor (§ 102(g) prior art)
· no patent if made in US by another inventor, who doesn’t abandon.
· in interference proceeding, no “in the US” requirement.
· I) Priority under § 102(g)
· 1) 1st to conceive and RTP ( priority if don’t ASC
· 2) 1st to conceive but 2d to RTP ( priority only if “reasonably diligent” between 2d conception and his RTP
· 3) If ASC after RTP ( lose.
· reduction to practice (RTP)
· either i) actual RTP (build and recognized worked); or ii) constructive RTP (file a valid application)
· reasonably diligent
· “critical period” = between 2d conception and applicant’s RTP
· “reasonableness” standard:  need excuses for delays (Barbacaid)
· abandon, suppress, conceal (ASC)
· requires intent to abandon, but can be inferred from extreme delays (Peeler)
· trade secret use ( ASC (Gillman).  Noninforming use ( no (Dunlop)
· Evidentiary Rules
· a) junior party has burden:  preponderance in interference; clear and convincing if infringement
· b) corroboration requirement for testimony re: conception, RTP: “independent evidence” (Barbacaid)
V.  Nonobviousness (§ 103)

· A) Graham Inquiry
· test: “difference between subject matter and prior art s.t. subject matter on the whole obvious to a PHOSITA”
· 3 factual inquiries:  a) scope and content of the prior art; b) differences b/w prior art and invention; c) skill level of phosita.
· KSR – a “common sense” approach.  Not TSM.

· B) Scope and Content of the Prior Art
· Winslow tableau 

· In re Wood = art within 102 + “analogous”

· “analogous” = 1) same field; OR 2) reasonable pertinent to the problem being solved (In re Clay).
· C) Subtests for Obviousness
· combination of old elements yielding predictable results ( obvious (KSR, Leapfrog)
· PHOSITA not an automaton (KSR)

· “obvious to try” + limited possibilities +predictable art ( obvious (Pfizer)
· D) Secondary Considerations
· a) market success  - need “nexus” between success and patented element (Hybridtech)
· b) long-felt but unsolved needs
· c) failure of others/ “teaching away” (Adams)
VI.  § 112 Requirements

· A) enablement – PHOSTIA must be able to make “full use” of invention without undue experimentation.
· In re Fisher – scope of enablement = disclosed in specification + known to PHOSITA without  undue experimentation.  
· Wands factors: “undue” = predictability of art, skill of PHOSITA, quantity of experimentation, guidance given, breadth of claims, etc.
· B) definiteness – must “particularly point and distinctly claim” subject matter
· Orthokinetics test – would PHOSTIA understand what is claimed.
· C) written description – two parts:
· i)  “no new matter”
· § 132:  can’t use amendments to claim things not within written description as originally filed.
· ii) written description must show “possession of the invention” at time of application (Gentry Galley, Eli Lilly)
· 2001 PTO:  
· inadequate if solely a method and function with no connection between structure and function (Eli Lilly)
· D) best mode – inventor must reveal best mode of practice known to him at time of application
· inventor must a) disclose his best mode (subjective), and b) disclosure must be adequate (i.e., enabling) (Chemcast)
VII.  Inequitable Conduct

· A) PTO Rule 56:  duty to disclose “all information material to patentability”
· material to patentability” = 
· not cumulative of information already received, an
· i) establishes prime facie case of unpatentability; OR
· ii) refutes in inconsistency with any position applicant takes re:  patentability
· B) Elements

· “inequitable conduct”  requires proof of threshold level of:

· i) materiality

· ii) intent to deceive

· once threshold satisfied, two factors are applied on sliding scale.  JP Stevens.
· intent:  inferred “from all the circumstances” (Critikon)

· requires  “clear and convincing evidence” at trial.  Review for abuse of discretion on appeal.
· look to:  what patent knew and when; materiality of information; any excuse/ explanation of why not disclosed.
· Held: gross negligence, alone, not enough to show intent (Kingsdown Medical)

· materiality - courts use more expansive definition than PTO 56.
· materiality = “any information that a reasonable examiner would be substantially likely to consider important in deicing whether to allow an application as a patent” (Akron Polymer)
· Result:  Entire Patent invalidated.  An “exceptional case” ( attorney’s fess.
Infringement & Remedies

VIII.  Infringement

· A) Claim construction:  interpret scope of the claims
· Markman hearings:  consider both intrinsic evidence (specification, prosecution) and, if ambiguous, external evidence (experts, dictionaries) (Philips)
· a matter of law
· B) Infringement Test:  does the accused invention have all elements of the claims (literal infringement) or their equivalents (DoE)?
· proceed element-by-element, asking if it is identical or an equivalent.  If any element not the same, no infringement.
· C) Doctrine of Equivalents (DoE):  Winans, Warner–Jenkinson
· whether an “ingredient” is an equivalent depends on its:  purpose, function, qualities in combination, and interchangeability (Graver Tank)
· the “all elements” rule:  DoE inquiry proceeds element-by-element.
· test:  “equivalent” = either:
· “triple identity test”: same “function, way, and result; OR
· “insubstantial differences” between element in patented & accused
· equivalence evaluated at time of infringement
· no proof of intent required.
· Limits:  can’t use DoE to get:
· 1) matter disclosed but not claimed (Johnson & Johnson)

· 2) matter within the prior art (Wilson Sporting Goods)

· 3) matter you gave up in prosecution (PHE, infra)
· D) Prosecution History Estoppel (PHE):  can’t reclaim material you gave up via narrowing amendments in prosecution.
· a) PHE applies to any narrowing amendment “made to satisfy any requirement of the Patent Act” (Festo).  Presumption for PHE when reason for amendment unclear.  (Warner–Jenkinson)

· includes amendments to avoid prior art as well as § 112 requirements.
· if amendment has no clear reason, can argue that it was not  “substantial reason to patentability.”
· b) When PHE applies, rebuttable presumption that all equivalents are surrendered.  (Festo).  Three cases where complete bar does not apply:

· 1) equivalent was unforeseeable at time of application
· 2) rationale of amendment bares only “tangential relation” to equivalent
· 3) “some other reason” patentee could not reasonably have been expected to draft claim including equivalent
· E) Experimental/ Research Use Defense:

· a) common law defense:  experimental use only if “solely for amusement, to satisfy idle curiosity, or for strictly philosophical inquiry.” (Madey v. Duke):  
· “slightest commercial use” will defeat the defense.
· “commercial use” = “use in keeping with legitimate business infringer”
· a “narrow and strictly limited” defense

· b) § 271(e)(1) exemption:  covers uses “reasonably related to development and submission of information to a federal regulatory body [read: FDA]”
· designed to speed up generic drug entry into market.
· F) Indirect Infringement:

· 1) Inducement (§ 271(b)):  “actively induce” infringement
· directly encourage infringement.  Requires knowledge, or at the least “should have known.”  Must be active (Tegal) and after issuance.
· 2) Contributory Infringement (§ 271(c)):

· whoever sells a “component of patented invention” 
· i) constituting material part of the invention,
· ii) knowing component especially adapted to infringement AND 
· iii) not a staple article suitable for substantially noninfringing use.
· Contributory infringer must know component if both patented and infringing (Aro II)
· G) Divided Infringement

· 1) Under § 271(a):

· i) across persons – requires one party to have control over others (BMC v. Paymentech)

· ii) across nations – patent rights are generally territorial (Brown v. Duchesne)
· BUT:  Blackberry case:  “used in the US” means location of the beneficial use.
· 2) Foreign Activity (§ 271(f) &(g)):

· i) 271(f) liable if supplies or causes to be supplied in or from the US:
· 1) substantial portion of components of an invention…to actively induce infringement; OR
· 2) any component…made especially to infringe [and has limitations of contributory infringement: knowledge, no substantial noninfringing use]
· ii) § 271(g) – whoever without authority imports into the US or offers to sell, sells, or uses within the US:

· a product which is made by a process patented in the US.  

· UNLESS the product is
· i) materially changed by subsequent processes OR
· ii) trivial and nonessential component of another product.
· H) Exhaustion:

· 1) Repair/ Reconstruction Doctrine:  Repair is not infringing, but reconstruction is (Aro I).   Based on likely intentions of party to sale.
· 2) Exhaustion in General:  patentee’s rights are exhausted after the first valid sale of a patented object; BUT:  
· 1) though restrictions on sales are prohibited, restrictions in licenses are OK.
· 2) contracts associated with sales restricting uses are OK, if enforceable under state contract law.
· Quanta – unclear whether federal circuit precedent allowing sales to be conditioned under patent law will stand.
IX.  Remedies 

· 1) Injunctions  (§ 283):

· that usual four factor equitable test for whether to issue an injunction applies:  1) irreparable harm; 2)  no adequate remedy at law; 3) balance of hardships; 4) the public interest not disserved.  (eBay v. MercExchange)
· injunction less likely when patentee a troll.

· 2) Damages (§ 284):  shall be awarded, if proven.
· a) lost profits – patentee prefers if can prove them.  “make whole” damages.

· a “but for” approach:  what would patentee have got if no infringement?
· Panduit factors:  can get lost profits if can show:
· 1) demand for patented product;
· 2) absence of acceptable noninfringing substitutes;
· anything infringer could have used that is comparable (Grain Processing)
· 3) manufacturing and marketing ability to meet demand;
· 4) amount of profit he would have made.
· The Entire Market Value Rule:  applies when patented the basis for demand.
· b) reasonable royalties – if can’t prove lost profits

· based on “hypothetical negotiation” at the date of infringement
· Panduit suggests that the royalty should be extra-compensatory, err on the side of a higher royalty.
· 3) Willful Infringement

· a) treble damages under § 284 only available when infringement is “willful”
· In re Seagate:  to show “willful” (reckless) need:
· 1) objectively high risk of infringement

· 2) accused knew of risk, or was so obvious he should have known.
· Knorr–Bremse –  determination based on “totality of the circumstances”
· b) advice of counsel defense
· no “adverse inference” for willfulness if i) invoke the privilege re: opinions of counsel, or don’t seek the advice of counsel.

· waiver does not extend to trial counsel (Seagate)

· substantial defense to infringement won’t necessarily defeat liability

· c) attorneys’ fees (§ 285): 
· available in exceptional circumstances” (willful infringement, inequitable conduct, litigation misconduct)

· 4) Patent Marking

· a) § 287: no damages without notice to the infringer, either by: i) patent marking; ii) direct notice

· marking requirement doesn’t apply to method claims, but have to mark associated apparatus if possible (Soverain Software)
· b) § 292 false marking:  if “with intent of” “deceiving the public”, actionable.
Other
X.   Disclaimer, Reissue, Reexam
· A) disclaimer  (§ 253)
· invalid claims made “without deceptive intention” may be disavowed by patentee
· B) Correction (§§ 254–256) - available only for “minor” or “clerical” errors
· § 254 – if PTO’s fault, PTO may issue certification or correction

· § 255 – if applicant’s fault, requires:

· i) “clerical” or “typographical” error made in good faith
· must be able to correct from specification, prosecution (Superior Fireplace)
· ii) can’t introduce any new matter/ change the intended scope of the claims
· iii) changed claims only apply to conduct after the correction

· C) Reissue (§§ 251–252) – can fix more serious errors that render the patent “wholly or partially invalid”
· can get reissue for errors like:

· failure to meet § 112 requirements
· claiming more or less than had a right to (can add new, narrower claims)
· a)  limitations:

· i) whole new reexamination, no presumption of validity.
· ii) only patentee can request reissue

· iii) no new matter can be claimed

· iv) no deceptive intention by patentee

· v) broadening reissues only w/in two years

· “recapture rule”:  can’t use reissue to get material deliberately surrendered during prosecution.

· vi) existing users get intervention rights

· vii) requires notice to interested parties (in litigation, eg)
· b) Intervening Rights (§ 252) for Broadening Reissues:  when infringing product within reissue but not original:
· “absolute” – right to continue using…“the specific thing so made” 
· “equitable” – right to continue using based on equity, reliance, if “substantial preparation”/ investment toward product.
· D) Reexamination – try to weed out “bad patents”
· a) right to submit prior art to PTO under § 301, which becomes part of the file.
· b) ex parte:  right to challenge validity of patent, solely on “patents or publications” anticipation grounds, by third party or PTO sua sponte/

· Request must raise a “new and substantial” issue as to patentability
· if PTO so decides, then it orders a reexamination proceeding

· requester has minimal participation (make a response), no right to appeal.  Patentee has right to appeal.

· can’t add new matter during reexam, or void entire claim (Quantum Corp.) 
· c) inter partes: 

· requester (third party) has full rights to be involved and participate in reexamination

· Third party gets right to appeal.

· But:  statute does allow for estoppel impact, in later infringement suit, for issues that were raised or could have been raised in reexamination. 

XI.  Trade Secrecy

· A) Uniform Trade Secrecy Act – adopted in most states

· “trade secret” = information….that:
· (1) derives independent economic value.…from not being generally known or readily ascertainable by…[competitors];  AND
· (2) is the subject of reasonable efforts, under the circumstances…to maintain its secrecy.  (confidentiality agreements, restriction of access.)
·  “misappropriation” =
· (1) acquisition of a trade secret by a person who knows or should know that the trade secret was obtained by improper means.
· (2) disclosure or use of a trade secret a trade secret by a person who knew or had reason to know that the trade secret was acquired under a duty to maintain its secrecy.

· novelty not required for trade secrecy (Dionne)

· can misappropriate trade secrets you helped invent (Dionne)

· can be “inevitable disclosure” of secrets in some cases (PepsiCo)

· B)  non-compete agreements
· non-compete clause enforced, but given “special scrutiny” by court for “reasonableness” and no financial oppression (Gillette v. Williams)

· CA does not enforce these agreements on public policy grounds.

· C) Federal Trade Secrecy:  The Economic Espionage Act (EEA) (18 USC § 1831)
· provides federal criminal remedy for trade secrets.

· defines trade secrecy analogous to states.

· must commit one of prohibited acts:  (1) steals…a trade secret;  (2) without authorization copies...communicates, or conveys a trade secret; (3) receives, buys…knowing the same to have been stolen; (4), (5) attempts or conspires to above.

· requires “intent to convert…a trade secret”

· D) Preemption

· 1) Patent law does not preempt state trade secrecy law (Kewanee Oil)
· 2) but:  State cannot confer “patent–like” protection aimed at design and utilitarian elements (Bonito Boats) for unprotectable matter or expired patents (Sears/Compco)
· idea that restrictions on “right to reverse engineer” scrutinized.
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