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Introduction to Trademark Law
I. Early Development of Trademark Case Law and Legislation
a. Case Law
1. The Trademark Cases (US 1897) (p. 3): Court struck down acts of Congress protecting trademark rights, finding that trademarks aren’t similar to patents or copyrights and so exceeded Congress’ power under Article 1 § 8, and that the act didn’t limit itself to protection of marks used in commerce, so it exceeded Congress’ power under the Commerce Clause. 
2. Hanover Star Milling Co. v. Metcalf (US 1916) (p. 7):
i. “The primary and proper function of a trademark is to identify the origin or ownership of the article to which it is affixed.”
ii. Common-law trademarks are property rights only in the sense that business’ reputation and resulting goodwill are property rights and trademarks are an instrumentality in protecting reputation. 
iii. “The trademark is treated as merely a protection for the good will, and not the subject of property except in connection with an existing business. 
3. Mishawaka Rubber v. S.S. Kresge (US 1942) (p. 9): Trademarks are “merchandising short-cuts” through which a symbol induces a purchaser to select what he or she wants; the law protects trademarks because the law recognizes the power of symbols.
4. Yale Electric v. Robertson (2d Cir. 1928) (p. 9): An owner’s trademark is the owner’s seal though which the owner’s goods are vouched for; one may not divert customers from another by representing what he sells as coming from the other seller. 
5. Prestoneets, Inc. v. Coty (US 1924) (p. 9): Trademarks only confer the rights to prohibit its use by another in order to protect the mark owner’s good will against the sale of another’s product as his/hers/ 
b. Legislation

1. 1905 – Congress passed act extending federal protection to trademarks. Struck down in The Trademark Cases.
2. 1946 – Congress passed Lanham Act, which extended federal protection to only to marks used in interstate commerce, which meant the Act fell under Congress’ power under the Commerce Clause.
i. 1988 – Lanham Act substantially revised (effective 1989)

ii. 1995 – Congress added § 43(c), codifying provisions on dilution
3. Effects of international trademark law and treaties on Lanham Act
i. 1993 – revised to incorporate NAFTA
ii. 1994 – revised to incorporate Agreement of Trade-Related Aspects of International Property (TRIPS)

iii. 1998 – revised to incorporate Trademark Law Treaty (TLT)

iv. 2002 – revised to incorporate Madrid Protocol Concerning the International Registration of Marks

II. Comparing Federal Trademark Law with Copyright, Patent, and State Law
a. Copyright and Patent

1. In copyright and patent law, federal law always preempts state law. 
2. Copyright and patent law are “rights granted in order to incentivize creative and innovative conduct (and investment therein). The ultimate goal of these bodies of law is to further public access to a richer and more diverse array of creative products.
3. Comparing copyright, patent, and trademark law:

	 
	Copyright
	Utility Patent
	Trademark

	Protectable subject matter
	works of authorship
	any process, machine, manufacture, composition of matter or improvement thereof
	any symbol or devise capable of identifying source of the good

	Primary threshold for protection
	originality
	novelty, non-obviousness, utility, adequate disclosure
	distinctiveness

	Principal exclusions from protection
	ideas, facts
	abstract ideas, products of nature
	functional matter, generic terms

	How to acquire rights
	fixation in a tangible medium of expression
	obtaining a patent from the PTO
	using the mark in commerce

	Duration
	life of the author plus 70 years
	20 years from filing patent application
	as long as the mark is used and distinctive

	Required formalities
	none
	no rights prior to grant of patent
	non

	Form of notice
	© with year of publication and name of owner
	"Patent" or "pat." and patent number
	® or "Reg. US Pat. & Tm. Office" after registration, or "TM" or "SM" before registration

	Benefits of complying with optional formalities
	registration req'd to sue for infringment of US works; notice and registration affect remedies
	notice affects remedies
	notice affects remedies

	Scope of principal rights acquired
	exclusive right to make copies of the work
	right to exclude others from making, using, offering for sale, or selling the invention
	right to stop unauthorized use of the same or similar mark in ways likely to cause consumer confusion

	International protection
	protected without formalities in most countries (under the law of the country in question
	obtained by securing rights on a country-by-country basis, or through a centralized intrenational mechanism
	rights obtained on a country-by-country basis, or through a centralized intrenational mechanism


b. State vs. Federal law
1. In copyright and patent law, federal law always preempts state law, but this is not necessarily true in trademark law.  
2. States may have their own trademark and trademark law. Most principles of state trademark law are consistent with federal law, but some claims might need to be brought under state, rather than federal, law (e.g., publicity claims, claims over rights in a mark used purely in intra-state commerce)
III. The Nature of Unfair Competition Law
a. Basic Rule
1. It’s unfair competition to pass off your goods as those of another by using a trademark confusingly similar to that of the other producer.
b. Legislative Provision: Lanham Act § 43(a)

1. § 43(a) creates a federal remedy against a person who used in commerce a false designation of origin, false description, or false representation in connection with goods or services. 
i. Two limiting rationales on unfair competition actions (Dastar):
a. Certain § 43(a) unfair competition actions should not be recognized where they conflict with copyright law
b. Certain § 43(a) unfair competition actions should not be recognized where they would allow plaintiffs to circumvent other limits imposed on trademark infringement claims
c. Foundational Cases on Unfair Competition

1. International News Service v. Associated Press (US 1918) (p. 13): INS’ process of taking AP’s news stories and distributing them as INS’ “amounts to an unauthorized interference with the normal operation of [AP’s] legitimate business precisely at the point where the profit is to be reaped.”
2. Dastar Corp. v. 20th Cent. Fox (US 2003) (p. 15): unfair competition law encompasses more than trademark infringement because of § 43(a), but it hasn’t moved much farther beyond trademark-like claims. There are two limiting rationales on unfair competition actions: (1) certain § 43(a) unfair competition actions should not be recognized where they conflict with copyright law, and (2) certain § 43(a) unfair competition actions should not be recognized where they would allow plaintiffs to circumvent other limits imposed on trademark infringement claims
IV. Purposes of Trademark Law
a. Two Basic Purposes
1. Public protection: so when a consumer buys a product bearing a mark the consumer looks on with favor, the consumer knows it will get the product she/he is looking for.
2. Mark owner’s protection: so when a mark owner has invested time, money, and energy presenting his/her product to the public, the investment is protected form appropriation by others
b. Academic Writings on Trademark Law

1. Swann, “Dilution Redefined for the Year 2002”

i. Mark use dramatically expanded with the switch from a production-oriented to a consumer-oriented economy in the late nineteenth and early twentieth centuries. 

ii. Brands communicate not just source, but personality, purpose, performance, performance, price, position: all the components of brand identity. 
iii. Because brands indicate more than just source, but a host of consumer associations with the product and its source, any interference with such feelings “would undermine its essence. Confusion of the mark’s meaning, indeed, would be more detrimental than confusion of the mark.” 

2. Kozinski, “Trademarks Unplugged”
i. Trademarks once indicated only source, but now communicate enhancing information about the product or source, or become a functional part of the product. 
ii. When trademark law limits itself to the goal of avoiding consumer confusion, there’s little likelihood of trampling rights of free expression. Once we go beyond that goal, the public’s right to make use of the symbol must be balanced against the rights the owner is entitled to assert. 

3. Dinwoodie, “(National) Trademark Laws and the (Non-National) Domain Name System”
i. Domain name system can conflicts with principles of trademark law – should “united.com” go to the airline, or the moving company, or should trademark ownership be irrelevant to domain names? 
ii. What is the geographic scope of use when a trademark is used as a domain name?

iii. How is mark confusion assessed in cyberspace? 

V. Bringing Suit under the Lanham Act
a. Jurisdiction for Trademark Applications and Appeals Therefrom

1. Mark applications filed with US Patent and Trademark Office (“PTO”)
2. Appeals from PTO dismissals filed with Trademark Trial and Appeal Board (“TTAB”)

3. Appeals from TTAB decisions can be appealed to Court of Appeals for the Federal Circuit, OR the dissatisfied party may file a civil proceeding in district court, usually the D.C. district court. 

i. Benefit of appealing to Federal Circuit: court has IP expertise

ii. Benefit of suit in district court: record reviewed de novo, so either party may supplement the record with additional testimony and evidence

b. Jurisdiction for Causes of Action under the Lanham Act

1. Suits under the Lanham Act are filed in district court, appealed to appellate courts, and may be heard, upon grant of certiorari, in Supreme Court

2. Common causes of action under the Lanham Act:

i. § 32: trademark infringement

ii. § 43(a): unfair competition

iii. § 43(c): dilution

iv. § 43(d): cybersquatting. 
Subject Matter and Standards
I. Subject Matter
a. Basic Rule 

1. Almost anything is capable of carrying meaning and thus acting as a trademark. The only limiting feature is the functionality doctrine: mark protection isn’t available to a feature when such protection would put a competitor at a significant disadvantage because the feature is essential to the use, purpose, cost, or quality of the product
b. Exotic Source Identifiers
1. Qualitex Co. v. Jacobson Products (US 1995) (p. 102)
i. Issue: can color for dry-cleaning pads be registered as a trademark? 
ii. Holding:
a. Lanham Act gives a seller/producer the exclusive right to register a mark and to prevent competitors from using it. 
b. Color can be registered as a mark when it is distinctive of the applicant’s goods, provided there’s no competitive need for colors to remain available in the industry. 
c. Functionality doctrine forbids mark protection of a feature when such protection would put a competitor at a significant disadvantage because the feature is essential to the use, purpose, cost, or quality of the product. 
iii. Disposition: trademark protection for color so long protection doesn’t violate functionality doctrine
2. In re Clarke (TTAB 1990) (p. 129)
i. Issue: is scent distinctive such that it can be registered as a trademark for thread and yarn?
ii. Holding/Disposition: Scent is not an inherent attribute of the goods, but a feature supplied by the applicant, she emphasized the attribute in her advertising, and consumers associate the scent with her products. Therefore, applicant made a prima facie case of distinctiveness.
iii. Note: Scent probably not registerable in the EU; the EU Court of Justice found that EU trademark law protects capable of being represented graphically, and a scent’s chemical formula doesn’t meet graphic representation requirement.

3. Oliveira v. Frito-Lay (2d Cir. 2001) (p. 133)
i. Issue: P, singer well-known for “Girl from Ipanema) sued Frito-Lay for using the song in a commercial. She didn’t have copyright; claimed the song was her mark and use was infringement.  
ii. Holding: That musical compositions are protected by copyright doesn’t mean they don’t qualify for trademark protection, but a singer doesn’t obtain trademark status in a song just because she/he is well-known for performing a particular song. 

iii. Disposition: claim dismissed on summary judgment for defendant
iv. Note: Sounds and motion pictures are registerable as marks in US, which means a party might choose to bring a claim under the Lanham Act or the Copyright Act. A party might pursue rights under the Lanham Act because the defendant’s actions might be permitted under the Copyright Act, because the Lanham Act contains different or better remedies, because the plaintiff might not own the copyright, or because the work isn’t copyrighted. 
4. Comedy III Productions v. New Line Cinema (9th Cir. 2000) (p. 138) 
i. Issue: is a Three Stooges clip seen in the background of a movie trademark infringement?
ii. Holding:

a. To prove infringement, plaintiff must show (a) the mark is valid, and (b) the use of the mark by another in a manner likely to create consumer confusion.

b. Validity can be established in one of two ways: a showing that the symbol is inherently distinctive, or a showing that the symbol has acquired secondary meaning.  

iii. Disposition: Comedy III didn’t establish validity, so no infringement
5. In re First Draft Inc. (TTAB 2005) (supp. p. 32)
i. Issue: is a pseudonym registerable as a trademark by a publisher?
ii. Holding: 

a. Titles and names are generally not protected by mark status, but are not necessarily barred from protection. 

b. When a name is used for a series of works and not just a single work, and used in a manner that assures the public of the quality of the writing and thus as an indicator of source, and isn’t just the designation of the writer of the work, the name is a mark.
iii. Disposition: series requirement satisfied, but quality indicator not, so no trademark protection
II. Distinctiveness
a. Statutory Provisions 

1. Lanham Act § 2: provides for registration of marks by which the applicant’s goods can be distinguished from the goods of others
2. Lanham Act § 45: “Trademark” means any word, name, symbol, device, or any combination thereof used by a person to identify his/her goods and to indicate source. “Service mark” means any word, name, symbol, device, or any combination thereof used by a person to identify his/her service and to indicate source. “Trade name” and “commercial name” means any name used by a person to identify his/her business or trade. 
i. Trade names can’t be registered with PTO, but may be protected under § 43(a), unfair competition provisions. 

ii. Act identifies “certification mark” as a mark used by a person other than its owner to certify “regional or other origin, material, mode of manufacture, quality, accuracy, or other characteristics of such person’s goods or services or that the work or labor on the goods or services was performed by members of a union or other organization.”

iii. Act identifies “collective mark” as a mark used by “the members of a cooperative, an association, or other collective group or organization;” such a mark includes marks indicating membership in a union or other such group. 

3. Restatement (Third) of Unfair Competition § 9: “Trademark” is a word, name, symbol, device, other designation, or combination thereof, “that is distinctive of a person’s goods or services,” that identifies the goods/services, and distinguishes them from the goods or services of others. “Service mark” is a trademark used in connection with services. 
4. Restatement (Third) of Unfair Competition § 139: 
i. A mark is inherently distinctive if, “because of the nature of the designation and the context in which it is used, prospective purchasers are likely to perceive it as a designation that . . . identifies goods or services produced or sponsored by a particular person . . . .” 
ii. A mark has acquired distinctiveness if, “as a result of its use, prospective purchasers have come to perceive it as a designation that identifies goods, services, businesses, or members . . .  [This] is commonly referred to as ‘secondary meaning.’” 

b. Spectrum of Distinctiveness 

1. Abercrombie & Fitch v. Hunting World, Inc. (2d Cir. 1976) (p. 51)
i. Issue: is “Safari” for a line of clothing protectable as a mark?
ii. Holding: Four classes of marks, ranging in order from most to least protectable: arbitrary or fanciful, suggestive, descriptive, generic.
iii. Disposition: name was generic; no trademark protection
2. The classes in the spectrum defined:

i. Arbitrary: a mark consisting of a common word/symbol applied in an unfamiliar way, e.g., Apple Computer or Penguin Books. Entitled to protection without showing of secondary meaning.

ii. Fanciful: a mark consisting of a made-up word/symbol, e.g., Kodak. Entitled to protection without showing of secondary meaning.

iii. Suggestive: a mark requiring imagination, thought, and perception to reach a conclusion as to the nature of the goods, e.g. Coppertone. Entitled to protection without showing of secondary meaning.

iv. Descriptive: a mark that conveys an immediate idea of the ingredients, qualities, or characteristics of the goods. Entitled to protection only upon showing of secondary meaning; if no secondary meaning, the mark is “merely descriptive.” 
v. Generic: a mark referring (or has come to be understood to be referring) to the genus of which the particular product is a species. Not entitled to protection. 

a. Example of generic mark: “ivory” for product made of ivory

b. Example of a once-protected mark turned generic: Thermos

c. Distinctiveness and Secondary Meaning
1. Zatarain’s v. Oak Grove Smokehouse (5th Cir. 1983) (p. 58)
i. Issue: were Zatarain’s marks “Fish-Fri” and “Chick-Fri” (fish and chicken batter) protectable such that Oak Grove couldn’t market its batter as “Fish Fry” and “Chicken Fry”?
ii. Holding: “Whenever a word or phrase conveys an immediate idea of the qualities, characteristics, effect, purpose, or ingredients of a product or services, it is classified as descriptive and cannot be claimed as an exclusive trademark . . . absent a showing of secondary meaning in the minds of the consuming public.” 
a. “Barometers” of determining if a mark is merely descriptive: 

1. Dictionary test: dictionary definition of the claimed mark is an appropriate and relevant indicator of the meaning of the term in the mind of the public

2. Imagination test: measures the relationship between the mark and the product; if the mark standing alone conveys information about the product’s characteristics, the mark is descriptive

3. Competitor’s use test: do competitors need to use the term to describe their own products, and to what extent has the term actually been used by others? 

iii. Disposition: “Fish-Fri” had secondary meaning from long use in the market, but was necessary for competitors to use to describe their own products; “Chick-Fri” had no secondary meaning and the mark should be cancelled as merely descriptive. 
2. Peaceable Planet v. Ty, Inc. (7th Cir. 2004) (supp. p. 19)
i. Issue: Did Peaceable Planet have mark rights in “Niles the Camel” for its stuffed animal?

ii. Holding: 
a. “A descriptive mark is not legally protected unless it has acquired secondary meaning.” 
b. Personal names are not protected until they have acquired secondary meaning, but this generalization will not apply if the name is one the general public wouldn’t understand the name as a personal name.
iii. Disposition: name was protectable
3. Security Center Ltd. v. First Nat’l Sec. Cntr (5th Cir. 1985) (Supp. I)
i. Issue: is “security center” protectable, or is it merely descriptive?

ii. Holding: 

a. To prove infringement, plaintiff must show (a) the mark is valid, and (b) the use of the mark by another in a manner likely to create consumer confusion.

b. Two issues in determining if a mark is descriptive or suggestive: how much imagination is required for consumers to cull from the mark information about the product, and whether sellers of the mark are likely to (or actually) use the term for their goods.

iii. Disposition: “security center” is merely descriptive
4. Proving/disproving secondary meaning: 

i. To prove secondary meaning, proponent must establish the mark’s “primary significance” has come to be the public the producer of the good and not the description of the product. 

ii. Secondary meaning can be established by testimony from consumers, consumer surveys, and length of time mark has been in use. 

iii. Secondary meaning may be disproved by concurrent use of the term by competitors. 
III. Generic Terms
a. Inherently Generic Terms 

1. Filipino Yellow Pages v. Asian Journal Pubs. (9th Cir. 1999) (p. 69)
i. Issue: is “Filipino Yellow Pages” protectable or generic?
ii. Holding:
a. If a mark is properly registered, “a presumption of validity places the burden of proving genericness upon the defendant. . . . If a supposedly valid mark is not federally registered . . . plaintiff has the burden of proving non-genericness once defendant asserts genericness as a defense.”
b. Test for genericness: if the mark describes the type of product rather than the producer, it’s a generic term and not protectable as a valid trademark. I.e., a mark answers the questions “where do you come from?” and “who vouches for you?” but a generic term answers the question “what are you?”
c. Words which are not protectable as marks standing alone may become protectable as marks when combined. 
iii. Disposition: term is generic
2. Mil-Mar Shoe Co. v. Shonac Corp. (7th Cir. 1996) (p. 73)
i. Issue: is “shoe warehouse” protectable or generic?

ii. Holding: 

a. What separates a generic from a descriptive term is the degree of distinctiveness, i.e., their relative ability to serve as a source identifier.  

b. “The question is whether the term is being used in a common or generic sense, not whether a particular use represents the most common use of that term.”

iii. Disposition: term is generic

3. In re Dial-a-Mattress (Fed. Cir. 2001) (p. 76)
i. Issue: can Dial-A-Mattress register “1-888-MATRESS” as a service mark?
ii. Holding: 
a. “Generic terms are common names that the relevant purchasing public understands primarily as describing the genus of goods or services being sold.”

b. Test for genericness: what is the genus of the goods/services, and is the term understood by the public to primarily refer to that genus?

c. Where a proposed mark is a phrase, the PTO must inquire into the phrase as a whole and not the generic use of each individual term within the proposed mark. A mark’s impression is derived from the mark as a whole, not from its separate elements. 

iii. Disposition: Analyzing the term as a whole, it is not generic
4. Blinded Veteran’s Ass’n v. Blinded American Veterans Foundation (D.C. Cir. 1989) (p. 79)
i. Issue: is BVA protectable, or is it generic because each word in the acronym is generic?
ii. Holding: 
a. If a producer’s name is generic, a competitor’s use thereof is not § 43(a) unfair competition unless a likelihood of consumer confusion arises because a party fails to adequately identify itself as a source of the product.

b. Only where there’s a likelihood that the newcomer producer might try to pass its product off as the original producer’s can a court require the newcomer to distinguish its product. To succeed on a passing-off claim, the plaintiff must prove the likely effect of the defendant’s actions is to make the public think the defendant is the plaintiff. 

iii. Disposition: BVA generic and not protectable as a mark, but may be entitled to protection from passing off. 
b. Genericide 

1. King-Seely Thermos v. Aladdin Industries (2d Cir. 1963) (Supp. I)
i. Issue: has “thermos,” a registered mark, become a generic term for “vacuum insulated bottle”?
ii. Holding: Test for genericide is not what an alternative term available to the public is, but what the public understands is of the word it uses.
iii. Description: term has become generic
IV. Trade Dress
a. Applying “Distinctiveness Regime” to Non-Verbal Marks 

1. Basic rule: courts use one of four tests to determine if trade dress is protectable:

a. Abercrombie (5th, 8th Cirs.): to determine of a design is arbitrary or distinctive, look to the four classes of marks (arbitrary or fanciful, suggestive, descriptive, generic); only inherently distinctive trade dress is protectable.
b. Seabrook: look to whether the mark is a common basic shape, whether it’s unique/unusual in a particular field, whether it’s a mere refinement of a well-known ornamentation of the good, and whether it’s capable of creating a commercial impression distinct from the accompanying words.

c. Duraco (3d Cir.): look to whether the product configuration is unusual and memorable, conceptually separable from the product, and likely to serve primarily as a designator of source of the product.

d. Knitwaves (2d Cir.): look to whether the trade dress primarily serves as a designator of source. 

2. Trade dress: traditionally, this term referred to product packaging the source of the product it identified; “trademark” referred to a word or symbol indicating source. The distinction between the two terms has faded over time. 

3. Two Pesos v. Taco Cabana (US 1992) (p. 93)
i. Issue: is a restaurant’s trade dress protectable under § 43(a)?
ii. Holding: 

a. (Applying Abercrombie) Secondary meaning is only required if a mark isn’t sufficiently distinctive in itself to identify the source. A mark is distinctive if it is inherently distinctive or has acquired distinctiveness through secondary meaning. These principles apply to trade dress as well as to trademarks.

b. Only nonfunctional, distinctive trade dress is protected under § 43(a). Protection thereunder depends on non-functionality of the trade dress and liability requires proof of likelihood of confusion. 
iii. Disposition: trade dress was inherently distinctive; no showing of secondary meaning required. 
4. Wal-Mart v. Samara Bros. (US 2000) (p. 113)
i. Issue: was Wal-Mart’s selling of kids’ clothes that were knock-off designs of the well-known, higher-end Samara designs trade dress infringement?
ii. Holding: 

a. Courts universally require a showing of distinctiveness in trade dress infringement suits brought under § 43(a); this includes inherently distinctive (i.e., arbitrary, fanciful, or suggestive) marks, as well as descriptive marks that have acquired secondary meaning. 
b. Product design is never inherently distinctive, unlike packaging (e.g., the décor in Two Pesos), which can be inherently distinctive, so unregistered trade dress is protective under § 43(a) only after a showing of acquired distinctiveness.

iii. Disposition: clothes design had no acquired secondary meaning, so no protection
5. Yankee Candle v. Bridgewater Candle Co. (1st Cir. 2001) (p. 121)
i. Issue: was Bridgewater’s copying of Yankee’s store display system, “look and feel” of a Yankee line of candles, and design of its catalogue trade dress infringement?
ii. Holding: 
a. Detachable labels, as product packaging, may be inherently distinctive; both Abercrombie and Seabrook help determine if a non-verbal mark is inherently distinctive.

b. Proof of secondary meaning requires evidence that consumers associate the trade dress with the source.  

iii. Disposition: Yankee’s trade dress not distinctive, so no protection
6. Star Indus. v. Bacardi (2d Cir. 2005) (supp. p. 23)
i. Issue: Was Bacardi’s stylized “O” logo for its orange-flavored rum an infringement of the Georgi “O” for orange-flavored vodka?
ii. Holding: (Applying Seabrook) common basic shapes or letters are not inherently distinctive, but stylized shapes or letters may be, if the design is unique or unusual in the relevant market. 

iii. Disposition: Georgi’s mark a stylized “O,” but only barely, and thus only entitled to limited protection, and Georgi failed to show likelihood of confusion with Bacardi’s highly stylized “O.” 
V. Functionality
a. Basic Rule 

1. If a product’s design or configuration is merely functional, it cannot be protected by trademark. A presumption of functionality attaches if the feature had been patented.

b. Purpose of the doctrine 

1. To avoid or mitigate the potential adverse consequences of giving trademark rights to product designs/configurations. Without the doctrine, producers of a product’s functional features that might have been protected for a limited time by patent could use trademark law to extend protection over the features indefinitely. 

c. In re Morton-Norwich Prods. (CCPA 1982) (p. 155)
1. Issue: could Morton obtain trademark protection for the patented design of its spray bottles, or was the design merely functional?
2. Holding: 
i. Trademark protection is limited to designs and features that are non-functional, i.e., not in any way essential to the product’s use. 
ii. The question in analysis is whether a feature is if a feature is utilitarian and if it is one of a few superior designs available such that competitors would need to copy it in order to compete effectively. If the answers are yes, it’s not protectable.
3. Disposition: remand because PTO didn’t address if feature might be a nonfunctional distinctive feature and thus protectable
d. Wallace Int’l v. Godinger Silver Art Co. (2d Cir. 1990) (p. 168)
1. Issue: was Wallace’s ornamentation on silverware functional or protectable?
2. Holding: To maintain a § 43(a) action for trade dress infringement, the plaintiff must show the trade dress has acquired secondary meaning and there is a likelihood of confusion. A design feature cannot be given trade dress protection where that feature is necessary for effective competition. 
3. Disposition: baroque design was functional feature
e. Brunswick Corp. v. British Seagull Ltd. (Fed. Cir. 1994) (p. 173)
1. Issue: was Mercury’s black color for outboard motors merely functional?
2. Holding: If a feature claimed to give a product distinctiveness is the best, or one of the best, designs for the products de facto purpose, trademarking that feature would hinder competition. 
3. Disposition: color was a functional feature
f. Qualitex Co. v. Jacobson Products (US 1995) (p. 177)
1. Issue: can color of dry-cleaning pads be registered as a trademark? 
2. Holding:
i. Where color serves a significant non-trademark function, courts must examine whether trademarking that feature would interfere with legitimate competition by allowing one producer exclusive use of an important product feature.  
3. Disposition: trademark protection for color so long protection doesn’t violate functionality doctrine
g. Traffix Devices v. Marketing Displays, Inc. (US 2001) (p. 199)
1. Issue: was MDI’s dual-spring design for traffic signs functional?

2. Holding: 

i. When trade dress has secondary meaning and use of the trade dress by another would create a likelihood of competition, trade dress protection furthers competition. 

ii. Trade dress protection may not be claimed for functional features. There are two tests available for functionality:

a. Traditional test: A feature is functional if “it is essential to the use or purpose of the article or if it affects the cost or quality of the article.” 

b. Additional test: a feature is functional if its exclusive use by one producer would “put competitors at a significant non-reputational-related disadvantage.”

iii. A utility patent is strong evidence that a product’s features are functional. If trade dress protection is sought for those features, the party seeking protection bears the burden of proving otherwise. 

iv. When functionality is proved, there is no need to inquire if the features have secondary meaning; the features aren’t protectable.

3. Disposition: MDI didn’t carry its burden, so no protection
4. Note: Court left open how lower courts can apply these tests; some courts may apply both, but some apply traditional (AKA “alternative design test”) to mechanical features and additional (AKA “competitive necessity test”) to aesthetic features. 
h. Valu Engineering v. Rexnord Corp. (Fed. Cir. 2002) (p. 208)
1. Issue: were Valu’s rail configurations functional?
2. Holding: (applying Traffix traditional test)
i. Trade dress protection can’t be claimed for functional features; patent law is the appropriate means for providing rights in such features.

ii. Functionality can be established by “a single competitively significant application” because competitors in that single area could be affected. 

3. Disposition: designs functional, so no protection
i. Eppendorf-Netheler-Hinz GMBH v. Ritter GMBH (5th Cir. 2002) (p. 215)
1. Issue: were ENH’s pipette tips and syringes functional?
2. Holding/Disposition: (applying both Traffix tests) ENH didn’t establish non-functionality, so no protection
j. Abercrombie & Fitch v. American Eagle (6th Cir. 2002) (p. 217)
1. Issue: were A&F’s clothing designs, store set-up, and catalogue layout functional?
2. Holding: (applying both Traffix tests, found A&F’s features were non-functional but may put competitors at a disadvantage, so applied two additional tests)
i. Comparable alternatives test: would trade-dress protection of certain features leave a variety of alternatives for competitors?

ii. Effective competition test: would trade-dress protection hinder the ability of another producer to compete effectively?

Disposition: designs and store-set-up not protectable; catalogue may have been, but no likelihood of confusion, so no infringement

Acquiring and Losing Rights in a Mark
I. Rights at Common Law: Use of the Mark
a. The US Requirement of Use 

1. US trademark system is use-based (as opposed to most other countries’ systems, which are registration based). Requiring “use in interstate commerce” keeps federal trademark regulation within scope of Commerce Clause. 
2. Basic rule: whoever first actually uses a mark obtains federal common-law trademark rights, and actual or constructive (i.e., evidence of bona fide intention to use) use is a prerequisite to federal registration. The use must be bona fide, not merely to establish rights in the mark, and cannot be minimal or sporadic. 
i. Analogous use: non-technical use of a mark in connection with the promotion of a good for sale in a way that doesn’t provide basis for registration (usually because the use doesn’t satisfy the Act’s “use in commerce” requirements). Analogous use may be enough to establish priority rights against other users of the same or similar marks. 
3. Lanham Act § 45: “‘Trademark’ includes any word, name, symbol, or device, or any combination thereof, used by a person or which a person has a bona fide intention to use in commerce and applies to register under the principal register . . . .” A mark is “used in commerce” when it’s fixed on the goods/documents associated with goods and the goods are sold, or, in the case of service marks, when the mark is displayed in the sale or advertising of services that are rendered in commerce. 

4. Restatement (Third) of Unfair Competition § 18 cmt. d:  even if a mark isn’t affixed to the goods, the use of the mark on point-of-sale displays, price lists, and ads can suffice to establish use. 
5. Blue Bell Inc. v. Farah Mfg. Co. (5th Cir. 1975) (Supp. II)
i. Issue: both parties used “Time Out” as a mark on menswear; who had prior use and thus rights in the mark?
ii. Holding: 

a. Ownership of a mark requires appropriation and use; conception of the mark nor advertising alone do not establish common-law trademark rights. 
b. Exclusive right to the mark belongs to the first user; such use doesn’t need to have gained wide public recognition, and a single trade use may be enough to establish rights if followed by continuous commercial use. 

iii. Disposition: Farah shipped goods bearing the mark to customers first, so it had rights. Internal roll-outs of the product were not “use in commerce” and sales of goods not intended to be part of the line but bearing the mark in order to reserve mark rights were not bona fide uses.
6. Chance v. Pac-Tel Teletrac Inc. (9th Cir. 2001) (Supp. II)
i. Issue: Pac-Tel used a mark commercially from 1990 on; Chance used a similar mark in a mailing once in 1989 and had no verifiable sales, and then tried to register his mark after seeing Pac-Tel’s ads. Who had first use of the mark?
ii. Holding: Requirement of “use in commerce” has two elements: was the transaction upon which the registration application was based bona fide, and, if it was, was it followed by activities proving a continuous effort or intent to use the mark?
iii. Disposition: Chance’s activities didn’t demonstrate continuous effort; Pac-Tel’s did. 
b. Surrogate Use

1. Basic rule: the creator of a mark has no rights in the mark unless the creator is also the user. However, use of a mark by an entity related to an owner (e.g., a subsidiary corporation) inures protection to the parent.
2. Lanham Act § 5: first use of a mark by an entity controlled by the registrant/applicant inures to the benefit of the controlling entity. 

3. Boogie Kings v. Guillory (Louisiana 1966) (p. 269)
i. Issue: Boogie Kings band formed, Guillory later came in as leader, made changes band didn’t like, Guillory ousted. He started a new band with a similar name; BK sued.
ii. Holding/Disposition: Band name adopted by the band, an unincorporated association, and any one leader thereof wouldn’t acquire the trade name by virtue of being leader; nor could one member give the name to another. Guillory couldn’t use a confusingly similar name. 
c. Constructive Use
1. Basic rule: holder of an intent-to-use application has “constructively used” the mark and thus has priority of use against other claimants, so long as they weren’t using the mark in commerce prior to the ITU application date.  
2. Lanham Act § 1: a person who has a bona fide intent to use a mark can apply for registration on the principle register, and within six months the applicant has to supply the PTO with a verified statement that the mark is being used in commerce. If the applicant doesn’t submit the statement, the application is considered abandoned. 

3. Lanham Act § 7: The filing of the application to register constitutes constructive use and confers a right of priority against anyone other than those who, prior to the filing, used the mark, have a pending application or registration of the mark, or has filed a foreign application to register which gives right of priority. 

i. Constructive use doctrine developed out of “token use” doctrine in use prior to 1988; token use (i.e., use not sufficient to qualify as actual use for common-law rights, usually because it wasn’t bona fide or continual use) was considered use enough to apply for registration. Token use doctrine repudiated in 1988 with these “constructive use” amendments to Lanham Act.
ii. Token use rejected because it disadvantaged small companies, created legal uncertainty, and (when considered with treaty obligations relating to trademarks) gave foreign applicants priority over US applicants

4. Lanham Act § 18: PTO will not enter a judgment in favor of an ITU applicant in a suit to enjoin use of the mark until the ITU app has been perfected and the mark registered. 
5. WarnerVision Entmt. v. Empire of Carolina (2d Cir. 1996) (p. 258)
i. Issue: TLV filed intent-to-use application for a mark. WVE filed for registration of same mark and BL filed three days later. WVE got registration; BL continued to use mark and negotiated with TLV to use its mark via the ITU app. Empire bought BL’s product ideas and TLV’s ITU app rights. WVE sought an injunction to prevent Empire from continuing to pursue the ITU app process. 
ii. Holding: The ITU provisions permit the holder of the ITU app to use the mark in commerce, obtain registration, and secure priority retroactive to the date of the ITU app. Granting an injunction against the holder of an ITU app to a party who hadn’t used the mark before the filing of the ITU app would terminate the ITU holder’s rights.
iii. Disposition: no injunction against Empire
iv. Note: because the ITU app wasn’t yet perfected, Empire couldn’t use the ITU app offensively and enjoin WVE from using the mark.

6. In re Astro-Gods, Inc. (TTAB 1984) (Supp. II)
i. Issue: Was the “astro-god” logo used on a line of t-shirts registerable?
ii. Holding: A product’s aesthetic ornamentation may be registered if it is source-indicating. 
iii. Disposition: Astro-gods mark only used on T-shirts, not a mark before, and the t-shirt use was aesthetic ornamentation and not an indicator of source, so no registration. 
d. Constructive Use and Foreign Marks: The Conflict Between § 7 and § 44
1. Basic rule: foreign use isn’t enough to establish US trademark rights, unless the foreign mark has become so famous in the US that US consumers associate the mark with the foreign producer. 
2. Lanham Act § 44(d): a foreign national (defined in § 44(b)) who files a mark registration application elsewhere and then files for US registration within six months, the US application will be treated as having been filed on the date of the foreign application. The applicant must also file a statement of bona fide intention to use the mark in commerce

i. Note: § 44(d) is a “foreign priority” provision. When an applicant claims priority under this section, a US applicant can’t claim § 7(c) constructive use priority against the § 44(d) applicant.  
3. Lanham Act § 44(e): foreign-registered marks may apply for US registration based on intent to use the mark in the US; use in US commerce not required for such marks before registration will be granted. 

e. Loss of Rights Through Non- or Uncontrolled Use 
1. Lanham Act § 45: A mark is abandoned (and thus rights lost) if the use is discontinued and there is no intent to resume use, or when conduct of the owner causes the mark to become generic or lose its significance. 
2. In most registration-based systems, use isn’t required to register a mark, but use is required to enforce the rights gained through registration. 
3. Emergency One v. American Fireeagle (4th Cir. 2000) (p. 281)
i. Issue: E1 bought AE fire engine manufacturer, including rights to its mark; made engines to AE’s specs, used E1’s logo on trucks, but used AE logo on merchandising. AFE started using AE logo, believing E1 had abandoned it. 
ii. Holding: 

a. Promotional or incidental use doesn’t establish use under the Lanham Act. 
b. Consecutive non-use for three years is prima facie evidence of abandonment; burden is on mark owner to rebut presumption by proving intent to resume use. 

iii. Disposition: E1 rebutted presumption of non-use; new trial due to erroneous jury instructions
4. Stanfield v. Osborne Industries, Inc. (10th Cir. 1995) (p. 295)
i. Issue: Stanfield licensed his mark to OII; when OII stopped paying royalties on product he developed after patent was denied, he sued to make OII stop using the mark. 
ii. Holding: Naked (AKA uncontrolled) licensing of a mark is when a licensor allows a licensee to use the mark on any quality or type of good the licensee chooses (i.e., licensor doesn’t police licensee’s use of the mark). When a mark owner engages in naked licensing, she/he abandons rights to the mark. 
iii. Disposition: license was naked, so Stanfield abandoned rights in it
II. Rights Acquired through Registration 
a. Overview 
1. How registration generally works: applicant files for registration and examiners review to make sure requirements are met (this includes extensive trademark searches to make sure the mark isn’t already in use or applied for). Initial examination is ex parte. Application is published, at which point interested members of the public (e.g., an applicant’s competitors) can initiate administrative proceedings opposing registration. After the opposition period expires, registration issues. Interested members of the public can then initiate administrative proceedings to cancel the registration. Barring cancellation, the owner can keep the registration indefinitely, provided she/he files timely renewals (within sixth year after application under § 8).
i. Application should include: list of goods/services for which applicant uses/intends to use the mark, a drawing of the mark (unless it’s non-visual, like a sound or scent), a filing basis, and verification of the mark in use (e.g., label of the goods bearing the mark). For ITU applications, the verification statement must come within six months of the application. 
a. Filing bases: actual use under § 1(a); intent to use under § 1(b); claim of priority under § 44(d); registration in another country under § 44(e); Madrid protocol (an applicant in another country can file an extension of protection to the US at the time they file in the other country)
b. Application can’t include multiple registration requests: one mark per application. An application for “XYZ Flavors,” where “XYZ” is a placeholder for a term that will vary from product to product, would be rejected. 

ii. Grounds for cancellation: genericness, functionality, abandonment, fraud in obtaining registration, violations of §§ 2 or 4. 
2. Why register? Registration provides prima facie evidence of validity, ownership, and exclusive right to use the mark. 

3. Principal vs. supplemental register: Principal register is what we mean when we refer to registering a mark. The supplemental register is mostly used to assist US applicants in acquiring foreign. 

4. Disclaimer: under § 6, an applicant can disclaim unregisterable parts of a composite mark (e.g., can apply for “Toilet Duck” mark and disclaim protection for the words separately). 

b. Relevant Lanham Act Provisions 
1. Lanham Act § 1: “use” and “intent to use” applications for registration on the principal register
2. Lanham Act §§ 7-9: issuance of registration, duration, and renewal
3. Lanham Act §§ 12-14: examination and publication of pending applications; opposition and cancellation proceedings
4. Lanham Act §§ 22, 33(a): effects of registration on the principal register
5. Lanham Act §§ 15, 33(b): incontestability and defenses to incontestability
6. Lanham Act §§ 23-27: registration on the supplemental register
7. Lanham Act §§  29-30: notice and classification
c. Immoral, Scandalous, and Disparaging Marks 
1. Basic rule: no registration for marks that are, or involve, immoral, scandalous, or disparaging material.

2. Lanham Act § 2(a): No mark shall be refused registration on account of its nature unless it “consists of or comprises immoral, deceptive, or scandalous matter; or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt or disrepute.”

3. Harjo v. Pro-Football Inc. (DDC 2003) (p. 321)
i. Issue: Group of Native Americans petitioned for cancellation of “Washington Redskins” sports team mark registrations as § 2(a) violations.  
ii. Holding: 
a. A scandalous mark is one that gives offense to the conscience, excites reprobation, is disgraceful to reputation, and shocking to the sense of truth, decency, or propriety. Intent to shock with a scandalous is one factor to consider, but intent or lack thereof isn’t dispositive. 

b. A disparaging remark is one perceived as disparaging, not by society as a whole as determined by the views of a substantial composite thereof, but by the views of the referenced group. No showing of intent is required. 

c. Analysis has two steps: what is the meaning of the mark, and is the mark disparaging? Both questions must be answered as of the dates of registration. 

iii. Disposition: Mark refers to Native Americans and is not scandalous, but is disparaging.
d. Deceptive Marks 

1. Basic rule: deceptive marks can’t be registered (§ 2(a)) (although it’s uncertain if they’d still have common-law trademark protection); deceptively mis-descriptive marks may still be registered if secondary meaning is shown (§ 2(e)(1)).
2. In re Budge Manufacturing Co., Inc. (Fed. Cir. 1988) (p. 338)
i. Issue: Budge appealed denial of “Lovee Lamb” mark for its synthetic sheepskin seat covers. 
ii. Holding: Three-part test for PTO to establish a prima facie case that a mark is deceptive: “(1) is the term mis-descriptive of the character, quality, function, composition, or use of the goods? (2) If so, are prospective purchasers likely to believe that the mis-description actually describes the goods? (3) If so, is the mis-description likely to affect the decision to purchase?”
iii. Disposition: mark deceptive; no registration issued
iv. Note: Budge three-prong test is test for deception; the first two prongs are the test for deceptively mis-descriptive.
e. Geographic Marks 

1. Basic rule: if a mark is primarily descriptive of the good’s origin and there’s no acquired secondary meaning, the mark isn’t registerable. 
2. Lanham Act § 2(c)(2): No mark shall be refused registration on account of its nature unless it consists of a mark that is primarily geographically descriptive of the goods, unless the mark has acquired secondary meaning. However, marks indicating regional origin may be registerable under § 4, which provides for “certification marks.” 
i. Three-element test for geographic descriptiveness: (1) is the primary significance of the mark geographic; (2) would purchasers be likely to make a goods/place association (i.e., that the goods originated in the place identified in the mark; and (3) does the mark identify the geographic origin of the goods?  

a. Goods-place association is presumed when the geographic meaning is a term’s primary significance and the geographic place is neither obscure nor remote

b. If all three questions are answered “yes,” then the mark is unprotectable unless the holder can show secondary meaning. 

3. BPB Corp. v. Appalachian Log Homes (6th Cir. 1989) (p. 342)
i. Issue: BPB used “Appalachian Log Structures” in national ads selling its log buildings, and got registration in 1983 (applied 1981) after showing secondary meaning. Sued ALH for infringement; ALH countered that BPB’s mark was geographically descriptive. 
ii. Holding: 

a. Receipt of registration invokes presumption of validity; burden is on challenger to prove the mark was ineligible. 
b. Where a logical connection can be made between the geographic description and the good, the term is geographically descriptive and not eligible for protection unless the mark holder can show secondary meaning. 

iii. Disposition: BPB’s mark was geographically descriptive
4. In re Calif. Innovations, Inc. (Fed. Cir. 2003) (p. 349)
i. Issue: CII appealed denial of its application for registration
ii. Holding:  To deny a geographic mark protection on grounds of geographic deceptiveness, the PTO must show that the mark is primarily geographically descriptive of a generally known place, the description misrepresents the place of origin, and the misrepresentation would materially affect the decision to buy.  
iii. Disposition: remand because the lower court applied the wrong test
f. Name Marks 

1. Basic rule: if a mark is primarily understood to be a person’s surname, it’s not registerable. § 2(e)(4). If the mark is primarily understood to be a well-known living individual, registration is forbidden without that person’s written consent. § 2(c). 

i. Note that § 2(c) doesn’t allow a person to control all the uses of his/her name, just unauthorized registration thereof. 
2. In re United Distillers, PLC (TTAB 2000) (p. 358)
i. Issue: UD appealed from denial of application to register “Hackler” for spirits; registration denied under § 2(e)(4).
ii. Holding: The burden is on the PTO to make a prima facie case that a mark is primarily a surname; factors to consider are: “if the surname is rare, whether anyone connected with the applicant has the term as a surname, whether the term has any other recognized meaning, and whether the term has the ‘look and feel’ of a surname.” 
iii. Disposition: term has other meanings, is rare as a surname, and isn’t perceived as a surname; refusal to register reversed
3. In re Sauer (TTAB 1993) (p. 361)
i. Issue: Sauer appealed from denial of registration of “Bo Ball” term and accompanying design; registration denied under § 2(c). 
ii. Holding: The burden is on PTO to show the mark is the same or similar to the person’s name/identity; that the mark would be recognized as such, that the person isn’t connected with the goods, and the public would make a connection between the person and the goods. 
iii. Disposition: logo evokes connection with Bo Jackson; registration denied. 
g. Incontestability 

1. Basic rule: if a mark is registered, in continuous use for five consecutive years after registration, and remains in use, the registrant can claim incontestability. 
2. Lanham Act § 15: If a registered mark isn’t subject to cancellation under § 14 (which includes cancellation for genericness and genericide) and doesn’t infringe on the rights of a mark owner acquired under state law, and is in use and has been for five consecutive years after registration, the mark is incontestable. 
3. Lanham Act § 33(b): The following are defenses to a claim of incontestability: registration was obtained fraudulently, mark was abandoned, mark is being used to misrepresent the source of goods, mark is being used to violate antitrust laws, mark is functional, the mark is a name, the infringing mark was registered and used first, or equitable principles (laches, estoppel, acquiescence) are applicable. 
4. Park ‘N Fly v. Dollar Park and Fly (US 1985) (p. 370)
i. Issue: PNF had incontestable mark; charged DPF with infringing; DPF countered that PNF’s mark was merely descriptive.
ii. Holding: 
a. Incontestable marks may be cancelled at any time under § 14(c) for genericness, but mere descriptiveness not a basis under §§ 15 or 33(b) for cancellation of incontestable mark. 
b. A holder of an incontestable mark may rely on incontestability to enjoin infringement; mere descriptiveness is not a basis for defending such infringement.

iii. Disposition: PNF could enjoin DPF’s infringement
III. Geographic Scope and Limits of Rights in a Mark
a. Geographic Limits on Common-Law Rights and Registration 
1. Basic rule: trademark rights at common law inure where a mark is used and known. A mark can be used in good faith by different owners in different markets, but a remote junior user can’t claim good faith if that user expects or intends a likelihood of confusion with the prior user. 
2. United Drug Co. v. Theodore Rectanus Co. (US 1981) (p. 381)
i. Issue: Starting in 1877, Regis used a mark in MA; sold rights to UDC in 1911; UDC used mark nationally. In 1883, TRC started using similar mark in KY. Issue was who had KY rights first. 
ii. Holding/Disposition: Trademark rights inure where the mark is used. TRC used mark in KY first, so TRC had rights. 
3. Dawn Donut Co. v. Hart’s Food Stores (2d Cir. 1959) (p. 387)
i. Issue: DDC sold cake mixes to bakers, who could use DDC’s registered mark to sell the baked goods; sold mixes w/in 60 miles of HFS, but those bakers didn’t use the mark to sell the baked goods. HFS used a similar mark in retail sales of baked goods. 
ii. Holding: 
a. Lanham Act gives nationwide protection to registered marks, no matter where the owner uses the mark. An owner of a registered mark doesn’t abandon rights because the mark isn’t used in one particular region; so long as the mark is used somewhere in the nation, the rights hold. 

iii. Disposition: DDC had right to mark, but no likelihood of confusion, so no injunction
b. National Territoriality of Rights 
1. Person’s Co. Ltd. v. Christman (Fed. Cir. 1990) (p. 400)
i. Issue: Christman saw clothing in Japan, returned to US, marked clothes in same style and with same mark; got registration. When PCL tried to expand into US, sued to cancel Christman’s registration. 

ii. Holding: Use of a mark in another country doesn’t establish a mark owner as a good faith senior user in US commerce. Bad faith on the junior user’s part may be found if the foreign mark were already famous in the US or the junior user’s use was nominal and made only to block the senior user’s expansion into the US. 

iii. Disposition: Christman’s use not bad faith and PCL’s use not senior, so no cancellation of registration
c. Extraterritorial Enforcement of US Trademark Rights 

1. Steele v. Bulova Watch Co. (US 1952) (p. 433)
i. Issue: In Mexico, Steele made watches stamped with BWC’s mark w/o BWC’s authorization and not to BWC’s standards; BWC’s mark registered in US. Could BWC’s mark rights be enforced in US?
ii. Holding: When infringing activity outside the US has a substantial effect in the US, the infringing activity was by a US citizen, and there was no valid claim of rights under foreign law, rights under Lanham Act can be enforced.
iii. Disposition: US had jurisdiction over dispute
2. Vanity Fair v. T. Eaton Co. (2d Cir. 1956) (p. 436)
i. Issue: VF’s mark registered in US, goods sold in US and Canada. TEC had registration for same mark in Canada, and sold its own goods under the mark, as well as VF’s products under its (same) mark. Began marketing and selling in US; VF sued. Issue was jurisdiction. 
ii. Holding: (Applying Bulova) Trademark law is based on the principle that each nation’s laws have only territorial application. 
iii. Disposition: infringing conduct not by a US citizen and did involve a mark valid in another country, so jurisdiction available only on diversity, and since was forum non conveniens for defendant, case dismissed.
Use of Another’s Mark
I. Rights and Infringement: Confusion
a. Evolution of the Confusion Standard 
1. In early unfair competition law, it was said there could be no infringement when the parties were not in actual competition (see Borden). This standard loosened with later case law, and with the passage of the Lanham Act; consumer confusion as to source became a more important factor than direct competition (see Fleischmann). Consumer confusion is critical in both § 32 and § 43(a) suits.
2. Borden Ice Cream v. Borden’s Condensed Milk (7th Cir. 1912) (p. 449)
i. Issue: Could BCM (who didn’t retail ice cream) prevent BIC from selling in retail market ice cream under the “Borden’s” mark?
ii. Holding: Trade names may come to be understood as indicating source, but this secondary meaning has no legal significance unless the two users deal in the same kinds of goods. 

iii. Disposition: The companies weren’t in competition with one another, so no unfair competition liability
3. Fleischmann Distilling v. Maier Brewing (9th Cir. 1963) (p. 452)
i. Issue: Could FD, importer of well-regarded B&W Scotch, enjoin MB from selling the cut-rate B&W beer?

ii. Holding: 

a. Lanham Act allows for infringement actions against those who appropriate a registrant’s mark even though the goods are different and thus the two producers are not in actual competition. 
b. To succeed on such a claim, it must be shown that there is a likelihood of confusion; i.e., are the uses related such that a consumer will connect the registrant with the new user’s product? When the new user adopted the mark deliberately to take advantage of the registrant’s popularity or good will, there is presumed likelihood of confusion because the new user adopted the mark hoping to profit from such confusion.

iii. Disposition: injunction granted
b. Unauthorized Use and Likelihood of Confusion
1. Basic rule: In bringing suit for infringement, plaintiff must establish first, use of a mark that’s the same or very similar to a protected mark and, second, a likelihood of confusion among or deception of the public. Plaintiff doesn’t need to show evidence of actual confusion for an injunction, but does need to show such in order to win damages.  
2. Lanham Act § 2(d): No mark shall be refused registration on account of its nature unless it consists of a mark which so resembles a registered mark or mark in use and not abandoned and use would make it likely to cause confusion, mistake, or deception. 
3. Lanham Act § 32: (Cause of action for trademark infringement) A registrant can bring suit against anyone who uses in commerce any copy, counterfeit, or colorable imitation of the registered mark when such use is likely to cause confusion, cause mistake, or deceive.

4. Lanham Act § 43(a)(1)(A): (Cause of action for false designation of origin, AKA unregistered trademark infringement or unfair competition) Any person believing she/he is likely to be harmed can bring suit against anyone who uses in commerce any false designation of origin or false/misleading description or representation of fact when such use is likely to cause confusion, cause mistake, or deceive.

i. Note: When registrants bring suit for infringement, it is common to plead violation of § 32 and violation of § 43(a) in the alternative.

5. Factors to consider in determining confusion: the details vary between circuits, but all involve: intent of the alleged infringer, evidence of actual confusion, and some combination of “market factors” (e.g., similarity of goods, similarity of advertising, care used in purchasing goods).  
i. See chart on next page for circuit details
ii. Anti-dissection rule: courts and PTO are adverse to dissecting a mark into its component parts in determining similarity of marks

	1st Cir. 
	2d Cir. "Polaroid factors"
	3d Cir. "Scott Paper factors"

	actual confusion
	actual confusion
	actual confusion

	classes of prospective purchasers
	similarity of marks
	similarity of marks

	intent/good faith of defendant in adopting mark
	intent/good faith of defendant in adopting mark
	evidence public would expect P to make D's good

	relationship of advertising and/or trade channels
	likelihood that plaintiff will bridge gap
	intent/good faith of defendant in adopting mark

	similarity of goods/designs
	competitive proximity/relatedness of goods
	relationship of advertising and/or trade channels

	similarity of marks
	quality of alleged infringer's product/service
	relationship perceived btwn the goods 

	strength of plaintiff's mark/trade dress
	sophistication of buyers/care used in purchase
	similarity of retail outlets/purchasers

	 
	strength of plaintiff's mark/trade dress
	sophistication of buyers/care used in purchase

	 
	 
	strength of plaintiff's mark/trade dress

	 
	 
	time defendant used mark w/o actual confusion

	4th Cir. "Pizzeria Uno factors"
	5th Cir. 
	6th Cir. "Frisch's factors"

	actual confusion
	actual confusion
	strength of plaintiff's mark/trade dress

	similarity of marks
	similarity of advertising /advertising channels
	similarity of goods/designs

	intent/good faith of defendant in adopting mark
	intent/good faith of defendant in adopting mark
	similarity of marks

	similarity of advertising /advertising channels
	similarity of goods/designs
	actual confusion

	similarity of facilities used in the businesses
	similarity of retail outlets/purchasers
	similarity of advertising /advertising channels

	similarity of goods/designs
	strength of plaintiff's mark/trade dress
	sophistication of buyers/care used in purchase

	strength of plaintiff's mark/trade dress
	 
	intent/good faith of defendant in adopting mark

	 
	 
	likelihood that either party will bridge gap


	7th Cir. 
	8th Cir. "SquirtCo factors"
	9th Cir. "Sleekcraft factors"

	actual confusion
	actual confusion
	actual confusion

	area/manner of concurrent use
	competitive proximity/relatedness of goods
	competitive proximity/relatedness of goods

	intent/good faith of defendant in adopting mark
	intent/good faith of defendant in adopting mark
	intent/good faith of defendant in adopting mark

	similarity of goods/designs
	similarity of advertising /advertising channels
	likelihood that either party will bridge gap

	similarity of marks
	similarity of goods/designs
	similarity of advertising /advertising channels

	sophistication of buyers/care used in purchase
	similarity of marks
	sophistication of buyers/care used in purchase

	 
	strength of plaintiff's mark/trade dress
	strength of plaintiff's mark/trade dress


	
	
	

	10th Cir. 
	11th Cir.
	Fed. Cir. "Dupont factors"

	actual confusion
	actual confusion
	actual confusion

	intent/good faith of defendant in adopting mark
	intent/good faith of defendant in adopting mark
	extent of potential confusion

	similarity of advertising /advertising channels
	similarity of advertising /advertising channels
	extent to which plaintiff has right to exclude others from use of its mark on its goods

	similarity of goods/designs
	similarity of goods/designs
	market interface btwn parties

	similarity of marks
	similarity of marks
	number/nature of similar marks on similar goods

	sophistication of buyers/care used in purchase
	similarity of retail outlets/purchasers
	similarity of goods/designs

	strength of plaintiff's mark/trade dress
	type of mark
	similarity of marks

	 
	 
	similarity of retail outlets/purchasers

	 
	 
	sophistication of buyers/care used in purchase

	 
	 
	strength of plaintiff's mark/trade dress

	 
	 
	time defendant used mark w/o actual confusion

	 
	 
	variety of goods on which a mark is/isn't used


6. Holiday Inns, Inc. v. 800 Reservations, Inc. (6th Cir. 1996) (p. 460)
i. Issue: Could HII prevent 800 from using the number 800-405-4329 (which is H[zero]LIDAY) for its travel reservation business?
ii. Holding: A use of a protected mark or a misleading representation is a prerequisite to a finding of liability under the Lanham Act. 
iii. Disposition: 800 didn’t use HII’s mark nor create consumer confusion, so it could keep using the number
7. Virgin Enterprises v. Nawab (2d Cir. 2003) (p. 472)
i. Issue: Could VE (of Virgin Megastore fame) enjoin Nawab from using the term “Virgin” when marketing wireless phone services?
ii. Holding: (applying Polaroid factors) Six of the factors relate directly to likelihood of confusion and the other two (intent/good faith and quality of defendant’s goods) are more pertinent to other issues, like remedy or harm to plaintiff’s reputation. 
iii. Disposition: Of the six, five favor plaintiff and the other is neutral; VE granted injunction
8. McDonald’s v. Druck and Gerner, DDS (NDNY 1993) (p. 478)
i. Issue: Could McDonald’s enjoin DG from doing business as “McDental”?
ii. Holding: (applying Polaroid factors) The holder of a family of marks must show, in an infringement action, that the use of a similar mark would be confused with plaintiff’s family of marks such that typical consumers would believe some association between plaintiff and defendant. 
iii. Disposition: factors support plaintiff; McDonald’s granted injunction
9. Goto.com, Inc. v. Walt Disney Co. (9th Cir. 2000) (p. 506)
i. Issue: Could GCI enjoin Disney from using a logo similar to GCI’s on its Go Network portal? 
ii. Holding: Three of the Sleekcraft factors are particularly relevant in the context of the Web: similarity of the marks, relatedness of the goods/services, and simultaneous use of the Web as a marketing channel (AKA the similarity of ads/ad channels).  
iii. Disposition: The three factors favored plaintiff; injunction granted
10. Boston Pro Hockey Ass’n v. Dallas Cap & Emblem Mfg. (5th Cir. 1975) (p. 512)
i. Issue: Could BPHA, who gave exclusive license to Lion Bros. to put team emblems on clothes, prevent DCEM from selling team emblems? 
ii. Holding: Plaintiff has to show it had a valid mark which defendant duplicated without plaintiff’s consent, that defendant used mark in interstate commerce, that the mark was used in connection with the sale of goods, and the use was likely to cause confusion, mistake, or deception. 
iii. Disposition: all factors favored BPHA; injunction granted

iv. Note: case widely criticized and 5th Circuit has since emphasized the decision rested on the knowledge of the buying public – they knew the logos originated with the NHL, but didn’t necessarily know the emblems weren’t coming from the NHL – but that holding didn’t lay down a principle that the certain knowledge of consumers leads to an inescapable inference of confusion. 
c. Confusion Away from the Point of Sale 
1. Basic rule: A use of a mark that lures consumers away from the original owner of the mark (i.e., bait and switch) or convinces later viewers of the infringing mark that it is a good from the original source are actionable as either initial interest confusion or post-sale confusion. 
2. Brookfield Communications v. West Coast Ent. (9th Cir. 1999) (p. 521)
i. Issue: Could BC enjoin WC from using “moviebuff,” a mark of BC’s, as a metatag in its website?
ii. Holding: (applying Skeekcraft) Initial interest confusion is actionable under the Lanham Act, even if no source confusion results
iii. Disposition: use of the metatag would result in initial interest confusion, so BC could enjoin. 
3. Playboy Enterprises v. Netscape (9th Cir. 2004) (p. 524)
i. Issue: Could PE enjoin Netscape’s use of “keying,” i.e., displaying ads keyed to person’s search terms, when the practice brought up ads other than PE’s when a searcher typed in “playboy” or “playmate”?
ii. Holding/Disposition: Netscape did nothing to alleviate confusion and profited by it; other factors favored PE, so summary judgment for Netscape reversed
4. Ferrari v. Roberts (6th Cir. 1991) (p. 535)
i. Issue: Could Ferrari enjoin Roberts from selling conversion kits that consumers could use to make their cars look like Ferraris?
ii. Holding: (applying Frisch factors)  A likelihood of confusion does not arise solely at the point of purchase; once a product is in commerce, there is no bar to confusion, mistake, or deception occurring at some future point. 

iii. Disposition: Four factors favored plaintiff, two defendant, and two had no evidence either way; therefore, finding for plaintiff
5. Lamparello v. Falwell (4th Cir. 2005) (supp. p. 146)
i. Issue: Could Rev. Falwell enjoin Lamparello from using the site falwell.com to criticize Falwell?
ii. Holding: Fourth Circuit has not adopted the initial interest doctrine; it requires courts to analyze whether likelihood of confusion exists by examination of the allegedly infringing use in the context in which the use is seen by the ordinary consumer.  
iii. Disposition: No likelihood of confusion under the multifactor test
II. Rights and Infringement: Non-Confusion-Based Liability
a. Dilution
1. Basic rule (Lanham Act § 43(c)): An owner of a famous (i.e., widely recognized by the general public) mark can get an injunction to stop another’s use in commerce of the same or similar mark when the use actually blurs or dilutes the famous mark. 
i. Blurring: association arising between the similarity between a famous mark and another mark that impairs the distinctiveness of the famous mark. 

ii. Tarnishment: association arising between the similarity between a famous mark and another mark that impairs the reputation of the famous mark. 
2. Ringling Bros v. Utah Div. of Travel (4th Cir. 1999) (p. 566)
i. Issue: Was “Greatest Show on Earth” logo diluted by Utah’s use of “Greatest Snow on Earth”?

ii. Holding: Dilution involves some form of harm to the protected mark’s selling power. 
iii. Disposition: no dilution
3. Moseley v. V Secret Catalogue (US 2003) (p. 571)
i. Issue: Was Victoria’s Secret’s mark diluted by the use of “Victor’s Secret” for an adult-oriented store?
ii. Holding: 

a. Dilution corrodes a trademark by blurring its product identification or by tarnishing it by damaging its positive associations. § 43(c) requires actual dilution, not likelihood thereof. 
b. Where marks aren’t identical, that consumers might associate a junior user’s mark with the famous mark isn’t enough to establish dilution because it doesn’t necessarily reduce the capacity of the famous mark to identify its good. 

iii. Disposition: no dilution
4. Star Markets v. Texaco (D. HI 1996) (p. 582)
i. Issue: Did Texaco’s “Star Mart” dilute Star Market’s mark?
ii. Holding: A mark must be famous to merit protection under § 43. Detemrining if a mark is famous involves analysis of degree of distinctiveness of plaintiff’s mark, duration and extent of plaintiff’s use and advertising of the mark, geographic extent of the use/advertising of the mark, recognition of the mark within channels of trade, extent of use of similar marks by others, and federal registration. 
iii. Disposition: mark wasn’t famous, so no dilution
5. Toys ‘R Us v. Akkoui (ND Cal 1996) (p. 592)
i. Issue: Did “Adults’R Us” dilute TRU’s mark?
ii. Holding: Congress authorized courts to enjoin dilution where subsequent use of a famous mark blurred or tarnished the meaning established by the mark owner
iii. Disposition: use tarnished; injunction granted 

6. Toys ‘R Us v. Feinberg (SDNY 1998) (p. 593)
i. Issue: Did “Guns Are Us” dilute TRU’s mark?
ii. Holding: “Dilution by tarnishment occurs where a famous mark is improperly associated with an inferior or offensive product or service.” 
iii. Disposition: defendant’s site not associated with TRU, so no dilution
7. Nabisco v. PF Brands (2d Cir. 1999) (p. 596)
i. Issue: Did Nabisco’s development of orange crackers in conjunction with a cartoon show, where one of the cracker shapes was a fish, dilute PF’s goldfish cracker mark? 
ii. Holding/disposition: Lower court considered six factors: similarity of marks, similarity of products, sophistication of consumers, predatory intent, famousness of senior mark, and famousness of junior mark. Analysis was incomplete; should’ve included factors such as actual confusion, likelihood of confusion, shared consumers and geography, actual harm, duration of junior use.
8. Ty Inc. v. Perryman (7th Cir. 2002) (p. 602)
i. Issue: Did Perryman’s site bargainbeanies.com infringe on Ty’s Beanie Babies mark?
ii. Holding: A trademark that describes a basic element of the product isn’t protected unless the owner can establish that the public accepts the descriptive word as the brand. 
iii. Disposition: Perryman could use “beanies” to refer to Ty’s products, but not to other producer’s stuffed animals.
9. Deere & Co. v. MTD Prods. (2d Cir. 1994) (p. 606)
i. Issue: Was MTD’s use of an altered Deere logo dilution or permissible comparison?
ii. Holding: To prevail on a dilution claim, plaintiff must show it owns a distinctive mark, that there is a likelihood of dilution, and (in some cases, including this one) defendant had predatory intent. Likelihood of dilution means blurring or tarnishment, and under NY law, can also encompass a diluting effect caused by being made fun of. 
iii. Disposition: alteration of the mark was impermissible
b. Cybersquatting  

1. Basic rule: cybersquatting can be infringement (see Panavision) or a cause of action in itself. If a cause of action in itself, Lanham Act § 43(d) applies: A mark owner can sue for damages if a person registers a mark (or term confusingly similar to a famous mark) as a domain name in bad faith.

2. Cybersquatting and other domain name disputes are dealt with through ICANN’s mandatory alternative dispute resolution proceedings, governed by the Uniform Domain Name Dispute Resolution Policy. The mandatory proceeding doesn’t prevent parties from bringing suit before or concurrent with the administrative proceeding. For details on the policy, see p. 663-66 in the textbook.

3. Panavision Internat’l v. Toeppen (9th Cir. 1998) (p. 623)
i. Issue: Was Toeppen’s registering “panavision.com” and “panaflex.com” infringement by dilution?
ii. Holding: Cybersquatting dilutes a mark by diminishing the capacity of the mark owner to identify and distinguish its goods/services on the internet. 
iii. Disposition: The use was in commerce (because he offered to sell the domain names) and the use caused dilution; injunction granted
4. Sporty’s Farm v. Sportsman’s Market (2d Cir. 2000) (p. 628)
i. Issue: Was SF’s registering of “sportys.com” cybersquatting on SM’s “sporty’s” mark?
ii. Holding: Person is cybersquatting if the mark at issue is distinctive, if the domain name is confusingly similar to the mark, and if the person registers the domain name in bad faith. 
iii. Disposition: factors favored plaintiff; injunction granted, but no damages
5. PETA v. Doughney (4th Cir. 2001) (p. 635)
i. Issue: was Doughney’s “peta.org” (“People for the Eating of Tasty Animals”) site infringement and/or cybersquatting?
ii. Holding: 

a. To be infringement, the use must be in commerce, i.e., in connection with a sale of goods.
b. An act isn’t cybersquatting if the party acted in good faith and believed and had reasonable grounds to believe that the domain name use was fair or otherwise lawful.

iii. Disposition: use was in commerce b/c linked to commercial sites, and use was cybersquatting because he had no good faith reason to believe he had rights to the name. Injunction granted; no damages
6. Lamparello v. Falwell (4th Cir. 2005) (supp. p. 172)
i. Issue: Was Lamparello’s falwell.com cybersquatting?

ii. Holding/disposition: defendant had no bad faith intent, created no risk of confusion, and didn’t engage in commercial activity on the site, so wasn’t cybersquatting
II. Permissible Uses of Another’s Mark
a. Fair Use  

1. Basic rule: Three types of potentially dilutive uses of another’s mark are nonetheless not infringement: comparative advertising, news reporting and commentary, and noncommercial use (e.g., parody). 

2. Lanham Act § 33(b)(4): (Statutory fair use) it’s a defense to infringement if the good faith use was the defendant’s individual name or the name of someone she/he is in privity with, or the term was used in good faith descriptively to describe defendant’s goods or their origin. 

i. Nominative fair use: where defendant uses plaintiff’s mark to describe plaintiff’s product, even if defendant’s ultimate goal is to describe his/her own (e.g., “Compare X to Y; you’ll find X is better!”)

ii. Classic (AKA statutory) fair use: where defendant uses plaintiff’s mark to describe only defendant’s product, i.e., the mark is used without reference to the secondary meaning.  
3. Restatement (Third) of Unfair Competition § 28: In an infringement action, the defendant can claim the term was descriptive or geographically descriptive of defendant’s goods, or is the personal name of defendant or someone she/he is in privity with, and the defendant used the term in good faith to describe the defendant’s goods/services. 
4. R.G. Smith v. Chanel, Inc. (9th Cir. 1968) (p. 696)
i. Issue: Could Smith market a fragrance by explicitly comparing it to Chanel in advertisements?
ii. Holding: Competitors have the right to reproduce non-patented products as closely as they can, tell the public what they’re doing, and advertise the product as comparable to the original. To prohibit comparative advertising would extend a monopoly of mark to a monopoly of product.
iii. Disposition: no infringement
5. KP Permanent Make-up v. Lasting Impression (US 2004) (supp. p. 181)
i. Issue: LI had incontestable registered mark “Micro Colors;” KP used the word “microcolor” in its ads. KP sought declaratory judgment of no infringement; LI countersued for infringement. Issue on appeal was, does the party who raises a statutory fair use defense have a burden to negate any likelihood of confusion? 

ii. Holding: Plaintiff carries the burden of proving likelihood of confusion as part of its prima facie case, and the fair-use defendant has no independent burden of showing confusion is unlikely. Some possibility of confusion is compatible with fair use. 

iii. Disposition: remand because lower court had required defendant to carry a burden
6. New Kids on the Block v. News America Publishing (9th Cir. 1992) (Supp. III)
i. Issue: Could NKOTB prevent newspapers (USA Today and The Star) from using its name in a public opinion poll?
ii. Holding: 

a. The fair use defense forbids a trademark owner from having such exclusive rights to a term that he/she prevents others from accurately describing a characteristic of the goods. For example, it’s not an infringement of VW’s mark for a repair shop to advertise that it repairs VWs, or of the Boston Marathon’s mark for a TV station to advertise that it will air the marathon. 
b. Where a commercial user defendant uses plaintiff’s mark to refer to plaintiff’s goods (as here), the defendant is entitled to a nominative fair use defense if the following elements are met: the product is one not readily identifiable without use of the mark, only so much of the mark is used as reasonably necessary to identify the product, and the user that does nothing that suggests sponsorship by the mark owner. 

iii. Disposition: elements were met; no infringement
7. Anheuser-Busch v. Balducci (8th Cir. 1994) (p. 735)
i. Issue: Was Balducci’s “Drink it Oily” ad, which ostensibly criticized environmental conditions of Busch’s water supply and which used Busch marks, trademark infringement?

ii. Holding: 

a. In an infringement case in which defendant argues free speech parody, the court first analyzes if there is likelihood of confusion, and secondly if the speech was protected parody. 

b. The First Amendment does not provide an absolute right to use another’s trademark in a parody. The court must weigh the public interest in free expression against the public interest in avoiding consumer confusion. 

iii. Disposition: (applying SquirtCo factors) likelihood of confusion existed, the defendant didn’t try to alleviate the confusion, and the balance of interests weighed in favor of avoiding confusion. 
8. Mattel v. MCA Records (9th Cir. 2002) (p. 742)
i. Issue: Did MCA’s “Barbie Girl” song infringe Mattel’s “Barbie” mark?

ii. Holding:

a. Trademark rights don’t entitle a mark owner to “quash an unauthorized use of the mark by another who is communicating ideas or expressing points of view.” 

b. Where “an artistic work targets the original [work (or mark, here)] and does not merely borrow another’s property to get attention, First Amendment interests weigh more heavily in the balance.”

c. “[L]iterary titles do not violate the Lanham Act unless the title has no artistic relevance to the underlying work . . . or . . . unless the title explicitly misleads as to the source or the content of the work.” 

d. “If speech does more than propose a commercial transaction, then it is entitled to full First Amendment protection.” 

iii. Disposition: the song was dilutive but was noncommercial 
b. Exhaustion of Rights/First-Sale Doctrine 
1. Basic Rule: upon the first authorized sale of a physical item bearing a mark, some or all of the owner’s exclusionary rights are exhausted as applied to that item. 
2. Concept is important in the matter of resale, i.e., when a party legitimately buys trademarked goods and wishes to resell either those original goods or the goods as repackaged/altered, but still bearing the original mark. 

3. There are two clarifying doctrines to the first sale rule:

i. Repackaging notice: defendant must be clear it has altered and/or repackaged the goods bearing the original mark

ii. Quality control: if the repackaged goods aren’t up to the mark owner’s quality control standards, the repackaging may be actionable as infringement by tarnishment

iii. Note also that some states restrict or prohibit such resale. 

4. Leading case is Prestonettes v. Coty, (US 1024) (notes p. 714), in which Prestonettes had purchased Coty face powder, altered it, and resold it, specifying on the product and in marketing that it wasn’t affiliated with Coty, that it had altered the product, and explaining how. Court found that there was no infringement; Prestonettes had right to alter the product and use the mark in a way that didn’t deceive the public. 

5. Champion Spark Plug Co. v. Sanders (US 1947) (p. 720)
i. Issue: Could CSP prevent Sanders from reselling refurbished CSP-brand spark plugs?
ii. Holding/disposition: So long as the refurbished item is clearly marked as repaired or reconditioned rather than new, resale using the mark is permissible. 
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