KEVLIN, Trademark Regulation, Fall 1995

I. The Concept of ™

A. §45- Definitions:

1. Trademark: any word, name, symbol, or device, or any combination thereof-- 

a) (1) used by a person, or 

(2) which a person has a bona fide intention to use in commerce & applies to register on the principal register established by this Act, 

b) to identify and distinguish his goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown.

2. Trade Name- any name used by a person to identify his business or vocation

protects commercial identity based on use or intent to use- protection can be indefinite

B. Growth of ™

1. fraud/deceit

2. public confusion

3. likelih/confusion

C. Functions of ™

1. id the source of a product- Hanover Star
2. quality assurance/protects goodwill- Mishawaka
3. advertising function- Mishawaka
4. reputational protection

a) Yale Electric- even if goods ≠ directly competitive, reputational interest

b) Stork Restaurant (p.45)

(1) main concern of the ct: ∆ = free-riding, “reaping where they haven’t sown”- unjust enrich

(2) tension: broad ™ protections v. allowing competitors to use certain words

D. Probs w/™ Protect

monopolizing the language

1. restraint of trade/barrier to entry

2. creation of goodwill in ™ = advertising = expense to consumer (but also qual control, accountability)

E. Value of ™ to Owner

1. protects from diversion of sales

2. damage to reputation

3. possib for ™ owner to expand into related fields

4. can license for merchandising purposes if maintains qual control

F. Value of ™ to Public

1. freedom from confusion

2. efficiency function- provides information

3. Stahly- interest of the public in not being deceived (razors)

v. Dunhill- water damage to tobacco (ct said K = valid)

a) pub interest factor = more import when danger to the public involved

b) also- the price of the tobacco = below market, = an indication to the public

c) in Dunbar- ™ owner ≠ try & protect its reputation- knew the defects

G. Scope

likelih/confusion

1. expansion to closely related goods- Yale
2. dilution/tarnishment- widdling away ™’s distinctiveness, regardless of whether there’s confusion

a) e.g.: “McClaim”; animating John Deere logo

b) ™ trial & appeal board can’t make findings based on state claim of dilution- can use likelihood of confusion

c) cts are hostile to dilution- vague

d) state doctrine in some states

II. Subject Matter of ™ Protection

A. Word Marks & Slogans

1. When courts evaluate strength of mark-

a) marketplace strength

conceptual strength- Abercrombie categories

2. Abercrombie (p.63)

a) Arbitrary (real word w/no link to product) (Apple Computer), Fanciful (made up word) (Exxon, Kodak)

b) Suggestive- some link to product- “imagination” test- ≠ directly = to the product (Roach Motel, Playboy, Habitat for home store)

(1) determining descript v. suggestive- look in relation to the partic product, remember underlying policies

c) Descriptive Terms- describes a characteristic of the product- laudatory terms, geographic terms, surnames

(1) determining descriptiveness

dictionary def (Reynolds- Brown-in-bag had no dictionary def)

(a) if 3d pty = using term to describe mark, indicates need (Zatarain’s- Fish-Fri)

(b) imagination test

(c) posture of case may effect finding

(i) registration case- ex parte proceeding- no advertising (Reynolds)

(ii) infringement case- 3d pties showing the ct other uses of the term in the market (Fish Fri)

Secondary Meaning/distinctiveness- required to protect descriptive terms

(d) descriptive terms ≠ initially protectable

(i) spelling will normally ≠ get you out of the descriptiveness finding

(ii) double meanings

(a) arg: ≠ merely descriptive, but also suggestive

(b) “bumper cars” game w/gangsters where you bump people off

(iii) be careful about using your own alleged ™ in a descriptive way (Synergistics- dart balls)

(e) when term comes to indicate a particular producer as source of product, can be protected

(i) 2dary meaning indicates heightened interest of ™ owner & public

(ii) Proving 2dary meaning

surveys- (be careful- is survey self-selecting in who takes the survey, are ?s leading)

(a) §2(f)- proof of substantially exclusive and continuous use of a mark in commerce = prima facie evid of distinctiveness

(2) even if descript term is protected, competitors have “fair use” rights- can use term descriptively > for ™ use

(a) this = the price you pay for picking a descriptive term as your mark

(b) & added danger- it’s easy for the term to become generic

(3) anyone can raise a defense of descriptiveness for 1st 5 yrs- file cancellation

d) Generic Terms- genus of which the product = the species (camera); the primary sign of the ™ = the product name

(1) NEVER protected no matter how much you advertise, regardless of 2dary meaning

(2) Rationale

(a) needs of competitors (≈ for descriptive)

Types of generic terms

(b) Born generic- words = generic when selected

(i) virtually imposs to rescue words from being generic, 2dary meaning ≠ recognized

Lite Beer- Miller- they now have the ® for the stylized writing, disclaiming the word lite (phonetic ≈ of word treated just like the word itself)

(c) Once ™’d, became generic through the success of the mark- public no longer recognizes the terms as a brand name

(i) Thermos, Aspirin (Bayer)

(a) Bayer- buyer’s understanding test

(b) AVAIL OF SYNONYMS ≠ STRONG ARG

(ii) ™ owner can try & protect mark by:

policing

(i) point out misuses to newspapers

(b) use mark w/adjective & a generic term

(c) use ™ term correctly (≠ as a verb)

(d) use special font

(e) use ™ symbol

(f) educate public- Xerox

(i) ultimately, it’s up to the public if a term becomes generic

® as > 1 product, more likely to maintain brand name status (Oreo pie crust, ice cream)

(iii) is possible to rescue a mark- Singer- (but Singer ≠ born generic)

(3) Tests

(a) genus/species- Abercrombie
(i) prob = in defining product category- cereal v. type of cereal/shredded wheat Kellogg (p.52)

D.C. Comics- category = dolls > superman dolls

(a) your definition of the category can answer the ?

(b) mainstream test: primary significance of term to relevant public is to the producer > the product

(i) prob: measuring this

(a) surveys, how is product marketed/displayed, look in dictionary

(b) swiss army knife- 2d Cir- term nn = made in Switz & package said made in China

Thermos case- survey ≠ disting if person thought Thermos = brand v. product name

(c) ?able survey techniques- Anti-Monop
(d) ™ can have a dual function of id’ing the product & the source- may be hard to differentiate this

way around this prob- Anti-Monopoly case- define by example

(c) purchaser motivation survey- whether consumer knows the source- Anti-Monopoly, BUT disproved by Congress

(i) knowing the source ≠ a reqm’t of ™

(ii) Congress stating what the law always was & where the 9th Cir went wrong in Anti-M
even if term = generic, association may be protected

(d) aspirin ≠ generic to the trade (Bayer)

(e) thermos = generic, but competitor needed to use lowercase letters, logo form = protected

(f) Blinded Veterans- (π ≠ prove intention, just likelih of confusion)- ∆ can’t “pass off”- must disting itself from π’s original- a disclaimer = a possibility here

(i) disclaimers may not help, may just confuse the public

(4) composite mark w/a generic term- ® whole term & disclaim exclusive rs to the generic term

phone # cases- 1-800-mattres (enjoined fr use in NY); 1-800-injury1/9 (no injunctive relief)

(a) for a product, ™ must be used on the goods

(i) & in mattress case, evid of actual confusion

(b) for a service, only way to use ™ = in advertising

B. Trade Dress & Designs

1. Protectability and Preemption

a) Unfair Competition

Sears (pole lamp)/Compco (lighting fixtures)- state unfair competition statute pre-empted bec of interference w/fed patent statutes

(1) doctrine undermined to some extent by §43(a)- codifies unfair competition in federal statute, allows ® of overall config

(a) Mogen David (p.150)- allows ® of wine bottle/container design under §43(a) (fed § can’t pre-empt another fed §)

but Sears ≠ dead- state can’t prevent ∆ fr making lamp in that shape, can req ∆ to avoid confusion through disclaimer, labeling
Bonito Boats- in dicta, suggests some element to the state law- if offers protection beyond what’s avail under unfair competit or trade secret- would allow state law to survive (p.10 supp) if there’s
(a) consumer confusion
(b) breach of trust
(c) breach of secrecy
(d) FOR CASES THAT ≠ JUST ABOUT COPYING (that’s protected w/the fed §)
b) Dilution
Escada- state dilution count pre-empted- bottle shape = potent patent subj matter (no extra protection to state count, just @ copying)

(a) but- pending bill before Congress about dilution- would have ≈ effect as §43(a)

(b) dilution = altern arg if likelih/confusion fails

(2) TEST for dilution

(a) blurring of ™’s distinctiveness

weakening of associational image (Deere)

(b) tarnishment/creating negative associations

c) Protecting Trade Dress- overall imaging, graphic, size, color, configuration, show:

(1) inherently distinctive or became distinctive through 2dary meaning

(a) achieving distinctiveness

(i) how long has it been in use

(ii) advertising shape

(iii) market share/sales

what do competitor’s products look like

(2) not functional (finding functionality = no protection) (™ office always asserts a functionality objection to design ® & you have to overcome it)

de jure- functional as a matter of law (≈ generic terms)- the degree of utility reqs that competitors be able to copy it

(a) de facto- accommodated to serve a function, but NN for others to compete (coke bottle- serves a funct, but shape ≠ needed by competitors)

(i) if competitors using diff shapes, shows this shape ≠ req’d to compete

(ii) what was taken into acct in design

manufacturing breakthrough?

(a) if this = less expensive, may be hard to protect

(b) other similar products by same person- helps (desk caddy, kitchen caddy)

2. Mechanical Functionality- does it make product work better/cheaper

a) mechanical functionality = judge made law, ≠ in Lanham Act

b) if useful funct ≠ protected by patent, competitors should be able to use, ≈ generic words

(1) placement of burden - π must show ≠ funct v. affirm defense by ∆- can effect outcomes of cases

(a) ™ office always asserts a functionality objection to design ® & you have to overcome it

c) TEST: Morton-Norwich (ct here- ≠ funct- remand on distinctiveness ?)

(1) ?: competitive need- is this one of only a few possibilities, consider:

(a) is shape something competitors need to compete effectively

utility patent?- was it applied for, what is covered by the patent (here- the spray top> the overall bottle)

(b) advertising done- if you’re saying a feature = useful, this could hurt you

(c) cost/ease of manufact

(d) existence of alternatives (many = better for protection)- do competitors need to copy in order to compete?

d) Merchant & Evans (p.16supp)- Zip-Rib = functional

(1) factors ct considers in decision of whether or not to issue PRELIM INJUNCT

(a) likelihood of success on the merits/likelih/confusion

irreparable harm- usu. found in trade dress cases bec. $ will not compensate

(b) balance of harms to parties

(c) public interest

e) Abbott Labs- Pedialyte medicine

(1) appeal, this ≠ functional- looking for evid of material adverse impact on abil to compete

(a) cost

(b) consumer pref

no evid retailers wouldn’t stock another shape

(c) no evid of consumer pre for a square shape

(2) labels/non-funct element also considered

3. Aesthetic Functionality- will purchasers require competitors to have it

a) Keene Corp (p.179)- lighting fixture = aesthetically functional- architectural compatibility

req’d a disclaimer

(a) but “not Keene” could actually hurt π if customers read over the “not”

(2) # of avail altern designs (12-15) = limited- allowing π to monop 1 design = compet disadv for ∆

(3) rejects Pagliero- unpop case- hotel china pattern found to be functional (copying ≠ enjoined)- important ingredient in consumers decision test

(a) prob w/case: disincentive to create pleasing designs, ≠ look at alterns 

W.T. Rogers- shape of ends of stacking tray- increased attractiveness NN = AF- others must be FORECLOSED FROM COMPETITION w/o design

(4) look at avail alternatives

(5) what else is competing in the market (flying lady- rolls royce- tons of hood ornaments, Time Inc.- lots of ways to design a mag cover so People mag cover ≠ functional)

b) Wallace- baroque design

(1) appeals ct- ≠ mechan funct, but necess for ∆ to be able to make pattern to compete

(a) if π showed 2dary meaning in precise design & ∆ copied- diff result

(b) appeal- ≠ find functionality bec that would = no protect for π

c) Restatement e.g.s.:  unlim altern china patterns, ≠ AF; gold rim on plate, heart shaped box for candy- AF (supp.p.27)

d) Warner Bros- ∆ arg- you need these features for a Dukes car

(1) ct: but product category = toy cars; defining product category too narrowly would gut ™ (≈ p.196- D.C. Comics- category = dolls > superman dolls)

Job’s Daughters- using frat insignia = ok if ≠ confusion that product = made/licensed by frat; this arg = rejected by Warner ct

e) merchandising generally: should TV producer have a monop?- price v. someone’s ™ at stake

f) Color

(1) historically, ≠ protectable

Owens-Corning- allowed ® of pink for insulation (p.35 supp) (more expensive process, lots of advertising & usu. ≠ seen anyway)

(a) if pink became necess/unable to compete w/o pink- functionality could kick in & competitors would be allowed to use

(b) inherent distinctiveness ≠ enough- need 2dary meaning

(2) Qualitex- Sct said color = protectable- but still = hard to ® a color- must show 2dary meaning

(a) e.g. Ryder yellow- probably ok if word mark ≠ close & ≠ use red stripe (differentiation arg)

Brunswick- AF of black motors- made motor appear smaller (could arg that owners want motors to look bigger), matched more boats (persuasive)

(b) mechanical utility ≠ only consideration in ™ ®

C. Other Identifying Indicia

1. Bells/radio broadcast id- In re GE Broadcasting (p.198)- bells ≠ ®’d; ≠ on the dot for time, many people ≠ recognize this as time indicator

a) need to prove distinctiveness to ®

2. Scent- In re Clarke- scented embroidery yarn- ct ®s scent; ≠ consider possib funct uses that ≠ intended (air freshener)

III. Acquisition and Retention of ™ Rights

Distinctions

1. registerability- TTAB, Cir. cts/appeal; infring cases- fed district ct/cir ct

2. establishing your ™ rs v. defeating someone else’s

3. only ct can issue an injunct, ™ board can stop ®, but can’t stop someone fr using a mark

B. Adoption and First Use

apply law in effect at time of filing

1. pre- ™ Law Revision Act (1989 TLRA)- token use = sufficient to support ™ application if followed by commercial use

a) Ft Howard Paper- ® case- token use enough to get ® if followed by commercial use

use in commerce = low stand

(1) restaurant serving some interst travelers = enough- Larry Harmon- anything effecting interst commerce

(2) must be lawful use- comply w/FDA standards

b) Blue Bell v. Farah- token use ≠ enough to stop infring- need public commercial use > internal use

D.C.- shipments to sales managers as gf attempt to bring goods to market = public commercial use (F)

(1) appeal- no public commercial use until goods reach public (F)

c) just because it’s ≠ the final product ≠ prevent finding of token use (Procter & Gamble- p.243)

2. post- TLRA- token use ≠ available; switch to intent to use

a) ITU already avail in foreign countries, so foreign applicants had advantage > domestic

b) improved certainty of business planning

c) stop clogging the register w/unused marks

1988 amend- intent to use replaces token use- only helps retroactively if you get actual ® rights down the road (Zurco)

d) REQUIRES: §1(b)

(1) bona fide intention to use mark in commerce

(a) bona fide = fair, objective, firm intent based on all circumstances

Commodore- must have documentation supporting ITU- burden on applicant to show bona fide intent

(b) signals that ITU ≠ bona fide

(i) numerous applic for same product

(a) BUT- ITU can be conting on market testing (e.g.- 5 possib marks, espec if you abandon the others when you decide)

(ii) for more products than contemplated

(iii) excessive filings for marks ≠ used

application lacks specificity

(a) problem: you can only narrow use after ® >broaden; tension here

(2) circumstances showing good faith

(3) use in commerce (under §45):

(a) bona fide use

(b) in ordinary course of trade

(c) not merely to reserve a right in the mark

for goods- §45- when ™ is placed on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, or if the nature of the goods makes this placement impracticable, then on documents associated w/the goods or their sale, AND goods sold or transported in commerce

(4) advertising = irrelevant for determining use of ™ for goods

e) for services- §45- when ™ used or displayed in the sale or advertising of services & services rendered in commerce

f) filing process

(1) application

Office Action or Approved for Publication

(2) publication in Official Gazette (30 days)

(3) opposed or Notice of allowance

(4) 6 mo to make bona fide use in ordin/course of trade

(a) can be extended up to 36 mo.

(b) look for suspicious use near end of time per- need bona fide use > use merely to reserve a mark

(c) if someone else establishes 2dary meaning & you just have ITU- that’s the end of your ITU (unless you can show 2dary meaning, then ITU = valid)

(5) statement of use w/specimens

(6) specimens examined by PTO

(7) either office action or ® issues

filing date becomes constructive use date- §7(c)

(i) encourages early filing

(ii) defeats cl rights in opposition

(iii) cannot have concurrent ITU rs- nat’l ® in one pty

g) ITU ≠ assignable unless you’re a successor to an ONGOING business

h) Zirco- AT&T opposed Z’s applic; Z had filed ITU- couldn’t bring suit v. AT&T until ® issued- ≠ have construct use as of day of filing until actually used in commerce

3. Use analogous to ™ use

DEF: use in ordin/course of trade in bona fide way w/o the technical use- affixing mark to goods & shipping in interstate commerce or advert for a future service (Shalom- p.61)

(1) no basis for regular ®

(2) public must assoc term w/your good & services

b) to substantiate priority- MD Stadium- “Camden Yards” name being out there = enough to estab priority, (p.58supp)

(1) TEST:

(a) advertising/promotion w/in a commercially reasonable time prior to actual rendition of service

(b) creates public associations of goods/services and the mark w/the user

c) applies both to ® & infring

(1) Shalom Children’s Wear (p.60supp)- In-Wear taking orders for “Body Gear” 11/89 = enough to defeat Shalom’s 12/89 ITU priority

(a) arg: merely descript w/o 2dary meaning = good arg here

C. Geographic Scope; Concurrent Use

1. common law- Rectanus (p.228)- jr user adopts mark in gf remote area, jr user gets that area

2. w/®- constructive notice removes the gf defense

a) §33(b)(5)- codification of jr user gf defense (Rectanus): 

(1) if adopted WITHOUT KNOWLEDGE of prior use

(2) CONTINUOUS use prior to key date

(a) date of constructive use estab by ITU

(b) if pre 11/89, key date = ® date

after 11/89, key date = publication date under §12(c)

(3) then, the defense = avail for that particular area

(a) Thrifty- π’s 1st use 1958, ∆’s 1st use 1962; π ® 1964; ∆’s terr = frozen as of 1964 (p.237)

(i) if ∆ started use in 1965, π could have gotten ∆ out- NO gf arg bec. of constructive notice

(ii) π ≠ a licensee there before acting v. ∆ in this hypo bec:

(a) ≠ a local business

(b) people = mobile by definition in the car rental area

(c) type of advertising involved

Intent to move into the area = req’d, even if you have ®, to get injunction v. localized business using the mark- Dawn Donut
b) presence w/o physical presence- Stork Club
c) decision = more ?able today w/increase in nationwide businesses (see Thrifty hypo)

D. Abandonment

1. losing ™

a) abandonment/non-use

b) generic

c) uncontrolled licensing/assignment in gross

failure to police

2. if you stop using mark for 3 yrs- prima facie case of A

a) changed from 2 years in 1994 amend

3. if clear no intent to resume- A can occur earlier

4. if there is an intent to resume & non-use >3 yrs., non-use may be excused

a) fact intensive inquiry- look for:

(1) research period

(2) bona fide intent to sell

Procter & Gamble- need more than sporadic efforts to maintain mark, need real commercial use/ITU

(3) P&G ≠ sufficient use before or after amends- 

(a) in case- vague ITU ≠ enough

(i) EXAM arg. bona fide intent to use v. warehousing ™s

(b) post-amends- bona fide commercial use, not merely to reserve a mark 

b) Exxon (p.63supp)- replacing regional marks w/a national mark; ct looked at level of sales involved & said Exx had good excuse for not using regional marks so ≠ abandon

c) Amos & Andy- minor licensing uses ≠ enough- need intent to resume in reas foreseeable future (p.248)

(1) ™=assoc w/commercial speech, less protection under 1stA; here- Broadway show/art = more 1st A protect(this = dicta, but might have been underlying decision)

(2) balancing the interest of CBS- bad publicity if people thought the show = in bad taste

d) Dawn Donut- even w/o strict qual control, squeaked by

§5- related companies, control req’d w/respect to nature or quality of goods/services

(1) may want to require more control when it’s the same product, & rely on the industry standards when the product is in a different industry (Care Bears Gummy Bears) (p.266- sample qual control provisions)

(a) provisions about standards of qual for the industry, checking accuracy of logo, responding to problems

e) Yocum- (p.259) Pied Pipers - prob: long term agreemt for royalties when exercised no qual control & no qual control provision in the license

(1) if there was a provision but he took no action- mixed results

(2) & is possible to have actual control w/o a provision

(3) goal = to maintain the validity of the mark

5. Residual goodwill

a) cos often estab a subsidiary w/the old name to protect residual goodwill

Major League- Brooklyn Dodgers Restaurant v. Indianapolis Colts- football team- aband found only w/Dodgers- w/Colts- allowing another team to use the name = misleading to the public (p.64-65 supp)

6. Acquiring ™ w/the company- must get the goodwill in the ™, otherwise, invalid- assignment in gross

a) §45- use of licensee can be benef. to licensor- related cos.

b) Heartland (p.69supp)- no prop r in ™ that can be transferred in gross 

SUBSTANT SIM PRODUCTS goes to transfer of goodwill > assignment in gross

(1) here, use ≠ w/substant sim goods

c) if there’s a special RECIPE- cologne, syrup for soda- if ≠ transferred w/™, ct unlikely to find gw = transferred

danger of deceiving the public- they’re expecting a certain product

IV. Registration of ™

A. The Process- see chart

1. Procedure

a) decided by ™ office

b) can be opposed by 3rd pty

c) if refused, can appeal to ™ trial & appeals board, then fed cir ct/appeals/fed distr. ct

most cases brought in fed ct- fed ct can hear state unfair compet, dilution claims

d) in 5/6 yr- submit affidavit & specimen showing use; then every 10th yr

(1) pre-1988- 1st renewal 20; then every 10

2. Advantages of ®

a) nationwide rs

b) constructive notice

c) deterrent- appears in search reports

customs can stop importation of infringing goods

d) ™ office won’t ® confusingly similar marks

e) prima facie evid of facts in ® statement

f) counterfeiting- if can show intent to counterfeit- mandatory 3x damages & attny’s fees 

3. Supplemental ®- e.g.: descriptive terms that ≠ yet have 2dary meaning

a) ≠ exclusive rs

b) can still use ® symbol

c) appears of searches of the supp. register

d) can sue in fed cts

e) can serve as basis for applying for ® in another country

f) ≠ customs ®, ≠ incontestable, ≠ evidentiary benefit

B. Bars to Registration- ® allowed unless

§2(a): Immoral, Deceptive, Scandalous, or Disparaging Matter

a) scandalous or immoral: if it will offend a substant portion of the public (shock/scandalize)

(1) doubts = resolved in favor of ®, let opposers object

(a) In re Mavety- “Black Tail” mag- ct found other non-vulgar meanings- resolves doubt in favor of applicant (p.81)

(b) Bromberg- (p.82)- chicken store slogan- breast in the mouth . . . 

(2) bar = usu. when there’s vulgarity, profanity, use of relig symbol, blatant sexuality

(a) Greyhound
(b) In re Tinseltown (p.77supp)- Bullshit = scandalous

(c) Madonna for wine

(d) Harjo- Redskins- ct says too much time has passed , ? if this ® would have been allowed today

(3) context of use= considered (usu only for scandalous marks > deceptive- Budge)

(a) Old Glory Condoms
In re Hershey- looks at bird design > mere mark in consid for Pecker Brand

(b) arg: ≠ approp for ™ office to look at context bec. context may change

b) deceptive under §2(a)- 3 PRONG TEST (Budge)

(1) misdescription

(2) customers likely to believe misdescription

(3) material in consumer’s decisionmaking

(4) CAN NEVER ®

Budge (p.284)- lambskin covers = deceptive

(i) notice on tag ≠ enough

(a) ≠ a pt of the ™

(b) consumers might not look at it

(c) ≠ look at context for deceptive marks

(d) a word like “copycat” in the mark might have helped here

(5) cancellation avail even after 5 yrs

c) merely descriptive or deceptively misdescriptive under 2(e)(3)- ≠ need to show materiality

(1) descriptive terms- can be protected if you show 2dary meaning

(a) descriptive terms, however, have less protection then more orig marks

(2) misdescriptive under §2(e)- 2 PRONG TEST-

(a) misdescription

 customers likely to believe misdescription

(b) STILL- can achieve 2dary meaning under §2(f)

(c) Gold Seal- even though Glass Wax = misdescriptive & customers likely to believe, absence of wax in product ≠ matter in customer’s purchasing decision- since ≠ material, can estab 2dary meaning

2. §2(b): Flags- consists of or comprises the flag or coat of arms or other insignia of the US, any state, or any foreign nation

a) Old Glory- this claim ≠ brought bec. ≠ a realistic depiction of the flag

§2(c): Names of Living Individuals- bars ® of name, portrait, or signature id’ing a particular living individual w/o written consent.  Or, ® of same for deceased Presidents, during the life of his widow, except by written consent of the widow

3. §2(d): Confusion

a) Factors

(1) similarity of mark: sight-sound-meaning- look alike, sound alike, mean the same thing

(2) proximity of products- normal channels where products move, unless channels = restricted in application

cts look at bridging the gap

(a) unless application specifies a channel of trade, ™ office assumes all channels that those goods would normally move in, ≠ look at future plans

(i) if you define narrowly- way to try & avoid likeli/confusion 

(3) strength of the mark

conceptual- arbitrary, fanciful, suggestive

(a) market base strength

(i) 3d pty uses = arg to undercut strength claim

(4) intent of applicant in adopting mark

(a) usu. ≠ considered in ex parte (In re) proceedings

(5) actual confusion

(a) usu. ≠ considered in ex parte (In re) proceedings

(b) ≠ necessary for a likelih of confusion argument

(6) normal purchasers of the good- sim of customer base

(7) sophistication of purchaser/cost of good

(8) ≠ look at trade dress, but this can come in through other ways- (ie. in intent inquiry- Notre Dame)

b) Notre Dame- ct allows ® for cheese- diff products, school ≠ selling food, 3d pty uses (cathedral), intent (gets in trade dress through the back door)

(1) ct rejects §2(a) arg- false assoc w/person/institution- no intent

4. §2(e): Geographic Terms

a) is term have PRIMARY geographic signif?

(1) could arg that any product w/famous place name = deceptive

b) does product come from the named place?

(1) GEOGRAPHICALLY DESCRIPTIVE- can ® if show 2dary meaning/goods-place association 

(2) ™ board usu. presumes an assoc. here

(3) ® under §2(f)

(4) Waltham- ∆ enjoined fr use unless uses a disclaimer

(a) disclaimers may not help- can be misleading/enhance confusion

c) product ≠ from named place- test if GEOGRAPHICALLY DECEPTIVELY MISDESCRIPTIVE- §2(e)(3)

(1) misdescriptive

(2) customers are likely to believe

(a) goods-place assoc 

(b) make argument- (e.g. Greenland snowbl when no snowbl made in Greenland)

(3) ?deceptive under §2(a): noted for test- if area noted for the product, presumption of influence in customer’s decisionmaking

(a) ≈ §2(a) materiality, Windsor- Bahia for cigars (as among the cigar consuming public)

(b) evidence considered by Windsor ct: research about import of tobacco in Bahia, public awareness/consumer survey- applicant must make a case to the examiner

(4) CAN NEVER ® if GEOGRAPHICALLY DECEPTIVELY MISDESCRIPTIVE mark, not even if you’ve achieved 2dary meaning

(a)  UNLESS- achieved 2dary meaning pre-12/8/93), then you’re grandfathered in

5. Distinctions between §2(a) deceptiveness & §2(e)(3)- deceptively misdescriptive

a) certain challenges = cut off after 5 yrs under §2(e)(3), but you can always challenge a §2(a) deceptive mark

(1) §14- cancellation- w/in 5 yrs on any grounds; after 5 yrs- limited grounds (including §2(a) challenges)

b) easier to use §2(e)(3) to knock something down, ≠ have to prove materiality (an added step under §2(a))

6. §2(e): Surnames- test = primarily a surname

a) arg ≠ primarily a surname

(1) Harris- p.310- minor meanings ≠ matter, Harris = primarily a surname

(2) Omaha- p.312- Douglas ≠ primarily a surname bec. equally known as a 1st name

(3) combin 1st & last name- Calvin Klein- ≠ need to show 2dary meaning bec ≠ primarily a surname

(4) if person’s 1st name = Taylor- look at primary signif, service it’s for

(5) 2 surnames- Schaub-Lorenz- ≠ primarily a surname, but this could be different today

(6) Mrs. Fields- the Mrs. definitely makes it a surname

(7) generic term w/a surname ≠ take it out of being primarily a surname

(a) generic term ≠ a distinctive part of the mark

(8) script- Johnson & Johnson ≠ enough- if 2dary meaning, can ® & disclaim the words apart from the design shown

b) ™ office will look on its own at

(1) databases- phone directories, NEXIS

(a) rare surname may not be enough if it sounds like a surname- Seiderberg
(b) or use indicated a surname- Darty
(i) EXAM: don’t want Darty signing the application

(2) dictionaries- for other meanings

(3) context of use

(a) N. Seidenberg- looks like a surname

(4) well-known other meaning- Bird

c) §2(f)-prove  secondary meaning

d) if you meet these, can ®

(1) if can’t prove 2dary meaning, can put it on the supplemental register & wait

7. Other Issues Pertaining to §2

C. Other marks

1. Certification marks- §45- marks ≠ used by owner- certify qual of goods/the region they come from

a) e.g. Good Housekeeping Seal

2. collective marks- for organizations/groups

D. Service Marks

1. advertising ≠ sufficient to ® until you offer the service

a) need technical use to make a use based application

2. normal advert ≠ enough to ® a service- In re Dr. Pepper- (p.314)- Pepper Man

a) could ® PM as ™ if used as ™

b) ® as a service = broader §2(d) protection

3. ITU = avail for servicemarks

E. Maintenance of Registration: Incontestability

1. Incontestability

a) §33(a) ®- prima facie evid of validity, ownership, & exclusive r to use

b) §33(b) incontestable ®- conclusive evid of validity, ownership, & exclusive r to use

(1) requires

(a) continuous use in commerce for 5 yrs subseq date of ®

(b) still in use

(c) no final decision adverse to registrant’s claim of ownership/r to ®

(d) no pending proceeding re: such rights

(e) affidavit filed w/Commissioner w/in 1 yr after the 5 yr period

(f) not the generic name for the goods/services

(2) EXCEPTIONS

(a) cancellation- §14

(i) §14(3)

(a) becomes generic name

(b) abandoned

(c) obtained fraudulently

(d) contrary t o §4- collective mark rules

(e) §2(a)- immoral...

(f) §2(b)- flag

(g) §2(c)- name

(h) misrepresentation of the source of goods

(ii) §14(5)- cancellation of certification marks

(b) cl ™ rs pre-®

(c) proof of infring under §32

(d) exceptions listed under §33(b)

(i) obtained fraudulently- difficult to prove- must show intent & that it mattered (causation) in ™ ®

(a) e.g. knowing term = generic, used by others

(ii) abandoned

(a) nonuse

(b) uncontrolled licensing

(c) assignment in gross

(iii) use of mark to misrepresent source

(a) usu. §2(a) used > this

(iv) fair use- Fish Fri case- use to describe > ™ use

(a) good faith use

(b) non-™ manner

(c) used fairly to describe product

(d) Cadbury Beverages (p.104supp)- Canada Dry stopped using “Main Squeeze” when lawsuit commenced- showed gf

(e) ACTUAL USE of competitor’s name in comparative ads- must do it in a non-misleading/confusing way

(v) limited territory defense

(vi) prior ® by ∆- never happens

(vii) use to violate anti-trust- never asserted

(viii) equitable principles- to remedy inconsistencies in the cts

c) most helpful in cases ≈ Park N Fly- can’t challenge a mark as descript if ® = incontestable (≠need to show 2dary meaning, incontestable = enough); also for geogr mark, surnames

(1) EXAM: even though can’t challenge validity based on descriptiveness, some cts look at descriptiveness in considering the strength of the mark in likelihood of confusion analysis

(a) could arg that you can’t use descriptiveness a factor in either arg

F. Term = 10 years (§8)- after 6 yrs, must file affidavit stating good = being used in commerce & attaching a specimen showing use, or showing that non-use = due to special circumstances

1. Renewal- §9- for periods of 10 years fr end of expiring period; must show actual use in commerce in order to renew; special circumstances can excuse non-use

a) renew 6 mo before until 3 mo after expiration of mark (grace period)

V. Infringement => goal = to prevent public from being confused

A. Standing to Sue

1. §32 infringement- only registrant has standing to sue

a) ∆’s mark used in commerce

b) copy/counterfeit

c) in connect w/sale

d) likely to cause confusion

2. §43(a)- protection for un®’d marks

a) must prove likelihood of confusion

b) false advertising prong

Likelihood of Confusion: §43(a)(1)

3. ELEMENTS of claim:

a) false designation of origin, false or misleading description of fact, or false or misleading representation of fact

b) likely to cause confusion/mistake, or 

c) to deceive as to the affiliation, connection, or association of such person w/another person, or 

d) as to the origin, sponsorship or approval 

e) of his goods, services, or commercial activities by another person

f) liable by any person who believes he is likely to be damaged

(1) OBJECTIVE showing > subjective guess

(2) usually competitors > consumers have standing

4. Polaroid factors, (p.350) 2d Cir- ≠ all circuits use the same factors (use factors for ® & infring cases- even when ™ ≠ ®’d)

a) strength of π’s mark

b) degree of sim bet π & ∆’s marks

(1) possible to consider presence/absence of housemarks here- Bordens in Vitarroz case

(a) housemark could hurt or help- some cts say it actually exacerbates confusion- could look like a franchise (Jellybean’s Skating; Kevlin’s Jellybean’s Skating)

(b) but- some cts say it helps- Excedrin PM v. Tylenol PM- ct found housemarks to be helpful to the consumer

c) proximity of products/services

d) likelihood π will bridge the gap

(1) a better ? here = do companies generally move in this direction

e) evid of actual confusion

f) ∆’s good faith in adopting mark/INTENT

(1) bad intent = usu. end of story

g) qual of ∆’s product (only 2d Cir)

h) sophistication of buyers

(1) impulse v. considered purchase

i) ? if some of the factors really go to likelih of confusion

(1) quality- ≈ qual would = more likelih/conf, but cts look for lesser qual/harm to ®

(2) intent- but this ≠ effect public

(3) bridging the gap- π’s plans effects on people’s perceptions- a better ? here = do companies generally move in this direction

j) Perscriptives e.g.- even if trade dress ≠ similar, lack of uniform trade dress w/in Perscriptives line helped here

(1) how product is sold/packaging may be relevant

5. Likelihood of confusion: ? of fact or law

a) ARGUE BOTH on EXAM- circuits = split, so likelih/conf may be either a ? of fact for jury or a matter of law for the ct to decide

(1) if ? of fact, restricts abil of appeal’s ct to overturn

6. Vitarroz- Bravos/Borden allowed even though V had un-® B’s mark for crackers (p.354)

a) Borden proceeded w/o ® (couldn’t get ® bec of 3d pty uses), only concern = infringement claims

b) Borden had good faith- did searched & ≠ find π’s mark

(1) if found mark after invested $ but before ad campaign started- Thirstade for Gatorade campaign (controversy here- G relied on attny’s advice that T = abandoned & regardless G’s use = fair use)

7. Mushroom Makers- ct finds likelihood of confusion as a matter of law; but balances the equities & finds for jr user

a) jr user’s goodwill > possib injury to snr user

b) no actual harm to snr user (could benefit ), no evid of bridging the gap, no actual confusion evid of consumers; was evid that retailers = confused

(1) if there was actual confusion, would have helped snr user’s case here

c) jr user had invested lots of $, no bad faith (but actual & constructive notice), developed goodwill

d) not all cts would come out the same here

8. Relevant Public/Secondary Confusion

a) visitors/3d parties- Mastercrafters- even though purchaser knows clock ≠ an original; ct = concerned about other people/post-sale confusion- potential harms to ™ owner:

(1) reputational- person may ≠ want to buy orig after seeing only the fake

(2) dilutes prestige value- if everyone has it

(3) blocks abil of ™ owner to exploit ™ in particular manner/maintain control of the mark (≈ dilution)

b) how does the public see the product- Munsingwear- ct considers packaged underwear product- less likelihood of post-sale confusion (p.108supp)

9. Reverse Confusion- senior user = smaller than junior user

a) Banff- Bloomingdales case- ct found for snr user

(1) potential harms to senior owner

(a) looks like the senior owner = the infringer

(b) blocks senior owner’s abil to expand

(2) BUT- some cts see benefits to senior user in these cases (Vitarroz)

B. Special Applications of the Confusion Doctrine

1. Surnames

a) orig: ≠ protected as ™- idea: you should be able to use your name w/your business- more face-to-face transactions

b) w/changing econ, less need to use your name- Waterman- pens- watershed case finding surname = protectable

(1) but- ct still ≠ willing to grant absolute injunction- required ∆ to use Arthur Waterman & a disclaimer (imperfect solution- consumer might still be confused)

(2) Paolo Gucci- ≈ decision- could use name w/another company name

c) modern view- even broader recognition of surname rights- cts willing to give absolute injunction

(1) Gallo- ct found likelih/confusion; considered Gallo to be a famous mark, so accorded broad protection - injunctive relief- summ judgment (p.97supp)

(a) strength of mark

(i) ct viewed Gallo as a famous mark

(a) ∆’s arg: if its so famous, people wont be confused

(ii) no denting factors/3rd pty uses to diminish the Gallo mark

(b) similarity of marks

(i) ∆’s arg about Gallo ≠ being the predominant word is undercut by their prior opposition to Ernest & Julip Gallo in the UK

(c) prob w/surveys

(i) ∆’s side by side comparison- ≠ how the products would be encountered- ≠ see the orig next to the newcomer

(ii) π’s survey- focusing on neck labels ≠ replicate how consumers would view the product in the marketplace

(d) re: intent- even though ct recognizes that ∆ had the black rooster symbol even before π started making wine & symbol = on neck label > main label, still says ∆ ≠ neutral bec of knowledge of Gallo

(2) Basile- watches

(a) intent factor- ∆ ≠ using the Basile name in Europe- goes to possib bad intent

(b) disclaimer ≠ enough- customers might not know π = located in Milan > Venice

(c) bridging the gap- plausible that luxury items expand into these fields, & π was planning on a watch line

2. Trade Dress - 3 QUESTIONS:

a) functionality

b) distinctiveness

(1) if inher distinctive, protectable w/o showing 2dary meaning (Two Pesos)

(a) EXAM: issue now- what = inherently distinctive

(2) meaning of inher distinctiveness ≠ clear

(a) Paddington- Ouzo liquor bottles #1 & #12- ct finds inherent distinctiveness, applies Abercrombie categories

(i) prob: what is a descriptive trade dress?

(ii) difficult to apply a spectrum designed for word marks

(iii) no dictionary to find primary meaning for trade dress

(b) Romm Art- seemed to protect artistic style; highly criticized, but shows broad protections = possible

(3) if “descriptive” trade dress- can prove 2dary meaning

c) likelihood/confusion- go through the factors

C. §43(a): False Advertising and Other Misrepresentations- 2nd prong of the §43(a) claim

1. ELEMENTS:

a) false designation of origin, false or misleading description of fact, or false or misleading representation of fact

b) in commercial advertising or promotion, 

c) misrepresents the nature, characteristics, qualities, or geographic origin

d)  of his or another person’s goods, services, or commercial activities

e) liable by any person who believes he is likely to be damaged

(1) OBJECTIVE showing > subjective guess

(2) usually competitors > consumers have standing

2. if literally false- cts will presume consumers likely to be misled

a) L’Aiglon- p.407- early case- ∆ using picture of π’s in advertising = a misrepresentation

b) Coca Cola- p.409- juice ≠ pure juice

(1) visually misleading- squeezing the orange into the carton

(2) factually misleading- pasteurized juice ≠ directly from the orange

3. if ≠ literally false, π can demonstrate it’s misleading to the public- SURVEY

a) Coors (p.168supp)- attacking suggestion that C beer = transported East & further diluted

(1) problem w/surveys

(a) leading ?s about whether person thought beers = made differently

(b) in open ended ?s (what did you remember)- people ≠ pin-point the diff manufacturing processes (so shows other ?s = misleading- people ≠ remembering this stuff w/o being prompted)

4. only for COMMERCIAL advertising

a) but cts have read this broadly- Weaving- bad mouthing in talent agent industry (p.175supp)- seen as commercial advertising in light of the nature of the industry

b) ≠ political speech- Star Wars, political campaign ads

c) commercial “puffing” in ads = ok

(1) look for FALSE or MISLEADING claims (need survey for misleading)

5. Survey & Test Results

a) can restate true results of Consumer Reports survey

b) TESTS must be LEGITIMATE

(1) Castrol- ct: actionable under §43(a)

(a) if tests = IRRELEVANT to claim, or

(b) so UNRELIABLE that can’t support claim

c) be careful about HONESTY in reporting survey results

(1) 40%- Haagen Dais, 36%- same, 24%- Breyers low fat- reporting as 60% say Breyers low fat is as good as or better than HD = misleading- Philip Morris
6. Moral Rights

a) rights

(1) re: the integrity of the artist’s work

(2) rights of attribution- to have name attached to work

b) Gilliam (p.417)- Monty Python- authors upset @ editing- false represent as to source (implicates both prongs of §43(a))

(1) arg: people will think this is the real Monty Python & could negatively effect their reputation in the US

(2) appeals ct- agrees w/π, also takes notice of the fact that people switch channels & even if they watch through the program, disclaimers may ≠ be notice/insufficient

c) King (p.187supp)- POSSESSORY credit- King’s Lawnmower Man = misleading, harmful to King’s reputation

(1) BASED UPON credit = required- (what = necess in the industry to validate a based upon credit ≠ clear)

d) Rostropovich- handout- live recording that R ≠ like- ?: right not to be assoc

(1) owner of rs = Russian gov, they used a picture from the time of the recording

(2) D.C.- denied ∆’s summ judgment motion

D. ™ as Speech: Parody and Certain Referential Uses

1. often w/UNSAVORY/ILLEGAL things- ct will stretch to find a problem (≈§2(a))

2. inquiry

a) likelih/confusion

(1) fame of mark

(2) sim use

(3) sim logo

(4) actual confusion

(5) intent

(a) identification as a parody- back cover of mag or inside pages

(6) unsavory/illegal

(7) trying to sell v. editorial/1st A issue

(a) Coca Cola v. LL Bean
(b) is there a connection betw the co & the parody- if Y- 1st A claim could be strengthened

b) dilution

(1) tarnishment

3. Coca Cola- Enjoy Cocaine- ct enjoined use p.541; Factors- ≈ likelihood of confusion factors:

a) strength of mark- CC = very strong

(1) sometimes fame will help consumer distinguish (Tylenol/Excedrin PM e.g.)

b) similarity

(1) similarity of use- CC might use mark in this way

(2) similarity of logo/style- people might be confused (& there was evid of confusion)

c) actual confusion (p.545n9)

d) intent- changing ™ -> “Raid-Mark”

(1) ct- this ≠ enough to put people ON NOTICE that this = a parody

e) survey evid

(1) relevant evid- if people think π goes along with the message (≠ need likelihood of confusion as to source) (Mutual) ) (§43(a)(1))

4. Girl Scout case (p.546)- Be prepared/condom ad = ok

a) ct says uniform ≠ ™ for GS

b) also- ≠ trying to sell anything

c) message ≠ tarnishing to ™ owner

d) no evid of actual confusion

(1) AC = de minimis doctrine

(a) if there are high sales and few instances of AC,  ct may discount AC evidence

(b) BUT- it will still be cited in the LIKELIHOOD of confusion analysis

5. LL Bean- sex catalog- Sct reverses the lower ct’s dilution finding

a) DC- found dilution (altern when there’s no likelih/confusion)- TEST for dilution

(1) blurring of ™’s distinctiveness

(2) weakening of associational image (Deere)

(3) tarnishment/creating negative associations

b) appeal- this = a 1st A case, & to interp dilution in this way = too restrictive of free speech

(1) inside pages of mag

(2) editorial parody- ≠ trying to sell anything

6. Dallas Cowboy Cheerleaders- Debbie Does Dallas- in the cheerleaders uniform

a) ct found trade dress claim under §43(a)- even though ≠®, ct found recognizable ™

b) costume used explicitly to promote film

c) & false representation- that a cheerleader was in the movie

7. Mutual of Omaha- handout- p.554

a) 8th Cir- affirmed permanent injunct against the parody

b) weak 1stA claim- no connect betw Mutual & nuclear power, appeared on mugs > in a magazine

(1) but this also = political speech- a diff ct might have weighed this differently

c) survey evid

(1) evid that π comes to mind = irrelevant- that’s the point of parody

(2) relevant evid- if people think π goes along with the message (≠ need likelihood of confusion as to source) (§43(a)(1))

(a) clients may disapprove so could harm business

(b) 10% ( huge, but has been accepted by some cts

8. Anheuser Busch- p.218supp- Michelob Oily

a) DC- ∆, 1st A rights

b) appeals- reversed for π- DC ≠ consider likelihood of confusion

c) to save it?

(1) inside the mag (would have to do less)

(2) bigger disclaimer

(3) change appearance of the mark slightly (here- they used the same computer template as the orig ™)

(a) prob: could get a Deere dilution arg

9. Yankee Publishing- Farmers Almanac trade dress = ®, DC found for ∆/New York Magazine

a) on appeal- look at likelihood/confusion/Polaroid factors

(1) both have strong marks

(2) look at relevant consumers

(a) more likely to have confusion in a farm state where more people would recognize this > NY

(b) if initial attract to mag = bec of the farmer’s design- could be fatal in the eyes of some cts- initial attraction = hardest pt of sale

(3) no actual confusion evid- relevant bec > 400,000 copies of the mag = sold

(4) cover- strong 1stA arg (so this can cut both ways)- Leval- (Judge who would hear this on appeal) = strong 1stA advocate

(a) 1stA viewpoint can influence how you view likelih/confusion factors in any case
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