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WHEN DETERMINING IF USE IS PERMITTED/SCOPE OF PROTECTION, DON’T JUST LOOK AT §106 OR §107, BUT ALSO REFER TO “LIMITATIONS ON EXCLUSIVE RIGHTS” AND “SCOPE OF EXCLUSIVE RIGHTS” LISTED THROUGHOUT THE ACT.

I. COPYRIGHT – relates to intangible, abstract part of work (form of expression vs. book itself) – intangible good is unlimited in its scope and can reach anywhere – many potential positive externalities (one use would not detract from the others participating in the same use) – the result is a spread in knowledge and efficiency (we all read the same book, we can discuss is; we all use the same program, files can be interchanged).
I(A). The Purpose of Copyright (Casebook, pp. 3-16, 25-40)

I(A)(i). Justifications for Copyright Law

I. Natural Rights Approach – giving someone entitlement is morally justified.
a. Locke’s Labor Theory – you have a moral right to the work of your hands (mix your labor with something in order to remove it from the commons).

i. Locke Caveats – you cannot own more than you can utilize.

ii. Problematic in the Modern World – if you work for Cisco, Cisco still owns the programs you write (© typically vests in people who provide capital/take risks vs. do work).
b. Hegel’s Personality Theory – when you possess something, it becomes particular to you and it is your moral right to own something that becomes so important to you (ex. a family heirloom) – property becomes an extension of your personality (protect © as a human right – your artistic expression becomes part of your autonomy – makes more sense with artistic works).

II. Consequentialist Approaches – giving someone entitlement is justified by something other than morals (ex. economics).
a. Incentives Paradigm – give someone © to give them incentives to create (since they know they will own it) – idea is to promote progress.
i. US Constitution, Article I, §8, cl. 8 – “The Congress shall have Power…to promote the Progress of Science and the useful Arts, by securing for limited Times to Authors and Investors the exclusive Rights to their respective Writings and Discoveries.”

ii. Problem – when you create incentives through entitlements and protections, you may encourage more production – at the same time, entitlements give the entitled individual a monopoly over the good, allowing him to charge high prices for access to good (restricts access of public, and counteracts promotion of progress).
iii. Solution – limited monopoly: 1)public domain – give IP rights for a limited time so that eventually the good returns back to the commons (different from normal property rights which typically do not expire); 2)idea/expression dichotomy – © protects only expressions but not ideas; 3)§106 – limited exclusive rights – ex. right to distribute, reproduce, etc., but nothing more, and with some exceptions even to these rights; 4)fair use (§107) – privileged use – there is some public benefit to allowing certain people access to certain information.
b. Challenges to Incentives Paradigm: 1)incentives/access paradox – we want to encourage people to create important works, but these are also the ones we want to encourage the most access to; 2)are incentives necessary? Ex. Linux created by individuals who had no incentives to produce something that is working; 3)what alternatives are available? Perhaps we can promote progress by paying authors a salary, or setting a tax on certain services and distributing it to creators, or perhaps government can itself invest in creating new things (many of top discoveries funded by gov.).
III. Neil Netanel – Copyright and a Democratic Civil Society – copyright fulfills two functions: 1)production function – © encourages production of works which inform the public and move progress forward; 2)structural function –  © encourages creation of industries not under government or other powerful control (no longer rely on patronage, but public pays for their work).
a. Dangers with Structural Function – charging public can limit their access to the work.
i. Solution – digital age is making access easier then ever. 
I(A)(ii). The Public Domain – includes: 1)works whose ©s have expired; 2)ideas vs. expression of those ideas (§102(b)); 3)works created prior to © law (ex. Bible); 4)data/facts (§102(b)); 5)uses outside the © scope (§102(a) & §106) – ex. © prevents you from reproducing a book, but not from reading it.

I. PD Works are Not Necessarily Free – tangible nature of certain goods allows property owners (vs. © owners) to lock it away (ex. private archive).
II. Benefits of Public Domain: 1)serves as building blocks for future creation – Litman – we shouldn’t protect ideas (vs. expression) because they provide the building blocks for the evolution of ideas and new forms of expression; 2)lowers cost of access – intangible/intellectual nature of works in public domain are free to all (educate people who otherwise couldn’t pay for access).
Conflict Between Public Domain & Free Speech – © clause in the original Constitution came before the Bill of Rights and the 1st Amendment and today, there’s sometime a conflict between the two (ex. parodies – does Disney have the right to prohibit artist use of Mickey Mouse in a counterculture form of expression?) – arguments: 1)© inhibits free speech; 2)© works together with free speech – protects rights of “first speaker” (creator) by giving him control over misuse of his expression.
I. Eldred v. Ashcroft – © works together with 1st Amendment – challenged constitutionality of Bono Act 20 year © extension – claim it violates the 1st Amendment and the originality and “limited Times” requirements of the IP Clause of the Constitution – Eldred had a website where he posted books that had entered into the public domain (term extension forced him to have to wait 20 years before any new books could be added).
a. Does Free Speech Provide Right to Use Every Work? Although we all enjoy freedom of speech, our freedom only covers our right to make our own speech, not to make someone else’s.

b. © Includes an Internal Balance with Free Speech – ex. establishes that free speech also lets you utilize the ideas but not necessarily the expressions.

c. Does Extension Comport With “Limited Times?” – as long as defined, it’s “limited” (20 year extension is not perpetual).

d. Does Extension “Promote Progress?” – consider extension nonjusticiable policy issue court shouldn’t rule on (need it to bring US in line with international requirements for longer © protection).

e. Waste/Inefficiencies of Public Domain – the more you extend ©, the more incentives you will have for greater production.

i. Property Promotes Public Access – giving greater property right in older © will encourage republication of older works.

f. Breyer Dissent – there could be a conflict between © (the exclusive rights granted to owners of a work) and freedom of speech – if there are limited # of ways to express idea, then giving exclusive rights to those expressions to certain people, limits other peoples’ access to those ideas.
i. Shortcomings of Fair Use – fair use doesn’t cover everything and some expressions are more important/central than others – restricts public’s access to a lot of crucial info owned by others.

ii. As Regulation of Expression, © Should be Subject to 1st Amendment Analysis – not convinced that the Bono extension is justifiable under the 1st Amendment (limits access to something that should otherwise have entered public domain – doesn’t “promote progress”).
1. Dangers of Extensions – giving longer © in older work may encourage republication, but also restricts access by making a work that would have entered PD, subject to a continued price for access for another 20 years (only public access promotes public access).

iii. Bono Acts Moves in Direction of Perpetual © – what prevents Congress from continuously adding additional years? A few years ago we had life plus 50 years, now life plus 70 years, what’s next?

II. Golan v. Ashcroft – similar constitutional challenges to §104A (new © eligibility in restored work) – plaintiff runs a small college orchestra and now has to pay royalties on restored works previously in the public domain – Eldred court never addressed whether Congress may extend protection to works already in the public domain (vs. preventing them from entering it for a longer period of time) so case will proceed further.
I(A)(iii). Duration of Copyright – whenever © protection expires, you assume that it doesn’t enter the public domain until Jan. 1 of the next calendar year.

I. Works created on or after January 1, 1978 (17 USC §302) – 1978 is effective date of 1976 Act – rules as modified by Bono Act (add 20 years) are: 1)single author (§302(a)) – duration for life of author plus 70 years; 2)joint authors (§302(b)) – duration for life of last surviving author plus 70 years; 3)anonymous/pseudonymous/work made for hire (§302(c)) – duration is 120 years from date of creation or 95 years from date of publication, whichever expires first.
II. Works first published before January 1, 1978 (under 1909 Act): 1)publication with proper notice – started 28 years of federal (statutory) © protection; 2)renewal – could renew for another 28 and registered during the last year of protection under previous term – in 1992, Congress got rid of this and went back 28 years, giving all works published on or after 1964 an automatic renewal (doesn’t help unrenewed pre-64 works); 3)1976 addition – adds a second renewal term for 19 years (longest total term can be 75 years); 4)Bono addition – adds another 20 year renewal (longest term for pre-78 work is 95 years (§304(b)).
a. Pre-23 in the Public Domain – works published pre-23 are PD [28 + 28 = 1978 (effective date of 1976 Act) + 19 = 1997 (but Bono Act took effect in 1998)].

III. Works created but unpublished prior to January 1, 1978 (§303) – 1909 Act protects only published works (unpublished works got common law/state statutory protection) – 1976 Act extends protection to unpublished works as well (grants regular life of author + 70 years protection to all unpublished pre-78 works – in no case does this protection expire pre 12/31/2002) – also encourages actual publication because if published on or before 12/31/2002, protection does not expire before 12/31/2047.
IV. Date of publication – typically only relevant for things published pre-78, but also relevant under §302(e) where if © office cannot find life status of author, either 95 years protection after publication is applied (assumes author died at least 70 years earlier), or 120 years post-creation (whichever is shorter).

V. Berne Convention Effects Notice – prior to 1989, if there was no notice of copyright status, it was not protected (although there were some “curing” rules 1978-1989) – 1989 was the effective date of the Berne Convention Implementation Act (eliminated notice requirement).
II. ©ABLE SUBJECT MATTER – Copyright protections has origins in IP Clause of US Constitution (Article I, §8, cl.8) – today, under §102(a & b), the three elements of copyrightability are: 1)expression (§102(b)) – work cannot be an “idea, procedure, process, system, etc.;” b)fixation (§102(a)) – work must be “fixed in any tangible medium of expression;” c)originality (§102(a)) – work must be “original.”

II(A). Copyrightable Subject Matter: Idea/Expression Dichotomy

II(A)(i). The Idea/Expression Dichotomy - §102(b) of the Act does not protect “ideas, procedures, processes, systems, methods of operation, concepts, principles, or discoveries” regardless of how they are presented (although these “ideas” might be able to gain separate protection under patent law).
I. Reasoning for Nonprotection of Ideas – allowing ideas to enter public domain is to increase productivity (promote progress) – people can build on old ideas.
II. Are Facts Ever ©able? According to §102(b), no, but in INS v. AP although the court determined that the news itself is not copyrightable, INS wasn’t allowed to use the news obtained by AP because this was unfair competition (since AP invested money into getting the news) – as such, the court created a “quasi-property” right in the news tied to the common law of unfair comp.

III. Merger – sometimes, when there’s only one or a limited number of ways to express an idea, the two will merge into an uncopyrightable whole.
a. Breathing Room – sometimes courts are generous and if there are only a few ways to express idea, court will grant “thin” protection for the specific expression (infringement only when virtually identical copy).
IV. Baker v. Selden – no © in method of bookkeeping – Selden ©s book for a peculiar system of bookkeeping and Baker accused of infringing upon his charts and methods.
a. Idea/Expression Dichotomy – book itself is expression particular to Selden, but Selden’s method of bookkeeping is unprotectable idea (monopoly over system or process only available under patent law) – purpose of publishing book on system is to spread knowledge of it and allow people to use it – Baker could not have copied forms exactly as they appeared in book, but was allowed to utilize them (copy their idea) in creating his own expression of that idea.

V. Methods and Systems – American Dental Association v. Delta Dental Plans Association – exact copying of taxonomy is infringement – is taxonomy ©able? – ADA created taxonomy on dental procedures – Delta published their own work using much of the ADA’s code, claiming it wasn’t © (under Baker v. Selden, given that it was an “idea”).

a. Idea/Expression Dichotomy – if there are many ways to express certain knowledge, then a particular way of expressing it is protectable – knowledge contained in taxonomy is unprotectable idea, but actual taxonomy could not be directly copied since it was an original, expressive utilization of that knowledge (§102(a)) – classification can be creative endeavor when it’s original (ex. classification of names in phone book in alphabetical order is not original or unique in any way).
b. Contrast with Baker v. Selden – unlike in that case, here Delta uses the exact classification that the ADA created and so is copying their unique form of expression – had Delta used the knowledge behind the classification to make their own, slightly altered taxonomy, this would be OK (the ADA does not have a monopoly over the knowledge in system).
c. Taxonomy Classification is Not “System” Under §102(b) – taxonomy here is no more a “system” than dictionary would be.

VI. Historical Theses & Historical Facts
a. A.A. Hoehling v. Universal City – thesis from historical text on Hindenburg is not ©able – plaintiff’s thesis becomes plot for defendant’s book which is used for a movie.
i. Nonprotection for History – history is common property of all – plaintiff’s “expression” in book itself is ©able, but analysis of historical facts within the book is unprotected.

ii. “Sweat of the Brow” – even though plaintiff did work to uncover facts, he cannot be rewarded for his work, since only his final product is subject to protection/nonprotection – to promote progress, we don’t was to force people to recreate investigative work done by someone else (even plaintiff got his ideas from existing books).

iii. Scenes a Faire – related to merger doctrine – un©able “incidents, characters, or setting which are as a practical matter indispensable, or at least standard, in the treatment of a given topic.”
b. Dead Sea Scrolls – translation of Dead Sea Scrolls is ©able expression – Qimron’s (plaintiff) sorted through pieces of scrolls, selected ones he thought were correct, deciphered their language, and filled in gaps when words were missing – published finished work with photographs of what he did and deciphered text.
i. Deciphering/Translating a Text – if text is merely translated, no expression is added since there’s a limited way one can translate existing words (merger) – when deciphering, need to fill gaps with what you believe should be inserted (choice of words is “expression” particular to each person who would attempt the task – room for diff. interpretations).

ii. Promoting Progress – do we need to give © in deciphering of texts? Maybe not because scientists reap rewards of prestige – then again, without ©, some might hide work from public (protect their “sweat of the brow”) – but © may also give him mandate to hide it from public.

VII. Fiction: Characters
a. MGM, Inc. v. American Honda Motor Co. – Honda commercial was infringement on James Bond Character – Honda made commercial with character that resembled, but did not claim to be, Bond.
i. Focus on Intent? – Perhaps court cares more about Honda’s intent to use JB then actual utilization of the character (in the end, he was a bit different from actual JB, but the point was to make him as close as possible).

ii. “Fully Specified” Test – court considers: 1)protected expression vs. stock characters – stock characters are not protected; 2)specific scenes vs. scenes a fair – common scenes cannot be protected; 3)graphic characters vs. dramatic works – graphic characters more likely to be protected.
iii. “Story Being Told” Test – from Sam Spade Case – defendant selling movie rights to Treasure of the Sierra Madre did not preclude him from selling Spade character in other stories to others – Spade character itself was not necessarily sold since he was not part of the “story being told” (pretty stock character) – character only protected if he cannot in any way, be separated from story told (story is indispensable without him – ex. with JB, people come for the character, not the plot).
b. Titan Sports, Inc. v. Turner Broadcasting Systems, Inc. – © for WWF characters – two WWF wrestlers take their characters with them when they transfer to the WCW – court says that “only a uniquely developed character with some degree of novelty is copyrightable,” as here.
c. Protecting Popular Characters: Ramifications – courts can take the various elements of a work to determine if a character was stolen (look to see if second comer has reproduced plot elements, names, other characters, etc. – ex. Tara Brodder seems to be knock off of Harry Potter, and under “story being told test,” obviously Harry himself is the draw, but then again, the actual story plot elements and writing, are very different) – courts typically rule that unauthorized sequels are infringements.
d. Other Regimes for Protecting Characters – ex. under unfair comp. laws, © holder can argue he has the right to protect character’s image.
i. Wendt v. Host International, Inc. – simply because actors participated in the show “Cheers,” doesn’t mean they abandoned use of their likeness.
1. Dissent – sets a bad precedent – typically it’s impossible to separate the actor from the character so how do we give the © holder of the character, free use of its appearance?

II(B). Copyrightable Subject Matter: Fixation & Formalities
II(B)(i). Fixation in Tangible Medium of Expression – one of §102’s requirements for ©ability – under §101, “fixation in tangible medium of expression” where: 1)embodied in copy or phonorecord; 2)by authority of author; 3)sufficiently permanent or stable to permit it to be perceived, reproduced, or communicated; 4)for a period more than a transitory duration – definition is technologically neutral which creates problems for digital images that have an ephemeral existence.
I. “Fixation” of Live Transmissions – under “fixation” def. in §101, transmission of sounds or images is ©able so long as it is being recorded by or under the authority of the author the same time it is being broadcast (in essence, creation of a simultaneous material copy satisfies the idea behind fixation) - §1101(a) makes it illegal to fix a “live musical performance” without author’s consent (sui generis legislation that deals with one thing, but makes other forms of “fixation” of live events, such as comedy, legal).

II. The Digital Challenge of Fixation – Williams Electronics, Inc. v. Artic International Inc. – flashing AV display of video game is “sufficiently permanent” for protection – argument that video game AV elements are not protectable since they are always flashing on the screen and never permanent – court disagrees, saying that elements of the game repeat themselves over and over, and given that it’s embodied in the memory device, it meets the requirement of being “embodied in a copy…sufficiently permanent or stable to permit it to be perceived” for more than a transitory period.

III. The Digital Challenge of Fixation – MAI Systems Corp. v. Peak Computer, Inc. – copying program in RAM for servicing purposes is “sufficiently permanent” to qualify as fixation.
a. Copying in RAM as “Fixation” (§101): 1)RAM is material object; 2)sufficiently permanent for more than transitory period – can later be accessed again (even though RAM is temporary vs. permanent memory).

b. What About “Fixation” of Cache? – MAI didn’t address, but would probably hold that copies of web pages in cache qualifies as “fixation.”

c. Congress Overrules MAI Application to CPU Service Providers - §117(c-d) – prevent software companies from getting monopoly over servicing of their products as well – MAI still good law for general premise that copying in RAM is sufficiently permanent to qualify as “fixation.”
II(B)(ii). Formalities – old formalities, many of which no longer exist, still complicate present application of copyright law: 1)publication; 2)notice; 3)registration; 4)deposit - §§401-412.
I. Publication (§101) – 1976 Act abandons it and replaces with “fixation” in a tangible medium of expression, effectively protecting unpublished works which were only covered by state common law (vs. federal statutory law) prior to the Act.

a. Failure to Comply with 1909’s Publication Formalities – failure to comply with formalities would divest ©, although courts ameliorate effect by noting that only “general publication” (vs. “limited”) would divest.

i. Estate of MLK Jr., Inc. v. CBS, Inc. – MLK Jr. speech transmission was “limited publication” and didn’t divest ©.
1. Divestment Under “General Publication” – requires: 1)tangible copies distributed to the public; 2)work is exhibited or displayed so as to allow unrestricted copying.

2. Distribution to News Media as “Limited Publication” – need to go beyond the customary sources of press or broadcasting in distributing to any interested individual in order to qualify as general publication – also, under §101, public performance or display, alone, does not constitute publication.
II. Notice (§§401-406) – 1976 Act retains it but allowed for curing if omitted (§405) – but with 1989 acession to Berne, no longer condition for protection (§401(a)) – still might be good idea given that notice will defeat a defendant’s assertion of “innocent infringement.”

III. Deposit (§407) – 1976 Act kept the deposit requirement – serves two primary purposes: 1)enriches resources of the Library of Congress; 2)facilitates development of comprehensive record of copyright claims.
IV. Registration (§408) – 1976 Act made it voluntary but necessary for filing an infringement suit – with passage of Berne, §411 only requires US works to be registered in order to bring a suit (not needed for foreign works and not necessary for §106A, VARA, suits) – it’s also prerequisite to get certain remedies under §412.
II(C). Copyrightable Subject Matter: Originality – §102(a) – “copyright protection subsists in accordance with this title, in original works of authorship” – from US Constitution (Art. I, §8, cl. 8) – “secure for limited times to Authors…the exclusive Right to their respective Writings” (presupposes a degree of originality).
I. Copyright vs. Patent Originality: 1)patents – assumes that person will add something to the existing knowledge base (new, useful, nonobvious); 2)© - less stringent standard – don’t need much more than mere independent creation and at least some minimal level of creativity.

II(C)(i). Standards of Originality – non-trivial (distinguishable variations), creative, independently created.
I. Burrow-Giles – photograph is ©able (sufficient originality despite merely capturing fact/ideas).
a. Constitutional “Writing” Requirement – doesn’t mean an actual text, only something “by which the ideas in the mind of the author are give visible expression” – §102 ©s any fixed work.
b. Originality Requirement – for originality, author must contribute something to what was already there – here, the author contributed: 1)the lighting; 2)the clothing; 3)the background; 4)the positioning of his body – this all amounts to an expressive contribution.
c. Unplanned Photos – ex. picture of the WTC getting hit – photos such as these are all protected – this is because originality only requires that the work was independently created by the author (as long as the author doesn’t take any one else’s pictures, but rather takes his own, then they are protected).
II. Bleistein – advertisements are ©able (sufficient originality despite merely representing fact/ideas and commercial purposes).
a. Representation of Facts – drawing from life doesn’t mean there’s no protection, otherwise a portrait wouldn’t be protected – can copy original thing (facts) but cannot copy the copy (i.e. cannot copy a painting of a landscape – already contains original expression of artist).

III. “More than Merely Trivial” – Alfred Bell – mezzotint engravings of existing paintings are ©able (originality only requires “little more than trivial changes” – possibility of mistakes by individual authors provides this) – mezzotint is only “version” of original, not an exact copy (seems like a derivative, still need permission to do it if the © in original is owned).
IV.  “More than Merely Trivial” – Bridgeman Art Library – no © in transparencies of existing artwork in PD – transparencies were slavish copies with no spark of originality (photograph, vs. messotint, is exact replica).
a. Slavish Copying – no protection for a “slavish” copy – need “distinguishable variation” (must be more than a mere change in medium) rather than just “miniscule variations.”
b. Reconciling Bell and Bridgeman – seem to be at odds – why protect a mezzotint meant to reproduce with absolute accuracy, and not a photo that accomplishes the same thing? Maybe because Bell court harps on unintentional variations that may result from random events (since author’s hand creates work) vs. lack of variation from photo’s technical nature.

c. Acquiring Rights to Copy Public Domain Works – why would you ever need to acquire rights, as Bridgeman did? Some works held in private collections, and given that they are tangible copies, can be protected as property which owner may charge people to have access to.

II(D). Copyrightable Subject Matter: Derivative Works & Compilations - §103 adds protection to two areas beyond §102 – however, protection under §103 still requires comporting with requirements of §102 (such as originality and fixation).
II(D)(i). Derivative Works – §101 – “based upon one or more preexisting works” - §103(b) only protects non-trivial, original addition of author to underlying work (underlying work remains unaffected and © owner of underlying work has exclusive right to authorize or prepare derivative works (§106(2)), or if PD work, anyone can do it) – unclear when derivative material is sufficiently distinguishable from underlying work to create a new © (Act doesn’t explain how to figure it out).

I. Requirement that Derivative Work “Recast, Transform, or Adapt” the Original Work (§101) – Protection for Photos of Objects as Original Works vs. Protection as Derivative Works – SHL Imaging – photo of sculpture did not “recast, transform, or adopt the authorship contained in the preexisting work” – photo merely depicted it, but still gets © protection as original work.

a. Earth Flag Ltd. v. Alamo Flag Co. – court refuses to extend © to transfer of Apollo photo to a small flag – no non-trivial, original component – no protection for a transfer of mediums for a work (like Bridgeman, lacks sufficient originality).

II. Translations – Merkos v. Otsar – Hebrew prayer book translated to English -  §101 definition of derivatives includes them and allows them to be ©able as derivatives (not original works) given originality and creativity involved in translating (different from reasoning in Dead Sea Scrolls Case where deciphering diff. from translating).

III. Derivative Prepared Without © Owner’s Permission – Pickett v. Prince – Pickett made guitar in the shape of Prince’s symbol and then Prince stole the design – decision - §106(b) gives © owner exclusive right to control who creates derivatives – grant of rights to make derivatives under §103(b) does not mean you can use material that infringes on someone else’s ©.

IV. L. Batlin & Son, Inc. v. Snyder – plastic derivative of Uncle Sam bank did not have sufficiently original elements to qualify for © - decision – Court denies protection to Snyder’s banks saying that for ©, while author only needs a “merely trivial” variation that is something “his own” (Alfred Bell), such variation should be a “distinguishable variation” vs. “miniscule”/trivial (Bridgeman).
a. Level of Effort or Substantial Originality – court looks to Alva Studios where protection extended to miniaturization of Rodin statute – court found originality where it required a lot of skill and creativity to make the miniature – that sort of level of effort or originality is lacking here.

b. © for “Miniscule Variations” is Dangerous – would give © owners a weapon on harassment to monopolize public domain works.

c. Dissent – reasons for variations or how significant they are, should be irrelevant – © would only ensure that Snyder’s exact bank wouldn’t be copied, miniscule variations and all – Batlin could still make his own.

V. Entertainment Research Group, Inc v. Genesis Creative Group, Inc. – 3-D inflatable costumes of ©ed characters were not sufficiently original derivative to qualify for separate ©.
a. Durham test – court uses test for ©ability of derivatives – requires: 1)original aspects must be more than trivial; 2)original aspects must not in any way affect the scope of any © protection in preexisting material (§103(b)) – should avoid giving derivative © that might give derivative’s creator monopoly to block rights of underlying © holder (here, costumes were huge 3-D designs of 2-D © characters but might still block underlying © holder’s rights to allow others to create costumes given that when you look at them, you still see the original, underlying 2-D character).
b. No “Originality” if Derivative Changes Over Original are Influenced by Functional or Mechanical Considerations – even though slight variations between the look of the costumes and original characters, these differences were encouraged by functional or mechanical considerations rather than author creativity – no protection for this.
c. Different Standards for Public Domain Works? – should we require more or less originality to grant © to derivatives of public domain works? I’d say less, because author of public domain derivative work could never get monopoly over the rights of the public, while author of derivative of © work could effectively block the rights of specific © holders.

II(D)(ii). Compilations – definition in §101 – requires three elements for protection (all of which include idea of “originality” in the process – see III(A)(i) below): 1)the collection and assemblage of pre-existing material, facts, or data; 2)selection, coordination, or arrangement of those materials; 3)the creation, by virtue of particular selection, coordination, or arrangement, of an “original” work of authorship.
I. Feist Publications – while facts are not ©able, compilation of those facts in a non-trivial, original way, gets a “thin” © (prohibits only exact copying).
a. Originality of Compilation – to be ©able, everything requires originality (independently created by author and some minimal degree of creativity) – can see this from author choosing which facts to include, how to order them, how to arrange data to make it most accessible.
b. “Thin” Protection of Compilation - §103(b) only protects the original work of authorship inherent in the compilation, not the facts or info conveyed (Rural’s book was also original, but facts could be taken).
c. No Reward for Labor – As in A.A. Hoehling, do not protect facts (or other §102(b) things) just because someone worked hard to discover them.
II. Trebonik v. Grossman Music Corp. – despite PD status of guitar chords, device that “arranged” and “presented” these chords in an “original, creative, and novel way,” is ©able.
III. Roth Greeting Cards v. United Card Co. – despite containing un©able phrases, when considered as a whole, a greeting card was a “tangible expression of an idea” that was original and ©able.
IV. Mason v. Montgomery Data, Inc. – original maps that were cut out and corrected were ©able as compilation since original judgment used in selecting sources and reconciling inconsistencies.
V. Video Games as Compilations – Atari v. Oman – protection for video game as compilation because, even though it used un©able geometric shapes, if you put all the elements together, it was an original and creative creation.

III. PROTECTED WORKS - §102(a) lists works of authorship that are protected and §101 expands on the categories and illustrates what sorts of works fall into them.
I. Literary Works (§102(a)(1)) – includes computer programs (the code).
II. Pictorial, Graphic, and Sculptural Works (§102(a)(5)) – in §101, explains that protection does not extend to mechanical or utilitarian elements of such a work (“useful article” – §101), but only to its “form.”
III. Architectural Works (§102(a)(8)) – in §101, explains that protection only extends to the “design” of the structure (not the structure itself).
IV. Sound Recordings (§102(a)(7)) - §101 mentions that it doesn’t include the sound that accompanies a film or other AV work – soundtracks protected as part of the film itself.
V. Important Questions: 1)is © really a necessary incentive to produce more of a given work (ex. product labels, advertisements); 2)is © the form of protection needed (ex. do we use it to protect the innovation in a computer program)?

III(A). Protected Works: Facts and Databases – a lot like compilations – recall, no protection for “sweat of the brow” in finding historical facts (Rural’s argument in Feist) – Article 10(2) of TRIPs reads, “compilations of data or other material…which by reason of the selection or arrangement of their contents constitute intellectual creations shall be protected as such” – © protection for factual compilations in US, even where it exists, is still “thin” (Feist) so that to infringe, defendant must copy compilation’s original elements (selection or arrangement) – “public goods problem” emerges because why would person collect data if another compiler could then utilize it and get protection for an original compilation?
III(A)(i). Selection, Arrangement, and Utility – all these elements can provide the requisite form of “original” expression to qualify for protection.

I. Bellsouth (BAPCO) v. Donnelley Information Publishing, Inc. – Donnelley directory created using BAPCO’s, was separately ©able because it added original elements of arrangement, while only extracting un©able data from the existing one (a lot like Feist).
II. CCC Information Services, Inc. v. Maclean Hunter Market Reports, Inc. – “Red Book” contained ©able information that could not be utilized by second comers since it utilized otherwise unprotected data in a unique, expressive way (infused it with expert opinion and predictions) – CCC loads portions of Red Book onto their computer database and presents its prices against Bluebook which some customers use to determine insurance payments (also seems like CCC used existing data in unoriginal way).
a. Merger Doctrine – argument that “originality” of valuations cannot be separated from “idea” of the values of used cars, is rejected since here, utilization of the unprotected data Maclean used to arrive at “Red Book” estimates, need not produce the same results as Maclean arrived at.
b. Different Types of Ideas – Kregos – two types: 1)those that help understand phenomena or solution of problems (ex. symptoms associated with disease); 2)those that make no attempt to understand phenomena or find solutions, but are only infused with author’s taste or opinion (ex. use of pitching statistics to predict baseball game outcomes) – the first type of idea should be less protected since it’s more of a basic fact, rather than something infused with originality and opinion, as here (Maclean doesn’t claim monopoly of underlying statistics or the basis for its forecast, only their own opinions).

III(A)(ii). What is a “Fact?”
I. CDN Inc. v. Kapes – program utilizing CDN’s price list was infringement since list was original, ©able expression (infused data with judgments, and prediction, only keeping information most important and accurate). 

a. Future vs. Present Predictions – no difference that predictions in CCC were for the future – both plaintiffs got prices through process that involved original judgment and extrapolation from basic factual data (no merger of idea/expression since utilization of same data can yield different results if done by someone else).
II. Matthew Bender & Co. v. West Publishing Co. – West’s star citations are not ©able since their placement was determined by automatic computer program and did not involve any creativity (not original) – Bender created CD compilation of judicial decisions that include “star” citations to link to West’s printed version of cases.
a. Dissent – Bender’s CD is not an exact copy but it allows users to get West’s original selection and arrangement which is obviously important enough for the CD to refer to them exactly, even if generated by CPU.
III(A)(iii). New Paradigms?
I. EU Database Directive – 1996 EU directive provides sui generis “sweat of the brow” protection as part of two-tier system that requires reciprocity from all countries that want protection of this sort within EU – protects: 1)databases that are author’s own intellectual creation by reason of selection or arrangement of contents (sounds like ADA, Feist cases) (Art. 3(1) – pg. 304 – need not be “original”); 2)right of database author to control any uses of the info within the database, distinct from the database as a whole (Art. 7(1) – pg. 305 – subject to rights of “lawful user” in Art. 8).
a. Exceptions: 1)non-electric databases for private purposes; 2)extraction for noncommercial illustration or teaching; 3)extraction for public security or administrative or judicial procedure.

b. Problems for US Reciprocity – can Congress Constitutionally protect “unoriginal” compilations of data? Especially given court decisions like Feist which rule that basic compilations, like Rural’s, are not original enough for protection – impossible for Congress to rely on IP Clause given “originality” requirement, but might rely on Commerce Clause.
III(B). Protected Works: Useful Articles with Pictorial, Graphic, or Sculptural Aspects – protected as part of §102(a)(5) and explained in §101 (definition of “pictorial, graphic, or sculptural” works) – no protection for mechanical or utilitarian aspects of the work (must separate protected pictorial, graphic, or sculptural elements from the work).
III(B)(i). Determining Seperability – need to separate “art” from “function.”
I. Kieselstein-Cord v. Accessories by Pearl, Inc. – belt design was ©able since one can easily separate the creative/original design from belt itself.
a. “Physical” vs. “Conceptual” Seperability – seperability can be perceived either “physically” or “conceptually” – here, not possible to physically separate the two, but it is possible to conceptually separate the ornamental aspects from the utilitarian function as a belt buckle.
II. Carol Barnhart Inc. v. Economy Cover Corp. – torsos for displaying clothing not ©able since, although aesthetically satisfying, artsy element (shape of a body) cannot be separated from purpose (display clothes) – merger of ornamental design and utilitarian function (unlike Kiesselstein).
a. Dissent – casual observer test – idea of “conceptual” seperability only requires that “the article stimulate in the mind of the beholder, a concept that is separate from the concept evoked by the utilitarian function” – clearly, if someone looked at the torso’s unclothed, they could never imagine that their utilitarian function is to display clothes – would not make “David” statue un©able just because someone made cheap copies and put clothes on it.
III. Brandir International, Inc. v. Cascade Pacific Lumbr Co. – Ribbon bike rack not ©able design since its artistic appearance was motivated by solely functional/utilitarian concerns (like Entertainment Research ruling).
a. Denicola Test – if design is a merger of aesthetic and functional considerations, the artistic elements cannot be conceptually separated from the utilitarian elements – where design is meant to reflect artistic judgment exercised independently of functional concerns, conceptual separability exists.

b. Dissent – like in Barnhart – advocate causal observe test – whether casual observer perceives an aesthetic concept not related to the article’s use.
IV. Dangers of Conceptual Separability – impossible to undertake separability analysis without making judgment calls on what is and is not art.

V. Clothing – in US (unlike Europe), courts will not protect clothing finding that the design is inseparable from the clothing’s function (merger/inextricably woven together) – will protect the pattern or design on the fabric itself.

III(B)(ii). New Paradigms? – TRIPs requires signatories to provide minimum level of protection for industrial designs (TRIPs Article 25(1) – pg. 251 – must protect independently created industrial designs that are new or original – shall not extend to designs dictated essentially by technical or functional considerations) – US claims it already provides adequate protection.

I. Design Patents – Patent Act §171 provides for a design patent on “any new, original, and ornamental design for an article of manufacture” – gives holder the right to make, use, import, or sell an article embodying the design for 14 years – clearly stronger protection than ©, but given how difficult they are to obtain, many people go with © protection of the design instead.
II. Trade Dress Protection – Lanham Act (unfair competitions) protects against commercial use of unregistered marks or “false designations of origin” that might confuse consumers – as with design patents, no trade dress protection for functional features of product design (“functional” defined by USSC as “exclusive use of the feature would put competitors at a significant non-reputation-related disadvantage”).

a. Historical Purpose – typically, only applied to packaging but now people try to get protection for actual designs of product – however USSC in Wal-Mart Stores, Inc. v. Samara Bros., Inc. held that while packaging may indicate a “source” for the product, the actual design doesn’t threaten the same thing – product designers need to prove “secondary meaning” of design to consumers in order to apply for trade dress on product design.

III. Industrial Design Protection in EU – given difficulty of applying existing protections to industrial designs, many nations develop sui generis protection that covers “individual character” of designs, but not features “solely dictated by product’s technical function.”

IV. Industrial Design Protection Efforts in the US – a few existing sui generis protections currently exist: 1)Semiconductor Chip Protection Act (§901-914) grants limited protection for designs of semiconductor chips (which take great effort and expense to develop); 2)Vessel Hull Protection Act (§1301-1332) gives protection to designs of boat hulls given new methods to copy designs cheaply and easily.
III(C). Protected Works: Computer Programs – US and TRIPs protect them as “literary works” (§102(a)(1) and def. of “literary work” in §101).
III(C)(i). Text or Machine?

I. Apple Computer, Inc. v. Franklin Computer Corp. (3rd Cir. – ’83) – Apple’s object code is ©able expression (literary work – §101 includes reference to “verbal or numerical symbols or indicia”) – Franklin copied Apple’s OS in order to ensure compatibility of their program with the system.
a. Computer Language – three levels broken into: 1)“source code” consisting of high level, which uses English words, and assembly language, which uses alphanumeric symbols (programs written in this); 2)“object code” consisting of binary code (CPU only follows instructions in object code).

b. Code is Not “Method” or “Process” (§102(b)) – argument that it is a method or process focuses too much on the physical characteristics of it being in a machine, but it can be copied onto many mediums (floppy).

c. Idea/Expression Dichotomy – no merger since idea behind Apple’s OS has many forms of expression as evidenced by the existence of other OSs.
II. Against Protecting Computer Programs as Texts – not realistic given value of program does not lie in text, but in behavior.

III(C)(ii). Distinguishing Ideas from Expression in Software – merger doctrine applies to computer programs, especially given situation where two people can have totally different codes, but the programs do the exact same thing – is this © infringement?

I. Computer Associates v. Altai, Inc. (2nd Cir. – ’92) – different codes in programs can still create the same function (no © infringement for copying function/purpose of program) – Altai hires programmer who copies 30% of CA’s program’s source code into their Oscar 3.4 – when they found out about this, hired new people for Oscar 3.5, who wrote new code with specified functions – CA still claimed infringement because function of Altai program was almost identical to CA’s.
a. Program Creation – programmer decomposes program’s ultimate function (purpose) into component elements and will chart the interactions of these elements with one another – interaction of various modules is “structure” of program – in fashioning structure, programmer seeks to maximize speed, efficiency, and simplicity of use while taking into considerations certain externalities like memory constraints – eventually the structure is transposed into source code, and then into object code for CPU to read.

b. Protection Not Limited to Literary Works Text – protection extends beyond text to non-literal components – here, program remained substantially similar to Adapter (in terms of function), even with rewrites.

i. Merger – utilitarian nature of program makes it difficult to distill idea from expression – therefore, elements of program incidental to function, are unprotectable as ideas – since each module within a program is in itself a program, each has its own idea which might not relate directly to the program’s overall purpose.
c. Substantial Similarity Test for Programs – Abstraction, Filtration, Comparison: 1)step one – abstraction – separate program’s ideas from its expressions – start at the most intricate part of program (object code) and move backwards, seeing if program is still protected at each level, until you reach a level where its too much of an idea or purpose to protect it; 2)filtration – examine structural components at each level of abstraction to filter out what isn’t protected from the analysis – determine if it’s protected expression (an idea dictated by efficiency would not be protected since we assume that outside forces make only a narrow range of workable options possible which causes expression to merge with the idea of this function), dictated by other external factors (also not protected), or elements from the public domain (not protected); 3)comparison – see if allegedly infringing work used protected elements from the allegedly infringed work.
i. Efficiency Considerations as Ideas? Was Computer Associates court correct in saying that efficiency considerations are a merger of idea and expression? Can’t programmer make efficiency trade-offs with other program elements (features) that would make their efficiency decisions a form of protected expression (like original judgments about utilization of unprotected data in “Red Book”)?
II. Softel, Inc. (2nd Cir. – ’97) – © can exist in program whose individual program elements are un©able, if processes and functions that allow elements to work together display originality and creativity (one must look beyond program purpose to other levels of “abstraction”). 
III. Lotus (1st Cir. – ’95) – utilization of menu command hierarchy from Lotus’s 1-2-3 was not infringement because no explicit copying of code and menu is un©able “method of operation” (unprotected “function” – Altai).
a. Menu Hierarchy as Unprotected “Method of Operation” (§102(b)) – to copy hierarchy, Borland didn’t need to copy object code (code itself is ©able) – once Lotus menu is termed a “method of operation,” it makes no difference if it embodied elements of expression or could have been designed differently (doesn’t change un©able nature) – ex. buttons on a VCR are unprotected “method of operation” even if a particular manufacturer moved them around and gave them different names.
b. Cannot Grant Monopoly Over a “Method of Operation” – would unnecessarily lock users into Lotus if they’ve made macros only compatible with their system and have learned the command structure – ex. giving only one person a right to make QWERTY keyboard.

IV. Protecting Interfaces – interfaces [the manner in which program modules communicate with one another behind the scenes (as in Altai & Softel)] and user visible interfaces (ex. Lotus) – given nature of network market, where a system’s value increases as more people use it, courts are moving towards allowing programmers to use interfaces needed to make programs run on certain systems (allowing decompilation for compatibility purposes) – more reluctant to allow copying of user interfaces (perhaps because aspects of screen display can also be separately ©ed).
III(C)(iii). New Paradigms?
I. Patent Protection for Software – with Diamond v. Diehr decision, USSC allowed for patenting an algorithm that could produce a useful result – later, with State Street Bank, Fed. Cir. upheld patent for accounting system which calculated costs and fees, terming these outputs as “useful, concrete, and tangible results” – many see State Street as confirming patentability of programs (although most of the rest of the world doesn’t allow this).

II. Trade Secret Protection for Software – protects only against misappropriation of the secret (doesn’t cover independent creation or reverse engineering) – not well suited for programs given the wide distribution of the products, containing the “secret,” to the general public.
III. EU Software Directive – also provides that member states must protect programs as literary works (must be original – idea/expression distinction applies).
IV. THE STATUTORY RIGHTS OF © OWNERS – §106 – sets forth exclusive rights of the owner: 1)§106(1) – reproduce work in copies; 2)§106(2) – prepare or authorize derivatives; 3)§106(3) – distribute or allow for distribution of copies to public; 4)§106(4) – in case of certain works, to perform it publicly; 5)§106(5) – in the case of certain works, to display it publicly; 6)§106(6) – for sound recordings, to perform it publicly by transmission.
IV(A). Civil Remedies – members of TRIPs must provide the same types of protections: 1)§502 – temporary and permanent injunction necessary to restrain infringement; 2)§503(a) – impounding all allegedly infringing copies; 3)§503(b) – upon final adjudication, destruction of those copies; 4)§504 – monetary damages – remedies unavailable unless work is registered before commencement of suit (§412); 5)§505 – at court’s discretion, all costs and attorney’s fees.
I. §412 – remedies for damages under §504 & §505 (except in the case of a §106A suit or where registration occurs within three months of transmitted work under §411(b)(2)) cannot be recovered for: 1)infringements that occurred prior to registration of unpublished work; 2)infringements after publication but before registration (unless registered within three months of first publication).

a. Other Remedies Besides Damages – all other remedies are available even if infringement occurred prior to registration in order to bring suit.
IV(A)(i). Injunctions (§502)
I. Temporary injunction – can be issued from proof of: 1)likelihood of success on merits; 2)possibility of irreparable injury (need not be very detailed if success on merits can be shown – presume it if infringement exists), or, balance of hardships tips in plaintiff’s favor.

II. Freedom of Speech and Injunctions in IP Cases – Lemley and Volokh – USSC in Harper & Row said that 1st Amendment does not shield speech that infringes a © – injunction granted if there is likelihood speech is unprotected (by 1st Amendment) – no current mechanism for getting a truly prompt final decision, which means that when case is close, failing to enjoin speech is better than erroneously enjoining it since failure to enjoin is remedied by a damages award, but you can’t fix blocking someone’s free speech.

III. Permanent Injunction – Universal Studios, Inc. v. Reimerdes (SDNY – 2000) – permanent injunction granted (over temporary) where there’s likelihood of continued violations, and there’s no remedy at law (damages will not solve continued abuse, or it’s impossible to compute them) – Reimerdes was given a preliminary injunction to cease posting DeCSS which allowed for infringing Universal’s work – responded by linking to mirror sites – decision – permanent injunction makes sense since defendants didn’t violate preliminary injunction but engaged in effort to defeat its purpose (substantial likelihood of future violations, absent permanent injunction).

a. No Adequate Remedy at Law – close to impossible to compute damages from availability of DVD decryption technology.

IV. Abend v. MCA, Inc. (9th Cir. – ’88) – where great public injury may result, injunction might not be a good idea – MCA made “Rear Window” from Abend’s story – he seeks to enjoin showing of film.

a. Injury of Injunction – injunction would create public injury by prohibiting showing the film – should try to issue monetary relief instead, especially here where irreparable injury hasn’t been shown and it is possible to compute monetary damages (market value of story from film re-release).

b. Compulsory License – decision seems to create one – considered a liability rule (allowing use by third parties but requiring compensation for such use) vs. property rule (which gives owner right to exclude others and collect both injunctive and monetary relief).

IV(A)(ii). Damages and Profits (§504) – award of actual damages and profits (§504(b)) or statutory damages (§504(c)) – hard to prove with mathematical precision – more difficult when infringing work is copied into a new one (need to dissect the two – goal is to award damages proportionate to the contribution of the © owner).

Actual Damages and Profits (§504(b))
I. Frank Music Corp. v. MGM, Inc. (9th Cir. – ’89) – MGM owns license to produce film version of musical “Kismet” but infringed © when including songs from it in a 10 act show at the MGM Grand – how do we determine damages given that it was only a piece of a 10 act show?

a. Direct Profits – we want to award in relation to what % of the show the © work made up, but we also need to subtract the plaintiff’s own substantive creative contributions from the defendant’s award – apportions only 75% of Act IV to plaintiffs (25% was plaintiff’s creative additions).

b. Indirect Profits – need to consider value of the show in attracting people to the hotel/casino – not erroneous to award 2% of indirect profits.

i. Prejudgment Interest – compensates party for money he would have had – Court says it ordinarily should be awarded – defendant should turn over interests on profits made from plaintiff’s product (another form of indirect profits).

II. Hamil America, Inc. v. GFI (2nd Cir. – ’99) – GFI stole fabric patterns, SGS manufactured them, sold to JC Penney, which sold to retail stores.

a. Calculating Infringers’ Profits – §504(b) allows for recovery of infringer’s profits (infringer must prove deductible expenses) – infringer allowed to exclude overhead.

i. Deducting Infringer’s Overhead – Sheldon v. MGM: 1)determine what overhead categories are implicated by production of infringing product – once nexus is shown, no need for itemized exclusion/inclusions of particular items in the category; 2)arrive at practical and fair method of allocating implicated overhead (infringer has burden).

b. Lost Profits – Nimmer says we reject computation of lost profits in the absence of evidence as to the volume of sales plaintiff would have obtained if there wasn’t an infringement – too speculative here because not clear that shared customers would have bought at Hamil’s above-market prices.

III. LA News Service v. Reuters TV International, Limited (9th Cir. – 2003) – LA news © clips from riots and licensed to NBC for broadcast – NBC has news supply agreement with Visnews and sent them the clips which they copied and rebroadcast in Europe and Asia.

a. © Act Does Not Apply Extraterritorially – doesn’t apply outside of US (Subafilms), but exception may exist when direct infringement (actual copying of the clips) was completed entirely within the country and enabled exploitation abroad (Sheldon v. MGM).

b. Damages – Sheldon says that no deterrent function is served if we make a domestic infringer (whose infringement leads to extraterritorial infringement) liable for loss of value or profits overseas, particularly when “infringement” here is legal overseas (could even have an over-deterring “chilling” effect on the fair use of © in close cases) – overall, only narrow exception for recovery of infringer’s profits to Subafilms’s general rule against extraterritorial application.

Statutory Damages (§504(c)) – need not be based on actual losses from infringement – can be awarded in lieu of actual damages if plaintiff chooses this before the final judgment (given difficulty of proving actual damages): 1)nonwillful infringement - $750-$30,000 per work; 2)willful infringement – no more than $150,000 per work.
I. Purpose of Statutory Damages – can definitely over-compensate, but also serve public policy purpose in deterring infringements even on a small scale.
II. What Constitutes “One Work” for the Purposes of §504(c)? – Columbia Pictures TV v. Krypton Broadcasting of Birmingham, Inc. (9th Cir. – ’97) – under §504(c), if one defendant or group jointly/severely liable, each work infringed may form the basis of only one award, regardless of the number of separate infringements of that work – however, where there are separate infringements in the same action, by two or more defendants not jointly liable, separate awards of statutory damages would be appropriate for each def.

a. Separate Works – each episode of a TV series is a separate work, despite the fact that they might be licensed as a series (Gamma Audio), because each was separately produced and could be viewed in any order.

IV(A)(iii). Attorney’s Fees (§505) – court may award reasonable attorney’s fees to the prevailing party (appealable on ground that court abused discretion) – what discretion should be used?

I. Fantasy, Inc. v. Fogerty (9th Cir. – ’96) – protesting of attorney fee award to winning defendant given that bringing lawsuit was in good faith.

a. Culpability of Losing Party – Court says that if award furthers purposes of © Act, it is within the discretion of the district court and the losing plaintiff need not be culpable for this award to be valid – other req. is that Court use “evenhanded approach” towards both parties.

IV(B). The Elements of Infringement – besides showing an infringement of §106, need to also prove other elements to bring case.

IV(B)(i). The Prima Facie Case of Infringement – two elements (plaintiff has initial burden for producing sufficient evidence of each): 1)plaintiff must allege and prove ownership of valid © - certificate of registration before publication or within five years will work – US © owners must register before infringement suit is instituted (§411 – not necessary to bring suit under VARA); 2)must prove defendant violated one of exclusive rights reserved to © holder (§106).

I. §405(b) – if work was distributed before Berne removed notice requirement in 1988, there is an innocent infringer defense to say that one relied on an omission of © notice.
IV(B)(ii). Copying in Fact or Independent Creation? – in reference to alleged violations of §106(1) (proof of “independent creation” totally negates infringement claim - Calhoun v. Lillenas Publishing) – circumstantial evidence relevant to determine whether defendant’s work is copy of plaintiff’s (helps establish “copying in fact,” but not definitive – also, still need to separately establish whether copying is wrongful – “substantial similarity” – see IV(C)(i)): 1)evidence suggesting defendant had access to plaintiff’s work – “reasonable opportunity/possibility” of viewing work – proof of no access is defense to infringement claim; 2)degree of similarity between the two works – a “striking similarity” makes “access” more likely, but does not prove it.
I. Independent Creation – Learned Hand observed that if someone could prove that they independently composed a poem that was exactly Keats’s Ode to a Grecian Urn, they could © it not withstanding the similarity – problem is that proof of this is difficult to come by.

a. Software Co. Method to Prove Independent Creation – given access to competitor’s work, developer will separate programmers responsible for writing new program (“clean room”) from those responsible for decompiling the existing one (allowed fair use for determining functionality specifications) – decompiling programmers only send a set of specifications explaining functionality that program must have, but keep competitor’s decompiled code out of the “clean room.”

II. Three Boys Music Corp. v. Michael Bolton (9th Cir. – 2001) – Isley Bros. “Love is a Wonderful Thing” released in 1966 and never made top 100 – Bolton releases song by the same title in 1991 and it hit #49.

a. Proof of Access – requires “reasonable opportunity/possibility” of viewing plaintiff’s work – can prove by: 1)chain of events between plaintiff’s work and defendant’s access (ex. dealing with the same publisher); 2)wide dissemination of plaintiff’s work.

i. Wide Dissemination and Subconscious Infringement – if widely disseminated, possible that someone might have heard the song long before, and unknowingly recreated it in some way (cannot be an excuse to the infringement) – proof of this is lacking here.
b. Striking Similarity – songs are not “strikingly similar” enough to infer the access existed.

III. Selle v. Gibb (7th Cir. – ’84) – Selle claims Bee Gees infringed his song – Bee Gees present tape that shows their creative process in coming up with tune.
a. Striking Similarity – existence of a striking similarity does not, alone, indicate access to the song, but rather tends to prove access – still need additional proof that work was available to infringer, which doesn’t exist here (different from Michael Bolton approach) – also, striking similarity is not just a matter of identical notes but must also look at uniqueness of two pieces (ex. does accused work depart from normal metric structure, does it recreate errors) – Court strikes down expert’s testimony because it failed to mention complexity of works beyond mere notes.

IV. Ty, Inc. v. GMA Accessories, Inc. (7th Cir. – ’97) – Ty claims GMA’s “Preston” was infringement of “Squealer” – court agrees.
a. Striking Similarity – two objects are incredibly similar, but as in Selle, this creates an inference of access (still need outside proof) – can rebut inference by disproving access or showing independent creation.
i. Striking Similarity to Public Domain – what if two things are only strikingly similar because they copy the same thing in the public domain? Wouldn’t be an issue of infringement or create an assumption of access, but here, the toys look nothing like real pigs.

IV(C). Exclusive Rights: The Reproduction Right (§106(1)) – exact copying cases include three groups: 1)piracy cases – easy case where there’s clearly illegal mass copying/distribution; 2)defendants engaged in arguably legal conduct – claim defenses under © Act (ex. fair use); 3)automatic digital copies – created from reading, viewing, hearing authorized copies of works (ex. MAI – temp. reproduction of program in RAM is a “copy”).

I. Browsing Online – does browsing create a “copy” given that files from pages are stored in cache for short periods of time? Sounds a lot like RAM copying – remember MAI decision on RAM being a copy still stands, since Congress only create a sui generis exception under §117 for computer servicers.

II. Ephemeral Copies (§§112 & 118) – excludes broadcasters of AV works for infringement for making one copy of the transmission program (§101) used solely by the transmitter that made it (§112(a)(1)(A)), solely for the “transmitting organization’s own transmission within its local service area” (§112(a)(1)(B)) – cannot retain copy for more than six months after initial broadcast unless for archival reasons (§112(a)(1)(C)) – DMCA helps amend §112 by creating the right to make up to 30 ephemeral copies of a broadcast sound recording (§112(b)) - §118(d) also provides additional exemption for ephemeral recording made by a public broadcasting entity but does away with many of the restrictions (promote noncommercial broadcasting in the public’s interest).
a. European Parliament Directive 2001/29/EC (2001) – pg. 311 – under Article 2, © owner has reproduction right, but Article 5(1) limits it by allowing “temporary acts of reproduction” (ephemeral) whose purpose is to enable transmission or lawful use of a work for non-commercial reasons.
III. Marobie-FL, Inc. v. National Association of Fire Equipment Distributors (ND Ill. – ’97) – “clip art” volumes released for use by fire service people – NAFED allows for copying them from its website – plaintiff claims infringing copy every time a user requests a copy and it is sent through NAFED’s RAM – decision – direct infringement cannot be proven because of unresolved facts.

a. Innocent Infringer Defense – §405(b) – affirmative defense – no liability if infringer can prove that infringement was caused by being misled by lack of © notice(pre-1988 when it was still required) on authorized copy – can’t be used here since copy was not authorized.
IV(C)(i). “Substantially Similar” Copy – to find §106(1) violation, need: 1)copying in fact (through circumstantial evidence or access and probative similarity); 2)whether copying is wrongful (because of copying of protected expression) – see if the works are substantially similar (question of fact) – if they are, then there’s infringement unless conduct is authorized in some way or there’s a viable defense.

I. Different Approaches to the Substantial Similarity Issue: 1)abstractions test – Nichols, Altai; 2)ordinary observer test – Arnstein; 3)extrinsic/intrinsic analysis – Krofft (intrinsic analysis also contains total concept and feel test and ordinary observer test).
a. What Elements do we Compare? 1)elements defendant took vs. entirety of plaintiff’s work (Arnstein & Krofft – reject filtration of unprotected elements – look at “total concept and feel”); 2)elements defendant took vs. ©able elements of plaintiff’s work (Altai approach – filter out unprotected elements); 3)©able elements defendant took vs. entirety of plaintiff’s work; 4)©able elements defendant took vs. ©able elements of plaintiff’s work.
II. Nichols v. Universal (USSC – ’31) – defendant accused of making film out of plaintiff’s play.

a. Abstractions Test – Learned Hand says start at the most unique part of the work and move back from it, to more generalized parts – at some point, the abstractions are no longer protected since they are akin to “ideas” – no monopoly in the plaintiff’s idea of quarrel between Jewish and Irish fathers (defendant took what was allowed by the law – unprotected ideas).

III. Arnstein v. Porter (2nd Cir. – ’46) – claim of infringement of musical compositions – defendant claims he never saw or heard them nor had any acquaintance with anyone who might have – decision – need to separate two questions: 1)was there copying? and 2)even if there was, did it go too far?

a. Was There Copying? Look at evidence that consists of: 1)defendant’s admission of copying; 2)circumstantial evidence from which copying may be reasonably inferred (look at level of access and similarities).

b. Was Copying Improper Appropriation? If copying of some sort is established, need to use ordinary observer test to see whether defendant took too much of plaintiff’s work (issue of fact that jury decides, not a matter of “dissection” for experts) – although, to help jury decide, witnesses may be called, and experts may be asked to help explain (although it would never be controlling as to the issue of illicit copying) – here, judge shouldn’t have dismissed for defendant (let jury decide).

c. Danger of Ordinary Observer Test – jury could use it to find defendant liable for only taking otherwise unprotected material, given that they might not know where the line is to be drawn.
IV. Sid & Marty Krofft TV Productions, Inc. v. McDonald’s Corp. (9th Cir. – ’77) – claim that McD’s took protected elements from kid’s show H.R. Pufnstuf to make ad campaign – decision – different tests needed: 1)abstractions test – to separate ideas from expressions; 2)to test for infringement, need to apply two tests: a)extrinsic test – look for substantial similarities in ideas – not dependant on responses of trier of facts – based on objective criteria that can be decided as matter of law using analytic dissection and expert testimony, b)intrinsic test – look for substantial similarity in expressions – look at response of ordinary person (ordinary observer test – no expert testimony or analytical dissection).
a. Case at Bar – using extrinsic test, we find that idea of fantasyland is not protected – use intrinsic test to see if expressions are protected – even though commercial uses diff. clothing and features for characters, they still capture the “total concept and feel” and a child couldn’t tell them apart – infringement does not require duplication or near identity.
b. Clarification of Intrinsic/Extrinsic Test – Cavalier v. Random House – 1)extrinsic test no longer a test for similarity of ideas, but rather an objective comparison of specific expressive elements (ex. similarities in plot, themes, etc.) – court can do this job; 2)intrinsic test is about subjective comparison of ordinary observer as to whether two works share a substantial similarity in total concept and feel.
V. Steinberg v. Columbia Pictures Industries, Inc. (SDNY – ’87) – artist claims “Moscow on the Hudson” poster was illegal copy of his New Yorker magazine cover – decision – substantial similarity can be determined either as a matter of fact or a matter of law – in 2nd Cir., use ordinary observer test  (doesn’t require duplication or near identity to establish infringement) – no evidence of independent creation to rebut copying, and given that defendants had access to the work, the required degree of similarity is somewhat less that it would have been if access was lacking.
VI. Computer Associates International, Inc. v. Altai, Inc. (2nd Cir. – ’97) – see also III(C)(ii) – claim of copying of functional elements of computer program – court adopted three-step abstraction/filtration/comparison test for separating idea from expression and determining if there’s infringement – decision – to determine if there was copying and if it was illegal, turn to part three of test (comparison) – court has already filtered out unprotected elements and only compares the remainder – no copying of expression.
a. Trouble with Filtration – Filtration rejected in the substantial similarity approaches of Arnstein & Krofft for good reason – if we exclude unprotected elements from the SS analysis, then we risk leaving out elements that separately are unprotected, but together may constitute expression (ex. painting with geometric shapes, each of which, alone, is unprotected) – should we look for “total concept and feel” to find infringement or do we require works to be virtually identical?
VII. Role of Experts – expert testimony more willingly accepted to help determine not just copying in fact but also substantial similarity (ex. need them to help lay observers understand the dynamics of computer programs – beyond works contemplated in Arnstein).
IV(D). Exclusive Rights: The Distribution Right (§116(3)) – restricts distributing copies to public by: 1)sale or otherwise of ownership; 2)rental, lease, or lending – making this a separate right allows for © owner to go after people who distribute unauthorized copies made by others (separate infringement distributor wouldn’t be responsible for).
IV(D)(i). What is “Distribution?”
I. Hotaling v. Church of JC of Latter Day Saints (4th Cir. – ’97) – making a work available to the public (even within library) is “distribution” (don’t need to prove specific acts of patrons actually utilizing those works, otherwise libraries lacking public use records could get away with activity) – Church illegally infringed on “distribution” right when it made copies of a single legitimate microfiches file and sent it to branch libraries (more of a “copying” case than a “distribution” case).
a. Dissent – right to distribute is only control over distribution “to the public by sale or other transfer of ownership, or by rental, lease, or lending” (§106(3)) – library here, didn’t sell, rent, or lease the copies they had.

II. Availability – seems as if, in both these cases, court is saying that simple availability of the work makes it “distributed” – is this legitimate under §106(3)? I’d say no, given Hotaling dissent.

IV(D)(ii). The First Sale Doctrine (§109) – distribution right of © holder is subject to rights of owner of a material copy.

I. Exceptions §109(b) – does not shield all acts of distribution by owners of material copies (new technologies make it easier to create copies from rented works, creating a market substitute for sales) - §109(b) prevents renting or leasing of phonorecords or computer programs for commercial advantage (doesn’t include film industry which greatly benefits from rentals).
a. Exceptions to the Exceptions – §109(b)(1)(A)-(B), (2) – does not prohibit rental, lease, or lending phonorecords or computer programs by nonprofit libraries, and also does not prohibit rental, lease, or lending of computer programs that are “embodied” in some other machine or product.
II. Bobbs-Merrill Company v. Straus (USSC – ’08) – distribution right does not include right to restrict future sales of books – publisher cannot require retail sale of book for at least $1 – no privity of contract for such a demand.
III. Problems From Internet – §109(a) only shields transfers of “lawfully made” copies (unclear whether it includes electronic transfers) – Register of ©, in report to Congress, recommended against amending §109 to give first sale right to transmit digital copies, saying that unlike material copies, digital copies do not degrade and can be spread quicker and easier, posing greater threat to many industries (would only agree to forward-and-delete technology that would delete sender’s copy, leaving 1).

IV. Libraries, the First Sale Doctrine, and §108 - §108 allows for some copying and distribution by nonprofit libraries and archives – typically only allowed to make one copy, unless they fit conditions under §108(b & c) where three copies can be made – can only make copies of musical, motion picture, pictorial, graphic, or sculptural works for preservation or replacement of deteriorating copies, but not for patron use (§108(i)) – no replacement copies allowed unless library has first made reasonable effort to find an unused replacement at a fair price (§108(c)(1)) – reproduction in digital format allowed but such copies cannot be made available outside library’s premises (§108(b)(2) & (c)(2)).
V. EU Rental Rights Directive and the Public Lending Right – establishes exclusive right to control, allow, or prohibit rental, lease, or lending of all works other than buildings and applied art – allows member states to derogate in order to allow public lending (libraries), as long as author gets some $.
IV(D)(iii). Unauthorized Importation and the First Sale Doctrine – §602 – adjunct to distribution right is right to prevent unauthorized importation of copies into US – typically, foreign licensees agree not to distribute works within each other’s territory.

I. Quality King Distributors, Inc. v. L’anza Research International, Inc. (USSC – ’98) – violation of §602 (restriction on importation of copies acquired outside of US) is subject to all restrictions on distribution right as §106(3) is, including first sale doctrine (§109(a)) - © of labels on hair products that are sold to US distributors and to foreign distributors for much cheaper – foreign shipment ends up back in US (gray market) – claim that §602(a) prohibits such activity should be subject to §109(a) restrictions.
a. Lanham Protection – trademark act prohibits importation of foreign goods, even if they bear a valid trademark, if the product itself is physically different – the idea is that they aren’t genuine by US standards (ex. foreign manufactured Coke might have different ingredients and taste).

b. Effects of Gray Market Goods – some argue it allows for greater distribution by more consumers because of lower prices – © holders claim it forces them to compete against their own cheaper priced, foreign goods.

c. “Region-Coded” Goods – some © holders, like film companies, release DVDs that are coded for regions that prevent use outside the region.
IV(E). Exclusive Rights: The Right to Prepare Derivative Works (§106(2)) – given that some degree of copying is needed to create a derivative work, sometimes makes it unclear which exclusive right have been infringed (reproduction or derivative – point at which new expression has been added to existing work, is when it’s a derivative).
IV(E)(i). Defining “Derivative” - §101 – based upon one or more preexisting works, or any form where work may be “recast, transformed, or adapted” – House Report says it’s a broader right than reproduction because reproduction requires fixation while derivative can be infringement even if not fixed in tangible form (ex. ballet).

I. Paul Goldstein – Derivative Rights and Derivative Works in © - because derivative rights allow © owner to control new works in various markets, they effect both level and direction of investment – ex. © owner might want to invest more in marketing a book in the direction of film vs. stage.

II. Castle Rock Entertainment, Inc. v. Carol Publishing Group, Inc. (2nd Cir. – ’98) – woman creates “Seinfeld” trivia book and CRE claims it is an unauthorized derivative work.
a. Substantial Similarity – contains two components: 1)qualitative – concerns the copying of expression vs. ideas; 2)quantitative – concerns the amount of ©ed work that is copied (must be more than de minimis – which is the case here – each “fact” from book is expressive creation from show rather than true facts such as identity of actors).

b. Other Tests – not that helpful here – total concept and feel test doesn’t help us since trivia book is derivative in a different medium and will obviously have a different feel to it.

c. Exclusive Derivative Control – CRE has monopoly over all derivative rights even if they choose not to saturate those areas or sell those rights.
IV(E)(ii). Modes of Transformation
“Recasting and Originality” – does infringing derivative work need to satisfy the “originality” requirement that applies to ©able derivative works? Diverging opinions.
I. Mirage Editions, Inc. v. Albuquerque ART Co. (9th Cir. – ’88) – Mirage owns © to works – ART took them out of book and recast them on tiles and sold at retail – derivative works? Protection by 1st sale doctrine? Decision – “recasting” on tile is creation of derivative work encompassed by §101’s “or any other form in which a work may be recast, transformed, or adapted” – 1st sale doctrine would protect work if resold as is, but does not protect derivative work for which © holder has separate exclusive rights.
II. Lee v. ART Co. (7th Cir. – ’97) – ©ed art mounted on tiles and sold – decision – no economic rationale to protect adaptation as “derivative” because full market priced was encompassed in the selling of the original works, and as their owner, 1st sale doctrine (§109(a)) allows ART to resell them on tiles – mounting on tile cannot create derivative work because that would mean that framing a picture creates a derivative work as well (but this sort of trivial process also fails to create an “original” work which is required in order to obtain separate ©ability even for derivative work) - §101’s recast/adapted/transformed language does not hit what ART did since original art remained intact throughout the process.
III. Nature of Secondcomer’s Use: 1)consumptive – incorporates copy of underlying work into derivative – argument that owner of underlying work has already been compensated through first sale price and should not be allowed to preclude others from using work in this way because no new market is created (Lee); 2)productive/pubic goods use – creates product related to ©ed work, exploiting copy in a new form and creating new market for derivative work (Mirage) – © owner should be able to claim lost value because first sale price did not contemplate this use.
IV. Linking and Framing – does framing web pages within other pages (ex. image search on Google) constitute recasting, transforming, or adapting?

“Fixation” – must derivative work meet the “fixation” requirement that applies to ©able derivative works?

I. Lewis Galoob Toys, Inc. v. Nintendo (9th Cir. – ’92) – Game Genie alters game components by blocking value of data byte sent from cartridge to screen, and replacing it with new value.
a. Concrete/Permanent Form – derivative must encompass protected work in some concrete or permanent “form” (§101) – but while fixation is needed for derivative to be protected under the Act (§102(a)), it isn’t needed for a derivative work to infringe under the Act – Game Genie lacks “form” (not an original work at all, so the question of “fixation” is moot) because it merely enhances the AV displays from the cartridge – useless on its own, therefore not supplanting Nintendo’s game market.
II. Micro Star v. FormGen Inc. (9th Cir. – ’98) – Micro Star downloaded 300 user-created Duke Nukem levels and sold them on CD – CD only contained MAP files which only tells the game what art to use, therefore still requiring original game with its art library – decision – MAP files on CD are in concrete or permanent form (displays come directly from CD vs. displays of Game Genie which were never recorded anywhere and were created automatically, while the game ran) – defendant claims no derivative because no incorporation of protected source art library, but court says infringement is not of source art library, but of Duke Nukem story itself (stories told in the MAP files are surely sequels).
III. Pop-Up Ads – are they derivatives because they alter appearance of original site? In Wells Fargo & Co. v. WhenU.com, Court said no, because they only temporarily change the appearance of the site, even much less than the Game Genie did (seems to require “fixation” to satisfy statutory definition of derivative, before finding any possible infringement under §106(2)).
IV(F). Exclusive Rights: Moral Rights, The American Version – Berne Article 6bis (pg. 217) creates two moral rights (TRIPs explicitly excludes them – Article 9(1) – pg. 249) countries must afford to works (US claims its laws already cover these rights): 1)right to claim paternity (in US, the right of attribution); 2)right to the work’s integrity.
I. Other Moral Rights – other countries allow for: 1)right of divulgation – author controls terms under which work is first disclosed to the public; 2)right to withdraw work from circulation; 3)droit de suite (CA has this) – right to proceeds for resale of works – very helpful for painters and graphic artists.

IV(F)(i). Theories for the Protection of Moral Rights Under US Law
I. Gilliam v. ABC, Inc. (2nd Cir. – ’76) – ABC wants to air edited Monty Python shows – BBC licensed to ABC but BBC never had any right to alter episodes, also MP retained control over script – decision – BBC can only license out right it has to complete show, not to allow others to create derivative works, which is what the edited show is.
a. Moral Rights – although US law doesn’t cover it, seeking only to vindicate economic vs. personal rights of authors, at its heart © law seems aimed at allowing artists to protect the integrity of the works for which they are economically dependant.

IV(F)(ii). The Visual Artists Rights Act (VARA) (§106A) – grants author of “work of visual art” (§101 – positive and negative parts to def. – pertains to physical/tangible embodiments rather than intangible works covered by §106 – work needs to be in single copies or less than 200 copies signed and numbered): 1)right of attribution - §106A(a)(1&2); 2)right to prevent intentional distortions, mutilations, or other modifications of the work that would be prejudicial to his reputation - §106A(a)(3)(A); 3)for works of art of “recognized stature,” to prevent destruction - §106A(a)(3)(B).
I. VARA Creates a Third Category of Rights: 1)© protects intangible work (§106); 2)property rights protect physical object; 3)VARA protects against certain actions related to physical object, even if © and physical object belongs to someone else (§106A(e)(2)).
II. Timing/Duration of Protection – for works made pre-VARA (§106A(d)(2)), protection only for works whose title is transferred from author after effective date of the Act (don’t want to give artist right over people who might have looked for waiver if VARA existed when work was made - §106A(e)) – for works post-VARA (§106A(d)(1)), protection is for author’s life (otherwise, if title not transferred after VARA, right expires upon expiry of §106 rights - §106A(d)(2)).
III. No Registration Requirement for Infringement Action – artist can seek to enjoin actions against his work or be compensated if those actions were already taken in violation of §106A – VARA plaintiff not required to register work beforehand (§§411, 412).
IV. Carter v. Helmsley-Spear, Inc. (2nd Cir. – ’95) – property where artist made work, was turned over to new owners who wanted to remove it – decision – artwork satisfies positive definition of “visual art” – although some parts are “applied art” (not covered by negative part of def.) because of being affixed to parts of building, this cannot be controlling over the artwork as a whole (whether a work falls within the def. should not depend on the medium or materials used) – negative part of def. also excludes “works made for hire” which is what this is.
a. Why Exclude “Works Made for Hire?” Maybe because we want to protect investor’s right to the artwork he sponsored.

V. Martin v. City of Indianapolis (7th Cir. – ’99) – Martin’ outdoor sculpture demolished by renewal project without notice to plaintiff – is this a work of “recognized stature” to be protected by VARA (§106A(a)(3)(B))? Decision – requires: 1)meritorious “stature;” 2)“recognition” by art experts, other community members, etc. (might need to call expert witnesses to prove) – plaintiff has proven both points, although not entitled to enhanced damages under §504(c)(2) because infringement was not “willful.”

a. Dissent – people sponsoring art on their property need to beware of the artist’s rights to keep the work intact – should seek to get a waiver of VARA rights under §106A(e) before contracting for the work.
IV(F)(iii). The Right of Attribution Revisited
I. Dastar Corp. v. 20th Century Fox Film Corp. (USSC – 2003) – Eisenhower book made into TV series whose © expired – Dastar took TV series from PD and edited it, made additions, and re-released it as its own – claim of “reverse passing off” under §43(a) of Lanham Act that tapes were “a false designation of origin” in connection with “any goods or service” of the work – decision – court interprets “origin” of “goods” as source of wares and therefore the producer of the tangible good (existing series) which is Dastar (rather than author of the concept embodied in the good) – once © has expired, good can be used freely and without attribution – additional author rights under VARA, does not cover the work here (not a “work of visual art”).
a. Expiry of © for VARA Rights – decision here effectively says there are no attribution rights for a work whose © has expired – seems like a violation of Berne Article 6bis which grants moral rights separate from economic rights (§106A(d)(1) also grants VARA rights for life of author).
IV(G). Exclusive Rights: Public Peformance and Public Display (§§106(4-6) – different from “distribution” (§106(3)) to public since “distribution” involves sale/rental/lease/lending of copies, and this involves simply showing them: 1)public performance (§106(4)) – right granted to © owners of “literary, musical, dramatic, choreographic, pantomimes, motion pictures, other AV works;” 2)separate public performance right for digital transmissions of sound recordings (§106(6)); 3)public display (§106(5)) – many of same works as in §106(4) plus sculptural works – excludes architectural works and sound recordings.
IV(G)(i). Public Performance (§§106(4)&(6)) – “performing” a work (§101) means to recite or play it (includes playing a radio at home) – but © owner only controls “public performances” (§101 – definitions of “perform,” “publicly,” and “publication”), which includes: 1)performance or display in place open to public with many outside people gathered (people from outside the family); 2)to transmit or communicate performance to places open to the public (above) or to the public (ex. radio station transmission to a store).

I. Columbia Pictures Indus. v. Redd Horne, Inc. (3rd Cir. – ’84) – defendant allows patrons to view cassettes in small private rooms in store – decision – court says this is definitely a performance, what about “public” aspect?
a. “Public” Performance - §101 def. includes: 1)public places; 2)semi-public places that are transmitted to – still counts as transmission to public at large under the Act even if recipients aren’t gathered in a single place (ex. would be a public performance to transmit program into hotel rooms) – defendant retained physical control of tape and transmitted it into booths.

b. First Sale Doctrine – sale of cassette to defendant only circumscribed plaintiff’s distribution right to that copy (still retains right to public performance of the work) – showcasing a video is drastically different from lending it (more akin to admission fees for a public theatre).
c. Different Scenario – maybe different result if customers “rented” films and each took them for viewing in the booths (wouldn’t be transmission, and since there’d only be use of one copy at a time, would count as rental).

IV(G)(ii). Public Display (§106(5)) - §101 defines “display” as showing a copy of single images either directly or through some other process (ex. individual film images) – “publicly” element same as for “performance” (from §101 definition of “publicly”) – only eight recorded cases, perhaps because of first sale public display right (§109(c)) which allows owner of tangible work (§109(d) – right does not extend to non-owner, such as renter) to “publicly” display it – qualifications include: 1)copy needs to be lawfully made; 2)cannot be projected to a place other than where the copy is located.

IV(G)(iii). Public Performance, Public Display, and the Internet – Courts rarely address public performance/display rights after other infringements have been found – overlap of rights can lead to problems (some propose a new “internet transmission” right while others want to drop the RAM copy doctrine and reinvigorate the public display route).

I. Streaming Video – is it both reproduction and public performance? Makes it complicated to get all the requisite permission to make transmission legal.

a. Distribution? – can this also be distribution? Considering to play streaming video, it must, at least temporarily exist in cache/RAM, and given MAI, that would mean web site is distributing copies.

IV(G)(iv). Limitations on the Public Performance and Public Display Rights – even if something qualifies as a “public performance/display,” limitations exist: 1)it is excused by first sale doctrine (§109(c)); 2)is it excused by “fair use;” 3)it is excused by §110 (ex. §110(5) has sui generis exception that allows small businesses to play radio or TV at establishment).
I. Distance Education Issues - §110(1) exempts public performance/display related to “face-to-face” teaching activities (lawful copies only needed for movies or AV works – can show infringing paintings) – “face-to-face” aspect was greatly limiting so Congress added §110(2) which allows performance/display of nondramatic works by transmission (as well as reasonable and limited portions of other works) if conditions were met: 1)regular part of systematic instructional activities (§110(2)(A)); 2)directly related and of material assistance to teaching content (§110(2)(B)); 3)primarily for reception by students enrolled in class (§110(2)(C)); 4)measures taken to prevent retention of work in accessible form and prevent dissemination by recipients to non-classroom people (§110(2)(D)).
a. Reproduction Rights in Conjunction - §112(b) also allows for the creation of ephemeral copies for purposes of making these transmissions possible – §112(f)(2) also allows for creation of digital copies of works if none are available or the available ones have protections that prevent use.
II. Cable and Satellite Retransmission Rights – Congress balances interests of © owners with cable transmitters by requiring compulsory licenses (§111) to be sold to cable retransmitters of local ©ed programs – no fee required for retransmission of local signals, which they “must carry” (idea is that rates charged for advertising take into account households that receive broadcasts over cable) – fee is required for retransmission of distant non-network programs (idea is that new stations won’t carry programs if they can be seen for free in distant markets by existing cable subscribers) - §119 adds compulsory licenses for satellite retransmissions (can retransmit local broadcasts without royalties but are then required to carry all local stations – carry one/carry all provision, like “must carry” rule – or can also negotiate individually with which local stations they want to carry).
a. Internet Retransmission Rights – no compulsory licenses as of now.

b. Reproduction Rights in Conjunction - §112(a) also allows for the creation of ephemeral copies for the purpose of retransmission.

IV(H). Exclusive Rights: Collective Rights of the Music Industry – two © in any recorded piece: 1)© in musical work (can include notes and lyrics); 2)© in sound recording (“fixed” in “phonorecords” - §101 – include CDs and digital files).

IV(H)(i). Introduction to the “Players” in the Music Industry – music publishers look to have © in musical work assigned to them with 50/50 split in royalties with songwriter – © in sound recording will typically be assigned to recording company.

I. Public Performance of Musical Work – §106(4) grants right of public performance (see def. of “publicly” – includes transmission) to © owner of musical work – radio stations would typically need to go to every individual © owner (unless transmission is exempted under §110), but CROs (collective right organizations) exist to help grant blanket licenses for many songs at once.

II. Public Performance of Sound Recordings – sound recording © owners do not have control over public performance except by certain transmission (transmission right qualified by §114(d)), but under §106(6), they can control transmission which radio stations and clubs also need to get permission for, although no CROs exist in this area (RIAA seems likely to take charge).

IV(H)(ii). Reproduction, Public Distribution, and Derivative Work Issues
I. Musical Works and §115 – provides for compulsory “mechanical” licenses to anyone who wants to reproduce or distribute copies (doesn’t cover right of music work © owner to block public performance of work) of the musical work (§115(a)(1) – also applies to digital copies but excludes real-time transmissions) – also compulsory licenses to reproduce or distribute covers of existing songs (§115(a)(2) – cannot change basic melody or fundamental character of work and cannot register as derivative without © owner’s consent).
a. Pricing – can pay royalties as required by §115(c) or otherwise go to Harry Fox agency which grants licenses on 2.5 million © works – pricing typically will not exceed statutory levels.

II. Sound Recordings and §114 – sound recording © owner’s rights limited to §§106(1-3,6) (§114(a) – doesn’t cover right to control public performance under §106(4) and §114(d) limits rights to trans/retransmissions) – sound recording © owners have reproduction right over exact copying of their work (§114(a)), but does not protect them against imitations (§114(b)) (unlike all other works, perhaps because Congress wanted to safeguard our musical heritage by allowing new songs that “sound alike” to existing ones).
a. Jarvis v. A&M Records (DNJ – ’93) – song release by A&M features “sampling” (copying and remixing sounds from previous music) from Jarvis’s record – is this minor use of existing song an infringement of © owner’s rights?

i. Musical Work Claim – does the used portion constituted a substantial portion of plaintiff’s work, not whether it constituted a substantial portion of defendant’s work – question is whether defendant unlawfully apportioned original elements of plaintiff’s work – elements taken were ©able expressions (each word or melody alone might not be, but together they are an original piece).
b. Bridgeport Music, Inc. v. Dimensions Films LLC (6th Cir. – 2004) – even de minimis use of sample (exact sound recording piece) is infringement since under §114(b), only “sampling” allowed is under compulsory license – use of samples without permission in new rap recordings for film – Decision – court says that when a © sound recording has been used, the de minimis and lay observer issues are irrelevant (analysis of musical work infringement requires finding that too much of a protected work was appropriated).
i. Different Standards for Music Work/Sound Recording – why allow de minimis analysis to find infringement of sound recordings but not musical works (can obtain compulsory license to make “cover” - §115(a)(2))? Because sound recordings are already something of value, fixed in a medium that can be easily utilized and save the party costs on recreating the sounds themselves.

III. The Audio Home Recording Act - §1008 exempts from liability, consumers engaged in certain personal copying as well as manufacturers of devices and media who make this copying possible – Act also excludes computers from its coverage (§1001(3) – “digital audio recording device” only includes device whose primary purpose is to record music), although it is unclear if §1008 covers digital copies made by computer [seems that it wouldn’t since “digital recording medium” from §1008, refers to object for use by “digital audio recording devices” (§1001(4)) which we’ve established excludes computers].
a. Napster (9th Cir. – 2001) – AHRA does not cover downloading of MP3s to computer hard drives because computers are not “digital audio recording devices” under §1001(3) and they therefore cannot make “digital music recordings” (§1001(5)) under §1008.
IV(H)(iii). Public Performance – if someone in a store plays a radio, we’re exploring two ©s (transmission by radio station, and public performance by store owner).
I. Musical Works, ASCAP, and BMI – © owners of sound recordings cannot collect on public performance of their work [only for transmissions (§106(6)) under certain circumstances (§114(d)(1))], but © owners of musical works can (§106(4)) – to help the process, ASCAP developed a blanket licensing scheme that allows business to publicly perform many musical works (no CROs for sound rec.) – other CROs also developed.
a. CROs vs. Compulsory Licenses – unlike the compulsory license scheme for mechanical reproductions, CROs are a private vs. legislative creation – both reduce transaction costs but CROs are dictated by the market.

II. §116 – compulsory license for jukebox owners – allowed them to have public performances of the music provided they pay an annual fee and attach a certificate – CROs developed to allow jukebox owners to get broad licenses as alternative to statutory fee (§116(c)).

III. Sound Recordings and Public Performance by Means of a Digital Audio Transmission - §106(6) grants limited performance right to © owners of sound recordings (public performance must occur by means of a digital audio transmission) – qualified by exemptions (§114(d)(1)) and statutory licenses/fees in §114(d)(2)&(f) (three tiered system ensuring the transmissions most likely to harm phonorecord sales are within exclusive control of sound recording © owner).

a. Interactive Services – because digital transmissions (and archived programs) that are “interactive,” allowing people to choose what song they want when they want it, are likely to harm phonorecord sales, they are not subject to compulsory licensing (§114(d)(2)(A)(i)).
b. Broadcast Exemption – non-subscription broadcasts are exempt from the §106(6) right of sound recording © holders (§114(d)(1)(A)-(B)) – only covers over-the-air digital transmissions (for Internet broadcasts, need exclusive permission of © holder since under §114(d)(1)(B)(i), the radio’s broadcast transmission is limited to a 150-mile radius).
i. Bonneville International Corp. v. Peters (EDPa – 2001) – radio stations question © office’s reading of §114(d)(1)(A) to exclude internet broadcasts from a §106(6) exemption to the rights of sound recording © owner – Decision – © office’s reading of the statute and recognition that it was written before Congress knew about internet broadcasts, is reasonable under Chevron – given careful limitations on exemptions for AM/FM broadcasters under §114(d)(1)(B), it seems unlikely that Congress would so ambiguously provide for a large internet broadcast exemption.
c. Small Webcaster Settlement Act of 2002 – if entity publicly performs sound recordings, and is not exempted from §106(6) under §114(d)(1), it needs a statutory or negotiated license – Sound Exchange, representing recording industry, reached voluntary settlement with webcasters which allows for certain original Internet programming and Internet retransmission of radio broadcasts for a royalty fee (§114(f) – covers all otherwise non-exempt broadcasts) – lasts until Dec. 31, 2004.
d. Ephemeral Copies - §112(e) allows for statutory licenses for ephemeral copies made for purposes of digital transmissions under statutory licensing provisions of §§114(d)(1)(C)(iv)&(f) - §112(a)(1)(B) allows for copies that don’t infringe reproduction right, for purposes of transmission in local service areas (seems to otherwise make worldwide distribution by Internet streaming incompatible with this section).
IV. §110 Limitations Revisited – exemptions under §110(5)(A) permit anyone to turn on the radio or TV in a public place as long as: 1)the receiving device is like one that can be found in private homes; 2)no direct charge is made to see or hear the transmission; 3)transmission is not further transmitted to public.

a. TRIPs Violation – WTO rules that §110(5)(B) violates TRIPs because the exemptions are too broad, covering people specifically intended to be covered by the minimum performance rights required under Berne Article 11bis - §110(5)(A) was deemed OK under TRIPs.
V. LIMITATIONS ON ©: FAIR USE – all §106 rights subject to fair use limitations (fair use is not just §107 but also includes other “limitations on exclusive rights” throughout act – ex. §§108-112) (need to find infringement before you consider whether it is excused because of fair use) – three categories of statutory limitations: 1)bright-line rules; 2)complex and technical (typically created through industry negotiations – ex. §110(5)(B) allows small businesses to turn on the radio and TV despite public performance right); 3)fair use - §107 – no bright-line rules, but rather an ex post determination by the courts (§107 provides courts with 4 factors to look at).
V(A). Fair Use in Comparative Perspective – other countries specify ex ante which uses are permitted, without allowing for an ex post mechanism for “fair use” like US (unsurprising because of common law system in this country, where law is primarily judge-made – other countries use civil law approaches where legislative body codifies law to greater specificity).

I. Berne Convention – in Art. 9(2), allows for countries to create exceptions to the reproduction right “in special cases, provided that such reproduction does not conflict with a normal exploitation of the work and does not unreasonably prejudice the legitimate interests of the author.”

II. TRIPs – Art. 13 – pretty much same language, but it applies to limitations on any of the excusive © rights rather than just reproduction (more restrictive on author’s rights than §9(2) and more in line with “fair use”).
III. Does §107 violate Berne and TRIPs? Prof. Okediji – three factors why it does: 1)indeterminacy of fair use doctrine violates Berne; 2)breadth of fair use violates Berne standard for permissible exception to author’s reproduction rights; 3)under TRIPs, fair use can be seen as nullification and impairment of the expected benefits trading partners should reasonably expect under TRIPs.

V(B). The Different Faces of Fair Use
V(B)(i). Cultural Interchange
I. Harper & Row, Publishers v. Nation Enterprises (USSC – ’85) – writing “news story” that reproduced much of Ford’s unpublished manuscript was not fair use – Decision – “implied consent theory” defines fair use as “privilege in others than the owner of the © to use the ©ed material in a reasonable manner without his consent” (vs. customary use theory – finds use to be fair if it is “within…accepted norms and customary practice” – allows more types of fair uses).
a. Fair Use of Unpublished Works – fair use typically not recognized until work is published (although factors could negate this presumption – ex. vast performance or dissemination of work before “publication,” since “publication” doesn’t cover this) – publication of author’s expression before authorized dissemination infringes author’s right to decide when and whether it will be made public – doesn’t make a difference that this is a mostly “factual” work (expression still protected if original).

b. Four Factors of §107: 1)purpose/character of the use – news reporting – Nation also claims that use was not for commercial purposes, but Court says that inquiry should look to see if motive was monetary gain, but rather whether the user stood to profit from exploitation of the © material without paying the customary price (Nation clearly sought to supplant author’s commercially valuable right of 1st publication) – “character” of use also important (here it was not in accord with “good faith” and “fair dealing;” 2)nature of the ©ed work – unpublished historical autobiography – law typically finds greater need to allow fair use for factual rather than fictional works (help to disseminate) – Nation didn’t just take facts from book, but rather also appropriated expressions – although substantial quoting can qualify as fair use, before publication, author’s right to control the 1st public appearance outweighs this right to quote (also has the right not to publish at all); 3)amount and substantiality of the portions used – not a large portion of the book was utilized, but the most important/substantial portions were used; 4)effect on the market – most important aspect – fair use cannot materially effect marketability of work (here, because of article, Time refused to pay for prepublication license and if people got the info from an article, they might not want the book).
c. Unpublished Works - §107’s final line states that just because a work is unpublished, doesn’t mean that fair use is precluded.
d. Fair Use and the 1st Amendment – some interpret Harper & Row as saying that fair use encompasses 1st Amendment rights – different view comes in Suntrust Bank v. Houghton Mifflin Co. (11th Cir. – 2001) where court allowed publication of Gone With the Wind Parody because it satisfied §107 fair use requirements and that barring its publication would stifle author’s right to freely express her ideas in the form of expression she chooses – courts however typically tend to discount defendants’ 1st Amendment arguments for being able to use something, citing Harper.
II. Campbell v. Acuff-Rose Music, Inc. (USSC – ’94) – USSC’s most recent explication of the fair use factors – allows for fair use to parody song – decision – looks at four factors of §107:
a. Purpose and Character of Use – goal of © is furthered by transformative works (helps promote progress) – the more transformative a new work, the less significant the other fair use factors in the inquiry – parody was obviously transformative.
i. When is Something a Parody? Threshold question is whether the parodic character can be reasonably perceived (whether parody is in good taste or bad taste is irrelevant) – to be parody, work must comment on original, not simply tweak it out of laziness to create something new – 2 Live Crew’s song can be interpreted as parody.
ii. Commercial Nature – cannot be the most important aspect of the first inquiry – just because something is not for profit, doesn’t mean it’s fair, similarly, the existence of profit does not preclude a fair use finding, otherwise there could be no fair use in news, research, etc., because they can all result in profit – commerciality is jut one factor to be balanced with others (although it would typically weigh against fair use).
b. Nature of ©ed Work – “value of materials used” – some works are closer to the core of © protection than others – the song’s original expression would put it within the core of what © is intended to protect.
c. Amount and Substantiality of Portion Used in Relation to Work as a Whole – parody is difficult case because it necessarily needs to borrow from heart of original – however, context is everything, so one must look at what else the parodist did besides go to heart of original – 2 Live Crew’s song copied the first line of original but then departed from lyrics and sounds.
d. Effect Upon the Potential Market for or Value of ©ed Work – must look at harm to both original and market for derivative works – Sony says that where use amounts to mere duplication, it can supplant original’s market, but where use is transformative, market substitution is less certain and harm cannot be inferred.
i. Parodic Effect on Market – if anything, parody and original serve different markets – although because parody pokes fun at original, it is capable of harming its market, but such market harm is not protected under the © Act – here, no evidence that 2 Live Crew’s song harmed the market for a rap derivative of original.
III. Burden of Proof for Fair Use – Campbell says that fair use is affirmative defense that it is up to defendant to prove, but statutory language of §107 says fair use is “not an infringement of ©” which supports the idea that perhaps plaintiff should disprove it as part of prima facie case of infringement.
IV. New Era Publications Int’l v. Carol Publishing Group (2nd Cir. – ’90) – use of L. Ron Hubbard quotes in scathing biography were fair use – decision – looks at four §107 factors: 1)purpose and character of work – biography that seeks to make a profit, but use of material to “enrich” book is still protected, even if there is anticipation of profits (quotes were not merely about cutting and pasting); 2)nature of the ©ed work – fair use greater with factual works – on balance, the quoting from Hubbard’s works, some of which were fictional, were meant to deal with his life and views, which are all factual issues; 3)volume of quotation – book uses small % of Hubbard’s works and do not take essentially from their hearts; 4)effect on market – book will, if anything, increase sales of his books, but even if it decreased them because of biography’s unfavorable nature, this isn’t actionable under © law (Campbell).
V. Castle Rock Entertainment v. Carol Publishing Group, Inc. (2nd Cir. – 98) – Seinfeld trivia guide was not fair use – decision – four factors: 1)purpose/character of use – don’t take much of fact that SAT is commercial product – most important aspect of first question is whether new work merely supercedes the original or adds something new (to what extent is the new work transformative?) – SAT is not transformative (simply repackages Seinfeld to give them more of the show) – transformative work need not transform original’s expression, although lack of altering original’s expression can help prove lack of transformative value; 2)nature of ©ed work – fictional nature of original and goes against fair use; 3)amount and substantiality of portion used in relation to work as a whole – SAT inevitably had to utilize significant portions of the show to accomplish its purpose, but since purpose was not transformative or otherwise valid under §107(1), this use is not valid; 4)effect on ©ed work’s market – does use usurp or substitute market of original? SAT fills derivative market niche that CR could develop (irrelevant that CR lacked any intention of developing it).
VI. El Vocero de Puerto Rico (1st Cir. – 2000) – Nunez distributed photos of Miss Puerto Rico to modeling agencies (normal practice) – controversy arose over fact she was nude and Vocero acquired photos for article – decision – court factors: 1)purpose/character of use – use was commercial but also informative, since story was about the photos – use was transformative since their purpose in story was different from their purpose as modeling shots – use was also in good faith and were acquired lawfully (since they were made available to a certain degree); 2)nature of ©ed work – photos could be seen as factual or creative (neutral status) – also article does not threaten plaintiff’s right of first publication (Harper & Row) since they had already been disseminated and made public to a degree; 3)amount and substantiality of use – copied entire photos but this is necessitated by nature of a news story about the photos; 4)effect on market – true that use of photos in paper destroys plaintiff’s ability to make money by selling them to a paper, but this market never existed since original purpose was to distribute portfolio, not to make profit, and publication of bad reproductions in a newspaper will not decrease demand for portfolio.
VII. Moral Rights vs. Fair Use – much of US ambivalence about moral rights has come because it’s hard to reconcile them with fair use, which may allow for parodies that damage the original in some way (also in conflict with recognition of moral rights in Berne Art. 6bis).

V(B)(ii). Technical Interchange – to create interoperability between a new and existing computer programs, decompilation and degrees of copying are necessary – how should fair use respond? Should it matter that new program is competing rather than complimentary? Protection from fair use under §107, but also under §1201(f) which explicitly allows for reverse engineering “computer programs” for interoperability.
I. Sega Enterprises Ltd. V. Accolade, Inc. (9th Cir. – ’93) – Sega does not license Accolade to develop games for it – Accolade does so anyway, in the process reverse engineering Sega games (writing a development manual on it) and then creating games using manual (used none of Sega code other than interface specifications) – decision – four factors: 1)purpose and character of use – although purpose was for creating profitable Sega game, Accolade only used code to discover functional requirements for compatibility (not protected by © - §102(b)) – could not discover requirements in any other way – Accolade’s discover leads to increases in independently designed games which is a growth in creative expression that © is meant to promote; 2)nature of ©ed work – works with factual elements have “thin” protection (Feist) – Accolade copied protected expression in the process of decompilation, but this is only because with computer programs, it is usually necessary to access to make complete copies in order to access the functional concepts (making disassembly unfair use would give © owner monopoly over un©able functional elements); 3)degree of copying – Accolade copied whole program, but this factor has little weight and does not preclude finding of fair use, especially when ultimate use of copied info was limited; 4)effect on market – Accolade’s games definitely effect market but court contends that they don’t really dissuade consumers from buying existing Sega games since people buy many video games and Accolade’s games are not substantially similar (then again, I can’t see people buying two different football games).
a. Public Policy – purpose of © Act is to give people access to unprotected elements of functionality, given nature of computer programs, one cannot allow © owner to hold monopoly over these elements just because they are laced together with protected expression – also, sweat of the brow arguments that developing these elements took much time, are invalid (Feist).
II. Sony Computer Entertainment, Inc. v. Connectix Corp. (9th Cir. – 2000) – defendant created PS emulator through reverse engineering (at one point copying Sony code to RAM to discover functional elements), allowing people to bypass buying a PS console so they could play purchased PS games on the CPU – decision – fair use – four factors: 1)purpose and character of use – use is transformative, meaning that significance of commercial nature of use is minimalized – also, consumers still need to buy PS games to play them; 2)nature of ©ed work – Sony’s OS contains unprotected functionality elements that cannot be examined without copying (Sega) – perhaps some intermediary copies were unnecessary for Connectix’s ultimate purposes, but under Sega, we only care about the necessity of the method, not the number of times it was applied; 3)substantiality of portion used – all of Sony’s OS was copied but this is of little value since this is allowed in order to access the un©ed elements hidden within the expressive ones (Sega); 4)effect on market – emulator does not merely supplant PS market, but is legitimate competitor (Sony cannot have monopoly over devices that play PS games) – people also still need to buy PS games (I disagree since emulator completely usurps market of PS consoles).
III. Nature of Fair Use (§107(2)) – didn’t drive results in Campbell or Harper & Row, but is enormously important in Sega and Connectix because of the special nature of computer programs.

a. Micro Star – Duke Nukem CD of levels – issue here was not about copying of functional elements of code, but rather of appropriating protected expression of the game in making the levels CD.

IV. Reverse Engineering vs. Licensing – because of the high costs for companies to reverse engineer, despite the fact that they are usually allowed to do so, it might make more sense for innovators to allow for greater licensing to help them recoup development costs.

V. Internet Search Engines – Kelly v. Arriba Soft Corp. (9th Cir. – 2002) – thumbnails of images from websites that popped up during image search were fair use (despite the fact that they “technically” copied the images without the rest of the webpage) – search engine thumbnails were of worse quality and served different purpose from original images (users would normally still need to go to the actual website, whose traffic might be increased, if they wanted to use the photo for artistic purposes).

V(C). Market Failure or “Productive Consumption?” – underlying theories of fair use: 1)productive use theory – court more likely to excuse use as fair if it is productive (or transformative, adding something new that enhances the benefit the public derives from earlier ©ed work) – can simply copying and consumption ever qualify as “productive?”; 2)reasonable and customary use theory – court more likely to excuse uses that are reasonable and customary (whether under implied consent theory or more general theory on socially acceptable conduct); 3)market failure theory – © owner may license creations to people who value them, but market flaws may prevent some consensual exchanges from occurring, in which case a court may appropriately excuse a use as fair [Gordon’s three part test: a)market failure is present, b)transfer of use to defendant is socially desirable, c)fair use award would not cause substantial injury to the incentives of the plaintiff © owner] – then again, we might not want © owners to license endlessly because they might start foreclosing on some rights that are excused as fair use anyway.
I. Productive Consumption/Reasonable and Customary Use – Sony Corp. v. Universal City Studios, Inc. (USSC – ’84) – does sale of Sony’s video tape recorders infringe on © of broadcaster’s whose programs are copied? Decision – court looks to see if Betamax is capable of significant, noninfringing uses.
a. Authorized Time Shifting – much time shifting (recording shows for later) is valid fair use, given that the consumer makes copies of “unprotected” programs like educational ones, sport events, religious programming – cannot block selling of equipment that allows fair use just because some people make unauthorized copies.

b. Unauthorized Time Shifting – and even some unlicensed copying need not be infringing – under §107(2), copying protected programs for profit-making purposes would be unfair, but most copying is done for private home use which is noncommercial – challenge to a noncommercial use requires showing that use is harmful or that if it spread, it would harm the market for the ©ed work (§107(4)) (such harm is presumed if use is for commercial gain) – Universal failed to show that such harm exists.
c. Dissent – fair use requires “socially laudable purposes,” not unilaterally benefiting users – fact that person has licensed television performance does not mean that he loses control over its reproduction (user could not simply copy a book from the library).
i. Productive Consumption – majority responds that productive vs. unproductive use is not a two-dimensional issue – copying for private purposes can indeed be productive (ex. teacher copying for lecture) – sometimes uses can be productive and lack transformation and add no new creative expression (ex. copying TV program for patient in hospital who cannot otherwise see it).
II. Market Failure – can we apply it to a case like Campbell? Some say yes, because denial of © holder to allow parody is example of how the market sometimes fails to allow beneficial works to be made – critical question is whether holding such a use as fair would frustrate a viable market for it.
III. American Geophysical Union v. Texaco, Inc. (2nd Cir. – ’95) – allowing scientists to make unauth. photocopies of library journals, for personal use, avoided paying of potential license fees or buying of additional subscriptions – not fair use – decision – four factors: 1)purpose and character of use – copying was basic and not transformative (photocopies do create independent value for users, ex. teacher’s distribution in class, but here the use was purely archival, and not as valuable as other uses might be) – while not technically commercially exploitative (because use was personal), but use was still aimed at allowing Texaco to reap some indirect economic reward; 2)nature of ©ed work – journals were factual (favors Texaco); 3)substantiality of portion used – whole journal articles were copied, and although not preclusive of fair use, does militate against it; 4)effect on market – Texaco’s use might result in fewer journals being purchase – use also effects ability of article © holders (vs. journal © holders – compilations) to license their works for other uses (need only consider licensing to markets that currently exist or are likely to develop – currently there’s likelihood for a market of licensing photocopy rights to develop).
a. Dissent – question the viability of harm to a market that hasn’t developed yet (photocopying rights).
IV. Princeton University Press v. Michigan Document Services, Inc. (6th Cir. – ’96) – no fair use where copy shop sold course packs to students, utilizing unauthorized copying of ©ed work – Decision – four factors: 1)purpose and character of use – solely a commercial purpose – no real “transformation” in creating photocopies (little resemblance to creative metamorphosis accomplished in Campbell); 2)nature of use – copies utilized creative expression from original works; 3)substantiality of portion used – sometimes used up to 30% of work, and fact that professors sought these excerpts, shows that they had a significant value; 4)effect on market – student use is not commercial but copiers have profit motive – test for fair use under this factor by seeing, “if the challenged use ‘should become widespread, it would adversely affect the potential market for the ©ed work” (Sony) – clearly here, a licensing market already exists and these copies cut into the © owner’s ability to license others to copy works.
a. Dissent – plaintiffs fail to demonstrate that course packs effect market for original works, or market for derivatives (like anthologies) – loss of “permission” fees for photocopying is not a market harm under §107(4) – majority’s reasoning would find market harm whenever any fees a © holder could extract was deemed a fair use (this is wrong) – here, the copy shop was filling a market created by individual demands of professors and made uniquely compiled course packs (unlikely that inclusion of excerpt in course pack would dissuade people from purchasing the whole work) – then again, dissent seems to miss the point that this is all done for profit gain at the expense of the © holder.
V. A&M Records, Inc. v. Napster, Inc. (9th Cir. – 2001) – Napster not involved in fair use – decision – four factors: 1)purpose and character of use – downloading of MP3s is not transformative (merely a retransmission of the same work in a different medium) – use was also commercial because users get for free what they would normally have to buy; 2)nature of use – traded music is more protected because it’s creative in nature; 3)portion used – copied entire work; 4)effect on market – Sony says that if use is for commercial gain (under §107(1)), likelihood of market harm may be presumed but if use is noncommercial, harm must be demonstrated – claim that Napster effects market by reducing CD sales and making it more difficult for plaintiffs to enter the market for digital music downloading (can claim harm to markets they haven’t yet utilized) – sampling (short clips of songs) in program was not fair because it effects plaintiff’s right to license song samples – space shifting (users transferring their songs from CD into MP3s on the network) was also not fair use because Napster made the song instantly available to millions (unlike “time shifting” scenario of Sony where recording of broadcasts were for private use and not mass distribution).
VI. FACES OF INFRINGEMENT: DIRECT, CONTRIBUTORY, AND VICARIOUS LIABILITY – very case of infringement requires a direct infringer, and in addition, there can be secondary liability stemming from this direct infringement.

VI(A). The Direct Infringer – §501 – necessary for a finding of secondary liability.

I. Religious Technology Center v. Netcom On-Line Communication Services, Inc. (ND Cal. – ’95) – no direct infringement by black board system (BBS) and their ISP even though infringing posts by user on their systems.
a. Direct Infringer – §504(c) does not require intent or particular state of mind (strict liability), although willingness is relevant for statutory damages – to post Erlich’s messages, “copying” was necessary by both BBS and ISP (satisfies MAI’s requirements of “fixation” in RAM) – however ISP cannot be directly liable since they didn’t “cause” the copying, but like owners of copy machines, their system automatically and uniformly created copies of all data sent through them (no individual discretion to exclude user-by-user – would have to drop entire BBS).
i. Playboy Enterprises, Inc. v. Frena – BBS escaped liability as direct infringer of reproduction right in case where user posted ©ed erotic images on its pages (court here supports this).

ii. Sega v. MAPHIA – court here disagrees with finding of direct infringement of reproduction right for BBS who solicited people to post ©ed Sega games for other users to download.

II. Liability of Employee for Infringement as Part of Job – Nimmer says no liability where act was required as part of duty of employment, and employee does not exercise discretion in carrying out duties – absent these elements, employee who exercises authority while knowing of infringing act, will be held jointly and severally liable.

III. Infringement by Authorization – many argue that given © owner’s right in §106 to “authorize” acts listed, one is a direct infringer for unlawful “authorization” – typically irrelevant given that such defendant will be found liable for contributory infringement – becomes a harder issue when “authorization” occurred in US while direct infringement occurred abroad (given no extraterritoriality of © law, cannot find contributory infringement here without being able to sue the foreign direct infringer).
a. Subafilms (9th Cir. – ’94) – find that “authorization” right refers to contributory liability and that therefore, can’t find someone guilty of violating it unless direct infringer is also within the US (majority view today).

VI(B). Vicarious Liability and Contributory Infringement – legislative history indicates that addition of “to authorize” to §106 was meant to confirm congressional intent that secondary participants be liable for © infringement under certain circumstances – Congress did not codify these circumstances and so court develops secondary liabilities.

I. Religious Technology Center v. Netcom (ND Cal – ’95) – was Netcom secondary infringer?

a. Contributory Infringement: 1)direct infringer – user; 2)“constructive”/actual knowledge of infringing conduct – unclear whether Netcom had actual knowledge of activity given that after they were notified of direct infringer’s conduct, they didn’t even investigate; 3)substantial participation (induce, cause, or materially contribute) – unlike landlord, Netcom retains some control over system and who is on it (doesn’t just lease out space and forget about it, but actually has to constantly give each user access) – able to take simple measures to prevent infringement, yet continues to give access.

b. Vicarious Liability: 1)direct infringer – user;  2)right and ability to control – under “netiquette” rule and customs, responsibility of provider service to prevent © infringement on its system (additional presence of license agreement where users had to agree not to infringe for threat of being dropped); 3)direct financial benefit – typically, where fees are fixed, court does not find a direct financial benefit from activity – not enough to say that people have knowledge that Netcom doesn’t act against infringement and so invites more users.

II. Fonovisa, Inc. v. Cherry Auction, Inc. (9th Cir. – ’96) – flea market is secondarily liable for the sale of infringing products on its property given fact that defendant knew of conduct, directly profited from it (cheaper infringing copies were known “draw” for more customers), and could have excluded individual vendors (unlike in Netcom).
a. Vicarious © Infringement – outgrowth of respondeat superior – imposes liability even when defendant is unaware of infringement given power to supervise activity and derive direct financial interest from it.
b. Contributory © Infringement – from tort law – idea that one is liable for knowingly directly contributing to another’s infringement – obviously defendant knew of activity, and contributed to it by providing space, parking, advertising, and other resources to make it happen.
VI(B)(i). Device Manufacturers as Secondary Infringers – Rule: No liability for a product that is “capable of substantial non-infringing use.”
I. Sony-Betamax – should device manufacturers be contributorily liable since they know that their products can be used for infringing conduct? Sony court applies patent act’s rationale to ©, saying that there must be a balancing of public interest in commerce with interest in providing incentives to creators, in finding no liability for an article of commerce that can be used for substantial noninfringing uses: 1)contributory liability – given possibility for significant noninfringing uses, “general” knowledge of infringements is not enough to qualify as the “constructive”/actual knowledge of particular direct infringements needed for contributory infringement; 2)vicarious liability – no “ability to control” where device manufacturer made product and sells it, losing all control over it (no justification to cease manufacturing where there are many noninfringing uses).
VI(B)(ii). P2P Liability as Secondary Infringers – Rule: No liability for a product that is “capable of substantial non-infringing use.”
I. A&M Records v. Napster (9th Cir. – 2001) – CofA ruled that Napster could be both contributorily and vicariously liable for direct infringement of users (given control over centralized db) – injunction blocking all uses of P2P, even noninfringing, was too broad, but when Napster was unable to block only the infringing, it was ordered to shut down the entire system.
a. True P2P – unlike Napster, true P2P has no centralized database and allows users to connect to one another directly – in Groskter, district court held no secondary liability because creators of program could not exercise control over the infringing conduct when it occurred (simply released software that allowed illegal transmissions but didn’t have any control over transmissions themselves).
II. MGM v. Grokster – no secondary liability for distributors of P2P software used for copyright infringement by users.
a. Facts – Plaintiffs are copyright owners, allege over 90% of files sent on network involve copyright material, 70% of which is currently owned – claim vicarious and contributory liability under §§501-513.
i. Software (distributed free of charge to users) works by connecting over the internet to others with the same software and indexing available filed – three types of indexing:
1. Napster model (ruled illegal) – centralized system that they ran.
2. Gnutella model – decentralized index P2P where user only has index of the files he wants to make available to others – the search makes all the connected computers search their own files and returns the index to the user who can connect to them directly.
a. This is the model used by defendants.
3. KaZaa model (supernode model) – select computers on the network are designated as indexing servers – user connects to most easily accessible supernode that conducts the search and returns results – technically, any computer on the network could be a supernode (defendants used this model, but switched over).
b. Analysis – question of secondary liability.
ii. Contributory Infringement – requires three elements: 1)direct infringement by a primary user; 2)constructive knowledge of infringement; 3)material contribution to infringement.
1. Knowledge – guided by Sony-Betamax – if machine is capable of substantial or commercially significant noninfringing uses, you defeat a claim of contributory infringement even when you know of the infringing uses (despite “knowledge,” no constructive knowledge) – otherwise, constructive knowledge imputed solely from proving there are no big noninfringing uses.
a. Napster reinterprets the rule in saying that if substantial noninfringing uses are shown, then to win, the plaintiff would need to show reasonable knowledge of specific infringing uses.

b. It is undisputed in this case, that the software is capable of significant noninfringing uses – therefore, no constructive knowledge of infringing uses.
c. Becomes the duty of plaintiff to prove specific infringements and therefore reasonable knowledge – important to note at what time such knowledge is obtained by defendants – unlike Napster case where defendants controlled the server, here, defendant released program and then lost control of what the users did.
i. Even if court closed down Grokster, the infringement would still continue.
2. Material Contribution – require defendant to provide “site and facilities” for infringement as well as failure to stop specific infringement they find out about (omissions are actionable) – no material contribution by defendants where they simply distributed the software and otherwise have no control over the conduct of users.
iii. Vicarious Copyright Infringement (outgrowth of respondeat superior) – requires: 1)direct infringement by primary user; 2)direct financial benefit to defendant; 3)right and ability to supervise infringers.
1. Direct Infringement & Financial Benefit – undisputed that people use it to infringe and that Grokster gets money from advertising.
2. Right and Ability to Supervise – requires a relationship where supervision is possible (ex. dance hall operator would be liable for activities of patrons, while landlord would not).
a. Sometimes demonstrated by a formal licensing agreement between defendant and user – as in Napster where they even had a policy reserving the right to block access and had control of files through the centralized database.
b. Cherry Auction showed that there was supervision when owner of swap meet could terminate vendors permits and controlled access by customers.
c. Here, Grokster lacks control over users due to the decentralized nature of the system.
d. Irrelevant to look at whether software can be altered to prevent infringement since forcing a defendant to do this is predicated on finding them liable, but not on determining whether liability exists under the “right and ability to supervise” test – also, Grokster could change the programs but users already have the older versions that cannot be erased from their hard drives by a third-party like Grokster.
VI(C). Online Service Provider Liability – OSP, with deeper pockets than direct infringer, is a more attractive target – Congress responds with §512 (Safe Harbor Provisions).
I. §512 – provides immunity from liability for certain “service provider” (defined in §512(k)(1)) activities: 1)transitory digital network communications (§512(a)); 2)system caching (§512(b)); 3)storing information on its systems at the direction of users (§512(c)) – ex. BBS; 4)providing information location tools like hypertext links (§512(d)).

a. §512(i) – to qualify for protection, OSP: 1)must adopt and reasonably implement policy providing for termination of accounts of infringers and must give notice to users of policy (§512(i)(1)(A)); 2)must not interfere with “standard technical measures” used by © owners to protect their work (§512(i)(1)(B)).

b. Important Facts About §512: 1)compliance is voluntary (OSP need not follow its dictates if it expects to defend activity under other parts of law); 2)even if not sheltered by §512, OSP might be protected other ways (ex. fair use under §107); 3)§512(j) defines what sort of injunctive relief can be sought.
II. A&M Records, Inc. v. Napster, Inc. (ND Cal – 2000) – Napster claims it is a “service provider” under safe harbor of §512(a) – defendants dispute this because the infringing material is not transmitted or route through the Napster system as §512(a) requires to qualify for protection, also claim that Napster has failed to implement §512(i) which requires that OSP adopt, reasonably implement, and inform users of policy for terminating repeat infringers (claim Napster only took these steps after litigation began).
a. §512(a) – Napster has admitted that MP3 files never go through its system but claim that it still qualifies under the section because Napster servers and browser on user computers are all part of the overall system – court dismisses Napster contention stating that files get to users by going through the Internet, not the Napster system (legislative history indicates that Congress intended that §512(a) safe harbor apply only to activities “in which a service provider plays the role of ‘conduit’ for the communications of others”) – Napster’s facilitating of connections between users does not pass “through” the system for purposes of the § – also holds that “routing” goes through internet as well (I disagree).
b. §512(i) – even if Napster qualified for protection under §512(a), it would still need to meet additional requirements of §512(i) – no requirement to investigate possible infringements or monitor uses, only to give notice to users to insure that infringers know that can lose access – Napster only started giving notice, however, after infringement suit was announced.

III. Identifying the Direct Infringer – if plaintiff cannot sue OSP, can still sue direct infringer, and under §512(h), require OSP to reveal their identity.
a. Scope of §512(h) – RIAA v. Verizon (DC Dir. – 2003) - §512(h) can only be used to identify those who have actually posted infringing material onto the OSP’s servers (not to identify all users who might use OSP as conduit to infringe since under §512(a), serving merely as conduit is protected activity) – RIAA is right though, that under this ruling, many OSPs will escape liablity given that most infringement occurs in the P2P realm and OSP’s sole role in these situations, is transmitting material.
b. RIAA Response – RIAA has turned to John Doe lawsuits (find specific people who’s identities they cannot ascertain but who are clearly infringing) where the judge reviews that requested discovery and assesses whether it’s appropriate to release the unknown individual’s identity.

VI(D). Criminal Infringement – §506 – criminal liability for person who infringes © “willfully” (mens rea requirement – see Morton) either: 1)§506(a)(1) – “for purposes of commercial advantage or private financial gain” (“financial gain” def. in §101 includes receiving other © programs or other nonmonetary items); or 2)§506(a)(2) – “by reproduction or distribution, including by electronic means, during any 180-day period, of 1 or more copies or phonorecords of 1 or more ©ed works which have a total retail value of more than $1000” – added thanks to LaMacchia.
I. Categories of Criminal Infringements: 1)misdemeanors – fit basic definition of criminal infringements but: a)did not involve sound recordings, motion pictures, or AV works, regardless of magnitude of infringement; b)were reproduction or distribution infringements of those types of works but did not meet the threshold of quantities to qualify as a felony; c)were infringements of the works above, but were committed by creation of derivative work or public performance (vs. reproduction or distribution); 2)serious felonies – reproduction or distribution of at least 1000 copies of phonorecords or at least 65 film or AV works in 180 day period; 3)less serious felonies – at least 100 copies of phonorecords or at least 7 films of AV works in 180 day period. 
II. Monetary Relief – available under §504(c)(2) for “willful” infringements.

III. International Approaches – TRIPs Art. 61 allows member states to impose criminal procedures in cases of “willful” infringements.

IV. Mistake of Law – US v. Morton (D Neb – ’91) – given vandalization of authorized video tapes, defendant thought it was legal to make unauthorized copies and rent them out as well (no evidence he rented auth. and unauth. copies at the same time) – what does “willful” mean in the context of §506(a)? Decision – under §506(a), “willful” means that in order to be criminal, infringement must have been “voluntary, intentional violation of a known legal duty” (perhaps Congress’s attempt to soften common law rule of no ignorance/mistake of law defense) – test does not objectively ask whether reasonable person would have done the same, but considers actual subjective belief of defendant himself – defendant’s actions demonstrate he really thought his activity was legal.
a. §506 Amended – under §506(a)(2), evidence of reproduction or distribution, alone, is not enough to prove criminal infringement (also need “willful” element).
V. US v. LaMacchia (D Mass – ’94) – defendant created BBS where users could download infringing copies of ©ed software – causes lose of millions but no proof that defendant sought or derived any financial benefit from activity – Decision – no criminal liability given no commercial or financial benefit.
a. Congress’s Response to LaMacchia – The No Electronic Theft Act – added §516(a)(2) to © Act, criminalizing theft of © works where there’s actual unlawful reproduction or distribution (by electronic means as well) of ©ed works that meet a $1000 value threshold in a 180-day period, whether or not defendant derives a direct financial benefit from the acts of misappropriation – also added new definition of “financial gain” in §101, defining it as getting anything of value, including receipt of other ©ed works (no longer just money).
VII. © IN A GLOBAL INFORMATION ECONOMY
I. Is © Law Necessary to Promote General Welfare? – To Steal a Book is an Elegant Offense – Alford – different cultures look upon copying differently – in some, such as Chinese culture, copying was promoted because it was deemed necessary for progress – don’t necessarily need it in order for people to keep creating.
VII(A). The Growing Role of International Treaties and Institutions – to date, all of © treaties have been non-self-executing (implementation legislation needed) – US has evolved as © isolationist (and somewhat of a foreign works pirate) into a leader in setting and enforcing global © policy.

I. From Pirate to Holdout to Enforcer: International © and the US – protection of foreign works didn’t begin until 1891 (but still needed to publish in US for protection) – 1909 Act adds three categories of protection for foreign authors and 1976 Act protects unpublished works regardless of author’s nationality or domicile – Congress became more interested in international enforcement of IP rights as it became a bigger exporter of works.
II. The Berne Convention – Why didn’t US join Berne 100 years earlier? 1)did not wish to be obligated to provide foreign works with uniformly high substantive standard of protection on national treatment basis; 2)Berne Art. 5(2) does not allow impositions of any formalities on protection but US didn’t want to abandon the formalities that it had chosen to impose on those seeking federal © protection; 3)required protection of “moral rights” which US, with emphasis on economic rights, didn’t want to impose.
a. Joining – eventually sign on in 1989 because there was a recognition that at times when there were trade deficits, trade in ©ed works consistently produced trade surpluses.

b. Non-Self-Executing – Berne requires implementation legislation – with accepting Berne, Congress adopted “minimalist” approach, making only changes that were absolutely necessary to qualify for membership (leaves open question whether US is in compliance) – joined Berne so it could propose an IP agreement to be adopted within context of multilateral trade system of GATT.

III. The TRIPs Agreement – TRIPs part of WTO creation in 1994 (need to accept all provisions of provisions to join – cannot pick and choose) – premised on idea that IP is trade issue – establishes minimum substantive standards – also a non-self-executing treaty that requires implementation legislation (which is one reason why the US has been found to be non-compliant in some areas).
a. Implementing Berne – most mirrors Berne (TRIPs Art. 9 requires incorporating Berne, but does not require recognition of moral rights).

b. New Protections – TRIPs Art. 10 mandates protection of computer programs and compilations of data not protected under Berne.

c. TRIPs Art. 12 – minimum duration of © is life of author plus 50 years.

d. TRIPs Art. 13 – requires that members confine limitations or exceptions to authors’ rights (fair use) to “certain special cases which do not conflict with a normal exploitation of the work and do not unreasonably prejudice the legitimate interests of the right holder.”

e. Non-Compliance – disputes subject to settlement system of WTO – face the prospect of trade sanctions if they are not in compliance.

f. Developing Countries vs. Developed Countries – TRIPs possess difficulties for developing countries since they want benefits of being part of WTO, but are also looking for inexpensive access to IP goods.

g. Registration – no longer required under TRIPs (because of Berne implementation), but it might still be a good idea to register (makes it easier to bring litigation and helpful in the litigation process).

IV. Separate Bilateral Agreements – US still relies on bilateral and multilateral agreements outside of TRIPs (TRIPs-plus) which often require protection of works on similar terms to US legislation.

V. © Lawmaking and Enforcement Under Berne and TRIPs – Berne lacks enforcement mechanism but TRIPs uses dispute settlement mechanism of WTO.

a. WTO – all WTO members agree to limit sovereignty by submitting to binding international process for settlement of disputes arising from obligations under Uruguay Round Agreement (includes TRIPs) – Dispute Settlement Body receives panel opinions which can be appealed by parties (can lead to appellate decision) – DSB publishes final ruling and guilty party must inform DSB of actions it will take to come into compliance (failure to comply may result in suspension of trade privileges).

i. US Guilty – in 2000 there was a ruling that §110(5)(B)  (allows for playing of radios/TVs in bars and restaurants without compensation) violates TRIPs Art. 13 (fair use) – US still not in compliance.

b. WIPO – one of specialized agencies of UN (created in 1970) – allows TRIPs members to enter into other agreements that implement even higher standards and also allows non-TRIPs states to sign WIPO treaties on particular topics.

VIII. TECHNOLOGICAL PROTECTIONS – there exist extra-© means of protection (ex. technological protection such as program that prevents fair use copying of CD – questions of what right authors have to close off fair uses available to consumers).

VIII(A). The Digital Millennium © Act and the Circumvention of Technological Protections
I. §1201 – Circumvention of © Protection Systems – anti-circumvention measures and exceptions adopted in response to WIPO’s adopting of anti-circumvention measures.
a. §1201(a) – cannot circumvent access controls unless they inhibit noninfringing uses under (a)(1)(C) (in theory, user who paid required price for work, would remain free to circumvent technological controls that prevented exercise of fair use and other user privileges).
b. §1201(a)(2) – ban on manufacture of tech used to circumvent “technological measures” (access controls) – doesn’t necessarily apply if program has other commercial uses (§1201(a)(2)(B)).
c. §1201(b)(1) – ban on manufacture of tech used to circumvent “protection afforded by technological measures” (author’s exclusive © rights) – doesn’t necessarily apply if program has other commercial uses (§1201(b)(1)(B)).
d. Complaints – some say that §1201’s prevention of circumventing access controls still frustrates fair use when author institutes payment for right of access – also claim that nonprofit users might need to obtain circumvention tools from others, but this isn’t allowed – Congress’s response:
i. §1201(c)(1) – §1201 not intended to “affect rights, remedies, limitations, or defenses to © infringement, including fair use, under this title.”

ii. §1201(d) – narrow exception that allows non-profit libraries, archives, and educational institutions to circumvent access controls for sole purpose of determining whether to acquire particular work (still doesn’t help them if they aren’t tech savvy and don’t know how to do this).
e. Other Exceptions:

i. §1201(f)(2) – allowing circumvention, and creating circumvention tools, to enable legal reverse engineering for achieving interoperability in newly engineered “computer programs.”
ii. §1201(g) – allows for “good faith encryption research.”

iii. §1201(i) – allowing circumvention of access controls to extent necessary to prevent collection of personally identifying info about on-line activities.

iv. §1201(a)(1)(B-D) – allows Library of Congress, together with © Office and Dept. of Commerce, to declare exemptions if it finds that particular users were adversely affected in their ability to make noninfringing uses of particular classes of works.

f. Civil and Criminal Penalties for §1201 Violations – codified in §§1203 & 1204.

II. Universal City Studios, Inc. v. Reimerdes (SDNY – 2000) – hackers break DVD encryption code through reverse engineering of licensed DVD player and create DeCSS, program capable of “ripping” encrypted DVDs allowing for playback on non-compliant computers and copying of files onto hard drives – defendants removed link to DeCSS but provided links to mirror sites.
a. §1201(a)(2) – makes it illegal to create program whose primary purpose is to circumvent access controls – clearly DeCSS qualifies – under (a)(2)(B), program that has other uses besides circumvention isn’t illegal, but here, circumvention is the only thing DeCSS provides.

b. Statutory Exceptions
i. Reverse Engineering – claim right to reverse engineer for interoperability under §1201(f) – defendants claim they made DeCSS to allow for interoperability with Linux which couldn’t run encrypted DVDs – but defendants have not “lawfully obtained the right to use a copy of a computer program” since a DVD isn’t a computer program (§101).
ii. Fair Use – CSS does involve some risks of preventing lawful uses of © material (such as on non-compliant DVD players and computers) – however DMCA adequately deals with this (with §1201(a), Congress chose to leave technologically unsophisticated people who wish to make fair use of encrypted © works, without the technological means of doing so).
c. First Amendment – defendants claim that §1201(a) is Constitutionally overbroad – Court disagrees, saying that DMCA limits fair use, but doesn’t cut it off (access to DVD films can be had by renting the video and copying from that) – however court fails to address the concern that encrypted DVDs prevent lawful copying for private use.
d. Court of Appeals – Court of Appeals affirmed decision and also noted that nothing in © Act requires that fair use be available in the most ideal form, as long as it’s available (idea that as long as videotapes are available, DVDs can be encrypted to prevent legal copying for personal use).

III. Scope of §1201 – Felten and ElcomSoft decisions, along with DMCA-related warnings by tech companies, have resulted in several prominent foreign computer scientists who study cryptographic systems, to publicly state that they will no longer attend computer science conferences in US for fear of prosecution for their work.
IV. Intellectual Property and the Digital Economy: Why the Anti-Circumvention Regulations Need to be Revised – Samuelson – Hollywood sought strongest possible ban on circumventing tech protection systems used by © owners to protect works – Silicon Valley opposed broad legislation because of deleterious effects it would have on their ability to engage in lawful reverse engineering, computer security testing, and encryption research (supported outlawing acts of circumvention engaged in for purpose of infringing ©) – US could have very easily asserted that its law already complied with WIPO anti-circumvention measures which gave signatories great latitude in implementation – needs of digital economy did not drive anti-circumvention provisions of DMCA, it was rather power politics from representatives of certain established but frightened © industries.
V. WIPO © Treaty Implementation in the EU – under WIPO anti-circumvention provisions, EU adopts directive to provide “adequate legal protection” against circumvention of “effective tech measures” and manufacture and distribution of tech that can be used to accomplish the circumvention – however, also require right holders, in the absence of voluntary agreements between them and users, to make available for the legal beneficiary of the protected work, the means of benefiting from an exception or limitation provided for under national law.
VIII(B). Protection for © Management Info – DMCA also establishes protection for “© management info” (CMI) that is attached to copy of a work (ex. to identify © owner and the terms of use of the work).
I. §1202 – prevent false CMI (§1202(a)) and removal or alteration of CMI info (§1202(b)).
II. Kelly v. Arriba Soft Corp. (CD Cal – ’99) – search engine that features only thumbnails of pics on sites and links to actual sites – claim of DMCA violation through CMI removal under §1202(b) (because actual images lacked this info, since only listed on site, the thumbnails didn’t contain it either).

a. §1202(b) – does not apply to this case because it only applies to removal of CMI on a plaintiff’s work itself – also, no evidence to show defendant’s actions were intentional rather than merely unintended side effect of search engine [§1202(b)(3) – violation requires defendant know (mens rea) that his actions will lead to infringement of ©, however, defendant advised users to check original website before copying and using images].

III. A Right to Read Anonymously: A Closer Look at “© Management” in Cyberspace – Cohen – future CMI may do more than just prevent unauthorized reproduction – future tech could also detect, prevent, and count a wide range of operations such as opening, printing, exporting, copying, etc. – could result in total loss of reader anonymity in cyberspace.

IV. Digital Object Identifiers – recently developed protocol for connecting digital materials found on internet, to © owners – assigns each digital object a DOI identifying both Registration Agency assigned DOI and who the specific owner of the © is – once issued, DOI remains associated with particular content regardless of ownership changes or changes in the URL for the web page where the work is located – clicking DOI would link to address which houses the digital object where users can review how to access the content and the terms of this access (seems like another way to foreclose on fair uses).
IX. OWNERSHIP
IX(A). Ownership: Who is an Author? – three types of authorship in §201: 1)sole authorship; 2)joint authorship; 3)works made for hire (employer is typically © holder).
IX(A)(i). Sole Authorship
I. Lindsay v. The Wrecked and Abandoned Vessel RMS Titanic (SDNY – ’99) – plaintiff directed film about Titanic aboard defendant’s ship – defendant licensed out footage claiming that plaintiff didn’t have exclusive right to it because he didn’t actually film any of it – Decision – court disagrees – under Burrow-Giles, clear that author has © in photos to the extent they are “representatives of original intellectual concepts of the author” – here, because plaintiff made the storyboards and directed the film, his “original intellectual concepts” can be found within the work.
IX(A)(ii). Joint Authorship - §101 defines “joint work” as “a work prepared by two or more authors with intention that their contributions be merged into inseparable or interdependent parts of a whole” [3 requirement: 1)©able work; 2)two or more “authors;” 3)authors must intend contributions be merged into inseparable or interdependent parts of unitary whole] – what level of contribution is sufficient?

I. Ownership Interest in Joint Work – each joint author receives an equal share of ownership interest in the final work (not broken up by % contribution).

II. Licensing – in US, requires approval of all authors for assigning exclusive licenses – nonexclusive licenses may be granted without consent of other authors, subject to account to other authors for any profits from license.

III. Communal Works – who is the author of a work that represents the cumulative creativity of generations (ex. folklore, etc.)? I would say it’s in the public domain.
IV. Erickson v. Trinity Theatre, Inc. (7th Cir. – ’94) – Trinity claims it is co-author and co-owner to play because many of their actors made suggestions, eventually incorporated into the final play, during development.
a. Two Tests for Evaluating Contributions of Authors Claiming Join-Authorship: 1)Nimmer’s de minimis test – requires that only the combined product of joint effort be ©able – no support in courts because fails to consider that ideas and concepts alone should not receive protection (contribution of idea is very ambiguous concept); 2)Goldstein’s ©able subject matter test – requires that each author’s individual contribution be ©able on its own – court uses this one – to qualify as an author, one must contribute more than just ideas or give direction to a work – also enables parties to predict whether contributions will entitle them to © protection.

V. Difficulty of Finding Authors When Many Contributors (ex. Movie) -  Aalmuhammed v. Lee (9th Cir. – ’99) – Lee co-wrote, co-produced, and directed film – Aalmuhammed made extensive suggestions to make the screenplay more historically and religiously accurate – Decision – breaks down the three aspects/requirement of “joint work” in §101:
a. “Authorship” – authorship not the same thing as making a valuable and ©able contribution – looking to founding fathers, seems they wanted it to refer to “he to whom anything owes its origin; originator; maker.”
b. ©ability of Contribution in a Movie – obviously, only creative and original contributions can be deemed ©able (vs. ideas) – however with film, creative contribution cannot suffice to establish authorship because there are 100s of creative contributors (all cannot be authors) – also, Aalmuhammed’s contribution was more factual than creative.
c. Intent to be Authors – there was no manifestation of Aalmuhammed of intent to be a co-author – even Spike is not co-author because it’s a work-for-hire – progress would be retarded if author could not consult with others and adopt their suggestions without sacrificing ownership.

IX(A)(iii). Works Made for Hire - §101 definition requires: 1)§101(1) – work prepared by an employee within the scope of his/her employment (need to define “employee” and what’s in the “cope of employment” – courts typically follow Restatement of Agency §220 & §228); 2)§101(2) – 9 categories of works specially ordered or commissioned for use as a contribution to a collective work, etc…[considered work made for hire] if parties expressly agree in writing.
I. Who is an “Employee?” – first factor under §101(1) definition.
a. Community for Creative Non-Violence v. Reid (USSC – ’89) – CCNV comes up with idea for Christmas display and hire Reid to do it (he volunteers his services) – after Reid refused to return the statute because of fear it would get damages on a proposed tour, he filed for © registration and CCNV counter-filed.
i. Work for Hire Under §101(1) – “prepared by employee within scope of employment” – four interpretations: 1)work is prepared by employee whenever hiring party retains right to control product; 2)work prepared by employee when hiring partner actually wielded control with respect to creation of work; 3)“employee” carries common-law agency meaning; 4)“employee” only refers to formal, salaried employees.

1. Court’s View – nothing would indicate any use of employee beyond basic meaning – court looks to #3 and common-law agency meaning (Restatement Agency §220(2)) – under these factors, Reid is independent contractor, not employee.

2. Important Factors in Determining “Employee” Status Under Restatement Agency §220(2): 1)skill required; 2)source of instrumentalities and tools; 3)location of work; 4)duration of relationship between the parties; 5)whether the hiring party has right to assign additional projects to hired party; 6)extent of hired party’s discretion over when and how long to work; 7)method of payment; 8)hired party’s role in hiring and paying assistants; 9)whether work is part of regular business of hiring party; 10)whether hiring party is in business; 11)provision of employee benefits; 12)tax treatment of hired party.
b. Aymes v. Bonelli (2nd Cir. – ’92) – Aymes hired to write programs for pool business (no agreements assigning ownership ©) – Bonelli dictates what he wants, but Aymes applies it – Bonelli never withheld any of Aymes’s salary for taxes.
i. Important Factors to Consider in Determining “Employee” Status – takes factors from Reid, but notes that while none are dispositive, some are more important than others – cuts it down to only the more significant ones to consider: 1)hiring party’s control over manner and means of creation; 2)skill required; 3)provision of employee benefits; 4)tax treatment of hired party; 5)whether hiring party has right to assign additional projects to the hired party.
1. Decision – Bonelli controls on #1 and #5, but the rest go in Aymes’s favor (independent contractor).
c. “Specially Ordered or Commissioned Work Made for Hire” Under §101(2) – lists 9 such works where contributions of many people to a whole (ex. motion picture) will qualify as “work made for hire” status – doesn’t explicitly include computer program creation (although it could be read to be include under “contribution to a collective work”).

d. Rationale for Vesting © in “Work Made for Hire” in Employer – idea that he is the economic risk taker in the situation and so he is entitled to the work – although under §201(b), allowed to vary initial ownership by contract.

e. Works Authored Outside of US – courts will follow the “work for hire” law of the work’s country of origin to determine ownership.

II. What is the “Scope of Employment?” – second factor under §101(1) def.
a. Avtec Systems, Inc. v. Peiffer (4th Cir. – ’94) – employee creates .309 version or program and later bills company time for making modifications to create 2.05 version which was advertised as an Avtex program – at the same time, Peiffer gives exclusive license to market program to KKI – did Peiffer create program within scope of his employment? Decision – Reid says to look at common law of agency.
i. Restatement §228 – employee’s conduct is within scope of employment when: 1)it is of the kind he is employed to perform; 2)it occurs substantially within the authorized time and space limits; 3)it is actuated, at least in part, by a purpose to serve the master.

ii. Decision – dist. ct. focused only on 2.05 version and found that given work was performed at home and as a hobby, there was no proof that its creation was actuated by a desire to serve Avtec – CofA remanded demanding evaluation of .309 as well, but dist. ct. found that was Peiffer’s creation as well.
b. Employer Ownership of Trade Secrets – in ©, courts focus on general scope-of-employment provisions of §228, but in trade secrecy, courts look at Restatement §397 which focuses more narrowly on ownership of employee-developed inventions (only asks whether invention relates to type of work the employee was hired to perform, and whether employee’s duties are “inventive”) – can lead to diverging results.

i. General vs. Specific Inventive – Employees hired for “specific” inventive purposes retain the © for everything they make outside of those purposes, but employees hired for “general” inventive purposes almost never retain © in anything they create.
c. Teacher Exception – pre-1976, college and university teachers were considered © owners of scholarly writings and course materials, even as full-time employees, but 1976 Act didn’t preserve this (unclear whether exception still exists) – patent-wise, universities retain everything created by their employees.
III. §101(2) and “Specially Ordered or Commissioned” Works - §101(2) identifies 9 categories of commissioned works that are eligible to be “works made for hire” if parties agree – to qualify as a work made for hire under §101(2), any contract signed must regard one of the 9 categories or otherwise qualify under §101(1) – there’s disagreement whether the writing, which must show “express agreement,” must be prepared before or after the work is created – courts also disagree whether the contract must actually use the words “work made for hire.”
IX(A)(iv). US Government Works - §101(1) would seem to encompass works created by fed. gov. employees in scope of employment, but §105 explicitly excludes federal gov. created work from © protection altogether (state and local governments may assert © in their works).
I. Model Codes – states and local legal systems sometimes adopt laws or regulatory codes drafted by private organizations – Veeck rules that once these codes are drafted as “law,” you can no longer have © protection (laws are unprotected “facts”) – court distinguishes cases where law might require people to refer to ©ed work (just because referral is required, doesn’t mean that the referred to work becomes encompassed as unprotected along with the law).
II. Works Prepared Pursuant to Contract With Fed. Gov. - §105 deliberately avoids prohibiting ©s for works made under government contract or grant – allows Congress to consider if need to make work freely available outweighs need of private author to secure © - problem can be dealt with by specific legislation, agency regulations, or contractual restrictions.
III. Freedom of Information Act (FOIA) and © - FOIA requires gov. to make records available for public inspection and copying, but individuals might own © to some of documents (no exceptions to FOIA requirements include © concerns, although no FOIA disclosure required for trade secrets and privileged or confidential financial info) – courts will try to balance interest of parties in deciding whether disclosure is required (Gilmore – court rules that  computer software was not agency record subject to FOIA disclosure requirement, while also noting that if it was, value of © would be reduced to zero).
IX(B). Ownership: Transfer of © Ownership – recall that transfer of interest in one of the © owner’s bundle of rights, is distinct from transfer of the underlying object in cases where the ©able expression is fixed (§202).
IX(B)(i). Termination of Transfers – Act allows for termination of “grant of a transfer or license of a ©” for: 1)transfers made prior to 01/01/78, that convey interest in renewal term (§§304(c & d)); 2)transfers made after 01/01/78 (§203) – purpose for both is to give authors a second chance in getting remunerated for their creative endeavors – neither termination can be affected by an agreement to the contrary (ex. promise to make a future grant or will).
I. Termination of Transfers Made After 01/01/78 - §203.

a. Types of Transfers that Can be Terminated – meant to allow author, who may have been in poor bargaining position initially, to recapture work – do not apply to works made for hire – only apply to transfers made by author directly, not any subsequent ones made by those in chain of title – also, transfers by will are not subject to termination, although can terminate: 1)exclusive licenses; 2)nonexclusive licenses; 3)outright transfers of © interest.

b. Who May Exercise Termination Right? – author may terminate, or if deceased, can be terminated by person who owns at least 51% share in termination interest – when grants executed by more than one author, need majority of authors to act (vs. majority of % ownership of termination interest).
c. When Termination May be Effected – any time during 5-year window which begins at end of 35 years from date of execution of grant – when grant covers right of publication, window begins 35 years from date of publication or 40 years from date of execution (whichever is sooner).

d. How Termination is Effected – termination must be served 2-10 years prior to the date you want it to occur (give license holder warning).

e. The Effect of Termination – all rights covered by grant revert to author or persons owning termination interests.

II. Terminations of Transfers Made Before 01/01/78 - §§304(c&d).
a. Types of Transfers that Can be Terminated – only transfers that convey interest in renewal term can be terminated (includes those made by author or subsequent © holders, unlike in §203 where only transfers made by author himself are terminable) – transfers of renewal term interests concerning works made for hire are not terminable (as with §203) – also as with §203, applies to exclusive and nonexclusive licenses, as well as outright transfers of © ownership (although transfers by will are not terminable).
b. Who May Exercise the Termination Right – when transfer sought to be terminated is one granted by someone other than author, then it can only be terminated by the actual person who executed the transfer (ex. if widow made renewal transfer, then dies, it is no longer terminable) – otherwise, if transfer made by author, then it can be terminated by those with majority of transfer interest following the same requirements as those in §203.
c. When Termination May be Effected - §304(c) concerns additional 19 years added to renewal term in 1976 – termination can be effected during 5-year period that begins 56 years from date © protection was originally secured (typically upon publication with proper notice) - §304(d) concerns additional 20 years provided by Bono Act – termination can be effected during 5-year window beginning at end of 75 years from date © was originally secured - §304(d) can only be used if termination under §304(c) expired prior to effective date of Bono Act in 1998 and if §304(c) hadn’t been previously used.
d. How Termination is Effected – must be served 2-10 years from effective date of termination.

IX(B)(ii). Mechanics of Transfers - © consists of “bundle of rights,” each of which may be transferred and owned separately.

I. Express vs. Implied Transfers – §204 requires that “transfer in ownership” be stated in writing and signed by the author (§201(d)(1) also allows for transfers made by “operation of law” as a result of will or intestate succession) – however, under §101, “transfer of ownership” excludes “nonexclusive licenses,” and therefore nonexclusive licenses do not require “writing” (can be transferred by implication).
a. Effects Associates, Inc. v. Cohen (9th Cir. – ’90) – Cohen paid less than agreed price for special effects footage and then used it without getting an assignment of the © in writing – does transfer of © still count without written agreement? Decision - §204 requires writing for “transfers of ownership” which under §101 do not include nonexclusive licenses – here it’s clear that Cohen only got a nonexclusive license to use the footage in his movie, meaning that no written agreement was needed (Effects still free to do whatever else it wants to do with the footage).
II. Old Language and “New Uses” – avoid ambiguity, which can foster litigation.

a. Boosey & Hawkes Music Publishers v. Walt Disney Co. (2nd Cir. – ’98) – claim that Disney was not allowed to use Stravinsky song in laserdisc or cassette format of “Fantasia.”
i. Does “Motion Picture” License Cover Video Format? – where new medium is not unknown, court will interpret words broadly, but reasonably, to cover that medium unless there is a specific exception listed (Bartsch) – here, original grant was for recording in “any manner, medium, or form” for use in “motion picture” (definitely broad enough to cover video format, especially given that nascent market for home viewing of films was present in 1939) – consider whether contract can be more reasonably read to convey one meaning over another, also, put burden on individuals who want to dispute court’s interpretation (burden was on Stravinsky to insert terms).
b. Random House v. Rosetta Books, LLC (2nd Cir. – 2002) – author contract with Rosetta to sell e-book (digital) versions of their works, contested by RH which has license to sell works in “book form” – Decision – interpreting Boosey and Bartsch, the grant to “print, publish, and sell the work in book form” does not reasonably include the right to publish the work as an ebook (it is instructive that contract distinguishes between pure content, the work, and format of display, in book form) – might have been a different story if the grant was for printing, publishing, and selling the book – court’s interpretation here is not broad as it was in Boosey.
c. Dealing with Overlapping ©s on the Internet – Lemley – given that showing a work on the internet covers multiple rights from the author’s bundle (ex. distribution, public display), a mere grant to “reproduce” the work in any and all media, would probably not convey a right to put it on the internet – 3 approaches to the problem: 1)maintain distinction between the three rights and require granting each one separately; 2)include grant of rights to take certain actions in pre-Net world, have the same rights on the Net (ex. express license to “distribute works on the Net” probably implies the right to make copies and public display); 3)create separate and new right for web transmissions which can be separately owned and licensed, creating no ambiguity.
d. Collective Work © Owners vs. Individual Work © Owners (§201(c)) – NY Times Co. v. Tasini (USSC – 2001) – contributors of articles to periodicals contest the periodicals’ rights to license databases to include the periodicals, along with the individual articles, online (ex. Lexis) – under §201(c), owner of © in collective work, absent an express transfer, only has right to reproduce and distribute the individual contribution as part of the collective work (freelancer may sell individual article to others) – Decision – display in databases does not preserve the appearance of a collective work as a newsprint to microfilm would – as a result, users are able to access article within the collective work as individual articles, which clearly infringes on author’s rights to license them separately.
i. Stevens Dissent – NYT has right to reprint editions in foreign language or Braille, even though these revisions look and feel different than original – similarly, presence on database is only a transfer of mediums with form intact (should be treated as “revision” of collective work (§201(c)) as long as each article explicitly refers to collective work which is readily accessible).
X. STATE LAW THEORIES OF PROTECTION, AND THEIR LIMITS – to what extent can state law supplement federal © regime?

X(A). Federal IP Preemption: An Overview – Const. Art. VI, cl. 2 is Supremacy Clause, setting out federal law preempts inconsistent state law – types of federal preemption: 1)express/implicit preemption in statute – (ex. §301(a)) – statute that explicitly preempts some laws may also implicitly preempt others if that Congressional intent can be ascertained; 2)“occupation of the field” – implicit preemption due to extensive federal regulation in the area (ex. public safety and health regulating nuclear power); 3)“conflict preemption” – implicit preemption where state law conflicts with purposes of federal law (preempts only to the extent of the conflict).
I. Sears, Roebuck & Co. v. Stiffel Co. (USSC – ’64) – Sears puts copy of “pole lamp” on market to compete with the original – can state competition law act to prohibit copying of article not protected by patent or ©? Decision – state cannot give protection of a kind that clashes with the objectives of federal patent laws (an unpatentable article is purposely inserted into the public domain and can be freely copied).
II. Goldstein v. California (USSC – ’72) – claim that CA statute prohibiting copying of sound recordings was preempted by passage of amendment to 1909 Act that extended protection only to sound recordings fixed after Feb. 15, 1972 (petitioners copies were before then) – Decision – federal law not intended to usurp all efforts of states to promote interests of the © Act – there would be a conflict if a state tried to protect that which Congress explicitly wanted to leave unprotected, but where, as here, in the 1909 Act, Congress had not explicitly determined that either protection or freedom should be granted prior to passage of the amendment, the state was free to impose its own restrictions.

III. Kewanee Oil Co. v. Bicron Corp. (USSC – ’74) – does federal patent law preempt state trade secret protection that sought to protect something patent law didn’t cover? – Decision – need to see if state law stands as obstacle to execution of full purposes and objective of Congress – here, existence of trade secret protection as another form of incentive to innovation, does not disturb the purposes of patent law – potential problem is that protections accorded by trade secret law also do not require the same sort of disclosure as is necessary under patent law (perhaps might deprive the public from learning of inventions) – but given that trade secret protection law is far weaker than patent law will probably still encourage people to get patents and make all disclosures instead.
a. Douglas Dissent – ruling goes against Sears where, when something is not patentable, state law may not forbid others to copy it, because everything not patented is in the public domain.
IV. Bonita Boats, Inc. v. Thunder Craft Boats, Inc. (USSC – ’89) – Florida statute, that makes it unlawful to mold boat’s hull or parts, is preempted by federal patent law’s failure to protect this activity – cannot have state law granting rights that give otherwise unpatentable material protection that rises to the same level as patent protection – decision – agree with Sears that where intellectual creation would otherwise remain unprotected under federal law, a state may not offer patent-like protection to that creation – case is different from Kewanee decision since there, trade secret protections were deemed weaker than patent law.
V. Sui Generis Congressional Protections Must Stay in Line with Constitution – IP clause establishes that one cannot grant protection to intellectual goods that fail to meet standards of nonobviousness (for inventions) and originality (for writings) – unclear to what extent IP clause limits Congress.
X(B). Express Preemption Under the 1976 Act - §301 – establishes that no person is entitled to any of the rights under §106, or equivalent rights (Kewanee establishes that you can allow protection to a lesser extent than existing rights), in any such work as is listed in §§102, 103, under the common law or statutes of any state.
I. §301(b) – general areas left unaffected by federal preemption: 1)subject matter that does not come within subject matter of ©; 2)causes of action arising under state law before the effective date of the statute (01/01/78); 3)violations of rights that are not equivalent to any of the exclusive rights of © - common law rights of publicity, privacy, trade secrets, etc. allowed as long as causes of action contain elements, such as invasion of personal rights or a breach of trust or confidentiality, that are different in kind from © infringement.
a. Determining “Equivalency” – lower courts have interpreted §301 as requiring two-step analysis: 1)subject-matter requirement – court must determine whether the state law claim concerns subject matter within the ambit of © protection; 2)general scope/equivalency requirement – if so, the court must decide whether the state law cause of action asserted is “equivalent to any of the excusive rights within the general scope of ©” – court will consider whether state law cause of action contains “extra element” in addition to elements of a © claim.
II. Video Pipeline, Inc. v. Buena Vista Home Entertainment, Inc. (DNJ – 2002) – plaintiff claims state laws are preempted by federal – decision – preemption analysis encompasses both “subject matter requirement” and “general scope/equivalency” requirement – “subject matter” is established but issue becomes whether state laws asserted by BVHE are “equivalent to” any of exclusive rights granted under §106.
a. Unfair Competition Claim – “passing off” claims are typically not preempted because they contain extra element of deception or misappropriation which is not an element of a © claim.
b. Unjust Enrichment Claim – claim that plaintiff is “exploiting” BVHE’s works necessarily involve plaintiff’s acts of reproducing, distributing, and displaying defendant’s works, all of which are encompassed by ©.
c. Conversion and Replevin Claims – conversion has to do with interference with tangible rather than intangible property and therefore should not be preempted by © law.
X(C). Contract – courts will typically uphold contracts that bar “extra-element” of activities that go beyond protections afforded by §106 as long as this doesn’t hurt © Act’s purposes (still need user’s explicit agreement to terms of contract and contract still needs to be generally enforceable under contract law).
I. Vault Corp. v. Quaid Software Limited (5th Cir. – ’88) – Vault’s program prohibits unlicensed copying and running (license agreement with end user reinforces this) – Quaid’s program allows for copying and running protected program – Vault claims Louisiana law reinforces license agreement which prohibits copying, modification, translation, etc. – is state law reinforcing the contractual provisions preempted by federal law? Decision – LA act seems to authorize things that go against the © Act (ex. touches on copying, an area explicitly covered in §106(1), but goes beyond © Act in authorizing contracts to bar all copying – destroys purpose of © Act) – clearly LA law touches on are preempted be federal law and therefore the Vault license restrictions are unenforceable.
a. Kabehie v. Zoland (Cal App – 2002) – contracts only avoid preemption if they contain an “extra element” that creates a qualitatively different right from © (ex. right to payment, right to royalties) – if extra element in contract is connected to promises under §106 protections in © Act, then there’s no agreement because there’s no consideration for a user’s promise already encompassed in © Act prohibitions.
II. ProCD, Inc. v. Zeidenberg (7th Cir. – ’96) – must buyers of computer software obey the terms of shrinkwrap licenses? ProCD makes searchable database from 3000 phone directories – actual info contained inside is not ©able (Feist), but ProCD sells exact same product to the public for less than to commercial area, using license agreement to limit general public use to non-comm. purposes – defendant formed company using consumer-version, and made info accessible online for a fee – Decision – shrinkwrap licenses are enforceable unless void as contracts under contract law – many contracts are binding even though terms are revealed after purchase, and here, defendant could not use program unless he agreed to terms (could have returned it if he didn’t like them) - © is right against the world but contract only generally affects parties to it, not creating any exclusive rights (strangers can do as they please – ex. someone who found the program would not be limited by the license but could not make unauthorized copies or infringe on other protected © rights) – clearly, some contracts can interfere with attainment of national objectives and would be preempted, but not here.
III. Dangerousness of Contracts – Prof. Elkin-Koren mentions that restrictions of © law are a purposeful effort to balance between the need to induce creation and to guarantee public access to it – as such, if © owners are free to restrict use outside of the scope of © act, and are then able to use © for all the remaining restrictions, they can in effect create an absolute monopoly over all the rights available in a work.
IV. Softman Products Co. v. Adobe Systems, Inc. (CD Cal – 2001) – Adobe claims license violation where Co. buys bundled software and then sells the programs individually – Softman comes back to say that first sale doctrine preempts license – decision – Softman not bound to license because there was no assent to its terms – consent only exists on part of consumer who loads the program and begins installation – notice on box cannot bind Softman because it just refers buyers to agreement that appears when you load software.
a. Stargate (ND Cal – 2002) – court refuses to follow Softman approach (I agree, since “first sale doctrine” is not an exclusive right of © owner under §106, but rather a waivable right of a user who signs a contract) – OCRA (agreement) required distributors to transfer only to resellers who had also signed OCRA – Stargate was reseller and obtained programs from licensed OCRA distributors – decision – court refused to allow first-sale doctrine because here, transfer pursuant to OCRA was a license, not a sale (seemingly links all subsequent users, purchasers, or resellers of software, to shrinkwrap terms imposed by owner, regardless of privity of contract).

b. Bowers v. Baystate Tech, Inc. (Fed Cir – 2003) – prohibition against reverse engineering in shrinkwrap license was not preempted by © Act – recognized contractual waivers of affirmative defenses and statutory rights.
