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OPINION 

 

BRYSON, Circuit Judge: 

 

This is an appeal from the denial of a preliminary injunction. While the appeal presents 

substantial issues of law and fact, the decision whether to issue a preliminary injunction is one 

that is committed to the discretion of the district court, which makes the appellant’s task in 

overturning that decision a difficult one. With respect to [two] of the patents at issue in this 

appeal, we conclude that the appellant has not satisfied its burden of demonstrating an abuse of 

discretion, and we therefore affirm the denial of preliminary injunctive relief. 

 

With respect to the [other] patent, we conclude that the district court committed legal 

error in one important respect, so we vacate that portion of the court’s order and remand for 

further proceedings in that part of the case. 

 

I 

A 

Apple, Inc., is the owner of several design and utility patents pertaining to smartphones 

and tablet computers. U.S. Design Patent Nos. D593,087 (“the D’087 patent”) and D618,677 

(“the D’677 patent”) are directed to designs that Apple contends are generally embodied in the 

iPhone, Apple’s popular smartphone. Those patents issued on May 26, 2009, and June 29, 2010, 

respectively. Both patents claim a minimalist design for a rectangular smartphone consisting of a 

large rectangular display occupying most of the phone’s front face. The corners of the phone are 

rounded. Aside from a rectangular speaker slot above the display and a circular button below the 

display claimed in several figures of the patent, the design contains no ornamentation. The D’087 

patent claims a bezel surrounding the perimeter of the phone’s front face and extending from the 

front of the phone partway down the phone’s side. The parts of the side beyond the bezel, as well 

as the phone’s back, are disclaimed, as indicated by the use of broken lines in the patent figures. 

The D’677 patent does not claim a bezel but instead shows a black, highly polished, reflective 

surface over the entire front face of the phone. The D’677 patent disclaims the sides and back of 

the device. Representative depictions of the designs claimed in the D’087 and D’677 patents are 

reproduced below: 

 



 
Figure 1: D’087 Patent 

 

Figure 2: D’677 Patent 

Apple also owns U.S. Design Patent No. D504,889 (“the D’889 patent”), which is 

directed to the design of a tablet computer. The patent depicts a rectangular tablet with a polished 

reflective surface extending to the edge of the front side of the device. Within that surface, 

broken lines delineate a slightly smaller rectangular display area. The front face of the patented 

design has rounded corners, and a thin bezel surrounds the front surface along its perimeter. The 

front surface has no ornamentation, buttons, speaker slots, holes, or raised surfaces. The back 

and sides of the design are also claimed; the figures depict a flat, unadorned back transitioning 

into the sides through a rounded-over edge. Apple claims that its iPad tablet computer embodies 

the design of the D’889 patent. A figure representing the claimed design shows the following: 

 



 
Figure 3: D’889 Patent 

B 

 

Apple filed suit against Samsung on April 15, 2011, alleging, inter alia, infringement of 

the D’677 patent. Two months later, Apple amended its complaint and asserted that Samsung 

was also infringing the D’087 and D’ 889 patents. Specifically, Apple claimed that two of 

Samsung’s smartphones, the Galaxy S 4G and the Infuse 4G, which were released on February 

23, 2011, and May 15, 2011, respectively, infringed the D’087 and the D’677 patents. Apple also 

alleged that Samsung’s Galaxy Tab 10.1 tablet, which was released in June 2011, infringed the 

D’889 patent. On July 1, 2011, Apple moved for a preliminary injunction to block the 

importation into and sale within the United States of the accused Samsung devices. 

 

The district court denied Apple’s motion with respect to each of the accused devices and 

all four asserted patents. The court noted that four factors must be considered in addressing a 

motion for a preliminary injunction—whether the movant is likely to succeed on the merits; 

whether the movant is likely to suffer irreparable harm in the absence of an injunction; whether 

the balance of the equities favors the movant; and whether the public interest would be served by 

the grant of injunctive relief. As to the claims based on the D’087 and D’889 patents, the district 

court denied relief on the ground that Apple had failed to show a likelihood of success on the 

merits. As to the claims based on the D’677 patent, the court denied relief on the ground that 

Apple had failed to show that it would likely suffer irreparable harm from Samsung’s continuing 

infringement while the case was pending before the district court. 

 



C 

 

The court first examined the D’087 patent and concluded that while the patented design 

did not cover functional features, substantial questions were raised about the patent’s validity, 

and therefore Apple had failed to show that it was likely to succeed on the merits. The court held 

that the patented design claimed only the front face of the smartphone and that the front view 

was likely anticipated by Japanese Patent No. 1,241,638 (“the ‘638 patent”). The court found the 

D’087 design to be substantially similar to the ‘638 patent because it has “similar edges and 

rounded corners, a bezel, a similarly shaped speaker, and similar proportions of screen and 

border.” The ‘638 patent, the court found, “discloses an overall simple, minimalist design.” The 

court rejected Apple’s argument that the arched profile of the front of the ‘638 design differed 

from the flat profile of the D’087 patent; in light of the fact that the sides and back of the phone 

were disclaimed in the D’087 patent, the court held that it was improper to consider anything 

other than the front views of the two designs. Given its finding that Apple failed to establish the 

first factor needed for a preliminary injunction, the court did not reach the other three 

preliminary injunction factors for the D’087 patent. 

 

D 

 

The court then addressed the D’677 patent. The court again looked to the ‘638 patent as a 

primary reference but concluded that the ‘638 design was sufficiently different from the D’677 

patent that it would not have been obvious to a designer to adopt a “flat, black, translucent front 

screen.” The court therefore concluded that Samsung had not raised a substantial question 

regarding the validity of the D’677 patent. As to infringement, the court found that both the 

Galaxy S 4G and the Infuse 4G phones had an overall design that an ordinary observer would 

likely find substantially the same as the claimed D’677 design and that those phones were likely 

to infringe. 

 

Despite those findings, the district court denied Apple’s request for a preliminary 

injunction based on its conclusion that Apple had failed to show that it was likely to suffer 

irreparable harm from the importation and sale of Samsung’s infringing smartphones while the 

case was pending in the district court. Apple made two arguments in support of its claim of 

irreparable harm. First, it argued that Samsung’s sales eroded Apple’s design and brand 

distinctiveness, resulting in a loss of goodwill. Second, it argued that Samsung’s sales took sales 

away from Apple and resulted in Apple’s losing market share. Apple argued that those losses 

would be difficult to quantify and that monetary damages thus would not be adequate to 

compensate it for the injuries caused by Samsung’s infringement. The district court rejected both 

contentions. 

 

The court was unpersuaded by Apple’s first argument because “Apple has not articulated 

a theory as to how erosion of ‘design distinctiveness’ leads to irreparable harm in this case.” The 

court also rejected Apple’s related assertion that Samsung’s sales of infringing phones diluted 

Apple’s brand value, because “even assuming that brand dilution could arise from design patent 

infringement, Apple has not met its burden to provide evidence that such brand dilution is likely 

to occur in this case.” The court held that “[w]ithout more evidence ... Apple has not 

demonstrated that brand dilution is likely to occur.” 



 

With respect to the claim of market share loss, the court noted that Apple and Samsung 

were directly competing “for new consumers [who] are looking to make first-time smartphone 

purchases [and] thus the potential for harm from infringing conduct is strong.” The court added 

that the initial decision regarding which product to buy can have long-term effects on items such 

as downstream purchases.
1
 The court also observed that there may be “network compatibility” 

effects that stem from a particular purchasing decision: a purchaser of one phone system may be 

reluctant to switch to a competing phone for fear of incompatibility with previous digital 

purchases. The court concluded that the economic effect of such losses of customers and future 

downstream purchases would be difficult to calculate and could support a finding of irreparable 

harm. 

 

The district court nonetheless declined to issue an injunction with respect to the D’677 

patent because it concluded that Apple had failed to establish a “nexus between Apple’s harm of 

lost customers and loss in market share and Samsung’s allegedly infringing conduct.” The court 

found that despite Apple’s evidence that “product design generally is at least one factor, and for 

some people may be the primary factor, influencing a person’s decision to purchase a 

smartphone,” other evidence indicated that the “driver in consumer demand may be the novelty 

of the product, and not necessarily the design,” and that “smartphone buyers are motivated to 

purchase products for a whole host of reasons.” That evidence included exhibits showing that 

only a small percentage of all smartphone purchasers bought the device because of its design. 

The court concluded that the evidence was “even more ambiguous in light of the fact that 

Apple’s patents do not claim the entire article of manufacture.” The court concluded that the 

absence of a nexus between the claimed design and the loss of market share, coupled with 

Apple’s delay in seeking an injunction, undercut Apple’s claim of irreparable harm. 

 

With respect to delay, the district court found that Apple’s failure to seek an injunction 

sooner and its failure to seek to enjoin two other allegedly infringing phones undercut Apple’s 

claim of urgency and favored Samsung in the irreparable harm calculus. The court noted that 

Apple had alleged in its complaint that Samsung had been copying its designs and trade dress 

since 2007; the court found that Apple’s failure to file suit until April 2011 and to seek an 

injunction until July 2011 undermined its claim of irreparable harm. The court rejected Apple’s 

argument that its delay should be excused on the ground that the parties were engaged in 

negotiations, because the negotiations only covered part of the period of delay. In light of the 

delay and the lack of nexus between the infringement and the loss of market share, the court 

concluded that “Apple has not met its burden of establishing that Samsung’s allegedly infringing 

products will likely cause Apple irreparable harm.” 

 

The court held that the balance of hardships favored Samsung. The court found that in 

light of the presence of other smartphone manufacturers in the market, it was unclear that an 

injunction against Samsung’s devices would significantly benefit Apple, even though it would 

substantially injure Samsung. Finally, the court found the public interest factor to be neutral. 

                                                             
1
 Those downstream purchases include not only sales of later versions of the smartphones, but also products and 

accessories associated with the devices, such as digital media and software applications designed to be downloaded 

to a smartphone or tablet. 



Based on its four factor analysis, the court refused to enjoin sales of the Galaxy S 4G and Infuse 

4G smartphones. 

 

E 

 

The court conducted a similar irreparable harm analysis for the D’889 patent and the 

Samsung Galaxy Tab 10.1 tablet. With respect to the tablet patent and product, however, the 

court found that Apple had shown a likelihood of irreparable harm. The court reached that 

conclusion for several reasons. First, the tablet market appeared to be dominated by only two 

manufacturers, Apple and Samsung, who together controlled a substantial share of the market. 

The evidence suggested that Apple’s market share decreased in accordance with the increase in 

Samsung’s market share after the introduction of the Galaxy Tab. Second, the court concluded 

that design mattered more to consumers in tablets than in smartphones. Finally, the court found 

that delay was not an issue in the case of the request for preliminary relief against Samsung’s 

tablet. 

 

The court nonetheless concluded that a preliminary injunction should be denied because 

there were substantial questions about the validity of the D’889 patent, and therefore Apple was 

unable to show that it would likely succeed on the merits. Although the court found that the 

design claimed by the D’889 patents was not dictated by functionality, it concluded that 

Samsung had raised a substantial question about whether the patented design would have been 

obvious in light of a combination of several prior art references. 

 

At the outset of its obviousness analysis, the court characterized the visual impression of 

the patented design as a “broad, simple design that gives the overall visual impression of a 

rectangular shape with four evenly rounded corners, a flat glass-like surface without any 

ornamentation[,] a rim surrounding the front surface, ... [a] flat [back] panel that rounds up near 

the edges[, and an] overall design [that] creates a thin form factor.” According to the court, the 

design created basically the same visual impression as a prototype tablet developed in 1994 by 

Roger Fidler. Although the Fidler tablet lacked a “flat glass-like surface,” the court found that 

difference not to “detract from the fact that the ‘overall visual impression’ created by the D’889 

patent is the same as the 1994 Fidler[ ] tablet.” Accordingly, the court used Fidler as a primary 

reference in its obviousness analysis. For the flat glass screen, the court turned to the 2002 

Hewlett–Packard Compaq Tablet TC1000, which “contains a flat glass screen that covers the top 

surface of the tablet and a thin rim that surrounds the front face of the device.” 

 

The court found that the combination of Fidler and the TC1000 would likely render the 

D’889 patent obvious. The court rejected Apple’s secondary consideration evidence, including 

evidence of industry skepticism and the unexpected commercial success of the iPad, because the 

court found the evidence of skepticism to be inconclusive and the evidence of commercial 

success not to show “the requisite nexus between the patented design and the success of the 

iPad.” Accordingly, the court concluded that Apple’s secondary consideration evidence failed to 

overcome the substantial questions of invalidity and that Apple had not established that it is 

“likely to succeed at trial against Samsung’s challenge to the validity of the D’889 patent.” 

 



With respect to the issue of infringement, the court found that the design of the Galaxy 

Tab 10.1 would appear substantially the same as the D’889 patent in the eyes of an ordinary 

observer. Nonetheless, the court concluded that “because Samsung has raised a substantial 

question regarding the validity of the D’889 patent, Apple has not met its overall burden of 

establishing a likelihood of success on the merits.” The court thus denied Apple’s request for 

injunctive relief with respect to the D’889 patent. 

 

II 

 

A plaintiff seeking a preliminary injunction must establish that he is likely to succeed on 

the merits, that he is likely to suffer irreparable harm in the absence of preliminary relief, that the 

balance of equities tips in his favor, and that an injunction is in the public interest. The decision 

to grant or deny a preliminary injunction lies within the sound discretion of the district court, and 

we will not reverse its judgment absent an abuse of that discretion. 

 

In its comprehensive opinion, the district court addressed a large number of legal and 

factual issues; we have no reason to disagree with the district court on many of those issues, on 

which the court applied the law correctly or made findings that are not subject to serious 

challenge, particularly in light of the exacting standard of review that applies to this appeal. We 

focus our discussion on those aspects of the district court’s decision that present close questions 

or as to which the court committed error that could affect the outcome of this appeal. 

 

The D’677 Patent 

The district court held that the design claimed in the D’677 patent was not anticipated or 

rendered obvious by the prior art. On appeal, Samsung has not made a persuasive case that the 

district court’s conclusion was incorrect. With respect to irreparable harm, however, the district 

court found that Apple had not shown that it was likely to suffer irreparable injury in the absence 

of an injunction. The court based its ruling mainly on Apple’s failure to show that there was a 

nexus between the likely infringement of the patented design and Apple’s claims of lost market 

share and brand dilution. On appeal, Apple challenges that ruling on two grounds. First, it 

contends that it need not show a nexus in order to establish irreparable injury. Second, it 

contends that even if consumer motives are relevant to the irreparable harm inquiry, the evidence 

shows that there was a nexus between the asserted infringement and the market injury to Apple. 

 

We hold that the district court was correct to require a showing of some causal nexus 

between Samsung’s infringement and the alleged harm to Apple as part of the showing of 

irreparable harm. To show irreparable harm, it is necessary to show that the infringement caused 

harm in the first place. Sales lost to an infringing product cannot irreparably harm a patentee if 

consumers buy that product for reasons other than the patented feature. If the patented feature 

does not drive the demand for the product, sales would be lost even if the offending feature were 

absent from the accused product. Thus, a likelihood of irreparable harm cannot be shown if sales 

would be lost regardless of the infringing conduct. 

 

In arguing that no nexus is required for a preliminary injunction to issue, Apple relies on 

our decision in i4i Limited Partnership v. Microsoft Corp., 598 F.3d 831 (Fed.Cir.2010). That 

reliance is misplaced. It is true that in i4i, purchasers of the infringing Microsoft Word word-



processing software were not motivated to buy it solely because of (or even partly because of) 

the inclusion of i4i’s patented custom XML editor. The editor, however, was sold as an add-on to 

Word, and Microsoft’s incorporation of that function into Word would have completely 

eradicated the market for the add-on. The narrow injunction upheld by this court served only to 

protect the patented product from obsolescence by its inclusion within Word. Here, in contrast, 

the district court found that the alleged acts of infringement do not threaten to have any such 

dramatic effects on the market generally or on Apple’s share of that market. 

 

Apple contends that even if some showing of nexus is required between the infringing 

conduct and the alleged harm, it made such a showing. The district court, however, considered 

the evidence presented by both parties, including survey evidence, and found that while there 

was evidence that design had some effect on smartphone sales, there was considerable 

countervailing evidence indicating that it was not a determinative factor in consumer 

decisionmaking.
2
 Weighing the evidence, the district court concluded that it did not clearly show 

that Samsung’s allegedly infringing design was responsible for Apple’s lost sales; at most, it 

showed that the alleged infringement caused an insignificant amount of lost sales. 

 

A mere showing that Apple might lose some insubstantial market share as a result of 

Samsung’s infringement is not enough. As the Supreme Court has pointed out, a party seeking 

injunctive relief must make a clear showing that it is at risk of irreparable harm, which entails 

showing a likelihood of substantial and immediate irreparable injury. Given our deferential 

standard of review, we are not prepared to overturn the district court’s finding that Apple failed 

to satisfy its burden of establishing the likelihood of irreparable harm. 

 

Apple argues that the district court erroneously ruled that erosion of a distinctive design 

could never serve as the basis for a finding of irreparable harm. The district court remarked that 

“if the introduction of a design-patent-infringing product were sufficient to establish the erosion 

of design ‘distinctiveness,’ and therefore irreparable harm, an injunction would presumably issue 

in every case in which a defendant introduced an infringing product into the market.” Contrary to 

Apple’s contention, however, that observation does not reflect a wholesale rejection of design 

dilution as a theory of irreparable harm, which we agree would have been improper. Instead, the 

district court went on to note that “Apple has not articulated a theory as to how erosion of 

‘design distinctiveness’ leads to irreparable harm in this case,” and that Apple had offered only 

“conclusory statements and theoretical arguments” in support of its theory. Without “concrete 

evidence to support its argument,” the district court ruled, “Apple has not yet established that this 

harm to its reputation for innovation is likely to occur.” As to Apple’s “brand dilution” 

argument, the district court found that, even assuming “brand dilution” could arise from design 

patent infringement, “Apple has not demonstrated that brand dilution is likely to occur.” The 

district court’s opinion thus makes clear that it did not categorically reject Apple’s “design 

erosion” and “brand dilution” theories, but instead rejected those theories for lack of evidence at 

this stage of the proceedings. 

                                                             
2
 We do not hold that customer survey evidence or other proof of what Apple calls “consumer motivation” is a 

prerequisite to a finding of irreparable harm in every design patent case. On the record before us, however, we 

conclude that the district court did not abuse its discretion in concluding that Apple failed to submit sufficient 

evidence of the very harm it claimed—lost sales (both immediate and downstream) attributable to Samsung’s sale of 

allegedly infringing phones. 



 

The district court based its finding as to irreparable harm in part on Apple’s delay in 

seeking preliminary injunctive relief against Samsung’s smartphones. Apple objects—and we 

agree—that the district court should not have faulted Apple for not filing suit as early as 2007, 

since Apple’s design patents had not issued as of that date. Nonetheless, it was reasonable for the 

district court to consider the issue of delay and to find that Apple had not proceeded as quickly as 

it could have in seeking preliminary injunctive relief.
3
 The district court correctly noted that 

delay in bringing an infringement action and seeking a preliminary injunction are factors that 

could suggest that the patentee is not irreparably harmed by the infringement. While the district 

court rejected the “extreme” position that Apple’s failure to seek a preliminary injunction against 

Samsung’s first generation of infringing products precludes it from ever seeking preliminary 

injunctive relief, the court looked to Apple’s “overall diligence in seeking a preliminary 

injunction,” and concluded that, on balance, Apple’s “delay in diligently pursuing its 

infringement claim against Samsung tips in Samsung’s favor.” We decline Apple’s invitation to 

reject the district court’s “delay” analysis altogether, and based on the district court’s conclusions 

as to the nexus and delay factors, we uphold the court’s finding that Apple failed to show that it 

was likely to suffer irreparable harm in the absence of a preliminary injunction. 

 

The D’087 Patent 

The district court concluded that the D’087 patent was likely anticipated by the Japanese 

‘638 patent and that Apple had therefore failed to establish a likelihood of success on the merits. 

The court based its ruling on its conclusion that “the front view of the D’087 patent appears to be 

substantially similar to the front view of the ‘638 reference.” The court refused to consider any 

other views of the ‘638 reference because it found that Apple “never claimed all views of the 

D’087 patent.” That finding was erroneous. 

 

The D’087 patent claims a partial view of the side of the smartphone. The bezel 

encircling the front face of the patented design extends from the front of the phone to its sides. It 

is also prominently displayed with solid lines in each figure of the D’087 patent that shows the 

profile of the device: 
 

 
 

                                                             
3
 Although Samsung did not release the Galaxy S 4G and Infuse 4G smartphones until early 2011, it had previously 

released the similar Galaxy Vibrant and Galaxy i9000, which Apple alleges infringed the D’087 and D’677 patents. 

It was reasonable for the district court to place weight on Apple’s delay in seeking preliminary injunctive relief until 

after Samsung’s release of the later versions of those phones. 



In that respect, the D’087 patent differs from the D’677 patent, which did not claim a 

bezel and did not claim any elements of the side view other than the flat front surface (i.e., the 

side view in the D’677 patent consisted entirely of broken lines). Therefore, the district court 

erred when it refused to consider the partial side view of the D’087 patent and the resultant flat 

contour of the front face that the patent disclosed. 

 

Based only on the front view of the patented design, the district court found that the ‘638 

reference raised substantial questions regarding the validity of the D’087 patent. Given our 

holding that the court misconstrued the full scope of the D’087 patent, that finding cannot stand. 

Samsung’s assertion—that even if the patent claims a portion of the side view, the district court 

“properly found no material differences between the designs”—finds no support in the record, as 

the court expressly refused to compare anything more than the front views of the patent in 

question and the prior art reference. When the claimed portion of the side view is taken into 

account, the differences between the arched, convex front of the ‘638 reference distinguish it 

from the perfectly flat front face of the D’087 patent: 

 

 
We therefore reject the district court’s ruling that the D’ 087 patent is likely anticipated 

by the ‘638 reference. 

 

Notwithstanding our disagreement with the district court on the issue of validity, we 

uphold the court’s order denying relief on the D’087 patent. Because the irreparable harm 



analysis is identical for both smartphone design patents, and because we have affirmed the 

district court’s finding of no irreparable harm with respect to the D’677 patent, we cannot say 

that the court abused its discretion when it refused to enjoin Samsung smartphones for infringing 

the D’087 patent. Consequently, we affirm the court’s denial of a preliminary injunction based 

on the D’087 patent. 

 

The D’889 Patent 

In addressing the D’889 patent, the tablet computer design patent, the district court 

concluded that Apple had shown that it was likely to suffer irreparable harm from Samsung’s 

alleged infringement. However, the court denied injunctive relief because it found that Apple had 

failed to establish a likelihood of success on the merits. In particular, it found that Samsung had 

raised a substantial question as to the validity of the D’889 patent. We sustain the court’s finding 

of a likelihood of irreparable harm, but we hold that the court erred in its analysis of the validity 

issue. 

 

With respect to irreparable harm, the district court considered the relevant factors, 

properly weighed them, and concluded that Apple had shown that it was likely to suffer 

irreparable harm from the sales of Samsung’s infringing tablets. The factors included the relative 

market share of Apple and Samsung and the absence of other competitors in the relevant market. 

The court also determined, based on evidence submitted by the parties, that design mattered 

more to customers in making tablet purchases, which helped Apple establish the requisite nexus. 

The fact that Apple had claimed all views of the patented device and the fact that it was prompt 

in asserting its patent rights were also properly accorded weight by the court. Given our 

deferential standard of review, we cannot say that the court abused its discretion when it found 

that Apple demonstrated a likelihood of irreparable harm. 

 

We disagree with the district court, however, in its conclusion that Apple had failed to 

show that it was likely to succeed on the merits. The district court concluded that the validity of 

the D’889 patent was subject to a substantial challenge based on two prior art references: the 

1994 Fidler reference and the TC1000 tablet. 

 

 
Figure 4: 1994 Fidler Tablet 



 
Figure 5: Hewlett–Packard Compaq Tablet TC1000 

In addressing a claim of obviousness in a design patent, the ultimate inquiry is whether 

the claimed design would have been obvious to a designer of ordinary skill who designs articles 

of the type involved. To determine whether one of ordinary skill would have combined teachings 

of the prior art to create the same overall visual appearance as the claimed design, the finder of 

fact must employ a two-step process. First, one must find a single reference, a something in 

existence, the design characteristics of which are basically the same as the claimed design. 

Second, other references may be used to modify the primary reference to create a design that has 

the same overall visual appearance as the claimed design. However, the secondary references 

may only be used to modify the primary reference if they are so related to the primary reference 

that the appearance of certain ornamental features in one would suggest the application of those 

features to the other. 

 

The district court began its obviousness analysis by finding that the Fidler reference 

“creates basically the same visual impression as the D’889 patent” because both are rectangular 

tablets with four evenly rounded corners and a flat reflective surface for the front screen 

surrounded by a rim on all four sides. The court characterized the back of the Fidler reference as 

being “essentially flat.” It then concluded that although the Fidler reference did not have a flat 

glass surface, that did not prevent it from creating the same overall visual impression as the 

D’889 design. The court looked to the TC1000 tablet to supply the missing flat glass screen and 

the thin rim that surrounds the front face of the device. The court also relied on the testimony of 

Samsung’s expert, who concluded that “a designer of ordinary skill ... would have found it 

obvious to create the D’889 tablet consisting of a rectangular design with four evenly rounded 

corners, a relatively thin depth, a smooth back that curves up ... and a flat, clear front surface that 

extended beyond the edges of the display.” 

 

We hold that the district court erred in finding that the Fidler tablet created the same 

visual impression as the D’889 patent. A side-by-side comparison of the two designs shows 

substantial differences in the overall visual appearance between the patented design and the 

Fidler reference: 

 



 
 

 First, the Fidler tablet is not symmetrical: The bottom edge is noticeably wider than the 

others. More importantly, the frame of the Fidler tablet creates a very different impression from 

the “unframed” D’889 design. In the Fidler tablet, the frame surrounding the screen contrasts 

sharply with the screen itself. The Fidler screen appears to sink into the frame, creating a “picture 

frame” effect and breaking the continuity between the frame and the screen embedded within it. 

The transparent glass-like front surface of the D’889 patent, however, covers essentially the 

entire front face of the patented design without any breaks or interruptions. As a result, the 

D’889 design creates the visual impression of an unbroken slab of glass extending from edge to 

edge on the front side of the tablet. The Fidler reference does not create such an impression.
4
 

 

There are other noticeable differences between the Fidler tablet and the D’889 patent that 

contribute to the distinct visual appearance of the two designs. Unlike the D’889 patent, the 

Fidler reference contains no thin bezel surrounding the edge of the front side. Additionally, one 

corner of the frame in the Fidler reference contains multiple perforations. Also in contrast to the 

D’889 patent, the sides of the Fidler reference are neither smooth nor symmetrical; it has two 

card-like projections extending out from its top edge and an indentation in one of its sides. And 

the back of the Fidler reference also conveys a visual impression different from that of the D’889 

design. 

 

In design patent obviousness analysis, a primary reference must be “something in 

existence, the design characteristics of which are basically the same as the claimed design in 

                                                             
4
 By its use of oblique lines, the D’889 patent indicates that the front surface of the device is reflective and glass-

like. See Manual of Patent Examining Procedure §1503.02 (8th ed. 2006) (“Oblique line shading must be used to 

show transparent, translucent and highly polished or reflective surfaces....”). 



order to support a holding of obviousness.” In re Rosen, 673 F.2d 388, 391 (C.C.P.A. 1982) 

(concluding that two glass coffee tables were “significantly different in concept” because the 

primary reference “does not give the same visual impression of lightness and suspension in space 

conveyed by appellant’s table”). Based on the differences between the Fidler tablet and the 

D’889 design, we hold that the Fidler tablet does not give the same visual impression as the 

D’889 patent, and therefore the district court erred in looking to Fidler as the primary reference 

against the D’889 patent. 

 

Even assuming that Fidler qualified as a primary reference, the TC1000 secondary 

reference could not bridge the gap between Fidler and the D’889 design. First, while the TC1000 

has a flat glass front, the screen area of that device is surrounded by a gray area that frames the 

screen. In addition, the perimeter of the TC1000 is encircled by a wide rounded-over metallic 

rim. And the screen area contains indicator lights in several places, unlike the minimalist design 

claimed in the D’889 patent. The teachings of prior art designs may be combined only when the 

designs are so related that the appearance of certain ornamental features in one design would 

suggest the application of those features to the other. The TC1000 is so different in visual 

appearance from the Fidler reference that it does not qualify as a comparison reference under that 

standard. 

 

Samsung contends that the district court properly focused on overall visual appearance 

rather than on the “design concepts” highlighted by Apple. In our assessment, however, the 

district court’s error was to view the various designs from too high a level of abstraction. Fidler 

does not qualify as a primary reference simply by disclosing a rectangular tablet with four evenly 

rounded corners and a flat back. Rather than looking to the “general concept” of a tablet, the 

district court should have focused on the distinctive “visual appearances” of the reference and the 

claimed design. When those visual impressions are compared, it becomes apparent that the Fidler 

reference, with or without the TC1000, cannot serve to render the D’889 patent invalid for 

obviousness. 

 

In the alternative, Samsung urges us to consider several other tablet and tablet-like 

designs as suitable primary references. All of those references consist of rectangular designs with 

rounded corners dominated by a display area. But those designs all suffer from the same 

problems as the Fidler reference, because all of them show either a thick surrounding frame in 

which a display is embedded or contain extensive ornamentation on the front of the tablet. The 

offered designs do not create the same visual impression as Apple’s claimed design and thus do 

not qualify as primary references. In the absence of a qualifying primary reference, we hold that 

the district court erred in concluding that there is likely to be a substantial question as to the 

validity of the D’889 patent.
5
 

 

Because the district court found that there is a substantial question as to the validity of the 

D’889 patent, it did not make any findings with regard to the remaining two questions bearing on 

whether to issue a preliminary injunction—the balance of hardships and the public interest. The 

court conducted a detailed assessment of the balance of hardships with respect to the D’677 and 

‘381 patents after finding that they were likely to survive a validity challenge. With respect to the 

                                                             
5
 Our holding that the alternative prior art references do not invalidate the D’889 patent is limited to our evaluation 

of the record at this preliminary stage of the litigation. 



D’889 patent, however, the district court has not determined the extent to which Samsung would 

be harmed if the sales of Galaxy Tab 10.1 were enjoined, and how the potential harm to 

Samsung resulting from entering an injunction compares to the potential harm to Apple should 

the district court deny interim relief. Nor has the district court evaluated the public interest at 

stake with respect to the sales of Samsung’s Galaxy Tab 10.1. Because the district court has not 

yet weighed the balance of hardships to the parties and the public interest factors, we do not have 

a sufficient basis for concluding that the failure to enter an injunction was an abuse of discretion. 

It is normally not appropriate for this court to make such highly factual inquiries for the first time 

on appeal. That is particularly true for an order granting preliminary relief, as a district court 

order denying relief can be upheld based on negative findings on fewer than all of the four 

factors. 

 

The dissent contends that remanding this case to the district court will necessarily result 

in unjustifiable delay. We see no reason to believe that there will necessarily be delay, or if there 

is delay that it will be unjustifiable. If the dissent is correct that the findings the district court 

made in the smartphone part of this case regarding the balance of hardships and the public 

interest are readily transferable to the tablet part of the case, the district court should be able to 

make that determination in short order, thus minimizing the amount of delay. On the other hand, 

if those findings are not readily transferable to the tablet part of the case, then that is exactly the 

situation in which we would benefit from findings by the district court and in which the district 

court’s greater familiarity with the record will be an important safeguard against precipitous 

action. 

 

Because we have found the district court’s reasons for denying an injunction on the 

D’889 patent to be erroneous, we remand the matter to the district court for further proceedings. 

On remand, the court should conduct a similar assessment of the balance of hardships with 

respect to the D’889 patent. To the extent that the court finds that the public interest factor cuts 

in favor of either side, it should weigh that factor as well in determining whether to issue a 

preliminary injunction against Samsung’s Galaxy Tab 10.1 tablet computer. 

 

In sum, we affirm the denial of a preliminary injunction with respect to the D’087 [and] 

D’677 patents. We vacate the order denying an injunction with respect to the D’889 patent and 

remand the case to the district court for further proceedings on that portion of Apple’s motion for 

preliminary relief. 

 

AFFIRMED IN PART, VACATED IN PART, and REMANDED. 

 

O’MALLEY, Circuit Judge, concurring-in-part, dissenting-in-part. 

 

I concur in the majority’s decision to affirm the denial of preliminary injunctive relief 

with respect to Apple’s two smartphone design patents and its utility patent. Although I might 

have weighted Apple’s evidence of irreparable harm regarding its smartphones differently had I 

been considering it in the first instance, I agree that we should defer to the district court’s 

findings on that issue. I also agree with the majority that the district court erred in its analysis of 

the validity of Apple’s tablet computer design patent— U.S. Design Patent No. D504,889 (“the 



D’889 Patent”). I disagree, however, with the majority’s decision to remand that portion of the 

case for further proceedings; on that point, I respectfully dissent. 

 

Specifically, the majority’s decision to remand this matter for further proceedings relating 

to the D’889 Patent is unwarranted because: (1) remand will cause unnecessary delay, which is 

inconsistent with the very purpose of preliminary injunctive relief; and (2) once we reject its 

validity analysis, the district court’s decision, taken in its entirety, reveals that all of the 

prerequisites for preliminary injunctive relief are satisfied. Remand is particularly inappropriate 

where, as here, both this court and the district court agree that Apple will suffer irreparable harm 

absent injunctive relief. The majority’s decision to remand for further proceedings will only 

exacerbate that harm. 


