

PATENT LAW I -DREYFUSS

I.	TRADE SECRETS

	A.	General

		1.	"Any Information" can qualify as a trade secret

		2.	USTA and Restatement requires "material that derives economic value from it not being 				generally known"

		3.	Require reasonable efforts to maintain secrecy (Sheets)

			a.	Disclosure to others who have no obligation of confidentiality extinguishes the property 				right in trade secret

			b.	Public disclosure of information through display, trade journal publications, advertising, 				or other carelessness can preclude protection

			c.	Do not lose protection if secret divulged by mistake

			d.	Stealing by taking picures from the sky is infringement

				-	EI Du Pont

					-	Copied by flying a plane over plant and taking pictures

					=>	TS because took resonalbe means to protect.  Cannot protect everything from 							being seen from the sky

			e.	If unlawfully obtained secret, then no protection is lost

				-	SOS Inc. v. Payday Inc. (1989)

					-	Payday snuck into SOS's office and stole their software

					=>	Still had TS protection



	B.	American Credit Indemity v.Saks

		-	Lola Saks, an employee of ACI, left and took with her a customer list

		=>	Customer lists are trade secrets

	C.	Policy for protecting Customer lists as trade secrets

		1.	Customer lists require much work to put into and can be easily copied

		2.	Saks was a free rider; we don't like free riders

		3.	Discouragte inovation

			a.	Next time, if no protection ACI will not make a customer list

			b.	Supply Demand Graph (in notes)

	D.	Alternatives for trade secret

		1.	Require a covenant not to compete

			a.	Employee can bargain for more money to sign covenant

			b.	Do not have to worry about losing protection (trade secret)

			c.	Problems with covenants not to compete

				i.	Chill inovation

				ii.	Usually a time limit on covenants not to compete

		2.	Pay employee more

		3.	Build into price of product, money to recoup costs

		4.	Increase employee loyaty

			-	So they don't leave and leak secrets

	E.	Problems with Trade Secret protection

		1.	Even with a protective order, secrets can still be leaked from the court 

			-	People who heard the trial

		2.	Transactions are difficult

			a.	Arrow's Disclosure Paradox (page 968)

			b.	"The information can be valued only after disclosure to another party, but then its value 				is lost because the other party already has it"

		3.	Too much protection

			-	Coca-cola has its secret protected

		4.	Health/Safey risk because no capacity to use old invention

		5.	Make people reinvent the wheel

		6.	State law, so not all states have to be the same

		7.	Solution

			-	Allow you to register an idea but keep it secret to prove you did a certain idea

	F.	Sheets v. Yamaha Motor Corp

		-	Sheets invented an improvement for a Yamaha motorcycle, but did little to protect his idea.  			Sheets wanted trade secret protection.

		=>	No trade secret protection.  Lousianna law requires "Reasonable efforts to maintain 					secrecy".  Minimal protection is not enough.

	G.	Why Require Value for Trade Secret Protection

		1.	Rewards hard labor

			-	Like "Sweat of the brow" for copyright law

		2.	Inventive things can already get federal copyright or patent protection

		3.	Problems

			a.	No bright line to decide how much value

			b.	Based on how much spent to make it

				-	Not always an indicator

			c.	Not easy to decide value 

			d.	Not always consistent

			e.	Value is not enough of a criterion

	H.	Why require Secrecy

		1.	Measure of importance

		2.	Ensure people who hear the information know it is public knowledge (or now is)

			-	Makes sure they cannot be sued later

		3.	Choice of rules

			a.	Do not abolish protection if not secret

				i.	If hear information, assume it is a protected secret

				ii.	Pros

					-	Do not lose protection if fail to keep it a secret				

				iii.	Cons

					(1)	But discourages inventions

					(2)	Some information meant to be public, but could not be used

				iv.	Risk falls on society

			b.	Abolish protection if not kept secret

				i.	If hear valuable information, assume it is public

					-	Unless told otherwise

				ii.	Pros

					-	Incourages inventions, because all knowledge heard is asssume public

				iii.	Cons

					-	Sometimes, inventors get hurt by losing their protection

				iv.	Risk falls on inventor to keep it a secret

		4.	US requires notice to keep it a secret

			a.	We know the meets and bounds ot what is protected

			b.	But, can encourage infringement

				-	People know what information is valuable

	I.	Infringement

		1.	General

			-	Theft, fraud, unautherized interuption, or breech of agreement			

		2.	Reverse engineering

			a.	Reasons to have no TS protection

				i.	Might argue no Trade Secrets to encourage patetns

				ii.	Puts people on a level playinf field

					-	Both people spent money to get information

				iii.	Non-informing products do not have a problem, so do not run same risk as losing 						protection

			b.	Reason to have TS protection	

				i.	Reverse Enginering is a waste of resources so do not want to encourage it

				ii.	Some products cannot be prevented from being revese engineere

			c.	Acuson Corp v. Aloka Corp. (1989, pg 977)

				-	Aloka reverse engineered product.  They broke locks on the machine to do it

				=>	Person who buys it owns locks

				=>	Nothing that an examination of the machine diescloses can be a TS

		3.	MAI v. Peak Corp (not in book)

			-	MAI sold computer software with diagnostics.  MAI did not tell customers of the 						diagnostics.  Peak copied sold service packages and used MAI's diagnostics.

			=>	9th Circuit said TS protection on diagnostics

			a.	MAI still had an advantage because they build the diagnostics

				-	Knew it beter

			b.	No way for PEAK to compete, becuase MAI build the computer and knew it better

	J.	Governmetn Action

		1.	Some states require that if places disclose what is used in pollutants, even if it is TS

			-	"Right to know test"

		2.	Keep TS protection

			a.	Makes companies do the tests again

			b.	They can't just rely on tests done by other companies

		3.	Solutions

			a.	Mini-patetns

				i.	5 year protection for test

				ii.	But then, governement just rubber stamp "ok" on 2nd producer

			b.	Just let secrets be public

				-	Decrease inventions becuase no protection

			c.	Mandatory licensing

				i.	If others want to use it, make them pay

				ii.	All share the costs of the tests

	K.	Remedies

		1.	Injunction

		2.	Damages

			a.	Lost profits

			b.	Reasonable royalites

			c.	Calculate damages the same as patents

		3.	How long does the remedy last

			a.	Forever

				i.	Provides a strong deterent

				ii.	Unfair

					(1)	People would discover it on their own at some time

					(2)	Can knock a competitor out of the market

				iii.	ICM v. DTI

					-	ICM employee left and took software with them to DCI

					=>	Software TS, so DCI is enjoined from using it

			b.	Until others enter the market

				i.	No privite interest in injoining the infringer

				ii.	Some industires only have two competitors

					-	Effectively, makes the TS last forever				

???			c.	Create a time 

				i.	Public better off

				ii.	Less deterent effect

				iii.	Most populer

�II.	PATENTABLE SUBJECT MATTER - § 101

	A.	Text

		1.	Whoever invents or discovers a new and useful

			a.	Process,

			b.	Machine,

			c.	Manufacture

			d.	Composition of matter, OR

			e.	Any new and useful improvement thereof, 

		2.	May obtain a patent therefor, subject to the conditions and requirements of this title.

		3.	What a patent contains

			a.	Name and address of inventor

			b.	Prior art

			c.	Abstartct

				-	Easy to look through patents for searches

			d.	Field of invention

			e.	Summary of objects

			f.	Description of invention with diagrams

			g.	Peferred embodiemnt

			h.	Claims

				i.	Most important

				ii.	Peripherial claiming system

					-	Say everything is the invention

				iii.	Patents are not blue penciled

					(a)	If any part of claim is bad, whole claim is thrown out

					(b)	What dependent claims are for



	B.	Policy for Patents

		1.	Want to increase knoledge in the public domain

			-	In return for disclosing knowledge, we give the patent owner a 20 year monopoly

		2.	How much intell. propl should someone be allowed to own?

			a.	Fairness dictates that one should not get more than one deserves.

			b.	Interests Involved:

		1.	Patentee -- wants broadest possible claim

		2.	Potential Infringer -- wants notice as to what boundaries are.

		3.	Society as a whole -- wants to encourage invention but not give away the store.



	C.	Scope of Patentable Subject Matter

		1.	Cochrane v. Deener (1876, pg 49)

			=>	"A process is a mode of treatment of certain materials to produce a given result"

		2.	Does not cover everything

			-	Ex) Customer lists are not covered

		3.	In Re Bergy

			=>	"Alive" subject matter can be patented

		3.	Rule (In Re Bergy): Cannot patent:

	a.	Principles or laws of nature

	b.	Mental processes

	c.	Intellectual concepts, ideas

	d.	Natural phenomena

	e.	Mathematical formulae

		i.	Mackay v. Radio

		ii.	A novel and useful structure created with the aid of a scientific truth is patentable

	f.	Methods of calculation

	g.	Fundamental truths

	h.	Original causes, motives

	i.	Computer-implementable method claims of Benson

j.	In re Bergy 

-	Living microorganisms were within the terms "manufacture" and "composition of matter" in § 101 and "more akin to inanimate chemical compositions such as reactants, reagents, and catalysts than they are to horses and roses."

		4.	Drawing the line

			a.	O'Reilly v. Morse 

				-	Claim 8 of Morse's telegraph was for "Any use of motor power to print characters 						over a distance"

				=>	Claim held too broad.  

				=>	Morse attempted exclusive right to every improvement where the motive power is 						electricity and the result is the printing of characters at a distance.

			b.	Bell

				-	Claim 5 for "Method of transmitting vocal sounds telegraphically with electrical 						undulations"

				=>	Held valid

				=>	Hard to distinguish, but Morse started with "I do not propose to limit myself . . ." 						which is a red flag to people that they are trying to patent too much

			c.	Between principle and public domain

				i.	Diagram

										Biologicals

									-----/----|----\--------

								Man-made versions (ex - CDNA)

									    /   	  |	     \

								Shampoo	Protiens	Detergent

				ii.	Likely drawn line after biologicals

		5.	Rules of thumb

			a.	Mental steps doctrine

				i.	If must think thoughts in your head, then it is not patentable

				ii.	Problem with a computer because a computer replaces your thinking

	?		b.	Printed Matter Doctrine

				-	Writing a principle is not patetable, but the written document is

	?		c.	Function of a machine doctrine

				-	Does not work because we want to have means plus function claims	



	D.	Patentability and Natural Phenonenm

		1.	RULE

			a.	Cannot patent the discovery of natural phenomena.

			b.	If there is to be invention from such a discovery, it must come from the application of the 				law of nature to a new and useful end

				-	Funk Bros v. Kalo, p. 122

			c.	But can patent living things

				i.	In re Bergy

				ii.	But requries a sufficient level of human intervention

					-	Chakrabarty

			d.	"Anything under the sun made by man" is patentable

				-	Chakrabarty

			e.	Embodiements and applications of ideas are patentable

		2.	Bacteria -- Diamond v. Chakrabarty (1980, p.113) 

			-	Chakrabarty invented a new bacteria to break down oil and wanted to patent it

			=>	Bacteria that is man made and not found in nature is patentable

			a.	"Anything under the sun made by man" is patentable

				-	Also from Committee Reporets accompanying the 1952 Patent Act

			b.	Did not want to use TS because it reproduces itself (can wait and have it make 							more for you)

			c.	Rationale:  Patent produced a new bacterium w/ different characteristics from any 						found in nature and have potential for utility (bacteria eat oil spills); not nature's 						handiwork, but produced by human intervention.

			d.	Is this manufacture or composition of matter for §101 purposes?

				-	Bacterial were not included in the plant patent act; but no evidence that Congress 						addressed issue at all.

			e.	Note:  Decided in 1980, beginning of pro-patent era.	Also, degree of human 							intervention greater here, than in Funk Bros.

		3.	Plants 

			a.	Funk Bros.(1948, p.122)

			-	Noninhibitive strains of 6 Rhizobium bacterial were found and combined to create a 				more effective legume fertilizer.

			=>	Majority concerned that this was just the discovery of a work of nature; mere 						packaging together of the discovered noninhibitive strains did not satisfy req'ts of 					invention or discovery; the use of the strains in combination did not improve in any 				way their natural functioning.

			i.	Frankfurter concurrence:  

				(i)	Thought claims were too broad since didn't identify strains 	individually but only 					described them in terms of their compatibility

				(ii)	Also thought that "works of nature" is a bad test, since too vague.

				(iii)	Funk tried to patent the bacteria insead of the combination

					-	He should have been able to patent his package, but not the bacteria

			ii.	Distinguished from Chakrabarty becuase nothing new created

				(i)	Arguable not much different

				(ii)	Both combined stuff to create somehting

				(iii)	Chakabarty made a new microorganism; Funk made a new bunch of many 							organisms

			b.	Ex parte Hibberd (1985, pg.127)

			-	Patent for plant seeds rejected by examiner.	

			=>	Board of Appeals analysis

				(i)  Assumes that § 101 included plant subject matter prior to the enactment of plant-				specific statutes.

				(ii)	It notes that to repeal a statute, in whole or in part, Congress must be very clear 				about its purpose.

				(iii)	It states that no such clear statement of purpose can be found in connection with 				the plant-specific statutes.

				(iv)	It concludes that because plants were patentable before the plant-specific acts, 					and those acts did not explicitly make them unpatentable, plants must still be 					patentable -- above and beyond the fact that they are also covered by the plant-					specific acts.

 			=>	Rejection of patent not sustained.  § 101 covers plant life.  Diamond broadened the 			scope of § 101.

			c.	Plant patents v. regular § 101 patents.

				-	Plant statute protects farmers

			d.	1930 Plant Patent Act

				i.	Must do work to get a patent

				ii.	Must make the plant better over nature			

		4. Animals 

			a.	Ex parte Allen (1987, 136)

			-	Examiner rejected claims drawn on a method of inducing polyploidy in oysters 						utilizing hydrostatic pressure because polyploid oysters are held to be living entities 				and do not fall within § 101.	

			=>	Not patent because animal produced by the method claimed is "controlled 	by the l					aws of nature and not a manufacture by man that is patentable".

			=>	§ 101 Test is whether the subject matter is made by man.	If the claimed subject 					matter occurs naturally, it is not patentable under § 101.	The polyploid oysters are 					non-naturally occuring manufactures or compositions of matter within the confines of 				patentable subject matter under 101.

			b.	Animal Legal Defense Fund v. Quigg (138)

			-	Farmers are suing that animals are not patentable subject matter.	Say injuries are: 				(1) Having to pay increased costs in the form of royalties on patented animals and 

				(2) Suffering decreased profits because of competition from more productive non-						naturally occuring animals. 

				Animal rights groups are suing out of public interest.

				=>	Questions regarding the impact of patents on a particular industry, the economy, or 					even society as a whole are not generally dealt with when § 101 is the issue.(note1)

				=>	Economic and policy considerations are implicated in § 101, but are not necessarily 					determinative..

			=>	Dismiss the claim.  Speculative economic injuries.  Such speculation as to market 					actions and their activities further beclouds the issue of causation as it concerns the 				farmers' alleged economic injury.	

		5. Medical Processes

			a.	Morton v. NY Eye Infirmary (1862, 140)

				-	Discovered a new use for ether, anesthetic

				=>	Discovery of a new use for ether as an anesthetic held to be not patentable.

				=>	Reason:  Effect was known (just not to the extent here) and was achieved simply by 					increasing the amount administered; breathing in the gas was known, so the process 					was known.

			b.	Test

				-	Process must work to transform or change the thing which is the subject of the 						process.		

			c.	Ethical concerns with medical process patents (143):

				i.	Physician autonomy

					-	Enforcement of medical process patents may harm the physician-patient 							relationship by limiting a physician's choice of appropriate techniques.

				ii.	Medical research

					- 	May adversely affect the development of new medical knowledge by limiting the 					willingness of researchers to share their knowledge in an objective manner.

				iii.	Present recurring issues of whether the patent covers a surgical technique of general 				applicability or a technique that is relevant only to human reproduction

				iv.	Should a doctor make money off of patents in the medical field

					(1)	But most of the medicines from plants form the 3rd World countries

						-	Giving the courntires money would help save the rainforests

					(2)	But patents increase the incentive to invent

				v.	Stuff that saves lives should not be patented

					(1)	Ex) AZT.  Can exploit and charge high prices

					(2)	But do want to encourage research, so maybe want to award with a patent

				vi.	Italy and India do not allow medicines to be patented

					-	Many people manufacture there, but do not have R&D there

		6.	New Uses for old thingss

			a.	Orginally not patentable

				-	Morton

			b.	Policy for not giving patents on new ways to use old things

				i.	People rely on using the old product anyway they want

				ii.	But, Locke would argue that the people never had the way of using the old thing, so 				we are not taking anything away from them

			c.	Now, can get a patnet on a new use for old matter

				i.	Parke-Davis & Co. v. Mulford (1911, pg 124)

					-	Invented a purified form of adrenaline

					=>	Patents were valid, even though they adrenaline has existed for a while and is a 					natural substance

					=>	"The line between different substances and degrees of the same substnace is to be 					drawn rather from the common usages of tmen than from nice considerations of 					dialetric"

				ii.	But courts are hesitant to reward any work that goes into creating something

		7.	Policy for not wanting to give patents for living things:

			i.	Ethical or religious concerns.

			ii.	Don't want a one-sided bargain.

			iii.	Don't want to discourage others from participating in the field.

			iv.	Extends ownership over nature

				(1)	Fear it can extend to animals or humans

				(2)	But, could use special laws to avoid patents on animals or humans

		8.	Moral Argument of not allowing patents on "Bad" things

			i.	Subjective what is bad

			ii.	Could cut off research on stuff too early

				-	Possible could turn into something good if wait

			iii.	The PTO does not have the expertise on what is good or bad

			iv.	Else, encourages research on "Bad" things

				-	But patents are not the only incentive for inventing

			v.	BANNING PATENTS DOES NOT SOLVE ANYTHING

				-	Dreyfuss's statement

		9.	How close to the embodiement does the idea have to be to be not patentable

			i.	Ex) CDNA (page 158)

				-	Speical copy of DNA

			ii.	Can you patent new strains of CDNA

			iii.	Should be able to

				(1)	Like Ex Parte Davis

				(2)	Frankfurter's argument in Funk says this should be patentable, for it is a fundamental 					idea

			iv.	But requries more human intervention and more of a new idea to be patentable

				(1)	Only finding the CDNA is patentable

				(2)	Fear that DNA makes all CDNA obvious

					-	But don't want to discourage patents in this field

			v.	Solution is allow CDNA to be patented, but not the end products



	E.	Software and Mathematical Algortithmmns

		1.	 Rule

			a.	Old Rule

				-	A computer algorithm or a mathematical formula, even if novel and useful, is like a 					law of nature, which cannot be patented

			b.	New Rule

				i.	Computer software is patentable

				ii.	Allapart

		2.	Gottschalk v. Benson (1972, p. 46).	

			-	Method of programing a computer to convert binary-coded-decimal to pure binary

				ex)	Dec = 53  		BCD = 0101 0011		Binary = 1101011

			=>	Reasons for decision:

		a.	Process claim is so abstract and sweeping as to cover both known and unknown uses 			of the BCD to pure binary conversion.

			-	A principle that should not be patnened

		b.	"Phenomena of nature, though just discovered, mental processes, and abstract 					intellectual concepts are not patentable, as they are the basic tools of scientific and 				technological work." (p.48).

		c.	Relief, becuase the court did not use the mental steps doctrine

			i.	Computers could not get patents then

			ii.	Instead court said could not patent algorithms

		3.	Post-solution applications

			-	Post solution applications of a mathematical formula don't help a process claim.  A 					discovery of a law of nature can't be patented.

		4.	Parker v. Flook(1978, p.55)

			-	Patent for a Method of Updating Alarm Limits

			=>	Patent held invalid becuase one step involved a mathematical algorithm

	i.	"The rule that the discovery of a law of nature cannot be patented rests, not on the 			notion 	that natural phenomena are not processes, but rather on the more fundamental 			understanding that they are not the kind of "discoveries" that the statute was enacted to 		protect.  That is, patents are not meant to protect computer programs or at least some 			aspects of them.

	ii.	In contrast, In re Musgrave in upholding the patentability of a process for determining 			subsurface geological characteristics with computer assistance stated: 

		-	"..All that is necessary, in our view, to make a sequence of operational steps a 					statutory "process" within § 101 is that it be in the technological arts so as to be 				in consonance with the Constitutional purpose to promote the progress of "useful 				arts"  Const. Art. 1, § 8." (p.59).

5.	In re Freeman (1978, pg. 60)

	-	Patent on a printer to print mathematical formulas

	=>	Patent held valid because no mathematical formula involved

			i.	The "Freeman" Test (p.64)

		(1)	Does the claim directly or indirectly recite and "algorithm" in the Benson sense of the 		term (a mathematical algorithm)?

		(2)	If so, does the claim in its entirety wholly preempt the algorithm?

			-	If yes, then no patent.

				(3)	Flook and Benson distinguished

					-	The claims there said just the algorithm.  Here, claim is more than the algorithm.

			ii.	Freeman - Walter Test

			(1)  Mathematical algorithm is found.

			(2) If the mathematical algorithm is implemented in a specific manner:

					(a)	To define structural relationships between the physical elements of the claim (in 						apparatus claims) or

				(b)	To refine or limit claim steps (in process claims), the claim being otherwise 						statutory; the claim passes muster under § 101.

			iii.	Implications of the Freeman test (p.67)

				(1)	Not all algorithms are unpatentable, only some are.  

				(2)	Courts are trying to look for something more than just the algorithm.  The question 					is whether the algorithm is doing something.

		(3)  If the claims contained no reference to equations, the Ct. of Patent Appeals would 		generally find that Benson simply did not apply.

		(4) The Freeman test allowed the CCPA to make a clear distinction between 					mathematical algorithms and other algorithms.	According to the CCPA, the 				problem is not with patenting computer programs but only with patenting 					mathematics.

		6.	Diamond v. Diehr (1981, p.68)  

		-	A process for curing synthetic rubber which includes in several of its steps the use of a 			mathematical formula and a programmed digital computer.	

	=>	Patent valid even though it made use of a well known mathematical forumla, because 			patent was for an industrial process for molding rubber and not the formula

		=>	Patentable subject matter under § 101.  "When a claim containing a mathematical 					formula implements or applies that formula in a structure or process which, when 					considered as a whole, is performing a function which the patent laws are designed to 				protect (eg. transforming or reducing an article to a different state or thing), then the 				claim satisfies the requirements of § 101.

			i.	Example of something that would pass the second prong of the Freeman-Walter test 					-	Structural relationships and limitation on claims

		ii.	How is this different from Parker v. Flook?

			a.	According to J. Rehnquist, the claim for a method for computing an "alarm limit"-- a 				number, is simply an application sought to protect a formula for computing a 						number.

				b.	Whereas, here the patent is sought for a process of curing synthetic rubber. (pp. 71)			iii.	After Diehr, the CCPA increasingly emphasiced the 'industrial' or 'transformative' 						character of program-related process claims under review.	

			iv.	Look at criticism of this standard in the Hersh paper, p.86.

		7.	In re Iwahashi (1989, p.75)

			-	Invention related to an auto-correlation unit for use in a pattern recognition to obtain 					auto-correlation coefficients as for stored signal samples.

			=>	Patent granted.  The embodiment more particularly discussed as a species of pattern 					recognition is voice recognition.

		8.	In re Alappart (1994, handout)

			-	Patent rtied to cover a machine for creating smooth waveforms on a digital computer.  				The means pulus function claim contained algorithmic steps

			=>	Patent valud

			=>	Archer Dissent => Like a muscian patenting a CD with his music

			i.	Now to get a patent on a program, claim a computer with a different program on it is a 				new computer

			ii.	Allowed the patenting of computer software

		9.	In re Grams (1989, p.82)

			-	Sole physical process step in the claim was performing clinical tests on individuals to 					obtain data, but the specification and the claim discussed only an algorithm

			=>	Court held not patentable

		10.	Arrythmia Research (p.85) 

			-	Invention in the art of analyzing electrocardiographic signals of heart attack victims.					Technique involved measuring telltale electrical signals known as "late potentials", 						converting the signals from analog to digital form, and then manipulating the signal and 				analyzing it against stored baseline values.	

			=>	Patentable because:

				i.	Although algorithm, "when mathematical formulae are the std way of expressing 						certain functions or apparatus, it is appropriate that mathematical terms be used."

				ii. 	Focus on "the number obtained [from the algorithm] is not just an abstraction; it is a 					measure in microvolts of a specified heart activity." Contrast with Flook. 

				iii.  Held that, "the claimed steps of 'converting,' 'applying,' 'determining,' and 'comparing' 					are physical process steps that transform one physical, electrical signal into another. 					("number v. signal" distinction).

		11.	Hardware

			a.	PTO made up the hardware label

			b.	They said that not every means + function claim would be 	granted, they emphasized 					the hardware in Iwahashi.	p.79.

			c.	But, Fed ckt doesn't want the get bogged down in labels.	

			d.	In Arrythmia, the Federal circuit didn't follow the hardware rule of the PTO.	 

		12.	Semi-Conductor Chip Protection Act of 1984

			a.	Chips do not get copyright protection, but do get special protectoin

			b.	Advantages

				i.	Protection is short

					-	10 years

				ii.	Exclude staples of the industry

				iii.	No infringement for teaching, analyssing or evaluating techniques

					-	Becuause if you put enough work into it, you get a new idea

			c.	Disadvantages

				i.	Internation problems

					(1)	Does not fall under the Paris Convention

					(2)	So we must persuade other countries to allow our protection in our country

				ii.	Only 1 case litigated under this Act

				iii.	Method is outdated, so industry does not use the Act

13.	Policy against software patents

			a.	Giving rights over the legal status of human thinking.  To claim a thought process, is to 				assert ownernship over something that simply shouldn't be owned

			b.	Industry Growth

				i.	Fewer software patents, means protection of small companies that form the majority 					of the software industry

					-	Want to foster science and arts

				ii.	If allow software patents, big companies will continue in business, and new 							companies will be shut out, because licensing will be expensive

			c.	Little benefit to society from software patents because invention in software is already 					flourishing before software patents.

 		14.	Policy for software patents

			a.	Protect software better

			b.	Just because its an alogorithm does not mean its a principle of nature

				(1)	Programs simplify principles of nature

				(2)	Ex)	PV=nRT is really simply for PV=nRT  + a + b + c

�III. UTILITY (§ 101)

	A.	Issues

	1.	General Utility

		a.	Whether an invention is operable or capable of any use.

			b.	The invention must be more than a mere curiosity, it must aid in the progress of the 					human race. (p.147)

		2.	Specific Utility

			a.	Whether the invention works to solve the problem it is designed to solve.  

				-	Operability

			b.	If want to patent a perpetual motion machine, the machine must function perpetually.					-	Newmann v. Quigg (p.148)

					-	Tried to patent a perpetual motion machine.  Sent a model to the Standards of 							Units and Measurements.  It did produce a lot of energy, but not more than it 							used

					=>	No patent was granted

			c.	Brenner v. Manson

				-	Invented a steriod that has no known use

				=>	A patent is not a "hunting license" to find a use for something

		3.	Beneficial Utility

			-	Whether the intended purpose of the invention has some minimum social benefit, or 					whether it is completely harmful or deleterious.



*	B.	PTO

		1.	PTO has burden of showing lack of utility.

		2.	Invention may be impractical, but patentable.

		3.	PTO assumes utility unless for some reason it stands out that there is not utiltiy

		4.	An inventor does not need to provide a working model

			-	But under § 114, if the Commissioner wants to see one, the inventor must funish one



	C.	Utility in Chemical Cases

		1.	Practical Utility Rule

			a.	Look at the product

			b.	"...a process patent in the chemical field, which has not been developed and pointed to 				the degree of specific utility, creates a monopoly of knowledge which should be granted 			only if clearly commanded by the statute"

				-	Brenner v. Mason, p. 152

		2.	Look at its utility on the day the application was filed

			a.	If it shows any specific utiltiy for the chemical when the patent was filed

				-	Meets the utility requirement

			b.	Ask if it worked on animals or in-vitro

			c.	If similar with other drugs with positive tests, then enough

				i.	Human testing was too expensive

				ii.	But before this policy, professors would have to write about what they were doing to 				help prove it worked

					(1)	Needed to have applied before On-Sale bar

					(2)	But provided much free information for research

		3.	Can't get a patent on a product that has no known use.

			a.	A patent is not a hunting license.  It is not a reward for a search, but compensation for its 				successful conclusion.

			b.	Brenner

		4.	Similar useful compounds not enough

			-	Chemists wanted to patent the process for making a steriod, closely related to one that 			had been found effective in inhibiting tumors in mice, but not clear if steroid would have 			same effect. 

		5.	Criticism of Requiring utility of chemical patents (p. 153):

		a.	Lose out on potnentially useful intermediates or techniques if the end product does not 		meet the utility requirement

			-	The knowledge is not diseminated

		b.	Could lose out on a new compound

		c.	Could lose out on the synthetic technique employed in arriving at this novel compound 		-	Since the novel compound may have been developed through a novel technique that 			could be of valuable assistance to all chemists.	

		d.	Could lose out on the technique employed in arriving at the end product.

***	6.	Utility for pharmaceutical products can be established by animal testing.	

		7.	New use patents can be obtained

			-	Ex) A process patent for the "process of using [a compound] to treat AIDS." p. 154



	D.	Immoral subject matter (beneficial utility)

	1.	Can't patent a gambling machine

		a.	Reliance v. Dworzek (1897, p.154)

		b.	Now, can get patents on gambling devices

	2.	Inventions used to defraud

		-	Richard v. Du Bon (1900, p. 156)

		3.	Biotechnology

			a.	Argument that biotech. is similar to gambling and selling fake medicines.	

			b.	What are the limits of the immorality test? (p.157)



	E.	Policy

		1.	Policy for having Utility

			a.	Decreases applications to PTO

			b.	Protects public

				i.	Example) Tobacco case

					-	Machine that made tobacco that look like a better type (spots) applied for a 							patent

					=>	Was denied a patent

				iii.	But, then drive inventors of bad inventions underground

					-	Even less monitoring

			c.	If not useful, then there is not benefit to society

				-	So the inventor does not deserve a reward

			d.	If no use, the it is difficult to see the bounds of the invention

				-	Hard to see what is infinging the invention

			e.	Market sorts out the truly useful inventions

				-	Justice Sotry in Bedford v. Hunt (page 155)

			f.	Justice Douglass's arguments (A&P Tea Co. v. Supermarket Equip Co, 1950 pg 411)

				i.	Did not like patents

				ii.	Claimed patents need to advance the scineces

				iii.	The more it lookssss like a science, the less patentable

				iv.	A new combination of old elemts has to demonstrate "synergism"

					-	A new function or effect not predicatable from the aggregation of the indiviudual 						elements

				v.	Dunner et al. in 1986 called A&P " the culmination of subjective, hindsight-ridden 						and inconsisten judicial determinations of what is an invention"

		2.	Policy against having Utility

			a.	Seems useless

				i.	If invention is not useful, why would an inventee get a patent

				ii.	And if they did get a patent, who cares because they would have a patent on a 							useless thing

			b.	It is virtually never litigated (no utility)

				i.	Ex) A sterling silver fork for getting olives out of a jar was granted a patent

				ii.	Without it, couldn't get olives out of a jar

			c.	Encourages people to keep things without a use in hiding

				i.	Out of public knowlegdge where more people could find a use

				ii.	If put in public, then people who do find a use could at least get a license

					-	But if kept hidden, the new application might never be found

				iii.	Ex)	Space program

					(1)	Claimed that if society payed for the program in the beginning by funding the 							inventions, then many useful products would result

					(2)	But since no exclusivity, no one wanted to enter the products in the marketplace

					(3)	Congress passed 

						(i)	§ 200

							(a)	Certain researches can get patents on federally funded projects

							(b)	Universities

						(ii)	§ 203

							(a)	March-in-Rights

							(b)	If an invention is not being patented the Governement can purse such 									rights

			d.	Most new inventions do not have a use

				-	We should want to incourage its R&D

		3.	Possible alternative

			a.	Two seperate patents

				i.	A How to use patent

				ii.	A How to make patent

			b.	Advantages

				i.	Frees inventor of uses from having to deal with the inventor of the idea

				ii.	Circumvents moron inventors who won't license their patent

?				iii.	If people want to use it, they can pay the person to make it

			c.	Disadvantegs

				i.	Patents on use would be hard to monitor

				ii.	If multiple uses, it would be hard to tell which How to Use patent was infringed

				iii.	Less of an adward for inventors

�IV.	ANTICIPATION - NOVELTY( § 102(a))

	A.	Introduction

1.	Definitions

	a.	Anticipation

		i.	Prior art disclosloses all of the claims in the invention

		ii.	The invention is then novell

	b.	Reference

		-	Anything that invalidates a patent

	c.	Effective date

		-	Date of publication for the reference

	d.	Critical date

		i.	Date at least reference moust be to invalidate the patent

		ii.	For § 102(a) it is the date of the invention

2.	Issues

	a.	Of Novelty

				i.	Novelty deals with the date of the invention .

				ii.	Inventor was not the first.

				iii.	Applies only to actions by others, i.e., an inventor can't defeat her own novelty by 						taking some action, such as publishing her invention.

			b.	What was disclosed

			c.	Availability

			d.	Timing



	B.	Novelty 102(a) -- Actions by others

1.	No patent if , before date of invention, invention --

a.	Known or 

b.	Used

1.	By others

2.	In this country, or

2.	Invention --

a.	Patented or

b.	Described in a printed publication

-	Anywhere

		3.	Every element test

			a.	Anticipation requries the presence of a single prior art reference which discloses each 				and every element of the claimed invention.	

				-	Structural Rubber (1984, pg.171)

					-	Invention for making crossings on a highway rail

					=>	Need every elment in the prior art

					=>	Cited now for taking a verdict away from a jury

		b.	The novelty analysis is the same even if the prior art (patent) was issued to the same 			inventor.

		c.	Compare the claims of the invention with all the information in the prior art (including 			the specification).

			i.	Reeves Brothers v. US Laminating (1966, pg 196)

**			ii.	Foriegn patents 

				(1)	Only look at the claims

				(2)	CAFC played with idea of looking at entire patent as prior art

					-	But nothing has been done officially yet

				(3)	A foriegn patent is not considered a printed publication

					-	Else why would the statute read "patents and publications"

		d.	Does not have to been geniunely new in the world, just not disclosed before

		e.	Must allow one of ordianry skill in the art to reproduce the disclosure

	4.	Enablement standard

		-	".a prior patent or other publication to be an anticipation must bear within its four 				couners adequate directions for the practice of the patent invalidated."

			-	J. Hand, Dewey & Almy Chem. Co., p. 176

	5.	Genus and Species theory 

		a.	When a claim covers several compositions, the claim is 'anticiapated' if one of them is in 		the prior art.

			i.	A prior art reference that discloses a species anticipates a later claim to a genus that 			includes that species.

			ii.	The drafting solution to this problem involves changing the difintion of the genus

		b.	One fascinating example in a range can wipe out the entire claim

			i.	Titanium Metals (1985, p. 177)

				-	Patent for a Titanium alloy with 0.2-0.4% Al and 06.-0.99% Ni.  A russian graph 				showed a point within this

				=>	Not patentable.  Anticpated by Russian patent

			ii.	Policy for allowing one example to kill claim

				(1)	Protect the other inventor to be allowed to use his own invention

				(2)	Encourage people to look at prior art

			iii.	Possible Solution - Get a process patnet

				-	But less protection because harder to enforce

		c.	Prior art (Species, ex) sock) ----> Claim (Genus, ex) clothing)

			=>	Anticipation, no patent.

		d.	But if, Prior art (Genus)    -----> Claim (Improved Species)

			i.	Novel, but maybe obvious unless there are unique and unexpected qualities of this 				species/claim. (p.181)

			ii.	No anticpation becuase species may be much better

	6.	Doctrine of Inherency

		a.	Inventor is supposed to understand everything in a referecne and what it is used for

		b.	It is disclosed, even if it is not literarly stated

		c.	If predictable results, tne do not have to disclose all of the results to make something 			anticpated

			-	Ex) A recipe for pot roast that does not claim to make pot roast but a beef stew

		d.	Check a patent for everything its worth

		e.	But no anticiaption by accident

			-	Tilghman v. Proctor (1880, pg. 187)

				-	Invention for manufacture of fatty acids.  Said to be anticpated by the steam 					engine

				=>	Anticpation by accident does not render something unpatentable

		f.	A miniscule amount is not enough

			-	In Re Seaborg (1964, pg. 189)

				-	Patent for Amerricium.  Reference was a fermi reactor which inherently created a 				miniscule amount of Americium.

				=>	Such a miniscule amount was created it was assumed to be undetectable

		g.	Must be a predictable result

		h.	A prior use of a product delibertately created may constituat anticpation

			-	International Nickel Co. v. Ford Motor Co. (pg 189)

	7.	Connection with infringement

		-	That which would literally infringe if later in time anticipates if earlier than the date of 			invention.(p.176) .

	8.	Obviousness distinguished from Novelty

		a.	Obviousness is when the general aspects of the work are the same as the prior art and the 		differences are only in minor matters that would suggest themselves to one with ordinary 		skill in the art.

		b.	In contrast to anticipation where you compare the claimed invention to a single prior art 		reference

			-	Obviousness is where all the prior art discloses the claimed invention.

	9.	"New Use" patents

		a.	Often, in pharamaceuticals, can obtain a process patent for "the process of using [X] to 		treat disease Y."  p.182.

		b.	Companies often make slight changes to prior art pharamceuticals, and if the new 				combination or compound has unpredictable qualities, it is held nonobvious

			-	EliLilly p. 184.



C.	Parts of Statute

		1.	Known or Used 

		a.	Rule

			i.	"Known or used" means prior public knowledge, that is knowledge that is 		      **			reasonalby accessible to the public

			ii.	National Tractor v. Watkins, (1980 p.204.)

				-	Claimed invention was anticipated becuase Mr. Hulls drew it on his mother's 					tabelcloth in her kitchen.  None of the drawings were produced

				=>	That which is alleged to be prior art must have its prior art existence and 						relevancy established by clear and convincing evidence.

		b.	Do not have to prove public knowledge

			-	Rosaire v. Baroid Sales (1955, pg 207)

				-	Patent for a method of prospecting oil claimed to be anticpated by using it in a 					small town in Texas - Palestine

				=>	The fact it was used only in a small town in Texas is still enough

				=>	People in the art would know that drilling done there and should have known of 				the proir use

		c.	Lost arts that have been reinvented may be entitled to patent protection even though at 		one time known and used

			i.	Gayler (1850, p.206).

				-	Fireproff safe was built and lost and its details of construction were lost did not					anticipate the patent in question

				=>	Fact that it was previosly invented does not automatically anticpate future 						invention

			ii.	Policy for

				(1)	If Mr. Connor forgot it, the public would never have had it and could claim no 					beneifit from it

				(2)	If inventor discovered it own, he invented an improvement that was then new and 				at the time unknown

				(3)	The safe was never proven to be fireproof

			iii.	Policy against

				(1)	No way to ensure patentee never learned it from Mr. Connor

				(2)	Sect. 102(a) assumes pressumes that the second inventor learned it from the prior 				inventor

				(3)	An invention once given to the public, cannot be withdrawn even if it was in 					effect "lost" when it was given

			iv.	Holiding later questioned

				(1)	Coffin v. Ogden (1874, pg. 207)

					-	Patent on a reversible latch.  Prior art considerd lost.

					=>	Invalidated the patent because locksmiths saw it

				(2)	Distinguishing Coffin and Gaylor

					(a)	Fireproof safe was in the store, but it could not be reporduced by looking at it

					(b)	The latches would be easy for a locksmith to see and reproduce

*			v.	Need some sense that it really existed and worked

				(1)	No one has to check to see if really worked

				(2)	Sense that it worked can be implicit

					-	If have drawings, do not need a working model to anticpate

		d.	Nonsecret use of a claimed process in the usual course of producing articles for 				commercial purposes is a public use and anticipates

			i.	W.L.Gore p.211.

			ii.	Does not matter if it was not available to the public

		e.	Abandoned experiments

		i.	All from L.Hand in Picard v. United Aircraft, p. 211

			ii.	Imperfect and never perfected experiments will not serve either as anticipation or as 			part of the prior art. 

		iii.	But, the mere fact that the prior art was an experiment does not prevent its becoming 		an anticipation or a part of the prior art, provided it was perfected and thereafter 			became publicly known

		iv.	Commercial sales are not necessary for a completed experiment to constitute a 				"public use".

	f.	Summary

		i.	Ancipates

			(1)	Seen by a small group of people

				-	Small town in Texas

			(2)	Seen by a limited group of people

				-	Locksmiths

		ii.	Does not anticpate

			(1)	On a tablecloth that was lost

			(2)	Built and lost, with all of its details lost

				-	Fireproof safe in Gaylor

			(3)	Army Reports transmitted to a limited number of governmental agencies

				-	In re Borst

			(4)	Abandoned patent applications

				-	In re Borst

			(5)	If not sufficiciently available to the general public to make the invention "known 			by others in this country"

2.	Reduction to practice

	a	An operable physical emodiment of the invention as described in the applicant's patnet 	claims has been built

		-	Actual reduction to practice

	b.	A application for a patent for the invention has been filed

		i.	Constructive reduction to practice

		ii.	We assume an invention is operable when an application is filed

	c.	Some other writing has been made wihcih describs the invention in sufficent detail to 		enable a person with ordinary skill in the art to make it with no further experimentation

		3	In this Country

		a.	Rule

			-	Reduction to practice in a foreign country can never operate to destroy a patent, 				(1)	No matter how widely known such reduction to practice may be

					-	Among foreigners or among persons living here

				(2)	Unless the invention be patented or described in a printed publication.

		b.	Westinghouse Machine v. GE, (1913 p.212)

			-	Dekando invents in itally in 1904 and tells Watterman

			-	Armstorng appies on 6/28/1905

			-	Dekando made invention in Italy and showed Watterman.  Watterman the wrote a 				written report and showed members of the EE comunity.  1 year later, Armstrong of 			GE field for a similar patent

			=>	GE's Patent valid

			=>	Why not anticipation of GE's patent

				(1)	The written report was not a printed publication

				(2)	Dekando's use in Italy was not within this country

?				(3) Showing members of the EE comunity was not known

					(a)	Need to be known or used

					(b)	"Does not matter how widely known such RTP may be among foreigners or 					among persons living here, unless the invention be patented or described in a 					printed publication"

				(4)	Must be that a reasonable researcher is able to find it out

			=>	With § 104 what happens

				(1)	Italy is not with GATT, so it would not apply

				(2)	We would want to say Mason prevents spurring, so Armstong should get it

?				(3)	New § 104 allows old date of invention in Italy

				(4)	Could say § 102(g) prevents, but § 102(g) only appies to abandonded in US, not 				foreign contries

		c.	Policy for "In This Country"

			i.	Availability in the US is important

			ii.	Want to encourage people to come and patent ideas in the US

				(1)	In Westinghouse, Dekando could have applied for a US patent

				(2)	Do not have to be a US citizen to get a US patent

			iii.	Protectionism

				(1)	Protect US interests

				(2)	Protect US patent interests from foriegn activity

		d.	Policy against

			i.	Makes foreigners really unhappy

			ii.	US citizen's activities abroad are not covered

			-	For Sect. 102(e)

*	e.	Inventions Abroad - Sect. 104 

		i.	Old Rule

			(1)	Nothing done outside the US can be used to prove a RTP

			(2)	Foriengers could only RTP by filing a patent

			(3)	US citizens could get patents even if the idea was invented frist in another 					country

			(4)	Did not act as prior art to prevent US patents from being issued

		ii.	New Rule

			(1)	Now is eveidence of RTP in NAFTA countries or WTO countries

			(2)	Sect. 102(a) does not change though

			(3)	After 1/1/96 applies to all GATT (WTO) countries

4.	In a Printed Publication, Anywhere

	a.	French Catalog

		-	Jockmus v. Leviton (1928, pg 199)

			-	A candle/light was shown, only a picture, in a French catalog

			=>	Still prior art, becuase a French catalog is a printed publication

			i.	Assumed people in the field (EE's) could build it from the picture

			ii.	We assume stuff in a catalog works

				iii.	But, it only disseminated a small amount of information

					-	No information provided with the picture

		b.	Thesis and Manuscripts

			i.	In re Hall 

				-	Refrence was a doctoral theisis

				=>	Considered prior art because in a library and cataloged

			ii.	In re Cronyn

				=>	Thesis stored in a shoebox in a chemistry department library was not prior art

			iii.	In re Schlitter

				=>	Publication effictive the date the journal or magazine was received customers, not 				the day the publisher recieved it or the date is was mailed

			iv.	Courts now ask functional questions

				(1)	Could people find it

				(2)	Was it in an indexed system

			v.	Courts have also said journals e-mailed are enough

				-	Many ways to disseminate information in a pseudo printed fashion

	5.	What is considered a patent in foriegn countries?

		a.	Reeves Brothers

			=>	Decided a German "GM" is a patent	

		b.	Ask if it prevents other from making, using, or selling

			-	Then it is a patent

		c.	Strange because it seems the question should be does the information get diseminated, 			like our patetns

		d.	In re Carlson

			=>	German Shorachalson was decided to be a patent, even though it is not diseminated

	6.	In any question of fact, cooroboration is required

		a.	Provide notebooks, lab notes, etc.

		b.	Amount is tailerd to the situation and the inventor

	

	D.	Policy with Novelty

		1.	For Novelty

			a.	Keep information in the public domain, public property

			b.	Want to encourage library research

			c.	Don't want people to reinvent the wheel

			d.	If something is more expensive to research, then re-invent

				-	Then we want people to re-invent

			e.	Want people to look for prior art before inventing

		2.	Against Novelty

			a.	Prevent someone from getting a patent even though they never heard of the prior art �V. Disclosures in earlier filed applications -- § 102(e) (Secret Art)

	A.	Statute

		1.	No Patent if the invention was:

	a.	Described in a patent granted on an application

b.	By another filed in the United States 

i.	Before the invention thereof by the applicant for patent, or

			ii.	On an international application by another who has fulfilled the requirements of 					paragraphs (1), (2), and (4) of § 371(c) of this title before the invention thereof by 					the applicant for patent.



	B.	Secret prior art

		1.	Even though the second person to file does not know about the application of the first 				person to file, the first application is considered prior art for the second application.	

		2.	Tough on inventors because the inventor#2 couldn't have known about inventor#1's 					application at the time of inventor#2's filing.

		3.	Unless PTO knows invention date, it cannot weed out 102(e) applications in advance and so 			cannot tell if inventor#2's invention was before or after inventor#1's application date.

		4.	§ 122 keeps US patents secret

	

	C.	Policy

		1.	One must really be the first inventor in order to be entitled to a patent

		2.	Alexander Milburn Co. v. Davis-Bournonville Co., p.282

			-	Whitford Patent in suit filed on 3/4/11.

			-	Clifford Prior art filed on 1/31/11.

			-	The patents were different, Clifford’s patent just described Whitford’s idea

			-	Clifford’s patent was secret until it issued on 2/16/12

			=>	Effective date of a US patent is the date it is filed, it does not matter that it remains 				secret

			=>	Inventor of patent in suit couldn't prove an earlier invention date, so the filing date was 			considered the invention date. 

		a.	A patent may bar an invention if it gives a complete and adequate description of the 			invention, even if it does not claim the invention.

		b.	This was a common law case, now it is § 102(e)

	3.	Policy for Milburn’s secret prior art

		a.	Whitford does not give the US public anything that is new

		b.	It is not fair for Clifford to not be able to use something that in his patent

			-	Whitford would have a patent on Clifford’s idea

		c.	Only reason for problem is because the PTO is slow

			-	Clifford should not suffer because the PTO is slow

		4.	Different from interference (§ 102(g))

			a.	Here, the question is whether the prior art's disclosure of the invention (complete 					description, not a claim) makes it impossible for another to claim the invention at a later 			date

			b.	On the other hand, interferences require an overlap of claims.

		5.	Can use Rule 131 affidavit to prove date of invention only for 102(e)

			a.	Because the prior art merely discloses the invention, and does not claim it.	

			b.	Can't use R131 for 102(g).

		6.	Only for US patents that are GRANTED

		7.	Policy is so people are not punished becuase the PTO is delayed

			-	So you would not have to pay rolayties on your invention that you do not claim, but 					disclose



	D.	Problems 

		1.	Inoformation is never formally released

			-	It is kept secret under § 122

		2.	If 2 different examiners are look at the applications, then it might be a while before it is 				found out

		3.	It makes secret art anticiapatory



	E.	Foriegners

*		1.	In Re Himer

			-	“A” filed French application 1/1/86

			-	“B” filed US application 6/1/86

			-	“A” filed US application 12/31/86

			-	A wants critical date to be date of French application, not US

				-	§ 119 allows them to use foreign file as RTP

			=>	Because § 102(e) only applies to US applications, “B” gets the patent because the date 				of A’s application as prior art is 12/31/86

			a.	Old § 104

				-	Need activity in the US to get the priority date of the foreign filing (RTP here)

*			b.	Quinetsential US protectionism

		2.	Paris Convention

			a.	Gives many provision for protecting forigners

			b.	Get same protection as a natural citizen of that courntry

			c.	National tratment

		3.	Rest of World 

			a.	First to file gets it

			b.	Get one year after filing in own courtnry to file in other courntirs

		4.	§ 119

			a.	If file within one year, priority is the foreign filing

				-	But only used for filing purposes

			b.	Only can be used for interferrence

				-	Can attest back to an early date (RTP)

***		c.	THIS IS WHY FOREIGNERS HATE In Re Hilmer

				1.	They can’t bar other patents from being granted

				2.	Their patent is only good as prior art the day it issues, not files

					-	Unlike US patnets which are used the day the are filed

				3.	They can’t use their foreign filing for § 103 non-obvious either

				4.	They want Himer to be overruled

		5.	§ 122

			a.	Keeps US patents secret

			b.	But in foriegn countries, this is not used  (Made public after 18 months)

			c.	Congress has considered admending § 122 to make ours public, too

�VI.		Miscelaneous Statutes

	A.	PCT

		1.	General

			a.	Patent Coorporation Treaty

			b.	Close to a World Patent Court

			c.	US joined in 1991

		2.	Steps

			a.	File one PCT application in certain offices around the world

			b.	Date of filing in the receiving office is the piorty date

			c.	Get one year to file in other countries once get your priorty date

			d	Goes to an internatilal search office

				-	Creates a report

			e.	Then after report, you can choose the places you want to file in

			f.	If you want to continue application, goes to the Interanational Pilimanry Examing 						Authority

				i.	States the patentability of the invention in choosen countries

				ii.	But is not binding on the countries

			g.	Then you can file in any country

				-	In their language

			h.	Better for everyone

				i.	Applicant gets more info and time

				ii.	PTO gets a head start with the prelimiany information

			i.	Problems

				i.	PCT appliation is different from US application

				ii.	So US people have to fill out 2 forms

		2.	PCT and § 102(e)

			a.	Example

				-	A files PCT 1/15/91

				-	B files US 2/15/91

?				-	A files US 1/14/92

				-	A issues in US 1/15/93

?				=>	A would win an interference

?				=>	But effective date for § 102(a) is the date it is translated into English (for US) and 						pay fees

				i.	§ 371 (c)(1), (c)(3), and (c)(4) do not apply unless RTP in US

				ii.	RTP in US day it is translated

			b.	To use yours as Prior Art

				i.	For us, it is the date we file in the PCT is our RTP

					-	Then get a year to file in US

				ii.	To prevent others

					-	PCT only good if it is translated into English and pay fees

					-	If you file in US at PCT, then it is date you file PCT

					-	But if you file in German in the German Office, won’t anticipate until translated



	B.	§ 159

		1.	Register Invention

		2.	General

			a.	You don’t get a patent on your idea

			b.	But, you won’t have to pay some other guy royalites

			c.	Prevents others from getting a patent

			d.	Allows you to publicize an invention for § 102(a)

		3.	What about § 102(e)

			-	Would use the date Registered with § 159 for prior art date



	C.	§ 111(b)

		1.	Provisional application

			a.	Only have to file your specification

			b.	Then if you file the whole thing within 1 year, date of provisional application is the 					priortity date

			c.	Example

				-	A applies § 111(b) on 1/2/92

				-	A files for patent on 1/1/93

				=>	Date of Invention is 1/2/92 for prior art

				=>	PTO and the CAFC has agreed that this is correct

			d.	But this is not used to satisfy the Paris Convention

				-	Example

					-	A files in France 1/3/91

					-	A file § 111 1/2/92

					-	A files US patent

					=>	Paris Convention gives you a year to file an application 1 year after filing in a 							foriegn country, but does not count for the provisional application

			e.	But works other ways

				-	A files § 111(b) on 1/2/92

				-	A files US or Foreign Application 1/1/93

				=>	Supposibly, law says both a US or a foriegn applicatoin would be OK

			f.	In the past this did not work because people did not follow the guidelines

		2.	General

			a.	Was in US law 100 years ago and removed

			b.	Congress put it back in

				-	It was also required by GATT

****	3.	FINAL

			-	Get more anticipatorry power with § 111(b) than other disclosures

?		4.	Withdrew recomedities???



	D.	§ 120 and § 121

		1.	§ 120

			a.	Continuation (CIP)

			b.	Allows you to keep the date of a patent for any old disclosures

				-	Change claims

			c.	If you have new disclosures, do not get old date

			d.	Open to abuse

				-	Lemulson

				-	Keep filing applications

				-	Wait until the technology is good and let the patent issue

			e.	New law should end the abuse

				-	Expires 20 years after filing

			f.	Example

				-	A files 1/1/84

				-	B files 6/1/84

				-	A files CIP w/ B’s application disclosed 1/1/85

				-	A issues 1/187

				=>	What is the date of A’s invention to knock out B?

					-	Only if A’s original disclosure killed B would it

				=>	If A filed CIP becuase original file was imcomplete, date is 1/1/85

				=>	If it was a legitmate CIP and A could have grown into a patet covering B

					-	Then A’s date is 1/1/84

		2.	§ 121

			a.	Divisional

			b.	Can kep the date of an origianl filing

			c.	Open to abuse

				-	By PTO

				-	Divides up application to get more quota

			d.	Example

							P

						/		\

					  D1	      D2

				

� VII.	  Novelty Under § 102(g) - Abandonment

	A.	No patent if --

1.	Before the applicant's invention thereof the invention was 

2.	Made in this country 

3.	By another who had not 

-	Abandoned, suppressed, or concealed it.



	B.	General rule

		1.	Before the applicant’s invention therof the invention was made in this country by another 				who had not abandoned, suppressed, or concealed it.

			a.	ONLY applies to US inventions

			b.	NOT foriengers

		2.	If you file because you are spurred by another filing, courts DO NOT like it

			a.	Mason v. Hepburn

				-	9/1887 Mason invents a gun clip and hides it

				-	9/1894	Hepurn files for the same thing

				-	12/1894 Mason, with knowledge of Hepburn’s fileing, files his own

				=>	Hepburn gets the patent

				=>	Mason is punished for not sharing his knowledge (abandoned)

				=>	Can’t suppress, abandon, or concel invention

				=>	Prevents spurring

			b.	Isn’t an automatic rejection, but courts do not like it

				-	Want people to file fast and diseminate knowledge

		3.	Waiting 4 years is abandonment

			-	Peeler v. Miller

				-	Fall 64 M concieved

				-	65 M tested

				-	4/18/66 M RTP and gave to patent attorney

				-	1/4/68 P filed

				-	4/22/70 M files

				-	8/6/71 P issue

				=>	Abandonded because 4 year wait after RTP is too long to wait to file

				=>	Not like Mason because not spurred

					a.	Spurring not required to find abandonment

					b.	But courts do not like people waiting a long time

		4.	Trade Secrets can be prior art - Internatinoal Glass v. US

			=>	Can use § 102(g) to prevent others from gettting a paten, but must be used to keept its 				status as not abandonded

			=>	Protects item as trade secret from being patented

				-	Prevents others from getting a patent on your trade secret

			=>	In this case determined to be abandonded because it was not being used as a trade secret

			a.	Must be using invention to protection, except it cannot be lost art

			b.	You still must be able to reasonablly find the prior art to anticipate

				-	Arguable this is not fair

				-	Trade secretes are not easy find (else they would not be a secret)

			c.	When looking for § 102(g)

				-	If invention is incredibly valudabe and expensive to licnesne then look for all art

				-	If not, then don’t

		5.	102(g) abandonment is different from 102(c) abandonment.

			a.	102(g) abandonment only deprives inventor the opportunity to rely on a date of 						conception or reduction to practice

			b.	Doesn't deprive her of her right to a patent per se under 102(c). (Note, p.306).

		6.	With new § 104

			a.	Just changing § 104 and § 102(g) is bad

			b.	§ 102(g) does not apply to foreigners

				-	So foreingers CAN abandoned their invention and not have § 102(g) apply to them



	C.	Swearing Back

		1.	Inventors can file an affidavit saying they invented it before prior art under § 102(g)

		2.	Rule 1,131

			a.	Proves intentioned before prior art

			b.	If PTO disputes it, needs coorboarted testtimony

			c.	If it is granted with the affidavit, it can be chalanged later

		3.	How effective is swearing back

			a.	If piror art is greater thatn 1 year before filing, then you cannot swear back

				-	Would invalidate you own invention under § 102(b) bar

			b.	Encourages policy of filing to make knowledge public

�VII.	Statutory Bars 102(b) -- Actions by inventor or others

	A.	Statute

1.	No patent if, more than one year prior to application, invention

		i.	Patented or

		ii.	Described in a printed publication

iii.	Anywhere, or 

	b.	Invention

	i.	In public use or

	ii.	On sale

iii.	In this country

		2.	Statutory bars deals with the filing date.

			a.	Inventor didn't apply for a patent soon enough.

			b.	Applies to everyone including the inventor

				-	I.e, an inventor can cause a statutory bar by putting her invention on sale, for 							instance, more than a year prior to filing a patent application.

*		3.	Critical date is one year before you file for your application

			a.	For § 102(b) it is 1 year before you file

			b.	For § 102(a) it is the date of invention

		4.	Dix-seal Corp.

			=>	§ 102(b) does not have to be the exact same embodiment, just as long as there is no 				patentable difference

			=>	It is easier to raise a bar than to anticipate

			=>	Bar just requries same invention, not the exact same embodiment

		5.	All Prior art under § 102(a) is the same as prior art under § 102(b)



	B.	Policy

		1.	If not for this rule, an inventor may try to illegally extend the term of patent by profiting 			from invention and only disclosing it when competition forces her to secure exclusive rights. 		(p.223).

		2.	If the inventor by a voluntarily acts or agrees to the public sale and use of her invention 			before filing for a patent, then this is an abandonment of her right.	(p. 224, Pennock).

		3.	We don’t want peole to get benefit of patnet for longer than 17 years

		4.	This makes you file early

		5.	Others sees it as a reliance intererst that what they got, if not patented, is public knowledge

		6.	Encourages rapid dissemination of knowledge

			a.	Encourages patenting

		b.	Favors prompt and widespread disclosure of inventions.

		7.	But, Because of the reliance interest of the public, why have the 1 year grace period

			a.	Foriegn countriese don’t have any grace period

			b.	Invention may not be complete when they first think of it

				-	Want an opportunity to allow them to play with it and test it

			c.	Protects quality of disclosure

			d.	Saves time for the PTO

				-	Might not work with with commercialization and would not be worth expense

		8.	Want outsiders to sometimes assess the validity of a patent

			-	Ex)	Buying a company or buying ideas

		9.	Creates a date certain

			-	If date of prior art is 1 year, then can asses validity ofpataent based on that art

		10.	Why 1 year?

			a.	Like anticipation

				-	Usually invent then file within a year

			b.	Pennock

				-	Didn’t read

		c.	Allows the inventor reasonable amount of time following sales activity to determine the 		potential economic value of the patent.

	11.	Prohibits inventor form commercially exploiting her invention beyond the statutory 			period.	

	

	C.	Policy against

		1.	This is a private use and not really public use

		2.	This does not car if public really has the knowledge

			-	This is more for rules against the inventor

		3.	Odd

			-	Need to infrer “public” into § 102(a)

			-	Need to remove “public” from § 102(b)

 

*	D.	Eggbert v. Lippmann (Dreyfuss’s favorite case) (pg 225)

		-	Barnes invented a coset and gave it to his wife

		=>	Court said this is an on sale bar

		

	E	Issues

		1.	Public Use

		a.	If inventor sells a machine of which her invention forms a part, and allows it to be used 		w/o restriction (including, no obligation of secrecy), the use is public and it is not 				necessary:

			i.	That more than one of the patented articles should be publicly used,

			ii.	Public use doesn't depend on the number of people to whom invention's use is 					known, 

			iii.	The public use informs the public as to how invention works.

				-	Egbert v. Lippman -- corset springs case, p.229

		2.	Exceptions to bar

		a.	Experimental Use

			i.	If use is open to public view but made in good faith solely to test qualities of the in				vention, and for the purpose of experiment, the use is not public

			ii.	City of Elizabeth, p. 250.

		b.	Secret Third Party Use

			i.	If a 3rd party commercializes a process, yet keeps it secret, no statutory bar.					-	W.L.Gore, p.230

					-	Invention for stretching teflon, gortex.  A third party from New Zeland sent a 					letter to another company offering to sell the machine, but nothing came of it

					=>	Since the prior art does not reveal how to make it, there is no bar

					=>	Political question because gortex patent is very valuable

				ii.	Policy

					-	As between a prior inventor who commercializes a process yet keeps it secret, 							and a later inventor who promptly files a patent application on the same 								invention, the law favors the latter.

				iii.	Same policy behing § 102(g) - Interference.  (p.231).

		c.	Private Use

			i.	If inventor gives invention to someone with whom she has a personal relationship 				and other circumstances (no free and unrestrictedi use), then no statutory bar.

				-	But Eggbert makes this defense less useful

			ii.	Moleculon

				-	Rubik's cube puzzle, lying on desk, Employer sees and plays with it, p. 232

				=>	Friends seeing is understood to be confidential

			d.	Pirated Disclosure

				i.	Inventor's later application is barred by a thief's prior use of the invention.	

				ii.	Lorenz v. Colgate Palmolive, p. 232.	

		3.	Outer limit of use

			a.	Lorenz v. Colgate Palmolive, p. 232.	

				-	Employee stole a patent and applicatn did not know it was stolen and being used, 					nor agreed to its use, nor benefited from its use

				=>	Still a statutory bar

				=>	This seems to be the outer limit

			b.	Gillman v. Stern

				-	Sale of products made with a secret machine

				=>	The machine is rendered abandonded under § 102(g)

	  	4.	On Sale

			a.	Question of law.  (UMC, p.244)

				-	Black letter law

			b.	FMC (P.235)

				-	3/1/61 trade show with brochure (for tire changer)

				-	3/11/61 Ballo pays for invention

				-	3/14/61 critical date

				-	3/29/61 Delivery of machine

				-	3/14/62 Files application

				=>	Delivery of machine did not matter, since it was offered for sale and accepted, then it 				acts as an on sale bar

****			i.	An offer for sale requires:

				a.	The availability of a unit, and 

				b.	Offer for its sale.

			ii.	Can be combined with other information to act as a bar

				-	Dix Seal says that it has to be the same, but it can be combined with other info

		c.	Does not matter if the purchaser thought he was buying something else

			-	King Instrubments v. OTALI Corp.

				-	Offer 5/22/70

				-	Critical date 5/27/70

				-	Acceptance 6/8/70

				=>	Policy of on sale bar is the attmpet of the patentee to exploit his inventino

				=>	On sale bar, did not matter that he accpeted after the critical date

		d.	UMC v. US

			-	7/27/67 UMC bid on the Navy’s specs

			-	8/1/67 critical date

			-	8/2/67 UMC gave the Navy details

			=>	Bar, because it was enough that they bid on the specs

			=>	RTP is not required

			i.	If UMC gave the Navy details before the critical date, then definately a bar

			ii.	There is no requirement that the invention was RTP

		e.	Moleculon Research Copr v. CBS

			-	Rubik’s cube.  CBS got it from Hungary and said this was a bar

			=>	No bar

			i.	Sending a model to someone is not a bar

			ii.	Assigning rights outside of grace periord not a bar

				-	Selling the patent, not the same as selling the invention

			iii.	Showing to friends not a bar

				-	Friends understand it is confidential

				-	Co-workers trying it would be experimental use

		f.	What is not on sale:

				i.	Licensing or assignment of a patent

					-	Not a sale for 102(b) purposes. (N4, p.239)

				ii.	Experimental Use is not a sale

					(1)	If no profit

					(2)	Intention is for experiments and within inventor's control

					(3)	City of Elizabeth p.253.

					(4)	Test is the totality of the circumstances

				iii.	While allow experimental use excpetion

					(1)	Want a good disclosure

						-	Don’t want to wast the PTO’s time

					(2)	People want to ensure the invention is usable

					(3)	Allow an inventor to talk with others to see how to imporve

				iv.	Test for experimental use

					(1)	Extension of time

					(2)	Inventors activity

						-	Moleculon tried to make it better

						-	Elizabeth was testing  ???

					(3)	What is the appropriate time length for experimental use

						-	Manville needed to test out the lights with different weather conditions

						-	TP labs needed to test out different orthopedics with different kids

							=>	Use was experimeintal

					(4)	Confidentiality

						-	Good to have

					(5)	Custom in industry

						-	Is this the type of infor people want before they go ahead with the product

					(6)	Control over the embodiment

						-	Does the user have a duty to tell the inventor of problems

					(7)	Internal memorandom saying experimental

					(8)	No one  factor is dispositive

						-	Totatility of the circumstances

							-	Manville

				v.	Marketing is NOTan experimental use

					(1)	In re Smith

						-	Airwick carpet freshner

						-	Gave housewifes various formations of product to try to see which one they 							liked best

						-	No confidentialiy, housewives kept the products and were not charged

						=>	Court said this was markeing becuase they asked more about packaging 								rather than testing

					(2)	Dissent in Smith disagreed

						(a)	Demand for New Improvements is stong at first and weakens

							-	Ex) Tire changer in FMC

						(b)	Demand for New Products is weak at first and stenghthens

							-	Ex) Computers

						(c)	Seems funny the same patent protection window exists for every product

						(d)	Marketing experiments seems like ok because no demand at first

						(e)	Should give New Procuts becuase

							-	Patentee is making it so consumers want to buy it

							-	Give patentee more protection time, so same strenght of protection

						(f)	Rent Dispeperation Theory

							-	Some things should be invented later

								-	Ex) Car with thick engine not as good as one with a thin one

								-	So better to wait to patenet

							-	So why a big incnetive to inventer early

		5.	Reduction to practice

			a.	Not an absolute requirement (UMC, p.239).

			b.	It is relevant to determine whether the claimed invention was in fact the subject of the 				sale or offer to sell, or whether the sale was primarily for an experimental purpose.

		6.	Third Party Sale or Use

			a.	Placing an invention for sale by a third party more than one year prior to the filing of an 			application is a statutory bar

				-	General Electric (p. 265).

			b.	Although this rule doesn't seem to apply to the policy against commercial exploitation 					and favoring the filing of only worthwhile inventions, the fact that 102(b) does not 						recognize a third party exception indicates that Congress found the policy against 						removing inventions from the public domain and the policy favoring early filing of 						sufficient importance in and of themselves.	

			c.	A single sale is enough.	(p.265)



	F.	§ 102(a) vs. § 102(b) (page 268)

		§ 102		Was Invention:					In:				Critical Date:

			a		Known by others					US				Before RTP

			a		Used by others						US				“ “

			a		Patented by others					Anywhere		“ “

			a		Published by others				Anywhere		“ “

			b		Patented by anyone				Anywhere		1 year before filing

			b		Published by anyone				Anywhere		“ “

			b		In public anytime					US				“ “

			b		On sale by anyone					US				“ “



		§ 102(a)	Can’t have be made/used by others

					Can’t be public

					Such that a reasonable person could find

		§ 102(b)	Don’t allow 3rd party private use (Eggbert)

					But allow private use by applicant

		§ 102(c)	No abandonment

		§ 102(d)	No other patents exist

		§ 102(e)	No other patents exist

		§ 102(f)	You invented it

		§ 102(g)	No one else used

					Secret pior art is covered

�VI.	Abandonment -- § 102(c)

	A.	Test

		1.	Did the inventor intend to abandon her right to a patent?

	a.	Factor:  was the invention kept a trade secret?

		-	If so, no right to patent because inconsistent to say intent to get patent and keep 				trade secret.

	b.	Why care if used trade secret

		i.	Trade secret in its nature and essence susceptible to exercise only in a way to evade 			or at least unduly delay

		ii.	A disclosure of the invention in the interest of science and the useful arts, and with an 			intent to expand the statutory period of monopoly and thereby reap additional profits

		iii.	Patents are a means to acquire a monopoly subject to all the conditions and 					limitations of the patent laws

			-	Macbeth-Evans, p.271.

				=>	Considered abandoned for patentablity because patentee chose trade secret

				=>	Practicing in secret for 10 years, against goal of dismeination of information, 					is abandonment

2.	Infer abandoning based on behavior



	B.	Compared to § 102(g)

		1.	§ 102(c) abandon intent w.r.t patent rights

		2.	§ 102(g) abandonment w.r.t invention.

		3.	Macbeth-Evans Glass Co. v. GE

			-	1903 invent

			-	5/1913 file for McBeth and Hamlet

			=>	McBeth did not get patent under § 102(c)

		4.	Public use is barred under § 102(a)

		5.	Private use is barred under § 102(c)



	C.	Policy

		-	Prompt filing



	D.	When use § 102(c)

		1.	Dismiss application because they were not prosecuted while in PTO

			-	Failure to continue patent is abandonment

		2.	Dedicate invention to public

			-	Publicy abandonded so you do not have any patent rights, but no else can have patent 					rights either	

		3.	Abandonment prior to 1 year grace period

			-	If you wnat to abandon before your application�VII.	Other § 102 Issues

	A.	§ 102(d)

		1.	Supposed to codify the Paris Convention

		2.	Example

			a.	File in Switzerland 10/21/91

			b.	US File 10/20/92

			c.	US File is vliad

		3.	Must file before 1 year after foreign file

		4.	Foriegn patent must issue before the US patent issues

		5.	Only look at the claims of the foriegn patent

	

	B.	§ 102(f)

		1.	Lose the right of patnet if you learn the information from another

		2.	Cambell v. Spectrum Automation

			-	Zimmerman invented with his dad 1958

			-	Campbell files 1962

			=>	Patenet invalid

			=>	To prove one was not the inventor under § 102(f) you do not need coorbeorated 						evidentce, just sufficient evident to beat a strict standard of proof

				-	Even without coorborated evidence, the court believed Zimmerman and not 							Campbell

				-	Since Zimmerman worked for Campbell, reasonable to disbelieve Campbell

			=>	There is a strong presumption that the patentee is the inventor

			=>	If this was a copyright, then it would not be a problem

		3.	How it invalidates a patent

			a.	Evidence of conception by another

			b.	Evidence that can infer the applicant was told by another

			c.	Evidence that the information told to complete the invention, could not make it

		4.	Becuase the patent has already issued, there is a presumption of validity toward the patent

		5.	This statute is the only one that applies to non-GATT countries

			-	Doesn’t matter if you are a GATT country or not

		6.	It is better to use § 102(a) to invalidate becuase § 102(f) requires more information

		7.	Policy

			a.	We care about who invented

				-	Copyright does not care who thought of the idea

			b.	Companies must rely on inventor to get the patent and assign it over

		8.	If employee uses employers shopt/stuff, but on employee’s time

			-	Get a Shopr Right

				i.	Employer has a limited non-exclusive right to use the invention

				ii.	Use for purposes of what invetion was made for

				iii.	Usually used where employer was not hired to invent the thing

		9.	Usually an emplyer gets an employment aggreement 

			-	So get an express contract of right

		10.	Litigated often in universities becuase the make stuff of no commercial value

			-	Usually after it is conviceved, they buy their own lab and equipment

		11.	But most require any invention remotely related to university/comapny to be assgned to the 			employer

		

	C.	§ 116

		1.	Joint Inventors

		2.	If multiple joint inventors conceive of the result, both are named

		3.	Can ammend for good faith ommissions, if forgot to add



	D.	Re-examine

		1.	Anyone can request a re-examination of a patent

		2.	Limited to prior art not already veiwed by PTO

		3.	Under the discretion of the examiner



	E.	DJA

		1.	Big area for patents

		2.	Bring a case to make a patent invalid before being sued for infringement

			-	But patentees can be sued by anyone, so don’t want to be too broad

		3.	To bring DJA, must show some objective reason why you will be sued for infringment

			-	I.e. a letter from patentee saying they are going to sue you

�VII.	Priority - § 102(g)

	A.	Genreal - Interverance

		1.	2 inventros working seperately, who gets the invention

		2.	An interference count is a claim share in common by parties to the interference.

		3.	Interferences are declared in PTO between 2 concurrent patents or new patent and one filed 			within the last two years.	

		4.	Because patents are secret, it is hard to know when interferences are appropriate.

		5.	The claims do not have to be identical

		6.	Statute

	-	In determining priority of invention there shall be considered not only 

	a.	Respective dates of 

					-	Conception and 

				b.	Reduction to practice, but also

				c.	The reasonable diligence of one who 

					i.	Was first to conceive and

					ii.	Llast to reduce to practice,

					iii.	from a time prior to conception by the other.





	B.	Rule

		1.	First to invent gets the patent

		2.	Test

			a.	First to concieve and first to RTP gets patent, no questions

			b.	Concieve first and RTP second

				-	Ask what were you doing at the time the other guy coneived

				-	If Diligent, you get it

				-	If not dilligent, other guy got it 

		3.	Can still argue other guy abandoned it § 102(g)

			-	Peeler v. Miller



	C.	Policy For First to Invent

		1.	Encourage to act quickly

		2.	Splitting is not feasible

			a.	It would decrease the price of licenses for they would compete

			b.	If they agreed on a price, it would be antitust

		3.	Best for small inventors with less time to RTP

			-	Big companies hire better patent attorneys and have more clout with the patent attorneys

		4.	Don’t want people punished because of money

			-	Thus poevrty is an excuse

		5.	Single inventor withou much money will take more time

		6.	Worrying about one’s own commercial feasibleness is not a valid excuse

			-	Court cares about delay in inventive process, not commercial process

		7.	Congress has thought about changing to first to file

			a.	Small inventor goups lobby heavily to keep it first to invent

			b.	US patent attorneys are scared because they could have malpractice suits if they are slow

				-	But already first to file in foriegn countries

			c.	Universities want it first to invent because they invent early and wait to file until research 				is done

			d.	Industry should want it first to file because they can crank them out

				-	But they did not testify at the last hearing

		8.	Have the time to make good disclosures

			-	Japan has skimply disclosures

			-	But § 111(b) allows you to fill out disclousure after you file

			-	And Germany is not skimpy and is first to file

			-	And a skimpy disclosure could be a violation of § 112 (good disclosure for one ordinary 				skill in the art)

		10.	Why abandond first to practice

			a.	Large companies want to

			b.	No interferrence practices

			c.	Prosecution practice is faster and cheaper

			d.	Save resoucres of PTO

				-	PTO needs adjucdications and court resources

			e.	Creates a harmonized system

			f.	§ 104 would be irrelevent

				-	For foreingers

			g.	With GATT looks like moving toward this

				i.	Interferences will now cut into the length of a patent

				ii.	Biotech is very concerned with the delay issue

				iii.	Example of interferecne

					-	1st want to get the patent

					-	If don’t get a patent, then want the other guys patent to be invalid

					- 	If don’t get the patent, and not find it invalid, just want the interferecne to keep 						going

						-	In biotech, keep it going for awhile because they don’t owe resources unti 								lthe paten issues

			h.	90% of sernior applicants win, so effictively already have a first to file

			i.	Next time Congress wants to change § 102(g) probably will

			j.	Most interferences are settled

				i.	One get a patent and the other gets a license

				ii.	Or both are co-inventiors (but still must prove so § 116)

				iii.	All settlements of interferecese are secret

			k.	Interferences are odd

				i.	Seems like the fact that 2 people invented at the same time should be reason not to 					grant a patent	

				ii.	Seems like invention was not that hard to make (maybe obvious)

				iii.	At one time simulatous inventerios were evidence of non-obviousness

		11.	Another idea is the Prior User Rights

			a.	1st to invent has a right to practice consistent with their own business without paying 					fees

			b.	Helps small inventors

			c.	Like a shop right

		

	D.	Foreign countries

		1.	Loser get somes

		2.	Here they get nothing

		3.	RTP is not used, first to file does



	E.	Terms

		1.	Conception

			a.	General

				i.	Senior applicatn files first

				ii.	Junior applicant files second

				iii.	Junior applicant has burden to prove they conceived first

					-	Preponderance of the evidence, then burden shifts to other side

				iv.	If senior applicant’s issues, then junior has burden to prove

					-	Under clear and convincing evidence

				v.	Examiners should declare an interferance

					-	Same examiners in the field

			b.	Townsend v. Smith

				-	6/21/21 T concieves

				-	10/19/21 S concieves

				-	11/14/21 T RTP

				-	12/12/21 S RTP

				-	1/3/22 S files

				-	1/13/22 T files

				=>	T proved thata they conceived first and T RTP first, so dillegence not a question

				=>	T gets it

		2.	RTP

			a.	General

				i.	Question of law, court decides.

				ii.	Test

					(1)	Did it work under the conditions claimed

					(2)	Did it fulifill its intended purpose	

				iii.	Some inventions are RTP as soon as they are concieved

					-	Ex) Design patents

				iv.	Very fact bound

				v.	Conservative RTP

					(1)	Filing

					(2)	But, the examiner can look for a working model

			b.	Invention doesn't have to be tested by the best test

				i.	“Sufficient” as far as reduction to practice is w.r.t a person skilled in the art

					(1)	But sometimes Perfection will only do

						(a)	Ex) 100% decafinated coffee

						(b)	Ex) Fire proof safe

					(2)	Sometimes question of a degree

						-	Ex) Fire Resistant safe - when is it enough

				ii.	Use reasonableness.

					-	 DSL Dynamics, p.329. 

						=>	Tests performed outside the intended environment can be sufficient to show 							reduction to practice if the testing conditions are sufficiently similar to those 							of the intended environment.

		c.	Perfection or a commercially acceptable embodiment is not necessary to show reduction 		to practice

			-	DSL Dynamics, p.329. 

		d.	Can rely on date of renewed activity

			-	Paulik v. Rizkalla

				-	11/15/90 P concieved

				-	11/20/70 P RTP gave to patent attorney

				-	2/75 through 6/30/75 P was dilligent

				-	3/10/75 R filed

				=>	If you stop and resume work, but still dillegent when other guy concieves, your 				ok

				i.	But still a hard caes

				ii.	What if he had waited to be dilliegent until after P conceived

					-	Not sure, but it looks like P would have lost

		3.	Reasonable Diligence

		a.	Diligence is relevant only in one situation

			-	When first to conceive is second to reduce to practice.

		b.	Only one person's diligence is important 

			-	The first to conceive and the second to reduce to practice. 

			c.  Look at time period just before the conception by the second person, and the reduction to 			practice of the first person to conceive.



				0---------------C1-----------C2-----------------R2-----------R1-------time----------->	 

											[<---------diligence zone----------->]

						Where C = conceiver, and R =  reducer to practice.

						If C1 is dillegent during this time, gets

							-	Since second to RTP and dillegent when C2 conceived

		d.	Valid Excuses

			i.	Poverty

			ii.	Illness

			iii.	Regular employment

			iv.	Overworked Patent attorney

		e.	Not valid excuses

			i.	Doubts about its value or feasiblity

			ii.	Working on other inventions

		f.	 Policy For

			i.	Encourage early disclosures of inventions.	 

				ii.	Unreasonable delay is when Prof. made efforts to secure outside funding, waited for 					a research assistant to arrive, and put aside project for another grant.	

					-	Griffith v. Kananara, p.349.

						-	6/30/81 G concieved

						-	11/17/82 K filed (conceived and RTP) (worked in Japan)

						-	6/34/83 G stopoed dilligence

						-	9/13/83 G dilligence began

						-	1/11/84 G RTP

						-	G’s delay was becuase he was holding work for his graduate student

						-	At that time, § 200 did not exist (allowing federal funds to be used in patents)

						=>	K got patent 

						a.	A one day dtop in work is a break in dilligence

						b.	Use notebooks to establish dates for coneption and RTP

						c.	If work every day not questionable

				iii.	More than one year of delay is not diligent.

				iv.	Reasonable delays include hardship and inevitable and unavoidable delays

					-	E.g., illness, financial problems, see top p.962

			g.	Christie v. Seybold

				-	1888 C filed

				-	1886 S conception

				-	1889 S RTP

				=>	Delay caused because it was not profitable to RTP at one time is not abandonment, 					but temporary abandonment

				=>	Still not due dillegence, so S gets patent

				i.	When do we punish the first to conceive

					(1)	When his dilling around results in a high social cost

					(2)	High costs when 2nd person enters field because S was wasting his time and 							money reinventing the idea

				ii.	Even though S said he lacked resources to RTP at time, not valid excuse because 						also said his reason was lack of comercial feasibleness

				iii.	Worrying about one’s own commercial feasibleness is not a valid excuse

			h.	Thoughs 

				i.	C ---------------------F

					Want to move down rapidly, but not too fast so there is social waste

				ii.	C--R------------------F

					Chalenger will ask why so long?  Say it was abandoned

				iii.	C------------------R--F

					Chalenger will ask why not RTP?  Say they was not dillegent

�VIII.	NON-OBVIOUSNESS - § 103

	A.	Introduction

1.	Very fact based.

2.	Infringer must prove by clear and convincing evidence that a patent is obvious

	-	Great burden.

3.	Most important issue of patents

	-	The “ultimate condition of patentablity”

4	History

	a.	Before 1952 act

		i.	Hotchwood v. Greenwood

			=>	Didn’t thnin anything that was merely novel was patentable

			=>	Said if one of ordinary skill in art could invent it, then already in the public 						domain

		ii.	Old rule of thumb

			(1)	Mere change of material is not enough

				-	I.e change a part from metal to wood

			(2)	Must change the form of the invention

			(3)	Can’t combine old things

		iii.	This test was hard to apply

	b.	Douglass/Powell Approach

		i.	look how invention occured

		ii.	Atlantic Works v. Brady

			=>	Mere trial and errror does not count

			=>	If all you di is sweat, but don’t create, no patent

		iii.	Cuno Eng. v. Automatic

			=>	Need a flash of creative genius (Douglass)

		iv.	Roberts v. Seres Robeck

			-	Roberts 18 years old and invented a quick release socket wrench

			-	Roberts settled for 2 cents a sale up to $10,000

			-	Sears applied for patent (made tons)

			-	Roberts sued for fraud and won patent

			-	Sears now said patent invalid from obvious

			=>	Powell => If you invent without an idea of getting a patent, then no patent

				-	Univerisites invent without an idead of patents

			=>	Douglass => Don’t want to reward gadgets, only invetinos with valuable 						knowledge

				-	But people love gadgets

			=>	Posner overruled in an en banc decision

		v.	Why not test like Douglass

			(1)	People always claim they invent from a flash of genius

			(2)	Inventions, however, rarrely made from a flash of genius

				- 	Ex) All Thomas Edison’s inventions made from prior ones

		vi.	Before Cuno

			-	50% of patents were upheld

		vii.	After Cuno

			-	10% of patents were upheld

	c.	How it fared in the market

		i.	Goodyear v. Rajok

			-	If people wanted an invention and no one could figure it out, then non-obvious

		ii.	Commercial Success

			-	If successful then nonobvious

			-	But success is not always evidence of marketing and non-obvious

				-	ex) Pet rock

		iii.	Acquiesence

			-	If people license a patent and the validity is not chalanged, then it is not obvious

			-	But licensing could be from people avoiding thecost of ligitigation

		iv.	Others tired and failed

			-	Then it must be non-obvious

		v.	These all easy to decide and predictable

			-	But costs of errors were very high (if denied patent = lose much money)

	d.	Patent Act of 1952- § 103

		i.	Diferenes between invention and prior art 

			-	Obvious to one of ordinary skill in the art

		ii.	Created much confusion

			(1)	Want Douglass’s very high standard?

			(2) Wanted more objective material?

				-	If this is so, does it use § 102 material

		iii.	Courts in disarray aftert § 103

			-	Created forum shopping becuase varired from 50% to 4.8% of upholding patents

		iv. 	Supreme Court said standard in John Deere

			(1)	What did the prior art contain

			(2)	What is different from the prior art

			(3)	What would a perons of ordinary skill in the art know

			(4)	Could a person of ordinary skill in the art create the invention



	B.	Rule

		1.	An invention is not patentable if the differnces b/w the invention and the prior art are such 				that the invention as a whole would have been obvious at the time the invention was made to 			a person having ordinary skill in the art.

		2.	Focus  is on the obviousness of the scientific inquiry

			-	Not the quality of the resulting invention.



	C.	Analysis for Non-Obviousness (Graham v. John Deere, p. 380)

		-	Plow for Graham

		-	For Calmear was a finger operated sprayer

		=>	Both were non-obvious

	1.	Determine the scope and the content of the prior art.

	2.	Ascertain the differences between the prior art and the claims at issue.

	3.	Determine the level of ordinary skill in the art.

	4.	Secondary Considerations:

a.	Commercial success of the invention

	-	Hybritech v. Monolcal

b.	Long felt but unsolved need for the invention 

c.	Failure of others who have attempted to solve need

d.	Unexpected results.

		5.	Federal circuit looks to the secondary factors to try to save a patent, but doesn't kill a patent 			that was non-obvious through Graham primary criteria, but was a commercial failure.	

			a.	Policy issues

				-	Incentive

					(1)	More likely to get patent if patent succeeds

					(2)	CAFC is using patents to promote competition, which Constitution says patents 						are for innovation.

			b.	Causal nexus

				i.	Infringer has burden of showing that there is no causal nexus between patent and 						commercial success

				ii.	Yet, some cases say that burden on patentee to make a prima facie showing of 							commercial success

					(1)	Then burden shifts to infringer

					(2)	This results in a mini antitrust suit in a patent case.	

	iii.	Kirsch, p.433-34

		=>	Nexus is required between the invention disclosed in P's patent an secondary 			consideration. 

	iv.	Hybritech p. 431

		=>	Evidence of nexus was that there were other monoclonal kits on the market, yet 		P's product was successful.

		=>	Need to contain in prior art an incentive to make the invention, not just mere 			existnace of how to accomplish a similar goal

		=>	Can used evidence of comercial sucess and other factors to show non-					obviousness

		=>	It is reviserible error if the lower court does not look at these factors

	v.	This is because not all success is a result of inventiveness

			c.	From whose perspective to measure commercial success?

				i.	Motivations to infringe or perspective of consumers?

				ii.	Infringer usually argues

					-	Consumers don't know the difference b/w patented and non-patented product.

	5.	Other considerations:

a.	Skepticism by experts indicates non-obviousness

b.	Teaching away would normally deter investigation

	-	U.S. v. Adams, water activated battery, p. 403

c.	Simultaneous invention by a group of people is evidence of obviousness.

			d.	Advantage of secondary considerations is that it enables court to determine what people 				of ordinary skill in art were capable of at the time of the invention.

**		6.	Best way to beat obviousousness is to find that the prior art teaches away from your patent

		7.	If you can do a demo, do it

			-	Patent Attorney for Adams in US v. Adams shined a light with the battery throughout 					the trial

		8.	The more familar a judge is with the field, the more likey he will find it to be obvious

		9.	Criticism of John Deere

			i.	Distorts field of patent law

				-	Less inventions in crowded fields

			ii.	20/20 Hindsight

				-	Everything looks easy after it is done

			iii.	Judges subjective opinion play a large part

	

	D.	Issues

		1.	Combination Patents

			-	US v. Adams

				=>	In combination patetns, look for a “Wholly unexpected result”

				=>	This meant much less combination patents

				=>	Once the patent is labeld as a combination, almost never got a patent

		2.	Sakraida v. ag Pro (1976) (Dreyfuss’s favorite case)

			-	Invention to clean cow floors

			=>	Does the invention create s “synergistic” result? (2+2=5)

			=>	But CAFC ditched “synergy” in Lindemann v. Meshinfabrick (pg 421)

			=>	But worth studing because it comes up in antitrust and other things

		3.	Obviousness is a question of LAW

			a.	Not fact for jury

			b.	Jury does not understand patent law and patents

			c.	Patentee’s love juries

				-	Juries see patentees as poor starving inventors

			d.	Questions of law are reviewed de novo

				-	No deference to trial court

		4.	Claim Interpretation is an issue of law

			-	Markman

		5.	Result

			a.	Forum shopping of facts

			b.	CAFC does not review facts



	E.	The invention as a WHOLE

1.	Must consider the entire context, not individual elements.

2.	"It is immaterial that all the elements were old in other contexts.	What must be found 	obvious to defeat the patent is the claimed invention.	“

	-	Gillette , Sp.89

3.	Don’t look at specific parts of the invention

4.	Also look at the difficulty in solving the problem

	-	Luall Paper v. Minn Paper

		-	Invention just changed the angle of the Lurie

		=>	Seems obvious but solution was hard to find

5.	Problems with Mature Scientists

	a.	Hard to get unexpected results

	b.	Most useful results are expected

		-	Thus obvious

	c.	Book treats chemical cases as different, Dreyfuss just says part of Mature Scientists



	F.	To a person of ORDINARY SKILL in the art

	1.	Not a super genius standard

	2.	Factors include (pg 432):

a.	EDUCATION of artisans active in the field

	i.	The higher the education level typical in the field, the more likely the invention is 	obvious

	ii.	Moleculon (Rubik’s cube)	

		-	Most people who used the puzzel had little education and sophistication

		=>	Differences could be smaller, because ordineary skill in art was less

	iii.	Thus field with dumb people are easier to get patents

		-	But this would arguable attract people

		-	But why would people come, because if dumb people are in the field, we 				obviously don’t care

b.	RAPIDITY of innovation made

c.	PROBLEMS typically encountered in the art

d.	The various prior art SOLUTIONS used

e.	SOPHISTICATION of the technology

f.	EDUCATION level of the inventor

	3.	DO NOT use inventors as a gauge for ordinary skill

		a.	Becasue they usually have more than ordinary skill

		b.	Bausch & Lomb, p. 81

	4.	Reasonably prudent artisan is charged w/ knowledge of all pertinent prior art

	5.	Defining the scope of the relevant art is important to determining the person of ordinary skill 		in that art.	

	6.	Chemical cases

		a.	After PTO makes prima facie showing that prior art suggests claimed compositions, 				burden of proof shifts to applicant to prove properties not possessed by prior art

		b.	In re Dillon, p. 480

			-	Known structure to make soot out of fuel

			-	Obvious to try tetrothtois

			=>	Obvious to try does not render an invention non-obvious, need more

?			=>	Court added inherency doctrine to § 103

			=>	Examle) Someone made a dewatered, and later found it could desoot, then it makes a 				desooter obvious

			i.	Nothing said in prior art about remvoing soot from fuel

			ii.	This holding only decreases incentives to find new ideas because if someone finds 					another use for a known invention, then can’t get a patent

			iii.	This holding makes any moleculer discovery will render a whole line of other uses 					non-obvious

			iv.	Solution, grant process patnet

				(1)	But, In re Durden still a problem

		c.	In re Durden

			-	Invent a new host cell

			-	Get patent on product and want a process patent

			-	Try to claim you use a well known process with a new product

			=>	CAFC says that is still obivious becasue not a new process, just a new product

			i.	Deseves a patent

				-	With new host cell, doesn’t make a new prodcut, but makes an old prodcut 						cheaper

			ii.	Could avoid the process patent anyway

				-	Grow host cells in a country where it is not patented, then make the prodcut here 					and sell in the US

				-	But if make outside US with a process patent and sell in US,still infringe

			iii.	In re Durden made Biotech industry really mad

			iv.	Congress overruled In re Durden in January 1995 by redoing § 103

				-	Still a problem because not a prodcut patent nor a process patent because no new					product

			v.	CAFC changes

				(1)	If start with a new product, not per se patentable, but the judge will look at it on 					a case-by-case basis

				(2)	When look at an invention, look at it as a whole

					-	Proctor and Gamble v. Nabisco

						-	Invention of making a chewerier, crispier cookie using laminating of 								cookies

						=>	Patentable because laminating of cookies

				(3)	There is a differcne between what makes a prodcut and what a product is used 						for



	G.	At the TIME the invention was made

1.	Cannot use HINDSIGHT in assessing obviousness

	-	Uniroyal , Sp. 80

2.	Rule

	a.	There must be some reason for the invention other than the hindsight gleaned from the 		invention itself

	b.	Something in the prior art as a whole must suggest the desirability and thus obviousness 		of making the invention.

		-	Uniroyal v. Rudkin-Wiley, Sp. 80

3.	This is one reason for the presumption of validity

	-	Presumption that the examiner, at the time of the prosecution, is the best judge of 				obviousness w/o the benefit of hindsight.

4.	"Obvious to try" has been a code word used by the court when applying impermissible 	hindsigh

	a.	The idea is that it is obvious to put together combo even if you're not sure what it will 			do

	b.	Bad law after Uniroyal, Sp.80

5.	Simultaneous invention by others tends to show obviousness

	a.	Thus, "the time it was made" includes a window of post-invention time

	b.	Wherein independent inventions may be considered in assessing obviousness.

6.	Publications after the patent date may be used to invalidate a patent if the publication 		describes the state of the art at the date of the invention.



	H.	In view of the PRIOR ART  

		1.	Analysis:

	a.	Determine if the reference is within the field of the inventor's endeavor.

	b.	Consider whether the material is reasonably pertinent to the problem with which the 			inventor is involved

		-	Stratoflex. v. Aeroquip, Sp. 58

		2.	Scope of the prior art  (look at 102(a)&(b))

	a.	Includes

		i.	The body of knowledge known to a person skilled in the art, AND

		ii. 	Certain other material which are contructively in the art whether or not actually 			known to those skilled in the art.

			a.	Meyer v. San Marino

				=>	Prior art for cleaning bottles included a missle guidence machine

				=>	Can be in completely different fields that use similar devices

			b.	Test

				-	Is this an area of art a person of ordinary skill in the art would look if they 					had a problem?

			c.	If close fields, then only a subtle suggestion that they would use the field is 					necessary

			d.	If field are far aparat, a stronger suggestion is necessary

		iii.	“Winslow Tableau”

			(1)	Person of ordinary skill in the art sits in a room with all of the prior art around 				him

			(2)	In re Winslow

				-	Invention to open bags with an air blower

		iv.	Examine invention against backdrop of field

			-	In re Dillion and In re Durden

	b.	Factors:

		(i)	What examiner looked at 

		(ii)	TEACHINGS (issued patents, etc)

		(iii)	UNEXPECTED results, as viewed from the perspective of the reasonably prudent 			artisan, not the inventor personally.

	c.	Determination of what exactly is in the prior art is a very important question.

	d.	Overly-broad scope of the prior art is reversible error. 

	3.	Combining references

a.	There needs to be a suggestion in the prior art for a judge to combine them, after the contested patent issues.

b.	There need not be a suggestion in the prior art to combine references for an Examiner to combine them

	-	The assumption being that if he knew how to do it, it was obvious.

	4.	Jointly-owned prior art

a.	§ 103 last para

	-	Subject matter developed by another person, which qualifies as prior art under (§ 	102(f), (g)) shall not preclude patentability under this § where the subject matter and 	the claimed invention were, at the time the invention was made, owned by the same 	person or assignable to the same person.

b.	Policy

	-	Prevents researchers within a single company who are working on interdependent	 	parts of a single invention from blocking each other's work so that the invention can't 	be patented.

c.	Subject matter must be 102(f), (g) prior art, not that which has already been patented

	-	If subject matter was patented then it may interfere

d.	If common ownership doesn't exist then there may be interference

(i)	Includes material subject to 100% assignment, 100% license.

(ii)	Also, must be under common ownership at time of invention

	-	Can't do an leveraged buy-out and buy up all the prior art.

 

	I.	Terms not to use in § 103 analysis

1.	Flash of genius

2.	Combination of old elements

3.	Synergism

	-	Cut out of law in Stratoflex, Sp. 67

4.	Obvious to try

	-	In re Dillion

		5.	Hindsight



	J.	What § 102 sections can be combined with § 103

		1.	§ 102(a)

			-	Any prior art that qualifies for this can be used for § 103

		2.	§ 102(b)

			a.	Ok

			b.	Dix Seal 

				=>	Art that does not exist when invention made, but is there more that a year before 						can be non-obvious under § 103

			c.	Only appies to prior PATENTS

			d.	Doubt is would for pulic use or on sale prior art

			e.	Think it would apply to publications

		3.	§ 102(e)

			-	Ok

		4.	§ 102(f)

			a.	Ok

			b.	Problems

				i.	Large Corporations

					-	If tell others in corp, can render you patent obvious under § 102(f)

					-	Must erect walls so employee’s don’t talk to each other

				ii.	Last senatnce in § 103 says if both in same company, then no § 103/ § 102(f) 							rejection

				iii.	Now, R&D companies can’t anticipate their own invention

				iv.	Question: What about joint ventures?

		5.	§ 102(g)

			a. 	Any prior art that qualifies for this can be used for § 103

			b.	Dictum in In re Bass

				-	Invention to use a suction in a textile machine to decrease dust

				=>	Any prior art for § 102(g) can be used in § 103

			c.	§ 102(g) doesn’t apply to foreign patents, though

			d.	Same caveat with R&D companies as § 102(f)

?		6.	Inherency doctrine is NOT used

			-	Must be on the surface for it be used as non-obvious prior art

			-	But what about In re Dillion

		7.	Pending applilcations count as prior art for § 103

			-	Hazeltin Reserach Inc. v. Brenner				

				-	12/20/49 C issued

				-	3/14/56 W filed

				-	12/23/57 R filed

				-	2/4/58 W issed

				-	6/24/59 R issued

				=>	Even though W patent was still secret when R filed, still can be combined with C to 					make R non-obvious

�X.	CAFC

	A.	Gerneral

		1.	Specialty court for patents

		2.	Accepted law of court of Customs and Patent Appeals

			-	But not all ofthe reguional circuits (just persuasuve)

		3.	Less forum shopping

		4.	Supreme Court theortectically watches, but just takes few cases



	B.	CAFC’s Change in Procedure

		1.	Before PTO and court did not agree

			-	Now it is like one body of law

		2.	Before large fear inventors lied to PTO

			-	Increased sanctions for non disclosure (Patent was invalid in entirity)

		3.	PTO have much deference to them

			a.	Patents are presumed valid

			b.	Must beat it by clear and convincing evidence

		4.	Why don’t like Presumption of validity

			a.	Don’t have a duty to reveal information you don’t know about

				i.	So information may exist, but no one nkow about it

				ii.	PTO still has a presumption of validity even with art they haven’t seen

				iii.	Want people to patent instead of trade secret

				iv.	But anyone can ask for a § 282 reexam

�XI.	SPECIFICATION (§ 112)

	A.	Overview

		1.	Words in the claim have to be defined in the specification

		2.	Puts a limit on the inventors



	B.	Requirements

		1.	Enablement

	- 	Enought information to allowed one skilled in the art to make the invention

		2.	Written description

			- 	Shows that inventor can practice the invention

		3.	Best mode

			-	Presumably the best mode contemplated at the time of the application.

		4.	Distinctly claim the invention

			-	Meets and bounds of invention



	C.	Enablement 

1.	Specification shall contain a written description... in such full, clear, concise, and exact terms 	as to enable any person skilled in the art to which it pertains, or with which it is most nearly 	connected, to make and use the same...

		2.	Not neccesary to list all embodiments

			-	But must provide a disclosure sufficient to enable one skilled in the art to carry out the 			invention commensurate within the scope of the claims.	

		3.	Amgen v. Chugai (p.529)

			-	P's claim 7 of recombinant EPO patent was broadly written to cover any functional 				analog of EPO

			=>	Court found that there were 3,600 different analogs and Amgen was still unable to 					specify which analogs have the properties set forth in claim 7

  		4.	Want others to be able to make the invention 

			a.	Experimentation needed to practice the invention must not be undue experimentation.	 		b.	In re Wands, p. 531

				-	Patent for making immunoassay using monoclonal antibodies

				-	Tested 9 (out of 143) and 4 worked

				-	Patent attorney should have told them to test the rest of them

				=>	Ct said that is ok and there is enablement

				=>	Can deposit living cells in a deposit, but not required

		5.	How much information need be given

			a.	Do not have to write a treatise on the topic

			b.	Enougth to make ordinary skill inthe art to make / use the invention

			c.	Does not have to be the first time read the specs you can make it

			d.	Just enough so it is not undue burden

			e.	A reasonableness standard is applied to determine when experimentation is undue.

				Factors to be considered:

			i.	The quantity of the experimention necessary,

			ii.	The amount of direction or guidance presented,

			iii.	The presence or absence of working examples,

			iv.	The nature of the invention, 

			v.	The state of the prior art,

			vi.	The relative skill of those in the art, 

			vii.	The predictability or unpredictability of the art, and

			viii.	The breadth of the claims.

	6.	Enablement goes to the scope of the invention

		-	Incandescent lamp patent

			-	Sawyer and Mann had patent on vegtable material to use in a light

			-	Saywer did not specifiy vegatble material so Edison had to look all over for the 				vegtables

			-	But Sawyer could not even make what they claimed

			=>	Sawyer and Mann invalid because of nonenablement

	7.	How an attorney can avoid the enablement problem

		a.	Claim inventions, not theory

		b.	Get lots of examples from client

			-	The more tests and uses of inventions, the bettter

		c.	Know how to enable every example

		d.	Enable every enbodiment



	D.	Written Description

		1.	Of the invention, and of the manner and process of making and using it, in such full, clear, 				concise, and exact terms as to enable any person skilled in the art to which it pertains...

		2.	Drawings alone may be sufficient to meet the written description requirement under certain 			circumstances

			-	Vas-Cath, p. 554).	

		3.	Purpse of the written description requirement is broader than merely to explain how to 'make 			and use the invention (enablement requirement)

			-	The applicant must also convey to those skilled in the art that, as of the filing date, he 					was in possession of the invention (the invention is whatever is now claimed).

		4.	Used mainly in § 251 re-issue and § 120 CIP

		5.	Examlple

			-	A files parent

			-	B files

			-	A files CIP

			-	CIP issues

				or

			-	A files paretn

			-	B files

			-	A reissues

			=>	If a has disclosed enough at original file, then early date is its critical date

			=>	Enablement requirement in this case wants to know if A posses invention himself

				-	Does A know how to practice B’s invention

		6.	Description gives enough information to show inventor understands and poseses and can 				practice the invention

		7.	Shows how to practice the invention

			-	Other than that, not too important



	E.	Best Mode

		1.	Contemplated by the inventor for carrying out his invention.	

		2.	Presumably the best mode contemplated at the time of the application.

		3.	Requires close coordination between attorney and inventor

			-	If inventor comes up with better mode while attorney writing application, patent could 			turn out to be invalid.

		4.	Randomex, p. 572

			-	Patentee deliberately failed to disclose preferred formula of disk cleaner in an attempt to 			generate sales for its cleaning fluid

			=>	Patent valid.  This a patent for disk cleaner, not fluid

			=>	Don’t need to say how to make every accessory

		5.	Test

			a.	Does applicatn, at time of application, reveal what he tought was the best mode

				-	Subjective

			b.	Wsa it enabled with the best mode

				-	Objective

				-	What patentee tought was the best mode

			c.	Example

				i.	If invention to clean disks as best as possible

					-	Then need to disclose fluid

				ii.	If invention for a better disk cleaner

					-	Don’t need to disclose fluid

		6.	Problems

			a.	Arbritariness

			b.	Best mode depends on what invention is 

			c.	If made in a group

				-	All inventors have a different idea of what is the best mode

			d.	Person talking to patetn attorney may not be the best person to decide which is the best 			mode, but which is the best to sell

		7.	Policy for

			a.	Make sure people can compete with the patentee when the patent expires

			b.	But patent expires in 20 years, and things change in 20 years

?			c.	Ensure not other protection

		8.	Doctrine of Elections

			a.	Have to decide if Patent/Copyrigth/Trademark

			b.	Can’t pick more than one

			c.	Reversed with Spirow Agnew watch case

			d.	So why care now if both

		9.	Policy Against

			a.	Many other ways to get an advantege in the field

				i.	Trademark

					-	Build a consumer base so after patent expires, still have a loyalty base

				ii.	Edison

					-	Buy all of the Bamboo field

					-	Before patent on electircty gerneation expired, bouth a plant and wired all of 						Manhatten

				iii.	Colt gun

					-	Invented MK rifle

					-	Colt didn’t say how to manufacture the gun, so parts would not be 									interchangable

					-	Competitors then stole their trade secret and as a defense said that the patent 						should have disclosed this			

					=>	Patent was not invalid becasue invention was how to make the gun shoot, not the 					special nuts and bolts that Colt chose to use

			b.	Best mode does not allways workd all the time

			c.	Most countries don’t require it



	F.	Distincly claim the invention

		1.	Standard Oil v. American Cyanid

		2.	Like saying a statute is vague

		3.	Most patent attornyes say examiners do a good job of weeding out distincly claims

		4.	Meets and bounds of invention

		5.	Unique Practice v. Brown

			=>	Claim considered narrow becasue it did not inclue the linear boarder piece

		6. 	Don’t want too narrow 

			-	No coverage

		7.	Don’t want too broad

			-	Invalidated by prior art



	G.	Practive of Drafting

		1.	Very technical

		2.	Use much verbage from field to be part of ordinary skill in the art

			-	Standard Oil

				-	“partially soluble” was not used by chemists

		3.	Patnette can be his own lexcogifer, if term does not exist

		4.	Better use a boilerplate, more outside knowledge to draw on

		5.	Trial	

			-	Expert scientists define terms

			-	Expert patent attroneys aslso defien terms

		6.	Terms

			a.	Comprissing

				-	Open, include elemetns in patent and other features

				-	Broader

			b.	Consisting of

				-	Closed, excludes other elemtets to avoid prior art

				-	Narrower

			c.	Consisting essentially of

				-	In between

				-	Other elemetss must be essentially the same

		7.	Courts do an element by element comparison

			-	Ex) say tape deck, does not include DAT



	H.	§ 112 paragraph 6

		1.	Means plus function claim

		2.	Primary techinique to broaden patents

		3.	But can go too far

		4.	CAFC limits M+F to things that interpred narrowly by sepcs

			-	To narrow scope of patent

		5.	Because court won’t rewrite claims, want to have dependent claims

			-	Narrow claims and the broad independent claims

		6.	ex)	Annual member = a wheel

�XII.	DUTY OF DISCLOSURE (Rule 1.56 - cases are under old rule)

	A. Inequitable Conduct

		1.	Fraud on the PTO

		2.	Sufficient to invalidate the entire patent (is broader than common law fraud).

		3.	§ 288

			-	If no deceptive intent, only bad claims might not be invalid

		4.	Policy for drastic remedy

			a.	Patentee and examiner the only people privy to the knowledge

			b.	Patentee supplies most of knowledge

			c.	Encourages disclosure of everything

			d.	When in doubt disclose

			e.	Clients hide info anyways, so still do not get a full discloser

		5.	What is inequitable conduct

			a.	CAFC has gone back and forth

				-	Starting being tough to put teeth into § 282 (presumption of validity)

*			b.	Test

				i.	Information withheld is somthing the examiner would think is important

				ii.	Intent decieve is required, or gross negligence

			c.	JP Stevens v. Lex Tex

				=>	Inequitable conduct on one claim makes the whole patent invlaid

				=>	Infered because patenteee denied patent because of art in other countires

			d.	Balancing Test - Intent x Materiality = Inequitable Conduct [other outline]

				-	Need some level of culpability

				-	Hewlett- Packard, Sp. 123

		6.	Relation to common law fraud

			a.	Less to prove than CL fraud

			b.	CL fraud requires

				-	Misrepresentation of a material fact, with intent to deceive (or reckless disregard for 					the truth)

				-	Justifiable reliance on the misrepresentation causing injury.

		7.	Intent

			-	Can infer intent from material and knowledge

		8.	Policy against

			a.	Make any mistake to PTO can be inequitable conduct

			b.	Patentee does not all

				-	Files quickly, so knowledge may not be that much

			c.	Applies rules retroactively

				-	Not fair

			d.	Since harder to get § 102 and § 103 this is part of every infringement defense

		9.	Kingsdown

			-	Mistake was switching of allowed and not allowed claim #50

			=>	No intent to decieve when mistake does not rise to gross negligence

			=>	Gross negligence must be enough to induce sufficent culpablity to indicate a finding of 				intent to deicieve

			=>	Inequitable conduct looks at the totality of the circumstances

			=>	Can’t infer intent, must show it

			=>	CAFC getting softer on IC

		10.	Burlington Industry v. Dayco (pg 611)

			=>	Unsuported charge of IC probably will result in Rule 11 charges

			

	B.	Duty of Disclosure

		1.	The Applicant

	-	The new rule 56(d) includes inventor, agent, and anyone else with a significant 					involvement with the prosecution

		2.	Must Disclose

	-	Information disclosure Statement

		3.	Material prior art in prosecuting an application, otherwise renders the entire patent 					unenforceable.



	C.	Material info

1.	The Many Standards of Materiality

2.	Old Rule 56

	-	A substantial likelihood that a reasonable EXAMINER would consider it IMPORTANT 		in deciding whether to allow the application to issue.

3.	Objective But-For

	-	A reasonable examiner would have rejected the application but for the absence of the 			undisclosed art.

4.	Subjective But-For

5.	But it may have 

	a.	The info might have reasonably affected the examiner's decision as to patentability.

	b.	Poses a legal, rather than a factual question.

6.	J.P. Stevens , Sp. 101



	D. New Rule 1.56 (Sp. 138)

		1.	 Info. is material when

	a.	Iit is not cumulative to info already in the applicaion, and either

	b.	It establishes a prima facie case of unpatentability, OR

	c.	It refutes or is INCONSISTENT with a position the applicant takes in 

	i.	Opposing an argument of unpatentability relied on by the PTO, OR

	ii.	Asserting an argument of patentability.

		2.	A PRIMA FACIE case of unpatentability is established when the info. compels that 					conclusion by a preponderance of the evidence while giving the broadest possible scope to 			the claims.



	E. Knowledge

1.	Applicant must both know of the info. and know it is material 

2.	Applicants are encouraged to examine:

	a.	Prior art cited n search reports in a counterpart application

	b.	The closest info. over which the applicants believe any pending claim patentability 				defines.



	F.	Intent

		1.	Culpability

			- 	Court is looking for an intent to mislead the PTO.	

			-	HP

		2.	Bad faith or intentional misconduct.

		3.	Direct evidence is not required if info. is highly material.

		4.	Highly factual inquiry.

�XIII.	Premption of State Law

	A.	Patent law is better

		1.	No loss of social value for peopel don’t have to reeinvent the wheel

		2.	Public record of who invented

		3.	If patent law so good, why not make the only game in town and not allow TS?



	B.	Patent law and TS

		1.	§ 102(g)

			a.	Protects TS holder becausea even if a secret use, can still be prior art

			b.	Statute does not say TS, but protects it

		2.	§ 122

			-	Patent applications are secret so if a patentee can still have the TS option if denied a 					patent

		3.	§ 102(c)

			-	If go to TS, no option of gettting a patent

		4.	Observations

			a.	Patent law does not seem very negative about TS

			b.	But, even if Congress doesn’t say somehting, still can have preemption

				-	Ex) Dormant Commerce Clause

		5.	Sears v. Shiffel (987)

			-	Pole lamp

			-	Stifftel said pole lamp is like a trademark 

			=>	State cannot protect trademarks

		6.	Patent clause of Constitution

			-	Congress created an exclusive right to patents

		

	C.	Cases

		1.	Brulotte v. Thys

			=>	Invalidated a license that would keep protection of patent longer than 17 years

		2.	Leer v. Adkins

			-	Licensee promised not to chalange validity of patent

			=>	Not allowed because of public intrest in people challanging validity of patents

		3.	Goldstein v. CA

			-	Bootleg records very popular so CA made it a civil action

			-	Argued preemption by fed copyright law

			=>	Supreme Court said state was experimenting and nothing premepted

			=>	Change of heart for Supreme Court

		4.	Payne v. Borne

			?

		5.	Kewanee v. Bicone

			-	Chose TS and employee stole it

			****	GIVES MUCH POLICY WHY PATENTS DON’T PREEMPT TS

			=>	Even if can get a patent, can still TS

			=>	Else, every TS would hae to go throught § 101, § 102, ....

		6.	Bonito Boats v. Thundercraft

			-	FL statute made it illegal to copy any manufactured boat hull

			-	It was easy to do; like teeth in a mold

			=>	FL statute is invalid because of Patetnt law

			a.	Policy

				i.	No checkihng like PTO

				ii.	Information is not diseminated

				iii.	Divert afway from patent protection

				iv.	Patent system requries free competition and need a strong reasons to depart from it

				v.	Need uniform law

				vi.	National interest to encourage inovation and patentable subject matter

			b.	Pendulum swung the other way

			c.	Since hulls are seen and available, can’t get TS

			d.	Arguablly this overruled Kewanne

				i.	But Boito Boats protected public at large

				ii.	Most TS are agaisnt individuals

					-	I.e. Coventats not to competee

					-	This does not make the contracts void

	

	D.	Advantages of TS

		1.	TS adds to social good by increasing gadgets	

		2.	More certainty with TS

		3.	Help PTO by decreasing the number of applicatoins that are surly not patentable

		4.	Commercial ethics

			a.	Stealing TS is against morals

			b.	States useulay regulate this

		5.	No threat to Patents

			a.	TS shouldn’t be available to inventions that are patentable

			b.	But not

				-	Kewanee



�X. INFRINGEMENT

	A.	Overview

	1.	§ 271(a)  (look at page 29 of other outline, Uniroyal Sp. 83)

	2.	Autogiro analysis to determine the meaning of the claims:

	a.	Look at the literal words of the claim

	b.	If the claims do not read literally on the accused structures, infringement is not necessarily ruled out.	Apply the doctrine of equivalents:

	c.	It provides that a structure infringes, without there being a literal overlap, if it performs:

				i.	Substantially the same function in 

				ii.	Substantially the same way, and 

		iii.	Ffor substantially the same purpose as the claims set forth.

	3.	Two guidelines for range of equivalence :

		a.	Whether persons reasonably skilled in the art would have known of the interchangeability of an ingredient not contained in the patent with the one that was.

		b.	Pioneer patents are to be given wider ranges of equivalence than minor improvement patents.

	4.	Preambles

		-	Courts have sent conflicting signals whether the preamble to a claim is to be read as a limitation or simply as a descriptive prose introducing the real elements (and limitations) of the claimed invention.	(p. 644)

	5.	Doctrine of claim differntiation -- Limitations from one claim will not be read into another claim.

	6.	Specification -- Courts often look at specification to define words and phrases used in the claims.	Limitations may also be read into the claim from the specification.

	7.	Prosecution history -- Two uses:

	a.	What the applicant said during prosecution is used as an aid in interpreting what the claims mean.	Helps determine whether an accused product really fits the definition of a term used in the claim.	(See Unique Concepts , p. 645)

		b.	Prosecution history estoppel -- Under this doctrine, the patentee is estopped from reclaiming a meaning for a term or phrase that was specifically disclaimed during prosecution in order to avoid the prior art.

�XI.	REMEDIES

	A.	Injuctive Relief (§ 283) 

		1.	Court decides when to grant on such terms as court deems reasonable.

		2.	Denial of permanent injunction leaves patentee with only one remedy: money damages.

		3.	Rationale (p. 749): "Patents must by law be given "attributes of personal property".	The right to exclude others from free use of an invention protected by a valid patent does not differ from the right to exclude others from the free use of one's automobile, crops, etc."

		4.	Permanent injunctions  

			a.	Public interest - Generally court does not grant injunctive relief merely because the enforcement of the patent would be against the public interest.

			b.	Reasons behind general rule:

		i.	If congress wanted to differentiate between lifesaving devices and trivial devices, it would have done so.	So far, Congress thinks it is better for the nation to give inventors short term monopolies rather than permit free competition.	Eli Lilly v. Medtronic (p.762-63)

		ii.	Disaccomodation of business and consuming public cannot trump the public policy at issue, that is, the "protection of rights secured by valid patents".	When the business' initial success was at the expense of the patentee and business spent millions in manufacturing a product, you take a calculated risk that you might infringe existing patents.	Polaroid v. Kodak (p.673)



	B.	Exception

		1.	Vitamin Technologies (p.759) 

			-	Patentee held patent for a process of making vitamin D by irradiating dairy products. Infringer was maker of oleomargarine, and argued that the patent is a boon to people with rickets.	health concerns.

			=>	Refusal to permit irradiation wrrants the refusal of the equitable relief, and held that the public interest would be better served by holding the patents invalid.



	C.	Compulsory license

		1.	Where:

			a.	Iirreparable hardship on the infringer by injunction, 

			b.	Without any concomitant benefit to the patentee (pee's failure to exploit the patent on her own behalf),

			c.	Court can properly conclude that it would be inequitable to grant injunction and can fashion relief of compulsory license giving patentee half a loaf.	Foster v. American Mach. (p. 763)



	D.	Governments power of eminent domain are such that patentee cannot get equitable relief  where govt is the infringer, but can get compensatory damages.  28 USC 1498(a)

		-	State governments - patentee has no right of recovery at all.	(Not even $$$  ???)



	E.	Patent misuse 

		1.	Powerful defense to an infringement suit.

		2.	If the court finds patentee has misused patent (as in Vitamin Technologies),

			a.  Court will deny injuncitive relief, and 

			b.	Infringer may get to use the patent royalty free.

		3.	Note:  Patentee may purge her misuse and (presumably) reinstate her property right.

 	

	F.	Damages (§ 284) 

		1.	"damages adequate to compensate for the infringement, but in no event less than a resonable royalty for the use of the invention..."

		2.	 Adequate compensation or Lost profits due to Lost Sales 

		3.	Primary inquiry - Had the Infringer not infringed, what would Patentee have made?

	a.	Patentee must prove (Panduit Corp. v. Stahlin Bros., p.777):

		i.	Demand for the patented product,

		ii.	Absence of acceptable noninfringing substitutes,

					(a)	Cannot show that the patent was a combination of old elements in prior art, and hence, the prior art was substitute.	This ignores that a patent is "the totality of all the elements and their interaction with each other which is the inventor's contribution to the art of wheelbarrow making".					(b)	Radio Steel & Mfring v. MTD Prods. (p.806-7).

		iii.	Her manufacturing and marketing capability to exploit the demand, and 

		iv.	The amount of profit she would have made.

		4.	Reasonable royalty

			a.	Primary inquiry is what the parties would have agreed upon, if both were reasonably trying to reach an agreement on the date when the infringement began.

			b.	Contemplates hypothetical "willing" licensor and licensee.

			c.	Rationale for not setting negotiations after infringement (Panduit):

				i.	It would amount to a pretense that the infringement never happened.

				ii.	Competitors would use infringement as a way to impose a "compulsory license" policy upon every patent owner.

				iii.	Infringer would have nothing to lose, and everything to gain if he could count on paying only the normal, routine royalty non-infringers might have paid, except when the patentee could bear the heavy burden of showing lost profits.

			d.	Factors to consider in setting amount of reasonable royalty (Georgia Pacific, p.789)

				i.	The established profitablity of the product mader under the patent; its commercial success and its current popularity.

				ii.	The royalties received by the patentee for licensing of the patent in suit, proving or tending to prove an established royalty.

				iii.	The nature and scope of the license for the use of other patents comparable to the patent in suit.

				iv.	The licensor's established policy and market program

				v.	The commerial relationship between the licensor and the licensee, 

				vi.	Collateral sales - effect if selling patented product in promoting sales of other products of the licensee.

				vii.	The duration of patent and term of the license.

				viii.	The utility and advantages of the patent property over prior art, if any, that had been used for working out similar results.

				ix.	The nature of the patented invention; character of the commercial embodiment of it as owned and produced by the licensor..

				x.	extent to which the infringer has made use of the invention; 

				xi.	The portion of the profit or selling price that may be customarily in the particular business or comparable businesses to allow for the use of the invention or analogous inventions.

				xii.	The portion of the realizable profit that should be credited to the invention as distinguished from non-patented elements, the manufacturing process, business risks, or significant features or improvements added by the infringer.

				xiii.	The opinion testimony of qualified experts.

				xiv.	Rates paid by the licensee for the use of other patents comparable to the patent in suit.

				xv.	The amount that a licensor (such as the patentee) and a licensee (such as the infringer) would have agreed upon (at the time the infringement began) if both had been reasonably and voluntarily trying to reach an agreement.

�Recurring Issues

I.	PRIOR ART

	A.	Defined by 102(a) and 102(b)

i.	Invention was known or used by others in this country [102(a)]

ii.	Invention was patented in this or a foreign country before invention by the applicant [102(a)]

iii.	Invention was described in a printed publication in this or a foreign country before invention by the applicant [102(a)]

iv.	More than one year prior to the date of the application for the patent in the U.S., the invention was:

a.	patented in this or a foreign country.

b.	described in a printed publication in this or a foreign country, or 

c.	the invention was in public use or sale in this country [102(b)]



	B.	Elements i. to iii. above relate to actions taken by others [102(a)], element iv. relates to actions taken by the inventor [102(b)].



	C.	Definition of prior art in 102 is also used in 103 for non-obviousness analysis.



	D.	Chemical cases

		-	After PTO makes prima facie showing that prior art suggests claimed compositions, burden 			of proof shifts to applicant to prove properties not possessed by piror art.

		-	In re Dillon, p. 480



II. Level of Ordinary Skill in the Art to which invention pertains (applies to 103)

A.	Not a super genius standard

B.	Factors include:

1.	EDUCATION of artisans active in the field:  the higher the education level typical in the field, the more likely the invention is obvious

2.	RAPIDITY of innovation

3.	PROBLEMS typically encountered in the art

4.	the various prior art APPROACHES used

5.	SOPHISTICATION of the technology

C.	DO NOT use inventors as a gauge for ordinary skill b/c they usually have more than ordinary skill (Bausch & Lomb, p. 81)

D.	Reasonably prudent artisan is charged w/ knowledge of all pertinent prior art:

E.	Defining the scope of the relevant art is important to determining the person of ordinary skill in that art.



III.	Patent Validity Analysis:

	A.	§ 101 and § 102

		i.	Patentable Subject Matter

		ii.	Is there a Statutory Bar [102(b)]?

		iii.	Novelty, 102(a)

		iv.	Is the patentee the first inventor? 102(a), (e), (g)

		v.	Even though the patentee was not the first inventor, did she acquire the rights of a first inventor due to abandonment? 102(g)

	B.	Utility § 101

	C.	Non-Obviousness § 103
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